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EXPLANATION  OF  NOTES. 


The  Text  of  the  Opinion. 

The  text  of  the  opinion  of  the  court  is  taken  wholly  from  the  record, 
and  not  from  the  official  reporter.  The  reason  for  this  is  that  the  record 
is  the  original  source  from  which  the  reporter  himself  obtains  his  mat- 
ter ;  that  it  is  complete,  no  cases  decided  by  the  court  being  omitted 
therefrom ;  that  ou  application  to  the  clerk  of  tlie  court  for  a  certified 
copy  of  an  opinion,  it  is  the  copy  of  the  opinion  as  it  appears  in  the  re- 
cord, and  not  as  printed  in  the  official  report  that  he  furnishes. 


Prominent  among  the  advantages  secured  by  printing  the  record,  is 
the  fact  that  the  statement  of  the  case,  involving  all  those  facts  which 
the  court  considers  material  to  the  understanding  of  its  opinion  is  made 
by  the  court  itself,  strictly  in  view  of  its  decision,  concisely  and  judici- 
ally, whereas  the  official  reporters,  Wallace  and  Otto,  have  omitted 
whole  pages  of  the  statement  as  made  by  the  court,  substituting  their 
own,  or  have  so  amended  and  varied  the  court's  statement  as  to  make  it 
practically  a  new  one.  The  case  of  Burr  v.  Duryee,  reported  in 
volume  VII,  is  a  notable  example,  on  consulting  which  the  foot-notes  ap- 
pended will  be  found  to  point  out  the  variation  of  the  official  reporter 
from  the  original  re  ord. 


It  will  also  be  observed  that  this  practice  of  these  reporters  has  often 
been  the  cause  of  omitting  in  their  reports  the  introductory  part  of  the 
opinion  as  given  in  the  record,  supplying  it  from  their  own  point  of  view 
and  actually  beginning  the  report  of  the  opinion  at  an  intermediate 
point  of  the  record. 


The  text  in  this  work  has  been  prepared  from  printed  certified  copies 
of  the  record,  and  has  undergone  a  second  comparison  while  in  type  be- 
fore printing  made  directly  with  the  original  record  in  the  Supreme 
Ck)urt,  giving  an  assurance  that  no  effort  has  been  spared  to  secure  ao^ 
curacy. 
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It  has  further  been  compared  with  the  officially  published  reports  and 
the  divergences  of  the  latter  from  the  record  pointed  out  in  foot-notes  to 
each  case  where  they  occur,  in  Justification  of  the  course  pursued  by  the 
editor,  and  for  the  convenience  of  the  profession. 


The  SylUtbl,  or  Head  Notes. 

The  head  notes  have  been  prepared  with  care  and  considerable  elabo- 
ration, the  editor  deeming  it  more  convenient  to  the  profession  that  he 
should  err  on  the  side  of  too  great  minutia  in  calling  their  attention 
even  to  what  may  be  regarded  as  dicta  of  the  court.  At  the  end  of  each 
head-note  will  be  found  between  brackets,  the  page  of  the  opinion  of 
which  it  is  a  digest.  The  head-notes  lire  numbered  consecutively  and 
at  the  end  of  each  case  there  will  be  found  under  the  corresponding 
number  of  the  head-note  a  note  of  Supreme  Court  Patent  Cases,  in 
chronological  order,  relative  to  the  subject-matter  of  the  head-note. 


The  Annotations,  or  Notes  at  ending  of  Case. 

Notes  at  endin^r  of  case  are  of  three  kinds :  those  in  the  form  of 
notes  to  the  head-notes ;  those  relating  to  the  patent  in  suit ;  and  those 
relating  to  cases  in  which  the  particular  case  reported  has  been  cited. 


Notes  to  the  head-notes.  These  consist  of  Supreme  Court  Patent 
Cases,  arranged  in  chronological  order,  in  wliich  the  substance  of  the 
head-note  has  been  restated,  affirmed,  or  applied,  as  the  case  may  be; 
these  have  been  brought  down  to  the  latest  decisions  of  the  court  acces- 
sible at  the  date  of  printing  the  volume. 


The  patent  in  suit  is  next  given  with  its  reissues,  if  any,  followed 
by  a  chronological  list  of  all  reported  Federal  suits  in  which  the  patent 
has  been  involved. 


Citations  of  the  particular  opinion.  Then  follows  a  list  of  those 
cases  in  which  the  opinion  reported  has  been  cited.  This  list  includes 
Federal,  State,  and  Canadian  Cases,  opinions  of  the  Attorney-General, 
and  of  the  Commissioner  of  Patents,  and  the  latest  text  books,  Curtis, 
4th  Edit.,  Walker,  Merwin,  and  Abbott. 


All  the  lists  are  chronological  in  arrangement  and  in  the  list  of  cita- 
tions the  dates  are  appended. 
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AddltlonjU  Referenoea,  ftc 

To  facilitate  the  flndinfi^  of  any  case  appearing  in  the  notes,  not  only 
is  the  original  report  given,  but  also  volume  and  page  of  Bobb,  Fisher, 
Banning  and  Arden,  and  others  in  which  it  is  reprinted. 


Both  in  the  opinion  and  arguments  the  rule  has  been  followed  of  add- 
ing the  names  to  cases  cited  by  page  and  volume  only,  these  additions  to 
the  text  being  included  in  brackets. 


Blank  lined  spaces  after  each  note  and  a  blank  page  at  the  end  of 
each  case  are  left  for  the  insertion  of  additional  citations  and  of  gen- 
eral notes. 

Tables. 

There  are  added  a  number  of  tables  and  two  indexes  for  ready  refer- 
ence. These  are  Tables  of  Cases,  Reference  Table  of  Cases,  Table  of 
Patents  in  Suit,  of  Cases  Cited,  of  Abbreviations,  of  Names  of  Justices, 
of  Names  of  Counsel,  an  Index  Digest  and  a  Digest  of  Notes. 


Reference  is  made  throuflrhout  the  work  to  the  volume  and  page  of  the 
English  cases  already  published  as  part  of  this  series,  wherever  they 
occur. 

WOODBURY  LOWERY. 
Washington,  D.  C. 
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CHARLES  N.    TYLER,  PLAINTIFF  IN  ERROR,   v. 

THE  CITY  OF  BOSTON.* 

7  WalL,  827-881.    Deo.  Term,  1868. 

[Bk.  19,  L.  ed.  08;  2  Whit.  177.] 
Argued  Jannary  18,  1869.     Decided  February  1,  1869. 

Particular  patent  construed^     Chemical  equivalent.     Composition 

of  matter.    Identity. 

1.  Letters   patent  No.  85,015,    Tyler,  0.    N.,    March   24,    1863. 

Burning  Fluid,  commented  on  with  reference  to  the  insuf- 
ficiency of  the  statement  in  the  specification  that  ''the  exact 
quantity  of  fusel-oil  which  is  neoessfdry  to  produce  themost 
desirable  compound  must  be  determined  by  eocperiment^''^  and 
the  term  "equivalent"  construed  to  mean  ''equal  bulk,"  in 
view  of  the  specification's  description  as  "  by  measure  crude 
fusel-oil  one  part,  kerosene  one  part"     (p.  10.) 

2.  Where  a  patent  is  claimed  for  the  discovery  of  a  new  substance 

by  means  of  chemical  combinations,  it  should  state  the  compo- 
nent parts  of  the  new  manufacture  claimed  with  clearness  and 
precision,  and  not  leave  the  person  attempting  to  use  the  dis- 
covery to  find  it  out  "by  experiment"     (p.  10.) 

*See  Explanation  of  Notes,  page  IIL 

(1) 
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3.  The  term  "  eqnivalent  "  when  nsed  with  regard  to  the  chemical 

action  of  such  fluids  as  can  be  discovered  only  bj  experiment, 
only  means  equally  good,     (p.  10.) 

4.  A  charge  that  the  substantial  identity  of  one  compound  of  given 

proportions  with   another  compound  varying  in  the  propor- 
tionsy  is  a  question  of  fact  and  for  the  jury,  sustained,     (p. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Massachusetts. 

This  action  was  brought  in  the  court  below  by  the  plain- 
tiff in  error  to  recover  damages  for  an  alleged  infringement 
of  patent.  Judgment  having  been  rendered  in  that  court 
for  the  defendant,  the  plaintiff  sued  out  this  writ  of  error. 

The  case  is  fully  stated  by  the  court. 

The  letters  patent  above  referred  to  is  as  follows : 


CHARLES  N.  TYLER,  OF  BUFFALO,  NEW  YORK. 
Improved  Composition  for  Burning-Flitids. 

Specification  forming  part  of  Letters  Patent  No.  38^015^  dated 

March  24,  1863. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Charles  N.  Tyler,  of  Buffalo,  in  the 
county  of  Erie,  and  State  of  New  York,  have  invented  or 
discovered  certain  new  and  useful  compounds  produced  by 
the  combination  of  the  earthy  and  mineral  oils  with  fusel- 
oil  or  fusel-oil  and  alcohol ;  and  I  do  hereby  declare  that  the 
following  is  a  full  and  clear  description  of  said  invention 
or  discovery,  and  of  the  manner  of  manufacturing  the  said 
compounds. 

The  object  of  my  invention  or  discovery  is  to  extend  the 
utility  of  the  "mineral"  and  '* earthy"  oils,  in  which 
terms  may  be  included  the  petroleum  or  rock  oils,  or 
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naphthas  obtained  directly  from  springs,  the  kerosene  or 
paraffine  oils,  as  they  are  sometimes  called,  which  are  ob- 
tained by  distillation  of  bituminous  substances,  and  coal 
and  the  refining  of  petroleum  and  other  oils  and  naphtha 
that  are  derived  by  the  distillation  from  the  above-named 
substances. 

The  first  part  of  my  invention  or  discovery  consists  in  a 
new  compound  substance,  being  a  combination  of  fusel-oil 
with  the  mineral  and  earthy  oils,  which  compound  consti- 
tutes a  "burning-fluid,"  by  which  term  I  mean  a  liquid 
which  will  bum  for  the  purpose  of  illumination,  without 
material  smoke,  in  a  lamp  with  a  small  solid  wick  and 
without  a  chimney. 

The  second  part  of  my  invention  or  discovery  consists  of 
a  new  compound  substance  produced  by  the  combination 
of  fusel-oil  with  naphtha  and  with  alcohol,  which  com- 
pound constitutes  a  burning  fluid. 

The  third  part  of  my  invention  or  discovery  consists  in 
the  heavy  oily  liquids  obtained  by  the  combination  of  the 
petroleums,  kerosenes,  and  other  earthy  oils  with  fusel-oil 
and  the  sej^aration  of  the  compound  into  parts  by  alcohol, 
the  said  heavy  oily  liquids  constituting  an  oil  suitable  for 
painters  and  mechanical  uses. 

In  the  manufacturing  of  said  compounds  I  make  use  of 
the  crude  fusel-oil  obtained  in  the  distillation  of  fermented 
grain  and  other  substances  for  alcoholic  liquors.  It  may 
be  preferred  to  use  that  which  is  obtained  from  maize  or 
**  Indian  com,"  as  it  is  commonly  called,  although  that 
obtained  in  the  distillation  of  various  other  fermented 
vegetable  substances  will  answer  the  purpose.  Refined 
fusel-oiJ  may  also  be  used,  if  preferred ;  but  as  the  crude 
oil  will  answer  the  purpose  the  cost  of  refining  is  saved. 

In  manufacturing  the  compound  which  constitutes  the 
first  part  of  the  invention  or  discovery,  I  find  that  a  combi- 
nation of  crude  fusel  oil  with  the  ordinary  kerosene  found 
in  the  market,  (for  the  purpose  of  burning  in  kerosene- 
lamps,  with  a  chimney  and  air-deflector,)  whether  such 
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kerosene  be  derived  from  distillation  of  the  crude  coal  oils 
or  from  crude  petroleum,  will  produce  a  good  burning- 
fluid,  capable  of  use  in  the  common  lamp  without  a  chim- 
ney, when  combined  in  the  following  proportions,  by  mea- 
sure, viz :  crude  fusel-oil,  one  part ;  kerosene,  one  part. 
The  two  substances  are  agitated  together  in  a  vessel,  so  as 
to  commingle  them,  and  the  mixture  is  j^ermitted  to  rest  a 
4  longer  or  shorter  period,  which  depends   upon  circum- 

stances, and  which  is  generally  less  than  twenty-four 
hours,  when  the  mixture  is  found  separated  into  two 
parts.  The  lower  part  is  a  watery  liquid,  which  is  small 
in  bulk,  and  consists  mainly  of  the  water  that  exists 
in  crude  fusel-oil,  which  is  drawn  off  from  the  bottom  of 
the  vessel,  or  it  may  be  separated  at  once  by  the  introduc- 
tion of  alcohol.  The  upper  part  is  the  compound  sub- 
stance produced  by  the  combination  of  the  fusel-oil  with 
the  kerosene,  constituting  the  burning-fluid.  In  making 
this  combination  it  is  preferable  to  permit  the  mixture  to 
settle  in  a  vessel  having  a  funnel-shaped  bottom  fitted  with 
a  stop-cock,  so  as  to  facilitate  the  withdrawal  of  the  watery 
liquid  with  the  least  possible  waste  of  bnming-fliiid  or 
upper  liquid,  or  the  lower  liquid  may  be  withdrawn  from 
the  other  by  a  siphon. 

Naphtha  and  petroleum  may  be  combined  with  fusel-oil 
alone  in  the  same  manner  as  kerosene,  and  is  the  com- 
pound substance  constituting  the  second  part  of  my  inven- 
tion or  discovery,  which  is  a  good  burning-fluid.  It  may 
be  produced  from  naphtha  by  combining  it  with  fusel-oil 
and  alcohol  in  the  following  proportions,  by  measure,  viz : 
naphtha,  four  parts ;  crude  fusel  oil,  one  part ;  alcohol, 
one  and  one-half  parts.  The  naphtha  and  fusel-oil  are  first 
commingled,  and  the  watery  matter  withdrawn,  as  before 
mentioned.  The  alcohol  is  then  combined  with  the  re- 
mainder by  agitation.  The  alcohol  for  this  purpose  should 
be  as  nearly  absolute  as  is  found  for  sale  in  quantities  in 
this  market — say  alcohol  of  ninety-five  per  cent 

In  manufacturing  the  substance  which  constitutes  the 
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third  part  of  my  invention  or  discovery,  I  prefer  to  employ 
the  crade  petroleum  obtained  from  oil-springs  and  sepa- 
rated by  decantation  from  the  water  with  which  it  is  gen- 
erally mixed.  The  petroleum  is  first  commingled  by  agita- 
tion with  crude  fusel-oil  in  about  the  following  propor- 
tions, by  measure,  viz :  crude  petroleum,  three  parts ; 
crude  fusel  oil,  one  part.  The  mixture  is  permitted  to 
settle  and  the  watery  liquid  withdrawn  as  before  men- 
tioned. Then  the  residue  is  mixed  by  agitation  with  alco- 
hol until  it  separates  completely  into  two  portions.  To 
effect  this  result  it  is  found  that  from  half  to  two-thirds  as 
much  alcohol  as  fusel-oil  is  generally  required.  When  the 
mixture  has  settled  the  upper  part  is  drawn  off  and  consti- 
tutes a  good  burning-fluid.  The  lower  part,  which  is  the 
heavier  substance,  constitutes  an  oil  for  painters^  use  and 
other  mechanical  purposes. 

Having  thus  described  the  modes  in  which  this  discovery 
may  be  practiced  with  success,  I  do  not  confine  this  inven- 
tion or  discovery  to  the  particular  relative  proportions  in 
which  the  substances  have  been  described  as  being  com- 
bined, as  the  proportion  may  be  varied  according  to  cir- 
cumstances or  to  suit  the  peculiar  views  of  the  manufactu- 
rer or  user.  Thus,  in  making  the  burning- fluid  larger  or 
smaller  proportionate  quantities  of  fusel-oil  may  be  used ; 
but  if  there  be  too  small  a  quantity  of  fusel  oil  the  burn- 
ing-fluid will  smoke  in  burning  with  a  round  wick  in  lamps 
without  chimneys  when  the  flame  is  as  high  as  it  should 
be — say  one  and  one-half  inch ;  and,  on  the  other  hand,  if 
a  larger  quantity  of  fusel  oil  be  used  the  flame  will  have 
less  illuminating  power.  The  object  in  view  in  manufac- 
turing a  burning-fluid  should  be  to  produce  the  strongest 
light  without  material  smoke  when  the  wick  is  pulled  up 
above  the  wick-tube  until  the  flame  is  at  the  desired  height. 
The  least  possible  quantity  of  fusel-oil  should  be  used  com- 
patible with  producing  the  result.  Nor  do  I  confine  this 
discovery  to  the  combination  of  kerosene  alone  or  naphtha 
alone  with  fusel-oil,  as  the  first  combination  described  may 
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be  varied  by  the  substitution  of  naphtha  or  crude  petro- 
leum in  place  of  kerosene,  or  a  part  of  the  kerosene  may 
be  replaced  by  an  equal  quantity  of  naphtha  or  crude 
petroleum. 

It  is  proper  to  state  that  the  character  of  the  compound 
is  affected  by  the  kind  of  mineral  oil  that  is  used,  and  the 
exact  quantity  of  fusel-oil  which  is  necessary  to  produce 
the  most  desirable  compound  should  be  determined  for 
each  kind  of  mineral  oil  used  by  experiment.  Small 
quantities  of  alcohol  may  be  added  to  a  combination  of 
kerosene  and  fusel-oil  without  producing  any  separation  of 
the  combination  into  parts. 

This  discovery  is  not  confined  to  the  manufacturing  of 
burning-fluid  and  painters'  oils ;  but  I  claim  the  several 
parts  of  the  invention  or  discovery  for  all  purposes  for 
which  the  combinations  may  be  found  useful  in  the  arts. 

I  am  aware  that  kerosene  has  been  used  in  an  illuminat- 
ing-fluid in  which  fusel-oil  and  camphene  constituted  the 
largest  proportion  or  base  of  the  composition,  and  in  which 
the  object  of  the  invention  was  to  render  fusel-oil  available 
as  a  burning-fluid  by  the  commingling  of  camphene  and  a 
small  proportion  of  kerosene.  In  my  invention,  however, 
the  end  in  view  is  to  render  the  earthy  oil  which  consti- 
tute the  base  of  the  compositions  better  adapted  than  here- 
tofore for  illuminating  and  other  purposes  by  treating  or 
cutting  them  with  fusel-oil  or  fusel-oil  and  alcohol.  There- 
fore I  do  not  broadly  claim  the  use  of  fusel-oil  or  fusel-oil 
and  alcohol  except  when  combined  with  the  earthy  oils, 
substantially  as  hereinbefore  set  forth. 

Having  thus  described  my  discovery  and  the  best  mode 
with  which  I  am  acquainted  of  practicing  the  same,  I  claim 
as  ray  invention  or  discovery  and  desire  to  secure  by  Let- 
ters Patent — ' 

1.  The  compound  produced  by  the  combination  of  the 
mineral  or  earthy  oils  with  fusel-oil,  in  the  manner  and 
for  the  purpose  substantially  as  herein  set  forth,  said  com- 
pound constituting  a  new  manufacture. 
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2.  The  compound  produced  by  the  combination  of  naph- 
tha with  alcohol  and  fusel-oil. 

3.  The  heavy  liquid  obtained  by  treating  the  combina- 
tion of  petroleum  or  kerosene  and  fusel-oil  with  alcohol. 

CHARtiES  N.  TYLER. 
Witnesses : 

A.  C.  Tyler, 
E.  A.  Tyler. 

Messrs.  J.  E.  Maynadier  and  C.  Browne^  for  plaintif 
in  error. 

The  court  charged  the  jury  that  the  claim  was  confined 
to  a  compound  composed  of  equal  parts,  in  bulk,  of  the 
mineral  oils  used,  and  equal  parts,  in  bulk,  of  fusel-oil, 
and  to  such  other  compounds  of  the  mineral  oils  and  fusel- 
oil  in  which  the  proportionate  bulks  of  the  two  oils  were 
the  same  substantially,  and  this  without  regard  to  the  kind 
of  mineral  oil  that  was  used. 

It  is  respectfully  submitted  that  this  constniction  is  erro- 
neous ;  that  the  proportionate  bulks  specified  are  applica- 
ble only  to  the  particular  kind,  grade  or  density  of  kero- 
sene, and  the  particular  kind  of  fusel-oil  whose  propor- 
tionate bulks  in  the  compound  are  stated,  and  when  any 
other  grade  or  density  of  kerosene  or  any  other  of  the  min- 
eral oils  or  any  of  the  various  grades  of  the  other  mineral 
oils  or  any  other  kind  of  fusel-oil  are  to  be  used,  their 
bulks  are  to  be  determined  by  determining :  1,  what  bulk 
of  the  given  mineral  oil  is  necessary  to  give  equivalent 
effects  to  a  given  bulk  of  the  particular  kind  of  kerosene 
whose  proportionate  bulk  is  stated ;  and,  2,  what  bulk  of 
the  given  fusel-oil  is  necessary  to  give  the  equivalent  ef- 
fects to  a  given  bulk  of  the  particular  kind  of  fusel-oil 
whose  proportionate  bulk  is  stated. 

The  court  below  seems  to  have  felt  obliged  to  construe 
the  claims  as  for  equal  parts  of  naphtha  and  fusel-oil,  be- 
cause of  the  rule  of  law  settled  in  Wood  v.  Underhill,  5 
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How.  1  [4  Am.  &  Eng.  651],  and  the  general  rale  that  the 
patent  is  to  be  upheld  if  it  can  be  reasonably  done. 

This  construction,  ^^  although  adopted  in  accordance  with 
the  rule  that  the  patent  is  to  be  construed,  if  possible,  so  as 
to  give  the  patentee  the  benefit  of  his  invention,  practically 
prevents  the  patentee  from  deriving  any  benefit  from  his 
invention,  except  as  to  the  particular  compound  consisting 
of  substantially  equal  parts  of  kerosene  and  crude  fusil- 
oil  ;  for  a  compound  composed  of  equal  parts  of  naphtha 
and  crude  fusel-oil  is  worthless  as  a  burning-fluid,  because 
of  the  large  excess  of  fusel-oil." 

The  court  below  was  in  error  in  instructing  the  jury  that 
the  substantial  samenesses  or  differences  depended  upon 
the  slight  or  great  variations  in  the  proportions  of  the  in- 
gredients. 

Winans  v,  Denmead,  16  How.  344  [6  Am.  &  Eng.  107]. 

The  case  of  Allen  v.  Hunter,  6  McLean,  313,  decides 
(what  may  be,  perhaps,  regarded  as  undoubted  law)  that 
when  the  compound  complained  of  is  composed  of  a  substi- 
tuted ingredient,  ^'having  the  same  qualities  and  produc- 
ing the  same  result,"  it  is  an  infringement.  Under  this 
rule  it  would  seem  beyond  doubt  that  plaintiff  would  have 
recovered  on  his  evidence  in  this  case  (as  to  all  these  oils 
being  the  same  except  in  density,  and  that  the  bulk  of  naph- 
tha to  be  used  as  a  substitute  for  a  given  bulk  of  kerosene, 
and  necessary  to  produce  the  same  result,  was  well  known) 
had  naphtha  not  been  mentioned  in  his  specification,  on 
the  ground  that  seventy -two  parts  of  naphtha  was  a  well 
known  substitute  for  twenty-eight  parts  of  kerosene,  hav- 
ing the  qualities  and  producing  the  same  result.  But 
upon  what  principle  can  the  fact  that  he  has  mentioned 
naphtha  in  his  specification  as  a  substitute  for  kerosene 
(thereby  stating  only  what  was  perfectly  well  known) 
prevent  his  recovering  against  the  use  of  a  compound 
which  is  in  law  the  same  compound  of  which  his  patent 
purports  to  give  him  the  monoply ) 
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Mr.  James  B.  Rohh^  for  dtfendant  in  error. 

The  langaage  used  by  the  patentee  in  describing  his  in- 
vention and  the  manner  of  compounding  the  same,  is  full, 
clear  and  exact,  in  view  of  the  construction  adopted  by  the 
court  below,  but  to  give  it  the  construction  contended  for 
by  the  plaintiff,  the  obvious  intent  of  the  terms  used  must 
be  disregarded,  and  the  same  word  must  also  be  taken  in 
different  senses  in  the  same  sentence ;  that  is,  the  word 
"quantity"  when  used  in  reference  to  fusel-oil,  alcohol  or 
kerosene,  means  measure ;  but  when  used  in  reference  to 
naphtha  or  petroleum,  it  must  be  taken  to  mean  weight, 
against  the  manifest  intention  of  the  patentee  when  the 
specification  was  drawn. 

"  Words  are  not  to  be  distorted  so  as  to  affect  what  may 
be  supposed  to  have  been  the  intention  of  the  one  using 
them  ;  but  they  are  to  have  a  reasonable  construction  con- 
nected with  the  sentence  in  which  used." 

Allen  V.  Hunter,  6  McLean,  807. 

Mr.  Justice  Grier,  delivered  the  opinion  of  the  court. 

The  plaintiff  claims  to  have  discovered  a  new  compound 
substance,  being  a  combination  of  fusel-oil  with  the  mine- 
ral and  earthy  oils,  which  compound  constitutes  a  burn- 
ing-fluid, "by  which  term,"  he  says,  "I  mean  a  liquid 
which  will  bum  for  the  purpose  of  illumination  without 
material  smoke,  in  a  lamp  with  a  small  solid  wick,  and 
without  a  chimney." 

The  first  claim  of  his  patent  (the  one  which  the  defend- 
ant is  charged  to  have  infringed)  is :  "The  compound  pro- 
duced by  the  combination  of  the  mineral  or  earthy  oils 
with  fusel-oil  in  the  manner  and  for  the  purpose  substan- 
tially as  herein  set  forth,  said  compound  constituting  a 
new  manufacture." 

The  component  parts  of  this  new  manufacture  are  de- 
scribed as  "by  measure^  cruAe /usel-oil  one  part^  kero- 
sene oneparV^  This  combination,  the  patent  states,  may 
be  varied  by  the  substitution  of  naphtha  or  crude  petro- 
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leum  in  place  of  kerosene,  or  a  part  of  the  kerosene,  by  an 
egtuil  qtuintUy  of  naphtha  or  crude  petroleum ;  (a)  '^the 
exact  quantity  of  fusel-oil  which  is  necessary  to  produce 
the  most  desirable  compound  must  be  determined  by  ex- 
pe7'im€7U. 

Now,  a  machine  which  consists  of  a  combination  of  de- 
vices is  the  subject  of  invention,  and  its  effects  may  be  cal- 
culated a  priori;  while  a  discovery  of  a  new  substance  by 
means  of  chemical  combinations  of  known  materials  is 
empirical,  and  discovered  by  experiment.  Where  patent 
is  claimed  for  such  a  discovery,  it  should  state  the  com- 
ponent parts  of  the  new  manufacture  claimed  with  clear- 
ness and  precision,  and  not  leave  the  person  attempting  to 
use  the  discovery  to  find  it  out  "  by  experiment."  The 
law  requires  the  applicant  for  a  patent-right  to  deliver  a 
written  description  of  the  manner  and  process  of  making 
and  compounding  his  new  discovered  compound.  The  art 
is  new  and,  therefore,  persons  cannot  be  presumed  to  be 
skilled  in  it  or  to  anticipate  the  result  of  chemical  combi- 
nations of  elements  not  in  daily  use. 

The  defendants  used  a  burning-fluid  composed  of  naph- 
tha seventy-two  and  fusel-oil  twenty-eight  parts ;  and 
expert  chemists  proved  that  seventy- two  parts  in  htdk  of 
naphtha  was  the  substantial  equivalent  of  twenty-eight 
parts  of  kerosene. 

This  term  ''equivalents-^  when  speaking  of  machines, 
has  a  certain  definite  meaning,  but  when  used  with  regard 
to  the  chemical  action  of  such  fluids  as  can  be  discovered 
only  by  experiment,  it  only  means  equally  good.  But 
while  the  specification  of  the  patent  suggests  the  substitu- 
tion of  naphtha  for  crude  petroleum,  it  prescribes  no  other 
proportion  than  that  of  equal  parts  by  measure.  The  ex- 
planation that  the  *' kerosene  must  be  replaced  by  an  equaZ 
quantity  of  naphtha"  does  not  alter  the  case; 

The  charge  which  the  court  gave  is  a  clear  and  intelli- 

7  WalL  330, 

(a)  Wallace  begins  Opinion  here,  prefixing  '*  The  patent  states  that." 
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gible  statement  of  the  principles  of  law  which  should 
govern  the  jury  in  making  up  their  verdict.  It  said  prop- 
erly, that  "whether  one  compound  of  given  proportions  is 
substantially  the  same  as  another  compound  varying  in  the 
proportions — whether  they  are  substantially  the  same  or 
substantially  different — is  a  question  of  fact  and  for  the 
jury." 

Under  this  instruction  the  jury  found  a  verdict  for 
the  defendants^  with  which  the  parties  must  be  content. 
If  the  jury  (6)  have  erred,  the  remedy  is  not  in  this  court. 

Judgment  affi/rmed. 

7  WaU.  8S0>S31. 
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*^  Persona  interested^     Act  1836,  sec,   14.      Right  of  action  for 
damages  subsequent  to  sale  of  exclusive  right 

1.  Where,  subseqaent  to  the  alleged  infringement,  bat  before  the 

commencement  of  his  snit,  plaintiff,  the  original  owner  of 
the  patent,  assigned  to  a  third  party  an  nndivided  half  of  his 
interest,  held  in  view  of  Act  1836,  sec.  14,  that  he  was  a  '*  per- 
son *  *  interested  *'  competent  to  sue  to  recover  the 
damages  for  sach  infringement,     (p.  16.) 

2.  The  word  *'  interested,"  Act  1836,  sec.  14,  construed  to  mean 

that  the  right  of  action  is  given  to  the  person  or  persons 
owning  the  exclusive  right  at  the  time  the  infringement  is 
committed,  (p.  20.) 
8.  Subsequent  sale  and  transfer  of  the  exclusive  right  in  a  patent 
are  no  bar  to  an  action  to  recover  damages  for  an  infringe- 
ment committed  before  such  sale  and  transfer,     (p.  20.) 

[Citations  in  opinion  of  the  court :] 

Gayler  v.  Wilder,  10  How.  477  [6  Am.  &  Eng.  188].    p.  19. 

Herbert  v,  Adams,  4  Mas.  16.    p.  19. 

Curtis  Pat.  8d.  ed.  sec.  847.    p.  19. 

Whittemore  «.  Cutter,  1  Gall,  429.    p.  19. 

Woodworth  v.  Wilson,  4  How.  712  [4  Am.  &  Eng.  642].    p.  19. 

Tyler  «.  Tuel,  6  Cranch.  824  [4  Am.  &  Eng.  1].    p.  19. 

Potter  ».  Holland,  4  Blatch,  206,  288.    p.  19. 

Dean  v.  Mason,  20  How.  198.    [6  Am.  &  Eng.  861].    p.  21. 

Kilborn  «.  Re  wee,  8  Gray,  416.    p.  21. 

1  Hilliard,  on  T.  621.    p.  21. 

Eades  v.  Harris,  1  Youn^e  &  Collier,  280.    p.  21. 

*  See  Explanation  of  Notes,  page  III. 
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In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Western  District  of  Pennsylvania. 

This  action  was  brought  in  the  court  below  by  the  plain- 
tiff in  error,  to  recover  damages  for  infringement  of  a  cer- 
tain patent.  Issue  having  been  joined  by  a  demurrer  to 
the  defendant's  plea  and  judgment  thereon  given  for  de- 
fendants, the  plaintiff  sued  out  this  writ  of  error. 

A  further  statement  of  the  case  appears  in  the  opinion 
of  the  court. 

Mr.  Samuel  S.  FiBher^  for  plaintiff  in  error. 

Joint  patentees  or  assignees  of  a  patent  are  tenants  in 
common. 

Pitts  «.  Hall,  3  Blatchf.  201 ;  Vose  t).  Singer,  4  Allen,  226 ; 
Mathers  ij.  Green,  1  Ch.  App.  Cas.  29. 

Tenants  in  common  cannot  join  to  recover  damages  for 
injury  to  an  estate  which,  at  the  time  of  the  injury  was  the 
sole  property  of  one  of  them.     1  Chit.  PL  64. 

In  the  Act  of  July  4,  1836,  sec.  14,  the  words  '*name  of 
the  person  interested,"  do  not  mean  persons  interested  in 
the  patent  at  the  time  of  bringing  the  suit ;  but  persons  in- 
terested in  the  patent  at  the  time  when  the  cause  of  action 
accrued.  See  Dean  n.  Mason,  20  How.  198  [6  Am.  & 
Eng.  361]. 

An  assignment  of  a  patent  or  of  an  interest  therein  does 
not  carry  with  it  a  right  to  unliquidated  damages,  pre- 
viously accrued  for  the  infringement  thereof. 


Messrs.  H.  Baldwin^  Jr.^  and  W.  BaJcewell^  for  d^end- 
ants. 

That  the  words  "  the  person  or  persons  interested,  whether 
as  patentees,  assignees  or  grantees  of  the  exclusive  right 
within  and  throughout  a  specified  part  of  the  United 
States,"  in  the  14th  section,  which  specifies  in  whose  name 
the  suit  should  be  brought,  mean  interested  in  the  .patent, 
and  not  interested  in  the  damages  Is  manifest : 

1.  By  comparing  this  with  the  11th  section  Act  July  4, 1836. 
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2.  By  the  fact  that  licensees  are  excluded,  and  yet  they  are 
frequently  the  only  parties  interested  in  the  damages,  ^hile 
the  plaintiff,  as  patentee,  assignee  or  grantee  of  an  exclu- 
sive right,  has  no  interest  in  the  damages. 

3.  From  the  decisions  of  this  court  and  of  circuit  courts. 
Gayler  «.  Wilder,  10  How.  493  [5  Am.  &  Eng.  188] ; 

Washburn  v.  Gould,  3  Story,  131 ;  Suydam  «.  Day,  2 
Blatchf.  23 ;  Goodyear  i).  McBumey,  3Blatchf.  32 ;  Blanch- 
ard  V.  Eldridge,  1  Wall.,  Jr.  340. 

A  patent  is  assignable  only  by  statute. 

See  Blanchard  v.  Eldridge,  1  Wall.,  Jr.  337 ;  Brooks  v. 
Byam,  2  Story,  626. 

Claims  growing  out  of  and  adhering  to  property  may 
pass  by  assignment  of  the  property. 

Comegys  27.  Yasse,  1  Pet.  213;  Randal  7).  Cochran,  1 
Ves.  98. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

Viewed  in  the  light  of  the  admitted  facts,  the  only  ques- 
tion in  the  case  is :  whether  the  assignment  by  the  plain- 
tiff to  a  third  person  of  an  undivided  half  of  the  rights 
title,  and  interest  secured  to  him  by  his  letters  patent,  sub- 
sequent to  the  alleged  infringement,  but  before  the  com- 
mencement of  his  suit,  is  a  bar  to  his  claim  to  recover  dam- 
ages for  such  infringement. 

Letters  i)atent  were  granted  to  the  plaintiff  on  the  18th 
of  April,  1848,  for  a  certain  new  and  useful  improvement 
in  grain  drills,  in  which  it  is  alleged  that  he  is  the  original 
and  first  inventor  of  the  improvement.  Original  patent 
was  for  the  term  of  fourteen  years,  but  it  was  subsequently 
extended  by  the  Commissioner  of  Patents  for  the  term  of 
seven  years  from  and  after  the  expiration  of  the  original 
term.  Alleged  defects  existed  in  the  original  specification 
and,  in  consequence  thereof,  the  plaintiff  on  the  3d  of  Feb- 
ruary,  1863,  surrendered  the  letters  patent,  and  the  same 
were  reissued  to  him  in  three  new  patents  for  separate  and 

7  Wall.  018. 
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distinct  parts  of  the  invention  for  the  unexpired  portion  of 
the  original  and  extended  terms  of  the  patent. 

Damages  are  claimed  of  the  defendants  for  infringing  the 
reissued  letters  patent  from  the  day  of  the  reissue  to  the 
24th  of  February,  1865,  as  more  fully  set  forth  in  the  dec- 
laration. 

Pleas  to  the  declaration  were  subsequently  filed  by  the 
defendants,  and  the  record  shows  that  they  gave  dxxfi  notice 
of  certain  special  defenses  which  they  proposed  to  offer  in 
evidence  under  the  general  issue,  in  pursuance  of  the  Act 
of  Congress  in  snch  case  made  and  provided.  Before  the 
day  for  the  trial  came,  however,  the.  parties  filed  an  agree- 
ment waiving  a  jury  and  submitting  the  canse  totheconrt, 
stipulating  that  the  decision  of  the  court  should  have  the 
same  effect  as  the  verdict  of  a  jury.  Leave  to  amend  was 
subsequently  granted  by  the  court  to  both  parties. 

Purport  of  the  amendment  to  the  declaration  was,  that 
the  plaintiff  was  the  sole  owner  of  the  letters  patent  for 
the  county  of  Union,  in  the  State  of  Pennsylvania,  from 
the  date  of  the  reissued  letters  patent  to  the  24th  of  Feb- 
ruary, 1865,  and  that  the  defendants  had  infringed  the 
same  throughout  that  period,  by  making  and  using  the  in- 
vention, and  vending  the  same  to  others  to  be  used  without 
his  license  or  consent. 

Defendants  filed  another  special  plea,  in  which  they  al- 
leged that  the  plaintiff,  when  he  commenced  his  suit,  was 
not  the  owner  of  the  exclusive  right  secured  in  the  reissued 
letters  patent  within  any  part  of  the  United  States ;  that 
in  certain  States  and  districts  he  had  parted  with  all  his 
interest  in  the  patent ;  and  that,  on  the  said  24th  of  February, 
he  assigned  and  transferred  an  undivided  half  of  all  the  res- 
idue of  his  right,  title  and  interest  in  the  same,  and,  there- 
fore, that  the  plaintiff  had  no  right  to  bring  this  action  in 
his  own  name  against  the  defendants.  Plaintiff  demurred 
to  the  plea,  and  the  defendants  joined  in  demurrer.  Parties 
were  heard,  and  the  court  rendered  judgment  for  the  de- 
fendants, and  the  plaintiff  sued  out  this  writ  of  error. 

7  Wall.  ffl8-ffl9. 
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Conceded  fact  is,  that  the  plaintiff  was  the  exclusive 
owner  of  the  patent  in  the  territorial  district  where  the  al- 
leged infringement  was  committed,  thronghoat  the  entire 
period  of  the  infringement,  as  alleged  in  the  declaration. 
Express  allegation  of  the  declaration  is  to  that  effect,  and 
as  the  plea  is  in  avoidance  and  contains  no  denial  of  the 
matters  alleged  in  the  declaration,  they  must  be  considered, 
as  admitted  unless  the  matters  alleged  in  the  special  plea 
are  a  suflScient  answer  to  the  action. 

Briefly  stated,  the  matter  alleged  in  the  avoidance  of  the 
right  of  the  plaintiff  to  maintain  the  suit  is,  that  he,  before 
he  commenced  the  suit  but  subsequent  to  the  infringement, 
sold  and  assigned  an  undivided  half  ot  his  patent  for  the 
territoiial  district  where  the  infringement  was  committed, 
to  a  third  person. 

Patentees  have  secured  to  them  by  virtue  of  the  letters 
patent  granted  to  them,  the  full  and  exclusive  right  and 
liberty,  for  a  prescribed  term,  '*  of  making  and  using,  and 
vending  to  others  to  be  used,"  their  respective  inventions 
or  discoveries  ;  and  whenever  their  rights,  as  thus  defined, 
are  invaded  by  others,  they  are  entitled  to  an  action  on  the 
case  to  recx>ver  actual  damages  as  compensation  for  the  in- 
jury.    5  Stat,  at  L.  128,  sec.  14. 

Such  damages  may  be  recovered  by  action  on  the  case  in 
any  circuit  court  of  competent  jurisdiction,  to  be  brought 
in  the  name  or  names  of  the  person  or  persons  interested, 
whether  as  patentees,  assignees,  or  as  grantees  of  the  ex- 
clusive right,  as  already  defined,  within  and  throughout  a 
specified  part  of  the  United  States.  6  Stat,  at  L.  123, 
sec.  14. 

Assignees  and  grantees,  as  well  as  the  patentee,  may, 
under  some  circumstances,  maintain  an  action  on  the  case 
for  an  infringement,  in  their  own  name,  as  appears  by  the 
express  words  of  the  Act  of  Congress.  An  assignee  is  one 
who  holds,  by  a  valid  assignment  in  writing,  the  whole  in- 
terest of  a  patent,  or  any  undivided  part  of  such  whole  in- 

7  WaU.  510-520. 
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terest,  throughont  the  United  States.  6  Stat,  at  L.  121, 
sec.  11. 

Where  the  patentee  has  assigned  his  whole  interest,  either 
before  or  after  the  patent  is  issued,  the  action  must  be 
brought  in  the  name  of  the  assignee,  because  he  alone  was 
interested  in  the  patent  at  the  time  the  infringement  took 
place ;  but  where  the  assignment  is  of  an  undivided  part 
of  the  patent,  the  action  should  be  brought  for  every  in- 
fringement committed  subsequent  to  the  assignment,  in 
the  joint  names  of  the  patentee  and  assignee,  as  represent- 
ing the  entire  interest.  Herbert  o.  Adams,  4  Mas.  15  ;  Cur- 
tis, Pat.  (3d  ed.)  sec.  347;  Gayler  o.  Wilder,  10  How.  477 
[5  Am.  &  Eng.  188] ;  Whittemore  v.  Cutter,  1  Gall.  480 ; 
Woodworth  v.  Wilson,  4  How.  712  [4  Am.  &  Eng.  642]. 

Settled  view  at  one  time  was,  that  the  grantee  of  a  ter- 
ritorial right  for  a  particular  district,  could  not  bring  an 
action  on  the  patent  in  his  own  name ;  but  the  Act  of  Con- 
gress having  made  him  a  party  interested  in  the  patent,  it 
is  now  equally  well  settled  that  he  may  sue  in  his  own  name 
for  invasion  of  the  patent  in  that  territorial  district,  as  no 
one  else  is  injured  by  any  such  infringement.  Tyler  v. 
Tuel,  6  Cranch.  324  [4  Am.  &  Eng.  1]  ;  Gayler  v.  Wilder, 
10  How.  477  [5  Am.  &  Eng.  188] ;  Curtis,  Pat.  sec.  346. 

Both  assignees  and  grantees  have  an  interest  in  the  patent, 
but  the  terms  are  not  synonymous,  as  used  in  the  patent 
law.     Potter  v.  Holland,  4  Blatchf.  157  (a). 

Grants,  as  well  as  assignments,  must  be  in  writing,  and 
they  must  convey  the  exclusive  right,  under  the  patent, 
to  make  and  use,  and  vend  to  others  to  be  used,  the 
thing  patented,  within  and  throughout  some  specified  disf- 
trict  or  portion  of  the-United  States,  and  such  right  must 
be  exclusive  of  the  patentee,  as  well  as  of  all  others  except 
the  grantee.  Suits  for  infringement  in  such  districts,  if 
committed  subsequent  to  the  grant,  can  only  be  brought  in 
the  name  of  the  grantee,  as  it  is  clear  that  no  one  can  main- 

(a)  Wallace  substitutes  "  Law's  Digest." 

7  Wall.  890-581. 
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tain  such  an  action  until  his  rights  have  been  invaded,  nor 
nntil  he  is  interested  in  the  damages  to  be  recovered. 

Alleged  infringement  in  this  case  was  committed  in  the 
county  of  Union,  in  the  State  of  Pennsylvania,  and  the  ad- 
mitted fact  is,  that  the  plaintiJBf,  throughout  the  entire 
period  of  the  infringement,  was  the  sole  ower  of  the  excln- 
sive  right  to  make  and  use,  and  grant  to  others  to  make  and 
I  use,  the  thing  patented  in  that  territorial  district,  by  virtne 

of  his  original  title  as  patentee,  having  never  assigned  or 
granted  any  right,  title  or  interest,  within  that  county.  6 
Stat,  at  L.  121,  sec.  11. 

Grant  that  these  views  are  correct,  and  it  is  clear  that  nn- 
less  the  plaintiff  can  maintain  the  action  there  can  be  no 
redress,  as  it  is  too  plain  for  argument,  that  a  subsequent 
assignee  or  grantee  can  neither  maintain  an  action  in  his 
own  name,  nor  be  joined  with  the  patentee  in  maintaining 
it  for  any  infringement  of  the  exclusive  right  committed 
before  he  became  interested  in  the  patent.  Undoubtedly 
the  assignee  thereafter  stands  in  the  place  of  the  patentee, 
both  as  to  right  under  the  patent  and  future  responsibility ; 
but  it  is  a  great  mistake  to  suppose  that  the  assignment  of 
a  patent  carries  with  it  a  transfer  of  the  right  to  damages 
for  an  infringement  committed  before  such  assignment. 

Comment  upon  the  cases  cited,  as  supporting  this  pro- 
position, is  unnecessary,  as  it  is  clear  to  a  demonstration 
that  they  give  it  no  countenance  whatever.  Such  a  pro- 
position finds  no  support  in  any  decided  case,  nor  in  the 
Act  of  Congress  upon  the  subject. 

True  meaning  of  the  word  '^interested,"  as  employed  in 
the  last  clause  of  the  14th  section  of  the  Patent  Act,  when 
properly  understood  and  applied,  is,  that  the  right  of  ac- 
tion is  given  to  the  person  or  persons  owning  the  exclusive 
right  at  the  time  the  infringement  is  committed.  Subse- 
quent sale  and  transfer  of  the  exclusive  right  are  no  bar  to 
an  action  to  recover  damages  for  an  infringement  committed 
before  such  sale  and  transfer. 

7  WalL  5S1-8SS. 
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The  reason  for  the  role  is,  that  the  assignee  or  grantee  is 
not  interested  in  the  damages  for  any  infringement  com- 
mitted before  the  sale  and  transfer  of  the  patent.  Correct 
interpretation  of  the  words  "  person  or  i)ersons  interested  " 
is,  that  the  words  mean  the  person  or  persons  interested  in 
the  patent  at  the  time  when  the  infringement  was  com- 
mitted, which  is  the  cause  of  action  for  which  the  damages 
may  be  recovered.  Dean  v.  Mason,  20  How.  198  [6  Am.  & 
Eng.  361]. 

Assignment  was  made  in  that  case  after  suit  was  brought, 
but  before  the  final  decree.  Proof  of  the  fact  was  offered, 
and  a  motion,  filed  to  dismiss  the  case,  but  the  court  over- 
nlled  the  motion,  because  the  assignees  could  have  no  in- 
terest in  a  suit  for  an  infringement  committed  before  their 
right  accrued.  Kilbom  «.  Rewee,  8  Gray,  415  ;  1  Hilliard 
on  Tr.  521 ;  Eades  «.  Harris,  1  Younge  &  Collier.  230. 

Attempt  is  made  to  distinguish  the  case  at  bar  from  the 
rule  established  in  those  cases,  but,  in  the  view  of  this 
court  without  success. 

Judgment  reversed.    New  venire  ordered. 

7  Wall.  5S3^S3 

Notes  t 

1.  Act  1790,  sec.  4  ;  Act  1793,  sec.  5  ;  Act  1800,  sec.  8  ;  Act  1836^ 
see.  1 4 ;  Act  1870,  sec  59 ;  B.  S.  sec  4919. 
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Tyler  v.  Tuel,  6  Cranch.  824  [4  Am.  &  Eng.  1]. 
Wilson  V.  Bonssesa,  4  How.  646  [4  Am.  &  Eng.  436]. 
Gayler  t?.  Wilder,  10  How.  477  [5  Am.  &  Eng.  188]. 
Littlefield  t?.  Perry,  21  Wall  205. 
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THE  AGAWAM  WOOLEN  COMPANY,  APPELLANT, 

V.  EBEN  D.  JORDAN.* 

7  WalL  583-610.    Dec.  Term,  1868. 

[Bk.  19,  L.  ed.  177 ;  2  Whit.  187.] 

Argned  February  10-16,  1869.     Decided  March  1,  1869. 

Statutory  notice  of  special  matter.  Letters  patent  prima  facie  evi- 
dence of  inventorship.  Fraud  in  obtaining  patent.  Particular 
patent  examined.  Inventor  and  employ^.  Suggestions.  Delay 
for  purpose  of  experiment  not  an  abandonment.  Recital  in  pat- 
ent.    Recovery  prior  to  reissue. 

1.  Where  the  answer  denied  that  the  assignor  of  complainant  was 

the  first  and  original  inventor  of  the  improvement,  held  that 
the  defense  of  previous  invention,  knowledge  and  use,  requir- 
ing the  statutory  thirty  days'  notice  of  special  matter  giving 
names  and  places  of  residence  of  those  who  are  to  prove  such 
prior  knowledge  (act  1836,  sec.  15),  was  not  admissible  there- 
under; but  it  was  admitted  under  another  part  of  the  answer, 
(p.  48.) 

2.  The  rule  of  law  is  that  letters  patent  afiPord  a  prima  facie  pre- 

sumption that  patentee  is  the  original  and  first  inventor  of 
what  is  therein  described  as  his  improvement     (p.  49.) 

8.  A  charge  that  the  original  patentee  in  this  case  fraudulently  and 
surreptitiously  obtained  the  patent  for  that  which  he  knew  was 
invented  by  another,  unaccompanied  by  the  further  allegation 
that  the  alleged  first  inventor  was  at  the  time  using  reasona- 
ble diligence  in  adapting  and  perfecting  the  invention,  is  not 
sufficient  to  defeat  the  patent,  and  constitutes  no  defense  to 
the  charge  of  infringement     (p.  49. ) 

4  Reissued  letters  patent  No.  1714  J.  Goulding,  June  28,  1864. 
Machine  for  Manufacture  of  Wool  and  other  Fibrous  Material, 
(original  granted  December  15,  1826),  examined,     (p.  50.) 

5.  Whosoever  first  perfects  a  machine  is  entitled  to  the  patent,  and 
is  the  real  inventor,  although  others  may  have  previously  had 
the  idea  and  made  some  experiments  towards  putting  it  in 
practice,     (p.  55.) 

*  See  Explanation  of  Notes,  page  III. 
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6.  Persons  employed,  as  mnob  as  employers,  are  entitled  to  their 

own  independent  inventions;  bnt  where  the  employer  has  con- 
ceived the  plan  of  an  invention  and  is  engaged  in  experiments 
to  perfect  it,  no  soggestions  from  an  employ^  not  amonnting 
to  a  new  method  and  arrangement  which,  in  itself,  is  a  com- 
plete invention,  is  sufficient  to  deprive  the  employer  of  the  ex- 
clusive property  in  the  perfected  improvement,     (p.  55.) 

7.  Where  the  claims  of  the  reissued  letters  patent  No.  1714,  3. 

Goolding,  June  28,  1864,  Machine  for  Manufacture  of  Wool, 
were  construed  to  be  for  the  several  combinations  described, 
and  the  defense  was  that  patentee  was  not  the  original  and 
first  inventor,  but  had  fraudulently  obtained  it  from  W.,  his 
employee,  who,  it  appeared,  had  made  and  suggested  the  use 
of  what  proved  to  be  a  useful  auxiliary  part  of  the  entire  in- 
vention (the  spool  and  drum),  held  that  W.'s  work  was  not  the 
'  invention  described  in  the  patent,  nor  such  a  material  part  of 
the  same  as  to  conbtitute  W.  the  inventor  or  the  joint-inventor 
of  the  improvement,  and  was  no  defense  to  the  charge  of  in- 
fringement,    (p.  56.) 

8.  Unreliable  testimony  will  not  invalidate  letters  patent     (p.  C9.) 

9.  Where  respondents  alleged  in  their  answer  that  the  invention  at 

the  time  the  application  was  filed,  and  for  a  long  time  before, 
had  been  on  sale  and  in  public  use,  without  more,  it  was  held 
not  a  good  defense  against  the  charge  of  infringement,  be- 
cause of  failure  to  state  that  it  was  for  more  than  two  years 
prior  to  the  date  of  filing  the  application,     (p.  60.) 

10.  Mere  forbearance  to  apply  for  a  patent  during  the  progress  of 
experiments,  and  until  the  party  has  perfected  his  invention 
and  tested  its  value  by  actual  practice,  afiPords  no  grounds  for 
any  presumption  of  abandonment     (p.  61.) 

11.  Where  patentee  filed  his  application  before  the  middle  of  No- 
vember, 1826,  was  constantly  engaged  up  to  that  time  in  per- 
fecting his  improvement  and  in  making  the  necessary  prepa- 
rations to  apply  for  a  patent,  held  that  it  raised  no  presump- 
tion of  abandonment,     (p.  61.) 

12.  Where  the  patent  granted  J.  Goulding,  December  15,  1826, 

for  Machine  for  Manufacture  of  Wool,  was  extended  by  special 
act,  the  extension  being  made  subject  in  express  terms  to  the 
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proviso  contained  in  the  act,  held  that  reissue  No.  1714,  June 
28,  1864,  of  the  extended  patent  was  not  void  for  failure  to 
recite  the  terms  of  the  proviso,     (p.  61.) 

13.  Where  a  proviso  annexed  to  an  extension  granted  by  special 
act  protected  from  liability  those  using  the  invention  at  the 
time  of  the  extension,  and  it  was  subsequently  reissued,  and 
suit  brought  on  the  reissue,  an  allegation  that  the  machinery 
was  in  use  before  the  patent  in  this  case  was  granted,  held 
no  defence  to  the  infringement,     (p.  62.) 

14  Complainants  cannot  recover  damages  for  any  infringeihent 
anterior  to  the  date  of  the  reissued  patent  sued  on.    (p.  62.) 
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Foster  v.  Goddard,  1  Black.  506.    p.  60. 

Kendall  v.  Winsor,  21  How.  822  [7  Am.  &  Eng.  1].    p.  61. 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

The  bill  in  this  case  was  filed  in  the  court  below  by  the 
appellee,  to  recover  damages  for  an  alleged  infringement 
of  certain  letters  patent,  and  for  an  injunction  and  for  other 
relief. 

The  court  below  having  entered  a  decree  in  favor  of  the 
complainant,  the  respondent  took  an  appeal  to  this  court. 

The  facts  of  the  case  are  fully  stated  in  the  opinion  of 
the  court. 

The  following  is  the  letters  patent  referred  to  : 
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^ieef/^ji^jSAssfs 


v^V^ 
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INVENTOR: 


WITNESSES: 


'i  *r  • 


A^iee/jL.z.  S^aeAs 
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inventor: 
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JOHN  GOULDING,  OF  WORCESTER,  ASSIGNOR, 
BY  MESNE  ASSIGNMENTS,  TO  EBEN  D.  JOR- 
DAN, OP  BOSTON,  MASSACHUSETTS. 

Improvement  in  Machinery  for  the  Manufacture  of 
Wool  and  other  Fibrous  Material. 

Specifications  formiDg  part  of  Letters  Patent  dated  December  15, 
1826;  Reissue  dated  July  29,  1836;  extended  August  30,  1862; 
Reissue  No.  1^714^  dated  June  30,  1864 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  John  Goulding,  of  Worcester,  in  the 
county  of  Worcester,  in  the  Commonwealth  of  Massachu- 
setts, have  invented,  constructed,  and  applied  to  use  a  new 
and  useful  improvement  in  the  mode  of  manufacturing 
wool  or  other  fibrous  materials,  for  which  the  Letters 
Patent  of  the  United  States  of  America  were  granted  to 
me,  bearing  date  on  the  15th  day  of  December,  in  the  year 
of  our  Lord  1826,  which  Letters  Patent  were  surrendered 
and  reissued  on  the  29th  day  of  July,  A.  D.  1836,  and  were 
extended  by  the  Commissioner  of  Patents  on  the  30th  day 
of  August,  A.  D.  1862,  and  the  specification  thereto  an- 
nexed, through  inadvertence  and  mistake,  not  being  an  ex- 
act, full,  and  precise  specification  of  the  invention  which 
the  said  Goulding  claims  as  his  own,  and  for  which  he  de- 
sired the  said  Letters  Patent  should  be  issued,  and  there 
being  reason  to  believe  that  said  Letters  Patent  are  inoper- 
ative and  invalid  by  reason  that  the  terms  and  conditions 
prescribed  by  the  act  of  Congress,  in  such  case  made  and 
provided,  have  not  by  such  inadvertence  and  mistake  been 
complied  with  on  the  part  of  the  said  Goulding,  now,  there- 
fore, I,  the  said  Goulding,  in  conformity  with  the  provi- 
sions of  the  act  of  Congress  in  such  case  made  and  provided, 
have  surrendered  the  said  Letters  Patent,  and  I  do  now 
hereby  declare  that  the  following  contains  a  full  and  cor- 
rect description  of  the  invention  which  I  claim  as  my  own, 
set  forth  and  specified  in  those  full  and  exact  terms  in 
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which  it  should  have  been  in  the  specification  upon  which 
said  Letters  Patent  were  reissued  and  extended.  The  more 
fully  to  point  out  said  improvement  and  invention,  it  is 
necessary  to  refer  to  parts  of  the  machinery  which  I  do  not 
claim,  and  to  the  drawings  which  accompany  and  are  to  be 
considered  part  of  this  description  and  specification. 

Fig.  1  represents  one  of  the  delivering  card-rollers,  H,  of 
the  first  carding-machine,  and  which  is  covered  all  over 
with  a  spiral  fillet  of  wire  cloth,  as  usual  in  such  machines. 

The  great  cylinder  of  the  machine  is  to  be  regularly  fed 
by  means  of  the  common  feeding-cloth,  upon  which  a  cer- 
tain weight  of  wool,  cotton,  hemp,  or  other  fibrous  mate- 
rial, is  spread  uniformly  over  a  certain  space,  in  the  well- 
known  and  accustomed  manner. 

I  take  away  the  sheet  of  carded  material,  Uj  previously 
freed  from  the  delivering  card-rollers,  H,  by  means  of  the 
combs,  b  6,  either  laterally  to  the  right  or  left,  by  means 
of  two  delivering  rollers  (shown  at  J  J)  through  the  turn- 
ing tube  or  pipe,  Q,  to  which  a  slow  rotary  movement  is 
given  by  means  of  a  band  passing  from  a  drum  actuated  by 
the  machine  operating  upon  the  pulley  affixed  to  the  tube. 
To  the  mouth  of  the  tube  a  loop  of  brass  or  iron  wire  is  af- 
fixed, having  also  a  bar  of  wire  across  it,  over  which  the 
roving  or  sliver,  after  being  passed  through  the  tube,  is 
laid,  and  then  passed  underneath  the  loop,  in  the  manner 
shown.  The  roving  or  sliver  in  passing  through  the  tube 
is  condensed  or  formed  into  a  loosely  combined  cylinder, 
which  is  guided  between  the  drawing-rollers,  J  J,  and 
thence  passed  around  the  bobbin,  M,  which  is  retained  by 
means  of  its  larger  ends,  N  N,  and  its  axis  upon  the  peri- 
phery of  the  drum,  L,  upon  which  it  rests  and  partakes  of 
the  rotary  movement  communicated  to  that  drum  by  the 
machinery. 

The  roving  or  sliver  may  be  evenly  wound  upon  the  bob- 
bin M  either  by  carrying  it  and  the  drum  L  backward  and 
forward,  or  by  passing  it  between  guides,  P  P,  affixed  to 
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the  bar,  O,  to  which  a  similar  lateral  movemeDt  is  commn- 
nicated,  as  will  be  described. 

The  apparatus  represented  in  Fig.  2  may  also  be  used  in 
front  of  the  delivering  card-roller,  H.  In  this  apparatus 
the  two  carded  sheets,  u  u,  after  being  taken  off  from  the 
delivering  card-roller,  H,  by  the  comb,  b  6,  are  then  passed 
straight  through  the  rotary  tubes,  QQ,  where,  becoming 
rounded  or  condensed,  they  are  received  between  the  draw- 
ing-rollers, J  J,  and  put  through  the  guide  pins,  P  P,  and 
finally  wound  upon  the  bobbins,  M  M,  in  tlie  manner  be- 
fore described.  The  rovings,  thus  prepared,  condensed, 
drawn  off,  and  wound  up  by  the  first  carding  machine  and 
the  apparatus  combined  therewith  for  condensing,  drawing, 
and  winding,  as  before  and  hereinafter  described,  are  then 
to  be  placed  in  a  frame  or  creel  similar  to  that  shown  in 
Fig.  3  of  the  drawings,  and  to  be  passed  through  the  sec- 
ond carding-machine,  being  guided  into  it  between  divid- 
ing-pins. 

In  the  second  carding  process  it  is  expedient  that  twenty, 
at  least,  of  the  bobbins,  MM,  filled  with  rovings  or  slivers 
from  the  first  carding-machine,  should  be  passed  at  once 
through  the  second  machine,  if  of  two  feet  wid*^,  they  being 
equally  distributed  along  it  at  the  feeding.  If  they  are  to 
be  divided  into  two  or  more  rovings  or  slivers,  then  an  up- 
right angular  block  of  wood,  similar  to  those  shown  in 
Fig.  9,  but  the  breadth  of  an  inch  at  the  broadest  end,  must 
be  placed  at  each  division,  to  maintain  a  similar  separation 
throughout  the  carding  operation. 

The  wool  or  other  material  is  taken  away  from  the  card- 
ing machine  in  a  fleece  or  sheet,  as  shown  at  U,  Fig.  1, 
where  it  is  seen  in  its  progress  toward  the  conical  tube  Q 
and  the  bobbins  M,  up<m  which  it  is  finally  wound  after 
receiving  a  counter-twist  or  condensation  by  the  revolution 
of  the  tube,  Q,  or  by  rollers,  g  a.  Fig.  5,  or  by  other  simi- 
lar apparatus. 

The  sliver,  slubbing,  or  roving,  whether  consisting  of  one 
or  more  strands,  is  drawn  off,  condensed,  and  wound  upon 
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the  bobbins  upon  the  principle  represented  in  Figs.  1,  2,  3, 
6,  6,  and  7,  and  herein  described. 

The  strands  in  the  second  carding  operation,  as  before 
explained,  are  fed  to  the  card  from  any  requisite  nnmber 
of  spools,  as  at  M  M«  i^  u^  Fig.  3,  which  exhibits  the  mode 
of  feeding  to  the  third  carding-machine  and  differs  in  the 
part  marked  V  from  that  used  in  combination  with  the 
second  carding-machine,  the  strands  being  separated  and 
distributed  in  the  second  carding  operation  by  means  of 
wire  pins  or  similar  apparatus  to  guide  them  to  their  proper 
places  along  the  card. 

The  slivers  or  rovings  prepared  by  the  second  carding- 
machine  and  the  apparatus  combined  therewith  are  then 
to  be  passed  through  the  third  carding-machine,  which  is 
exhibited  in  a  side  elevation,  Fig.  3. 

A,  the  machine  frame,  is  shown  as  being  made  of  wood, 
but  it  may  be  also  made  of  cast-iron.  B  is  the  arch  which 
carries  the  bearings  of  the  carding  cylinders,  G  G  and  G, 
and  clearing-rollers,  F  F,  &c.  ;  C,  the  great  or  main  card- 
ing-cylinder ;  D  D,  the  two  feeding  rollers,  covered  with 
ribbons  of  wire  card  (or  channeled  or  fluted  rollers  may  be 
employed  instead  of  them),  which  deliver  the  rovings  or 
slivers  to  the  receiving  card-cylinder,  E,  from  which  they 
are  transferred  upon  the  great  or  main  carding-cy Under,  C. 
The  lower  small  cylinder,  F,  covered  with  wire  cards,  is  in- 
tended to  clear  the  feeding-rollers  D  D  of  any  loose  fibres 
which  may  adhere  to  it,  and  being  also  in  slight  contact 
with  the  receiving-cylinder,  E,  it  transports  to  it  those 
loose  fibres.  The  small  cylinder,  I,  covered  with  wire  card, 
serves  partially  to  disengage  and  loosen  the  fibrous  mate- 
rial from  the  surface  of  the  great  cylinder,  C,  and  to  pre- 
pare it  for  being  more  readily  taken  off  by  the  delivering- 
rollers,  H  H.  The  upper  card-cylinders,  F  F,  &c.,  are  for 
the  purpose  of  clearing  the  working-cylinders,  GG,  &c., 
from  the  wool,  cotton,  or  other  fibrous  material,  and  again 
transferring  it  to  the  main  cylinder,  C. 

In  the  third  carding  operation  the  strands  are  fed  to  the 
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card  and  conducted  so  as  to  cause  the  sliver,  slabbing,  or 
roving  to  be  even  and  of  a  unifonn  size  when  taken  from 
the  delivering  card,  being  carried  through  and  delivered 
f n)m  the  cards  separately  from  each  other  by  means  of 
blocks,  vv. 

The  bobbins,  M  M,  filled  with  the  rovings  or  slivers  from 
the  second  carding- machine,  are  to  be  placed  in  a  frame,  as 
shown,  and  each  roving  or  sliver  must  be  passed  through 
a  division  made  in  a  number  of  upright  wood  or  metal 
blocks  affixed  upon  a  rail,  and  one  of  which  is  shown  at  v. 
The  blocks  must  be  made  broader  in  front,  next  to  the  roll- 
ers, than  behind,  as  shown  in  Pi^.  9,  which  represents  the 
plan  of  two  of  them,  and  the  intervals  between  them  must 
be  narrower  than  the  blocks,  in  the  proportion  of  three  to 
five,  or  thereabout,  so  that  each  roving  or  sliver  may  pre- 
serve its  proper  situation  upon  the  main  cylinder  and  the 
working-cards,  without  mingling  with  those  next  adjacent 
to  it  during  the  operation  of  carding,  and  finally  be  re- 
ceived in  its  place  upon  the  delivering  cards,  H. 

The  two  delivering-cylinders,  H  H,  being  placed  one 
above  the  other,  are  each  furnished  with  fillets  of  card,  and 
alternate  spaces  between  them  left  unclothed  with  card,  in 
a  similar  manner  to  that  shown  in  Pig.  7,  which  is  a  plan 
of  the  two  delivering-cards,  HH,  &c.,  and  the  circular 
strips  or  fillets  of  wire  card,  S  S,  arrfund  them,  the  fillets  on 
the  under  delivering-card  being  so  placed  as  to  correspond 
with  the  spaces  left  empty  upon  the  uppermost  one. 

Instead  of  taking  ojff  the  carded  materials  by  means  of  a 
comb,  as  described  in  the  references  to  Pigs  1  and  2,  I  can 
remove  them  from  the  delivering-cylinders,  H  H,  by  means 
of  the  rotary  action  of  the  tubes,  QQ,  &c.,  upon  them, 
which,  gathering  the  filaments  delivered  from  each  fillet  of 
card  around  the  cylinders,  H  H,  form  them  into  a  continu- 
ous and  loosely  coherent  roving  or  sliver,  U,  which  is  drawn 
by  the  action  of  the  rollers,  J  J,  through  which  it  is  passed, 
l>einy  glided  between  upright  pins  (shown  at  P)  and  wound 
iiX)on  the  bobbin,  M,  in  the  manner  already  described.    In 
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further  aid  of  the  rotary  action  of  the  tubes,  QQ,  &c.,  I 
can  also  employ  the  two  plain  rollers,  K  K,  which  are 
lightly  held  or  pressed  against  the  surfaces  of  the  deliver- 
ing-rollers,  H  H,  by  the  action  of  weights  hung  upon  the  op- 
posite ends  of  levers  which  supx)ort  the  rollers,  K  K.  At 
R  R  are  shown  the  supports  or  carriages  in  which  the  tubes 
Q  Q  turn. 

The  fibres  of  the  rovings  or  slivers  are  apt  to  wind  around 
the  drawing  rollers,  J  J,  &c.  In  order  to  prevent  this  evil 
it  is  well  to  give  the  uppermost  of  each  pair  of  rollers  a 
slight  degree'  of  lateral  motion  backward  and  forward  so  as 
to  cross  their  circular  motion,  and  which  lateral  movement 
may  be  effected  in  various  ways  by  the  machinery  not 
necessary  to  be  described  here. 

The  smaller  the  rovings  of  slivers  become,  so  much  the 
more  will  they  require  to  be  twisted  or  condensed  by  the 
action  of  the  revolving  tubes,  Q  Q,  upon  them  in  order  to 
give  them  a  sufficient  degree  of  coherence. 

The  guides,  P  P,  of  the  thirdcarding-machine  must  have 
a  backward  and  forward  lateral  motion  communicated  to 
them  either  by  a  heart-movement,  or  in  any  other  fit  and 
proper  manner,  so  as  to  lay  the  rovings  or  slivers  regularly 
side  by  side,  each  within  its  own  proper  limits. 

The  rovings  or  slivers  being  drawn  forward  by  the  rollers, 
J  J,  &c.,  also  pass  through  the  guiders,  P  P,  and  are  wound 
upon  the  long  bobbin,  M,  actuated  by  drums,  L  L. 

The  sliver,  slubbing,  or  roving  is  twisted  or  condensed 
while  it  is  leaving  or  being  delivered  from  the  finishing- 
cards  preparatory  to  spinning.  This  twisting  admits  of 
the  gathering  the  sliver  without  the  use  of  the  comb  or 
doflfer.  The  twist  may  be  produced  by  the  sliver  or  roving 
being  passed  through  tubes,  as  shown  at  Q  Q,  Figs.  2,  3, 
and  7,  or  by  being  passed  between  pulleys  or  bands,  or 
other  similar  means.  The  sliver  is  condensed  by  means  of 
the  apparatus  shown  in  Fig.  6  as  a  substitute  for  the  twist- 
ing process. 

In  case  of  carding  long  wool,  where  it  is  desirable  to  keep 
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the  fibres  straight  and  smooth — as  in  the  manufacture  of 
worsted,  for  instance — the  wool  must  be  taken  oflE  the  de- 
liverin^-card,  H,  Fig.  5,  by  means  of  the  comb,  J.  It  then 
passes  between  the  two  vertical  rollers,  g^  ^,  which  are  cov- 
ered with  leather,  and  have  each  a  slow,  alternating,  upward 
and  downward  movement  communicated  to  them  by  the 
machinery,  and  which,  togther  with  the  rotary  movement 
of  the  rollers,  draws  forward,  gathers  up,  and  condenses 
the  carded  sheet  of  wool,  U.  It  is  then  guided  between  the 
pins,  P  P,  to  which  the  lateral  movement  is  given,  as  be- 
fore described,  and  wound  upon  the  bobbin,  M.  This  oper- 
ation is  equally  proper  for  cotton  or  other  fibrous  materials, 
when  it  is  desirable  to  keep  the  fibres  straight  and  smooth. 
In  order  to  render  the  wool  more  pliant,  it  may  be  heated 
or  moistened  by  steam  or  hot  water  in  this  latter  process. 

Another  method  of  drawing  forward,  condensing,  and 
gathering  all  descriptions  of  fibrous  substances,  after  card- 
ing them,  is  seen  in  an  end  view  at  Fig.  6,  where  H  is  the 
delivering  card  cylinder  h ;  the  comb  which  removes  the 
carded  material  from  the  cylinder,  H,  and  which  is  then 
passed  underneath  the  small  plain  roller,  C,  which  is  cov- 
vered  with  leather,  and  under  the  roller,  e,  which  is  also 
covered  with  leather,  and  to  both  these  rollers,  c  and  e^  a 
lateral  backward  and  forward  movement  is  given  by  the 
machinery,  and  which  varies  in  extent  according  to  the 
coarseness  or  fineness  of  the  carded  sliver  or  roving.  The 
rollers,  c  and  ^,  also  receive  a  rotary  movement  from  the 
endless  web  strap  or  band  of  leather,/",  and  which  extends 
the  whole  width  of  the  cards  and  revolves  round  the  rol- 
lers, d  d^  to  one  of  which  a  rotary  movement  is  communi- 
cated by  the  wheel  work  of  the  machine.  The  transverse 
rubbing  action  of  the  rollers,  c  and  e^  rounds  and  condenses, 
the  fibres  of  the  carded  materials,  U  U,  which  are  after- 
terward  wound  upon  the  bobbin,  M,  as  before  mentioned. 

The  rotary  motion  of  the  delivering  cards,  H  H,  of  the 
drawing-rollers,  J  J,  and  the  drums,  LL,  in  all  the  machines 
described,   must  exactly  coincide  with  the  nature  of  the 
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material  operated  upon,  so  that  the  rollers,  J  J,  shall  draw 
it  along  as  fast  as  it  is  freed  from  the  delivering-cards,  H  H, 
and  the  drum,  L  L,  wind  it  npon  the  bobbins,  M  M,  regu- 
larly and  with  proper  degree  of  extension,  without  over- 
stretching it.  Drums,  L  L,  actuated  by  the  machinery, 
may  also  be  used  in  unwinding  the  rovings  or  slivers  from 
the  bobbins,  M  M,  in  all  cases  where  the  rovings  or  slivers 
are  too  weak  to  bear  drawing  oflf  from  the  bobbins  without 
such  help,  and  whether  such  slivers  or  rovings  have  been 
made  by  the  machinery  herein  described,  or  by  other 
method. 

It  should  be  noticed  that  the  bobbins,  M  M,  upon  which 
the  I'ovings  from  the  third  carder  are  wound  are  long  enough 
to  receive  several  rovings,  and  also  that  all  the  rovings  are 
condensed,  drawn,  and  wound  after  thej*^  pass  from  the 
carding-machines,  and  that  the  winding  is  invariably  per- 
formed by  a  drum  acting  upon  the  surface  of  the  roving 
being  wound,  thus  securing  uniformity  of  speed  of  winding. 

It  should  also  be  noticed  that  the  mode  of  feeding  the 
second  and  third  carders  requires  the  use  of  bobbins  to 
support  the  rovings  to  be  fed,  either  revolving  by  the  drag 
of  the  carding- machine  on  the  rovings,  or  being  revolved 
by  drums  actuated  by  proper  machinery,  and  also  the  em- 
ployment of  pins  or  blocks  serving  as  guides  for  the  rovings. 

In  the  last  or  third  carder  the  employment  of  long  bob- 
bins, capable  of  receiving  many  rovings,  saves  much  space, 
and  in  this  machine  the  delivering-cylinders  are  partly 
clothed  and  partly  unclothed,  as  described. 

The  rovings  resulting  from  the  third  carding  operation 
are  to  be  furnished  to  a  mule  or  spinning- frame  in  which 
the  spindles  both  draw  and  twist,  the  rovings  being  clamped 
at  intervals  during  the  operation. 

Fig.  4  is  a  general  view  of  part  of  a  mule  or  spinning- 
frame.  XXX  are  the  spindles ;  Y.  the  carriage,  made  as 
usual.  L  is  a  drum,  on  the  periphery  of  which  thebobbin, 
M,  containing  carded  roving  or  slivers  rests,  with  its  axis 
parallel  to  the  line  passing  through  the  spindles,  or  nearly 


Dec,  1868.]  AGAWAM  WOOLEN  CO.  v.  JORDAN.  39 

statement  of  the  caae. 

80,  but  here,  instead  of  winding  the  roving  or  sliver  upon 
the  bobbin,  M,  it  is  employed  to  give  it  oflf  at  the  proper 
times  and  in  the  quantity  required  for  spinning  by  means 
of  a  rotary  motion  given  to  the  bobbin  by  the  drum  in  a 
direction  opposite  to  that  in  which  the  bobbin  would  move 
to  wind  up  the  roving.  The  motion  is  given  to  the  drum  L, 
from  the  machine,  at  the  required  time,  by  any  fit  and 
proper  contrivance,  but  which  need  not  be  described  here. 
The  roving  or  sliver,  U,  delivered  off  from  the  bobbin,  M, 
passes  between  a  pair  of  jaws,  W  W,  which  are  made  to 
close  upon  and  retain  it  at  proper  times,  and  to  open  again 
by  the  action  of  the  machinery,  as  usual.  Or,  instead  of 
jaws,  grooved  or  channeled  rollers  may  be  employed  for  a 
similar  purpose.  The  roving  or  sliver  of  wool,  if  spun 
without  the  use  of  oil,  ought  not,  however,  to  be  stretched 
more  than  one-fourth  of  its  length. 

I  do  not  claim  the  individual  parts  of  the  machinery  used 
in  the  several  processes  before  described  ;  but 

I  do  claim  as  follows  : 

1.  In  combination,  the  following  sets  of  apparatus  or  ele- 
ments making  up  a  machine — namely :  first,  a  bobbin  stand 
or  creel ;  second,  bobbins  on  which  roving  may  be  wound  ; 
third,  guides  or  pins ;  fourth,  a  carding-machine ;  fifth, 
condensing  and  dra wing-off  apparatus  ;  and,  sixth,  winding 
apparatus — ^all  substantially  such  as  are  herein  described, 
whereby  rovings  may  be  fed  to  a  carding-machine,  carded, 
condensed,  drawn  off,  and  wound  again  in  a  condensed  state, 
substantially  in  the  manner  hereinbefore  set  forth. 

2.  The  feed-rollers  of  a  carding-machine  in  combination 
with  bobbins  and  proper  stands  therefore,  and  guides  or 
pins,  whereby  slivers  or  rovings  may  be  fed  to  be  carded  by 
mechanism  substantially  such  as  herein  described. 

3.  A  delivering -cylinder  of  a  carding-machine  in  combi- 
nation with  apparatus  for  drawing  off,  condensing  or  twist- 
ing, and  winding  carded  filaments,  the  apparatus  being  sub- 
stantially such  as  herein  described,  whereby  carded  fila- 
ments may  be  delivered,  drawn  off,  condensed,  and  wound. 
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in  a  condensed  state,  upon  bobbins,  as  hereinbefore  set 
forth. 

4.  A  mule  or  spinning-frame  provided  with  spindles 
mounted  on  a  carnage,  and  with  jaws  or  their  equivalents 
for  retaining  roving,  in  combination  with  bobbins  whose 
axes  are  parallel,  or  nearly  so,  with  the  line  of  spindles, 
and  rest  upon  drums  revolving  to  unwind  the  bobbins,  the 
4  combination  being  and  operating  substantially  as  herein- 

before set  forth. 

In  testimony  whereof  I  have  hereunto  subscribed  my 
name. 

JOHN  GOULDING. 

In  presence  of — 

D.  H.  Mason, 

C.  T.  DUNCKLEK. 

Messrs,  C  Cushing,  James  B.  Rohh^  and  W.  W.  Boyce, 
for  appellant : 

The  reissued  patent,  June  28,  1864,  is  void  because  it  is 
not  in  conformity  with  the  act  of  Congress  authorizing  thf% 
extension. 

Tlie  act  of  Congress  for  the  relief  of  John  Goulding,  au- 
thorized the  Commissioner  of  Patents  to  grant  the  exten- 
sion of  the  patent  or  withhold  it,  the  same  as  if  the  appli- 
cation had  been  seasonably  made,  ''provided  that  such 
renewal  and  extension  shall  not  have  the  effect  or  be  con- 
strued to  restrain  persons  who  may  be  using  the  machinery 
invented  by  said  Goulding  at  the  time  of  the  renewal  and 
extension  hereby  authorized,  from  continuing  the  use  of  the 
same ;  nor  to  subject  them  to  any  claim  or  damage  for  hav- 
ing used  the  same." 

Here  is  an  express  limitation  of  the  authority  vested  in 
the  Commissioner.  The  grant  is  to  be  limited,  so  that  it 
shall  not  be  construed  to  vest  in  the  patentee  any  right  to 
restrain  persons  who  may  be  using  the  machinery  at  the 
time  of  the  extension,  etc. 
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This  limitation  should  appear  in  the  grant,  and  it  was  so 
intended  by  Congress. 

It  is  not  only  provided  that  the  extension  shall  not  have 
the  effect  to  restrain  persons,  etc.  ;  but  further,  it  shall  not 
be  so  construed.  Now,  if  it  had  not  been  intended  to 
qualify  this  grant  by  appropriate  words  of  limitation,  why 
were  the  words  ''shall  not  be  so  construed"  added? 

By  the  act  of  1836,  ch.  367,  sec.  18,  in  the  case  men- 
tionec^  it  is  provided  that  ''it  shall  be  the  duty  of  the  Com- 
missioner to  renew  and  extend  the  patent  by  making  a  cer- 
tificate thereon  of  such  extension,"  etc.  Now,  to  construe 
is  to  "discover  or  express  the  meaning  by  the  right  ar- 
rangement of  the  words  of  a  sentence."  This  certificate 
was  the  subject  to  be  construed,  and  the  Commissioner  of 
Patents  very  properly  indorsed  upon  the  patent  of  1826,  as 
reissued  July  29,  1836,  the  extension,  "  subject  to  the  pro- 
viso of  the  act  of  Congress,"  aforesaid,  by  which  the  ex- 
tent of  the  rights  granted  to  Goulding  was  qualified  and 
limited,  and  the  rights  of  persons  therein  provided  for 
were  protected. 

But  the  plaintiff,  the  assignee  of  Mr.  Goulding,  not  being 
satisfied  with  the  patent  subject  to  qualification  or  limita- 
tion, "presented  a  petition"  (in  the  language  of  the  pat- 
ent), "signifying  a  desire  of  obtaining  an  exclusive  prop- 
erty in  the  said  improvement,  and  praying  that  a  patent 
may  be  granted  for  that  purpose ;"  and  it  was  done  ac- 
cordingly. 

No  protection  whatever  is  afforded  thereby  to  an  exten- 
sive interest  and  to  a  numerous  class  whom  it  was  the  in- 
tention of  Congress  to  exempt  from  its  operation. 

It  is  respectfully  submitted  that  it  is  no  answer  to  say 
that  they  have  the  protection  of  the  act.  It  was  never  in- 
tended to  make  it  incumbent  upon  them  to  appeal  for  pro- 
tection to  the  courts. 

This  is  a  private  statute ;  no  one  entitled  to  the  benefit  of 
the  proviso  would  ever  learn  it  from  any  suggestion  con- 
tained in  this  patent. 
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Again,  it  is  recited  on  the  face  of  the  patent,  that  the 
original  "Letters  patent  were  issued  to  John  Goiilding, 
December  15,  1836,  which  letters  having  been  surrendered, 
the  same  were  cancelled,  and  new  letters  ordered  to  issue 
to  him  July  29,  1836,  which  last  letters  were  extended  by 
the  Commissioner  for  the  term  of  seven  years  from  and 
after  August  30,  1862 ;"  that  is,  it  appears  upon  the  face 
of  this  patent,  that  it  was  extended  nearly  twenty  years 
after  the  expiration  of  the  term  for  which  it  was  originall}'^ 
issued. 

Now,  by  the  19th  section  of 'the  act  of  1835,  aforesaid,  it 
is  provided  that  "No  extension  of  a  patent  (by  the  Com- 
missioner) shall  be  granted  after  the  expiration  of  the  term 
for  which  it  was  originally  issued."  Prima /acie,  there- 
fore, this  patent  is  void,  and  it  is  only  by  invoking  the 
statute  that  it  can  be  saved.  Now,  that  being  a  private 
statute,  it  should  be  incorporated  with  and  accompany  the 
exercise  of  the  authority  claimed  under  and  by  virtue  of  it. 

Messrs,  B.  R.  Curtis^  E.  W,  Stoughton^  and  Brooks  & 
Ball^  for  appellee, 

1.  Congress  had  power  to  pass  the  act  authorizing  the 
Commissioner  to  extend  the  patent. 

Const,  of  U.  S.,  art.  1,  sec.  8 ;  Evans  v.  Jordan,  9Cranch, 
199  [4  Am.  &  Eng.  7] ;  Evans  v.  Eaton,  3  Wheat.  454  [4 
Am.  &  Eng.  16] ;  Bloomer  v,  McQuewan,  14  How.  539  [5 
Am.  &  Eng.  434] ;  Blanchard  v,  Sprague,  3  Sumn.  535 ; 
Blanchard  Gun  Stock  Co.  ^?.  Warner,  1  Blatchf.  275 ; 
Blanchard  v.  Haynes,  decided  in  N.  H.,  by  Judge  Wood- 
bury, 6  West.  Law  J.  83 ;  Bloomer  v,  Stolley,  6  McLean, 
168. 

2.  The  statement  in  the  answer  that  the  act  was  procured 
by  fraud,  cannot  avail  the  appellants. 

An  act  of  Congress  cannot  be  attacked  collaterally,  in  a 
suit  between  private  persons,  by  an  allegation  that  it  was 
procured  by  fraud.  The  Judiciary  Act  has  no  such  control 
over  the  legislation. 
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Fletcher  v.  Peck,  6  Cranch,  87;  Gibson  v.  Gifford,  1 
Blatchf .  531 ;  Stark  v.  McGowen,  1  Nott  &  McC.  400  ;  Uom- 
iiionwealth  v.  Breed,  4  Pick.  464. 

Fraud  is  a  conclusion  of  law  from  facts.  The  facts 
which  constitute  the  fraud,  must  be  specifically  alleged. 
But  this  answer  alleges  no  such  facts. 

Gilbert  v,  Lewis,  7  L.  Times,  N.  S.  543;  Goodyear  v. 
ProF.  R.  Co.,  C.  C,  V.  S.,  R.  L,  per  Cliflford,  J.  ;  2  Fish. 
Pat.  Cas.  514,  and  cases  there  cited. 

Not  the  slightest  evidence  whatever  of  the  procurement 
of  the  act  by  fraud  has  been  adduced. 

3.  It  is  alleged  in  the  answer  that  the  extension  of  the 
patent  was  procured  by  fraud.  Tliis  allegation  cannot 
avail  the  appellants. 

Field  V.  Seabnry,  19  How.  332 ;  Goodyear  v.  Prov.  Rub. 
Co.,  2  Fish.  Pat.  Cas.  514  ;  Foley  v,  Harrison,  16  How.  446 ; 
Phila.  &  Trent.  R.  R.  Co.  v.  Stimpson,  14  Pet.  458  [4  Am. 
&  Eng.  324]  ;  Jackson  v.  Lawton,  10  Johns.  23. 

4.  The  action  of  the  Commissioner  is  conclusive  evidence 
that  the  surrender  and  reissue  were  i-egular,  when  the  only 
difference  between  the  two  patents  is  in  the  (claims,  and  the 
claims  in  the  surrendered  patent  are  obvionsly  vague,  con- 
fused, and  of  doubtful  meaning  and  there  is  no  evidence  of 
fraud. 

Laws,  Dig.,  tit.  Reissue,  B.  617;  Stimpson  v.  Westches- 
ter R.  R.,  4  How.  404  [4  Am.  &  Eng.  398]  ;  Wood  worth  v. 
Stone,  3  Story,  753 ;  Colt  v.  Young,  2  Blatchf.  471 ;  Clum 
V.  Brewer,  2  Curt.  518 ;  Battin  v.  Taggert,  17  How.  84  [6 
Am.  &  Eng.  242] ;  Carver  v,  Braintree  Mfg.  Co.,  2  Story, 
440. 

The  patent  is  priina  facie  evidence  that  Goulding  was 
the  original  and  first  inventor  of  the  thing  patented. 

The  answer  charges  a  fraudulent  and  surreptitious  ap- 
propriation by  Goulding  of  Winslow's  invention,  and  fraud 
is  to  be  proved  by  the  party  alleging  it. 

To  sustain  this  burden,  it  is  not  sufficient  for  the  appel- 
lant to  prove  that  Winslow,  while  a  hired  workman  of 
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G(iulding,  suggested  mechanical  means  of  carrying  some 
part  or  parts  of  Goulding's  plan  into  effect.  He  must 
prove  that  the  entire  plan  of  the  invention,  as  described 
by  Goulding  in  the  original  letters  patent  of  December  15, 
1826,  was  the  sole  invention  of  Winslow ;  for  the  answer 
does  not  set  up  a  joint  invention  by  Goulding  and  Wins- 
low,  but  a  several  invention  by  Winslow,  and  a  fraudulent 
and  surreptitious  appropriation  of  the  entire  invention  by 
Goulding. 

Pitts  V.  HalK  2  Blatchf.  234;  Alden  ^?.  Dewey,  1  Story, 
338  ;  Dixon  v.  Moyer,  4  Wash.  71 ;  Teese  v.  Phelps,  McAU. 
48;  Story,  J.,  in  Washburn  c.  Gould,  3  Story,  133;  Web. 
Pat.  C.  132,  not€y  e;  Allen  v,  Eawson,  1  Man.,  G.  &  S. 
574 ;  Eyre  v.  Potter,  15  How.  56. 

As  to  the  danger  of  this  kind  of  evidence,  even  where 
the  supposed  occurrences  are  recent,  see  Alden  t,  Dewey,  1 
Story,  339  ;  Pennock  v.  Dialogue,  4  Wash.  544. 

As  to  the  views,  which  a  coui-t  of  equity  takes,  of  at- 
tempts to  overturn  existing  titles  by  such  evidence  as  the 
api>ellants  rely  on,  after  the  lapse  of  forty  years,  see  Bad- 
ger V,  Badger,  in  C.  C,  U.  S.,  Mass.  Dis.,  1  Cliff.  237,  per 
Clifford,  J.,  and  S.  C,  on  Appeal,  2  Wall.  87. 

Another  defense  set  up  is  : 

That  at  the  time  of  the  application  for  a  patent,  the  in- 
vention was,  and  had  been  for  a  long  time,  on  sale  and  in 
public  use,  with  Mr.  Goulding' s  consent  and  allowance,  and 
that  he  abandoned  the  same  to  the  public. 

The  allegation  in  the  answer  is  as  follows : 

"And  further  answering,  this  defendat  says  that  at  the 
time  of  the  application  of  the  said  Goulding  for  a  patent, 
the  said  invention  was,  and  for  a  long  time  had  been,  on 
sale  and  in  public  use,  with  his  consent  and  allowance,  and 
that  he  abandoned  the  same  to  the  public." 

It  is  not  alleged  that  such  sale  or  use  had  been  for  more 
than  two  years  prior  to  such  application  for  a  patent ;  nor 
is  it  alleged  when  Goulding  made  the  application  referred 
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to,  nor  when  the  alleged  use  or  sale  took  place,  and  so  no 
such  defense  is  open  on  the  record. 

The  7th  section  of  the  act  of  1839  applies  to  all  patents, 
whether  granted  before  or  after  its  date. 

McClurg  V,  Kingsland,  1  How.  202  [4  Am.  &  Eng.  382]  ; 
Stimpson  v.  Westchester  R.  R.  Co.,  4  How.  380  [4  Am.  & 
Eng.  398]. 

The  defense  that  he  abandoned  the  same  to  the  public, 
can  be  made  out  only  by  showing  an  intention  to  abandon, 
accompanied  by  sufficient  acts  of  abandonment.  The  law 
does  not  favor  forfeitures,  and  their  grounds  must  be  pre- 
cisely averred  and  clearly  proved.  Pitts  v.  Hall,  2  Blatchf. 
235. 

The  acts  relied  on  must  have  reference  to  the  machine 
substantially  as  patented.     Wyeth  v.  Stone,  1  Story,  281. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

Patentees  acquire,  by  virtue  of  their  letters  patent,  if 
properly  granted  and  in  due  form,  the  full  and  exclusive 
right  and  liberty  of  making,  using,  and  vending  to  others 
to  be  used,  their  respective  inventions  for  the  term  of  years 
allowed  by  law  at  the  time  when  the  letters  patent  were 
issued.  Such  exclusive  right  and  liberty  may  be  held  and 
enjoyed  by  the  patentee  throughout  the  entire  term  for 
which  it  is  granted ;  or  he  may  assign  the  letters  patent, 
by  an  instrument  in  writing,  either  as  to  the  whole  interest 
or  any  undivided  part  thereof ;  or  he  may  grant  and  convey 
to  another  the  exclusive  right  under  the  patent  to  make 
and  use,  and  grant  to  others  to  make  and  use,  the  thing 
patented,  within  and  throughout  any  specified  district.  5 
Stat,  at  L.  119,  121. 

Damages  may  be  recovered  by  an  action  on  the  case  for 
any  infringement  of  that  exclusive  right  and  liberty ;  or 
the  party  aggrieved  may,  in  any  case,  at  his  election, 
bring  his  suit  in  equity  and  pray  for  an  injunction  to  pre- 
vent the  violation  of  the  same  ;  but  the  express  provision 
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is,  that  all  snch  actions,  suits,  and  controversies  shall  be 
originally  cognizable,  as  well  in  equity  as  at  law,  by  the 
Circuit  Courts  of  the  United  States,  or  any  district  court 
having  the  powers  and  jurisdiction  of  a  Circuit  Court.  6 
Stat,  at  L.,  123,  124. 

Jurisdiction  of  such  cases  is  exclusive  in  the  Circuit 
Court,  subject  to  writ  of  error  and  appeal  to  this  court,  as 
provided  by  law ;  but  the  requirement  is,  that  the  suit  must 
be  brought  in  the  name  of  the  person  or  persons  interested, 
whether  patentees,  assignees,  or  as  grantees,  as  aforesaid, 
of  the  exclusive  right  within  a  specified  locality.  5  Stat. 
at  L.  123. 

Present  suit  was  in  equity,  and  was  founded  on  certain 
reissued  letters  patent  granted  to  the  complainant  on  the 
28th  of  June,  1864,  as  the  assignee,  by  certain  mesv£  as- 
signments, of  John  Goulding,  who  was  the  original  patentee, 
and  who,  as  alleged,  was  the  original  and  first  inventor  of 
the  improvement.  Original  patent  was  granted  December 
15th,  1826,  for  the  term  of  fourteen  years,  and  was,  as 
alleged,  for  a  new  and  useful  improvement  in  the  mode  of 
manufacturing  wool  and  other  fibrous  materials;  but  the 
claims  of  the  specification  were  defective,  and  it  was  sur- 
rendered on  that  account,  and  reissued  July  2Gth,  1836,  for 
the  residue  of  the  original  term. 

Representations  of  the  complainant  were,  that  the  orig- 
inal patentee,  without  any  neglect  or  fault  on  his  part, 
failed  to  obtain  by  the  use  and  sale  of  the  invention  a  rea- 
sonable remuneration  for  his  time,  ingenuity,  and  expenses 
employed  and  incurred  in  perfecting  the  invention,  and  in- 
troducing the  same  into  use  within  the  time  for  which  the 
patent  was  originally  issued,  and  that  he  failed,  also,  by 
accident  and  mistake,  to  obtain  an  extension  of  the  patent 
before  the  expiration  of  the  original  term. 

Power  of  the  Commissioner  to  renew  and  extend  the 
patent  having  expired,  the  allegation  was  that  the  original 
patentee  applied  to  Congress,  and  that  Congress,  on  the 
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30th  of  May,  1862,  passed  an  act  tor  his  relief.  Pursuant 
to  that  authority,  the  bill  of  complaint  alleged  that  the 
Commissioner,  thereafter,  on  the  30th  of  August,  in  the 
same  year,  renewed  and  extended  the  patent  in  due  form 
of  law,  for  the  further  term  of  seven  years  from  and  after 
that  date,  snbject  to  the  provisions  contained  in  the  act  con- 
ferring the  authority. 

Derivation  of  the  title  of  the  complainant  is  fully  set 
forth  in  the  bill  of  complaint,  but  it  is  unnecessary  to  re- 
produce it,  as  it  is  not  the  subject  of  controversy  in  this 
case.  Possessed  of  a  full  title  to  the  invention  by  assign- 
ments, the  complainant,  as  such  assignee,  surrendered  the 
letters  patent,  and  the  Commissioner,  on  the  28th  of  June, 
1864.  reissued  to  him  the  original  patent,  as  extended  under 
the  Act  of  Congress,  for  the  residue  of  the  extended  term. 

Pounded  upon  those  letters  patent,  the  bill  of  complaint 
alleged  that  the  assignor  of  the  complainant  was  the  orig- 
inal and  first  inventor  of  the  improvement  therein  de- 
scribed, and  the  charge  is  that  the  corporation  respondents, 
having  full  knowledge  of  the  premises,  and  in  violation  of 
the  complainants'  exclusive  rights  and  privileges  so  ac- 
quired and  secured,  have  since  the  date  of  the  reissued  let- 
ters patent,  and  without  his  license  or  consent,  made,  used 
and  sold,  and  continue  to  make,  use  and  sell  in  large  num- 
bers, cjirds,  jacks  and  machinery,  embracing  and  containing 
mechanism  substantially  the  same  in  principle,  construction 
and  mode  of  operation  as  the  improvement  so  acquired 
and  owned  by  the  complainant. 

Prayer  of  the  bill  of  complaint  was  for  an  account,  and 
for  an  injunction,  and  for  such  other  and  further  relief 
as  the  nature  and  circumstances  of  the  case  shall  require. 

Respimdents  appeared  and  filed  an  answer,  and  proofs 
were  taken  by  both  parties  and  they  were  heard  in  the  Cir- 
cuit Court  upon  bill,  answer,  replication  and  proofs,  and  a 
final  decree  upon  the  merits  was  rendered  for  the  complain- 
ant, and  thereupon  the  respondents  appealed  to  this  court. 
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Numerous  defenses  were  set  up  in  the  answer,  but  none 
of  them  will  be  much  considered  except  such  as  are  now 
urged  upon  the  consideration  of  the  court. 

The  grounds  of  defense  specially  enumerated  in  the  brief 
of  the  appellants,  and  urged  in  argument,  are  as  follows : 

1.  That  the  combinations  set  forth  in  the  several  claims 
of  the  patent  were  first  invented  by  one  Edward  Winslow, 
and  that  neither  of  them  was  original  with  the  assignor  of 
the  complainant. 

2.  That  the  invention,  at  the  time  the  app)lication  for  the 
original  patent  was  made,  had  been  on  sale  and  in  public 
use,  with  the  consent  and  allowance  of  the  applicant,  for 
more  than  two  years,  and  that  he  had  abandoned  the  same 
to  the  public. 

8.  That  the  reissued  letters  patent  described  in  the  bill 
of  complaint  are  void,  because  they  do  not  contain  the 
limitations  and  conditions  expressed  in  the  extended  patent, 
and  were  not  issued  in  conformity  with  the  Act  of  Con- 
gress  passed  for  the  relief  of  the  original  patentee. 

4.  That  the  respondents'  machinery,  having  been  in  use 
before  and  at  the  time  the  patent  in  this  case  was  granted, 
is  within  the  saving  clause  of  the  proviso  in  the  said  Act 
of  Congress. 

I.  Exception  might  well  be  taken  to  the  first  proposition, 
upon  the  ground  that  it  is  a  departure  from  the  special  de- 
fense set  up  in  the  answer,  unless  it  can  be  admitted  as  in- 
cluded in  the  more  general  allegation,  denying  that  the  as- 
signor of  the  complainant  was  the  original  and  first  inven- 
tor of  the  improvement  described  in  the  patent. 

Persons  sued  as  infringers  may  plead  the  general  issue 
in  suits  at  law,  and  may  prove,  as  a  defense  to  the  charge, 
if  they  have  given  the  plaintiff  thirty  days'  notice  of  that 
defense  before  the  trial,  that  the  patentee  was  not  the  orig- 
inal and  first  inventor  of  the  thing  patented  ;  but  the  same 
section  which  authorizes  such  a  defense  provides  that  when- 
ever the  defendant  relies  in  his  defense  on  the  fact  of  a 
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previous  invention,  knowledge,  or  use  of  the  thing  patented, 
^' he  shall  state  in  his  notice  of  special  matter  the  names 
and  places  of  residence  of  those  whom  he  intends  to  prove 
to  have  possessed  a  prior  knowledge  of  the  thing,  and 
where  the  same  had  been  used."  Wilton  v.  Railroad,  1 
Wall.,  Jr.  195. 

Evidence  to  prove  such  a  defense,  in  a  suit  at  law,  is  not 
admissible  without  an  antecedent  compliance  with  those 
conditions,  and  the  settled  practice  in  equity  is  to  require 
the  respondent,  as  a  condition  T)recedent  to  such  a  defense, 
to  give  the  complainant  substantially  the  same  information 
in  his  answer.  Unless  the  practice  were  so,  the  complain- 
ant would  often  be  surprised,  as  the  rule  of  law  is  that  the 
letters  patent  afford  2^  prim t  facie  presumption  that  the 
patentee  is  the  original  and  first  inventor  of  what  is  there- 
in described  as  his  improvement,  and  if  the  respondent 
should  not  be  required  to  give  notice  in  the  answer  that 
proofs  would  be  offered  to  overcome  that  presumption  and 
establish  the  opposite  conclusion,  very  great  injustice  might 
be  done,  as  the  complainant  miglit  rely  upon  that  pre- 
sumption and  fail  to  take  any  countervailing  proofs.  Teese 
«.  Huntingdon,  23  How.  10  [7Am.  &  Eng.  72]. 

Better  opinion  is  that  the  defense  embraced  in  the  first 
proposition  of  the  respondents,  is  not  admissible  under 
that  allegation  in  the  answer  which  denies  that  the  assignor 
of  the  complainant  was  the  original  and  first  inventor  of 
the  improvement.  Such  a  defense,  if  recognized  at  all  in 
this  case,  must  be  adnjitted  under  that  part  of  the  answer 
which  was  evidently  framed  for  that  special  purpose. 

Substance  and  effect  of  those  allegations  are,  that  the  re- 
spondents deny  that  the  original  patentee  ever  bestowed 
any  ingenuity  upon  the  improvements,  and  they  allege 
that  the  same  were  invented  and  applied  by  one  Edward 
Winslow,  that  the  patentee  first  derived  knowledge  of  the 
invention  from  that  individual  and  that  the  original  pat- 
entee fraudulently  and  surreptitiously  obtained  the  patent 
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for  that  which  he  well  knew  was  the  invention  of  his  in- 
formant. 

No  exception  was  taken  to  the  answer  in  the  court  below, 
and  in  that  state  of  the  case  the  allegations  of  the  answer, 
that  the  invention  was  made  by  a  third  person  and  not  by 
the  assignor  of  the  complainant,  maybe  regarded  as  a  good 
defense,  but  it  is  quite  clear  that  the  charge  that  the  orig- 
inal patentee  in  this  case  fraudulently  and  surreptitiously 
obtained  the  patent  for  that  which  he  well  knew  was  in- 
vented by  another,  unaccompanied  by  the  further  allega- 
tion that  the  alleged  first  inventor  was  at  the  time  using 
reasonable  diligence  in  adapting  and  perfecting  the  inven- 
tion, is  not  sufficient  to  defeat  the  patent,  and  constitutes 
no  defense  to  the  charge  of  infringement.  6  Stat,  at  L., 
117,  123 ;  Reed  v.  Cutter,  1  Story  (0.  C),  699. 

Viewed  in  any  light,  the  proposition  amounts  to  the 
charge  that  the  invention  was  made  by  the  person  therein 
mentioned,  and  not  by  the  assignor  of  the  complainant, 
and  the  burden  to  prove  it  is  on  the  respondents,  not  only 
because  they  make  tlie  charge,  but  because  the  presump- 
tion arising  from  the  letters  patent  is  the  other  way. 

Application  for  a  patent  is  required  to  be  made  to  the 
Commissioner  appointed  under  authority  of  law,  and  inas- 
much as  that  officer  is  empowered  to  decide  upon  the  merits 
of  the  application,  his  decision  in  granting  the  patent  is 
j)resumed  to  be  correct.  Pitts  ??.  Hall,  2  Blatchf.  (C.  C), 
229  ;  Union  Sugar  Refinery  v.  Matthiessen,  2  Fish.  600. 

Before  proceeding  to  the  inquiry  whether  or  not  that  de- 
fense is  sustained  by  the  proofs,  it  becomes  necessary  to 
examine  specifications  and  claims  of  the  patent,  and  to  as- 
certain, by  a  comparison  of  the  mechanism  therein  de- 
scribed, with  the  antecedent  state  of  the  art,  the  true  na- 
ture, character  and  extent  of  the  improvement. 

Sets  of  carding  machines  for  the  production  of  yarn  from 
wool,  were  well  known,  and  in  use  before  the  invention  of 
the  original  patentee.     They  usually  consisted,  besides  the 
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spinning-jenny,  of  three  carding  machines,  called  the  first 
and  second  breaker  and  the  finisher,  but  they  could  not  be 
used  to  much  practical  advantage,  in  connection  with  the 
jenny,  without  a  separate  machine,  called  the  billy,  for 
splicing  the  rolls.  Two  jennies  were  often  used,  instead  of 
one,  in  that  combination,  and  in  some  instances  two  double 
carding- machines  were  preferred,  instead  of  three  single 
machines. 

Like  the  still  older  carding-machine,  the  breaker  had 
what  was  called  a  feed  table,  and  the  wool,  previously  pre- 
]>ared  by  other  means,  was  placed  on  that  table,  and  was, 
by  that  means,  fed  to  the  carding  mechanism,  and  having 
passed  through  the  carding  apparatus  to  the  delivery  end 
of  the  machine,  was  stripped  from  the  device  called  a  dof- 
fer,  and  fell  to  the  floor.  The  device  for  stripping  the  fila- 
ment from  the  doffer  was  a  comb,  which  constituted  a  part 
of  the  machine.  Second  breaker  was  similar  in  construc- 
tion to  the  first,  and  the  process  of  feeding  and  carding 
was  the  same,  but  the  filament  from  the  first  breaker  consti- 
tuted the  material  to  be  used  in  the  second  instead  of  using 
wool  prepared  by  hand  or  from  the  picker,  and  the  fila- 
ment, when  carded  and  stripped  from  the  doffer,  was  wound 
round  a  drum.  The  method  of  feeding  the  material  into 
the  carding  apparatus  of  the  finisher  was  also  the  same, 
but  it  was  provided  with  an  additional  apparatus,  at  the 
delivery  end  of  the  machine,  called  the  roller  and  shell, 
which  formed  the  material  into  short  rolls.  Those  rolls 
were  about  the  length  of  the  card  surface  of  the  doffer. 
They  were  taken  to  the  billy,  and  were  there  spliced  by 
hand,  on  the  apron  of  that  machine  and,  as  the  apron 
moved  forward,  they  were  fed  to  the  spindles,  and  con- 
verted into  rovjng,  suitable  to  be  spun  into  yarn. 

Goulding  aimed  to  dispense  with  the  billy  altogether,  and 
sought  to  accomplish,  with  four  machines,  what  had  pre- 
viously required  the  use  of  five ;  and  the  evidence  shows, 
beyond  controversy,  that  his  invention  enabled  manufac- 
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turers  to  produce  yarn  from  wool  at  much  less  cost,  of  bet- 
ter quality  and  in  greater  quantity,  than  was  produced  by 
the  old  process.  His  purpose,  also,  was  to  dispense  with 
short  roll,  and  to  introduce  the  long  or  endless  roll  in  its 
place.  Years  were  spent  by  him  in  experiments  to  accom- 
plish these  purposes,  but  the  result  was  that  he  was  success- 
ful. He  disi>ensed  altogether  with  the  billy  and,  by  a  new 
combination  of  old  devices,  he  obtained  the  endless  roll, 
and  so  perfected  his  machinery  that  he  could  use  it  success- 
fully, from  the  moment  the  roving  left  the  delivery  end  of 
the  first  breaker,  till  it  was  converted  into  yarn,  fit  to  be 
manufactured  into  cloth. 

Attempt  will  not  be  made  to  describe,  the  various  plans 
which  he  formed,  nor  the  experiments  which  he  tried,  as  it 
would  extend  the  opinion  to  an  unreasonable  length.  Un- 
der his  method,  as  described,  the  wool,  as  it  comes  from 
the  picker,  is  placed  on  the  table  of  the  first  breaker,  and 
is  fed  to  the  carding  apparatus  as  before,  but  the  sheet  of 
carded  material,  when  stripped  from  the  doffer,  is  taken 
away  on  one  side  of  the  delivery  end  of  the  machine,  by 
means  of  two  rollers,  through  a  turning-tube,  or  pipe,  to 
which  a  slow  rotary  movement  is  given  by  a  band  passing 
from  a  drum,  actuated  by  the  machine,  and  operating  upon 
a  pulley  affixed  to  the  tube.  Description  is  also  given  of 
the  means  by  which  the  roving  or  sliver  is  condensed  and 
wound  round  the  bobbin,  and  also  of  the  means  by  which 
it  is  retained  in  the  proper  position,  and  made  to  partake 
of  the  rotary  movement  communicated  to  the  drum.  Par- 
ticular description  is  also  given  of  the  means  by  which  the 
roving  may  be  evenly  wound  upon  the  bobbins,  either  by 
carrying  it  and  the  drum  backward  and  forward,  or  by 
passing  it  between  guides,  affixed  to  a  bar,  to  which  a  simi- 
lar movement  is  communicated. 

Next  step  is,  that  the  bobbins,  with  the  roving  thereon, 
twenty  in  number  at  least,  are  placed  in  a  frame  or  creel, 
in  order  that  the  roving  may  be  fed  to  the  second  carding- 
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machine,  and  guided  into  it,  between  certain  dividing  pins, 
but  it  is  taken  away  at  the  delivery  end,  in  a  single  roving, 
and  by  the  same  means  as  from  the  first  machine. 

Principal  object  in  passing  the  material  through  the  sec- 
ond breaker  is,  that  it  may  be  more  completely  mixed,  so 
that  every  part  of  the  roving  will  be  of  the  same  fineness. 
Third  operation  is,  that  the  bobbins  of  roving,  as  delivered 
and  wound  in  the  second  breaker,  are  placed  in  a  frame  or 
creel,  similar  to  that  before  described,  but  each  roving  is 
now  to  be  kept  separate,  and  certain  blocks  are  provided 
for  that  purpose,  made  broader  in  front  than  behind,  so 
that  each  roving  shall  preserve  its  proper  situation,  with- 
out mingling  with  those  adjacent  to  it,  during  the  opera- 
tion of  carding,  and  also  that  it  may  finally  reach  its  proper 
place  upon  the  delivering  cards. 

The  feeding  of  the  material  into  the  carding  apparatus 
of  the  finisher  is  accomplished  in  the  same  way  as  before 
described,  but  the  mechanism  for  carding  and  for  deliver- 
ing the  roving  is  more  complex,  and  widely  different.  Two 
delivering  cylinders  are  constructed,  placed  one  above  the 
other,  surrounded  with  wire  card,  in  strips,  with  uncovered 
si)aces  of  equal  width,  and  so  arranged  that  the  uncovered 
spaces  on  one  cylinder  shall  correspond  with  the  strips  of 
wire  card  on  the  other,  for  carding  the  separate  rovings  as 
they  are  fed  into  the  carding  apparatus.  Different  mechan- 
ism is  also  provided  for  removing  the  carded  material  from 
the  delivering  cylinders,  which  is  accomplished  by  the  ro- 
tary action  of  the  tubes  upon  such  material,  by  which  the 
several  filaments,  as  they  are  delivered,  are  formed  into  a 
loose,  continuous  roving,  which  is  guided  between  certain 
pins,  and  passed  through  certain  rollers,  in  order  to  give 
the  roving  a  sufficient  coherence  before  it  is  wound  on  to 
the  bobbins,  to  be  used  in  the  jenny. 

Means  for  slightly  twisting  the  roving  as  it  leaves  the 
finisher  are  also  described,  and  the  directions  are,  that  the 
guides  of  the  finisher  must  have  a  lateral  motion  backward 

7  WaU.  600. 


64  AGAWAM  WOOLEN  CO.  v.  JORDAN.     [Sup.  Ot 

Opinion  of  the  court 

and  forward,  so  that  each  roving  may  be  regularly  laid  side 
by  side,  within  its  own  proper  limits,  and  the  devices  to 
accomplish  that  function  are  fully  described.  Modifica- 
lions  were  also  made  by  the  inventor  in  the  devices  of  the 
carding  apparatus  of  the  finisher,  and  also  in  the  apparatus 
for  delivering  the  roving  in  the  third  operation,  and  for 
winding  it  on  to  the  bobbins  preparatory  to  their  transfer 
to  the  jenny  where  the  roving  is  spun  into  yarn.  Those 
modifications  of  old  machinery  are  minutely  described  in 
the  specifications,  and  it  is  obvious  that  they  are  of  great 
value  in  accomplishing  the  final  result,  and  that  they  con- 
stitute some  of  the  main  features  of  the  invention. 

Changes  were  also  made  in  some  of  the  devices  of  the 
jenny,  and  also  in  their  arrangement  and  mode  of  opera- 
tion as  compared  wirh  prior  machines,  and  those  alterations 
also  are  so  clearly  described  as  to  constitute  a  full  com- 
pliance with  the'6th  section  of  the  Patent  Act.  Substitutes 
are  suggested  for  many  of  the  described  devices,  but  it  is 
not  practicable  to  enter  into  those  details.  Separate  parts 
of  the  machinery,  as  used  in  the  several  combinations,  are 
not  claimed  by  rhe  patentee.  Omitting  redundant  words 
the  claims  of  the  reissued  patent  are  to  the  effect  follow- 
ing: 

First.  I  claim  in  combinations  the  following  sets  of  ap- 
paratus making  up  a  machine,  namely :  1.  A  bobbin  stand 
or  creel.  2.  Bobbins  on  which  roving  may  be  wound.  3. 
Guides  or  pins.  4.  A  carding  machine.  6.  Condensing 
and  drawing  off  apparatus.  6.  Winding  apparatus,  whereby 
rovings  may  be  fed  to  a  carding-machine,  carded,  condensed, 
drawn  off,  and  wound  again  in  a  condensed  state,  substan- 
tially in  the  manner  herein  set  forth. 

Second.  I  claim  the  feed  rollers  of  a  carding-machine,  in 
combination  with  bobbins  and  proper  stands  therefor,  and 
guides  or  pins  whereby  slivers  or  rovings  may  be  fed  to  be 
carded  by  mechanism  substantially  such  as  herein  de- 
scribed. 
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Third.  I  claim  a  delivering  cylinder  of  a  carding  ma- 
chine in  combination  with  apparatus  for  drawing  off,  con- 
densing, or  twisting  and  winding  carded  filaments,  by  ap- 
paratus substantially  such  as  herein  described. 

Lastly.  I  claim  a  mule  or  spinning  frame,  provided  with 
spindles  mounted  on  a  carriage,  and  with  jaws  or  their 
equivalents  for  retaining  roving  in  combination  with  bob- 
bins, whose  axes  are  parallel  or  nearly  so  with  the  line  of 
spindles,  and  rest  upon  drums  revolving  to  unwind  the  bob- 
bins substantially  as  herein  set  forth. 

Careful  attention  to  the  description  of  the  invention  and 
the  claims  of  the  patent,  will  enable  the  parties  interested 
to  comprehend  the  exact  nature  of  the  issue  involved  in  the 
first  defense  presented  by  the  respondents.  Purport  of 
that  defense  is,  that  the  invention  was  made  by  Edward 
Winslow,  and  not  by  the  assignor  of  the  complainant.  The 
settled  rule  of  law  is,  that  whoever  first  perfects  a  machine 
is  entitled  to  the  patent,  and  is  the  real  inventor,  although 
others  may  have  previously  had  the  idea  and  made  some 
experiments  towards  putting  it  in  practice.  He  is  the  in- 
ventor and  is  entitled  to  the  patent  who  first  brought  the 
machine  to  i)erfection  and  made  it  capable  of  useful  opera- 
tion.    Washburn  v.  Gould,  3  Story  (C.  C),  133. 

No  one  is  entitled  to  a  patent  for  that  which  he  did  not 
invent  unless  he  can  show  a  legal  title  to  the  same  from  the 
inventor  or  by  operation  of  law ;  but  where  a  person  has 
discovered  an  improved  principle  in  a  machine,  manufact- 
ure, or  composition  of  matter,  and  employs  other  persons 
to  assist  him  in  carrying  out  that  principle,  and  they  in  the 
course  of  experiments  arising  from  that  employment,  make 
valuable  discoveries  ancillary  to  the  plan  and  preconceived 
design  of  the  employer,  such  sjiggested  improvements  are 
in  general  to  be  regarded  as  the  property  of  the  party  who 
discovered  the  original  improved  principle,  and  may  be  em- 
bodied in  his  patent  as  a  part  of  his  invention. 

Suggestions  from  another,  made  during  the  progress  of 
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such  experiments,  in  order  that  they  may  be  sufficient  to 
defeat  a  patent  subsequently  issued,  must  have  embraced 
the  plan  of  the  improvement,  and  must  have  furnished  such 
information  to  the  person  to  whom  the  communication  was 
made  that  it  would  have  enabled  an  ordinary  mechanic, 
without  the  exercise  of  any  ingenuity  and  special  skill  on 
his  part,  to  construct  and  put  the  improvement  in  success- 
ful operation. 

Persons  employed,  as  much  as  employers,  are  entitled  to 
their  own  independent  inventions,  but  where  the  employer 
has  conceived  the  plan  of  an  invention  and  is  engaged  in 
experiments  to  perfect  it,  no  suggestions  from  an  employ^^ 
not  amounting  to  a  new  method  or  arrangement,  which,  in 
itself  is  a  complete  invention,  is  sufficient  to  deprive  the 
employer  of  the  exclusive  property  in  the  perfected  im- 
provement. But  where  the  suggestions  go  to  make  up  a 
complete  and  perfect  machine,  embracing  the  substance  of 
all  that  is  embodied  in  the  patent  subsequently  issued  to 
the  party  to  whom  the  suggestions  were  made,  the  patent 
is  invalid,  because  the  real  invention  or  discovery  belonged 
to  another.  Pitts  v.  Hall,  2  Blatchf.  234 ;  Allen  v.  Raw- 
son,  1  Man.,  G.  &  Scott,  574 ;  Alden  v.  Dewey,  1  Story  (C. 
C.)  338  ;  Minter's  Patent,  1  Web.  P.  C.  132,  note  c ;  Curtis, 
Pat.  (3d  ed.)  99 ;  Reed  v.  Cutter,  1  Story  (C.  C.)  599. 

Guided  by  these  well  established  principles,  the  first  in- 
quiry is :  what  was  actually  done  by  the  person  who,  as 
alleged  by  the  respondents,  was  the  real  inventor  of 
what  is  described  in  the  reissued  letters  patent  ?  They  do 
not  pretend  that  he  invented  or  even  suggested  the  entire 
invention,  nor  all  of  the  several  elements  embraced  in  any 
one  of  the  separate  combinations,  as  expressed  in  the  claims 
of  the  patent ;  and  if  they  did,  it  could  not  for  a  moment 
be  sustained,  as  it  finds  no  support  whatever  in  the  evi- 
dence. None  of  the  devices  described  in  the  specifications 
are  new,  but  the  claims  of  the  patent  are  for  the  several 
combinations  of  the  described  elements  arranged  in  the 

7  Wall.  6019-608. 


Dec.,  1868.]  AGAWAM  WOOLEN  CO.  v.  JORDAN.  57 

Opinion  of  the  court 

manner  set  forth,  and  for  the  purpose  of  working  out  the 
described  results. 

Regarded  in  that  light,  it  is  clear  that  the  concession 
that  the  person  named  did  not  invent  nor  suggest  the  en- 
tire invention,  nor  any  one  of  the  separate  combinations,  is 
equivalent  to  an  abandonment  of  the  proposition  under 
consideration,  as  it  is  clear  to  a  demonstration  that  nothing 
short  of  that  averment  can  be  a  valid  defense.  Respond- 
ents do  not  allege  in  the  answer  that  the  person  named  was 
a  joint  inventor  with  the  original  patentee,  but  the  allega- 
tion is  that  he  made  the  invention,  and  they  deny  that  the 
assignor  of  the  complainant  ever  bestowed  any  ingenuity 
npon  what  is  described  in  the  letters  patent  as  his  improve- 
ment. Such  a  defense  cannot  be  successful  unless  it  is 
proved,  as  common  justice  would  forbid  that  any  partial 
aid  rendered  under  such  circumstances,  during  the  progress 
of  experiments  in  perfecting  the  improvement,  should  en- 
able the  person  rendering  the  aid  to  appropriate  to  himself 
the  entire  result  of  the  ingenuity  and  toil  of  the  originator, 
or  put  it  in  the  power  of  any  subsequent  infringer  to  defeat 
the  patent  under  the  plea  that  the  invention  was  made  by 
the  assistant  and  not  by  the  originator  of  the  plan. 

The  evidence  shows  that  the  original  patentee  was  born 
in  1793,  and  that  he  commenced  working  on  machinery  in 
his  youth,  while  he  was  with  his  father,  and  that,  as  early 
as  the  year  1812,  he  went  into  the  employment  of  certain 
machinists,  residing  at  Worcester,  Massachusetts,  who  were 
engaged  in  constructing  machinery  for  the  manufacture  of 
wool  and  cotton.  While  in  their  employment,  he  began 
experiments  in  woolen  machinery.  Those  experiments 
were  directed  to  the  object  of  improving  the  billy,  for  the 
purpose  of  drawing  out  the  carriage  more  accurately,  and 
thereby  making  better  work.  Several  years  were  spent  in 
that  business,  but,  in  1820,  he  went  to  Halifax,  in  that 
State,  and,  while  there,  he  made  numerous  experiments  to 
get  rid  of  the  billy  entirely,  and  to  dispense  with  short 

7  Wall.  603-604. 


58  AGAWAM  WOOLEN  CO.  v.  JORDAN.    [Sup.  Ct. 

Opinion  of  tlie  court 

rolls,  and  substitute  long  rolls  in  their  place.  He  remained 
there  three  years,  and,  during  that  time,  he  was  constantly 
engaged  in  experiments  to  accomplish  those  objf^cts.  In 
the  spring  of  1823  he  moved  to  Dedham,  in  the  same  State, 
and  there  hired  a  mill,  and  engaged  in  the  manufacture  of 
broadcloth,  and  also  carried  on  the  machine  business,  and 
the  witness  also  states  that  he  then  prosecuted  his  experi- 
ments on  a  large  scale. 

Cans  were  used  as  a  receptacle  for  the  rovings  delivered 
from  the  doffers,  before  the  drawing  off  and  winding  ap- 
paratus, described  in  the  patent,  was  invented.  Rovings, 
before  that  invention,  were  spun  from  cans,  instead  of  being 
wound  upon,  and  spun  from,  spools  or  bobbins.  Consid- 
erable importance  is  attached  to  the  new  method,  as  it  was 
largely  by  that  means  that  the  use  of  the  endless  roving 
was  made  practical,  and  that  the  difficulty  produced  by  the 
kinking  of  the  roving,  incident  to  the  use  of  the  cans,  was 
overcome. 

Theory  of  the  respondents  is,  that  the  new  method  of  ac- 
complishing that  function  was  invented  by  Edward  Wins- 
low,  but  their  witness,  John  D.  Cooper,  only  testifies  that 
he  made  or  suggested  the  spool  or  drum,  which  are  not  the 
only  elements  of  that  apparatus.  Unaccompanied  by  the 
transverser,  they  would,  perhaps,  be  better  than  the  cans, 
but  it  is  clear  that  the  apparatus  would  be  incomplete  with- 
out that  device,  as  it  is  by  that  means  that  the  bobbins 
are  evenly  wound  with  the  roving. 

Testimony  of  that  witness  is,  that  he  first  suggested  to 
Winslow  that  the  roving  must  be  wound  on  a  spool,  else 
they  never  could  make  good  yarn,  and  he  pi'oceeds  to  state 
that  they  procured  some  pasteboard,  and  that  Winslow 
made  a  pattern  for  a  spool  and  drum  from  that  material. 
Explanations,  in  detail,  are  given  by  the  witness,  of  the 
several  steps  taken  by  them  in  accomplishing  the  change 
in  the  apparatus,  and  the  witness  states  that  the  original 
patentee  never  saw  the  spool  and  drum  until  he  came  into 
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the  mill  and  saw  those  devices  in  the  machine.  Argument 
for  the  respondents  is,  that  the  spool  and  drum  were  in- 
vented by  that  party  while  he  was  in  the  employment  of 
the  original  patentee,  but  the  complainant  denies  the  theory 
of  fact  involved  in  the  proposition,  and  insists  that  the 
statements  of  the  witness  are  untrue,  and  that  he  is  not  en- 
titled to  credit.  Further  statement  of  the  witness  is,  that 
the  improvement,  as  soon  as  it  was  perfected,  was  applied 
to  all  the  carding  and  spinning  machines  in  the  mill,  and 
that  the  mills,  so  adjusted  as  to  embrace  that  improvement, 
were  put  in  successful  operation  during  the  summer  and 
autumn  of  that  year. 

Two  answers  are  made  by  the  complainant  to  the  defense 
founded  on  that  testimony,  both  of  which  are  sustained  by 
the-^court.  1.  Suppose  the  testimony  of  the  witness  to  be 
alUtrue,  the  complainant  contends  that  is  not  sufficiently 
comprehensive  to  support  the  allegations  of  the  answer, 
nor  even  to  support  the  proposition  presented  in  the  brief 
of  the  respondents.  Taken  in  the  strongest  view  for  the 
respondents,  the  testimony  merely  shows  that  Winslow,  or 
the  witness  Cooper,  or  both  together,  after  the  originator 
of  th§''«|4gn  had  nearly  completed  his  great  and  valuable 
improvement,  and  while  he  was  still  prosecuting  his  exper- 
iments with  the  utmost  diligence,  suggested  the  spool 
and  drum  as  substitutes  for  the  cans,  and  that  Winslow 
actually  made  those  devices  and,  with  the  aid  of  witness, 
put  them  into  one  of  the  machines  as  an  experiment. 
When  their  employer  first  examined  the  arrangement, 
rude  as  it  was,  he  expressed  great  satisfaction  with  it,  but 
upon  seeing  it  tried  he  pronounced  it  of  no  value.  Neither 
of  those  opinions,  however,  turned  out  to  be  quite  correct, 
as,  upon  further  trial,  when  better  adjusted,  and  by  adding 
the  traverser,  so  that  the  contrivance  would  wind  the  rov- 
ing evenly  on  the  spool,  it  proved  to  be  a  useful  auxiliary 
part  of  the  invention. 

Valuable  though  it  was  and  is,  as  aiding  in  the  arcom- 
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plishment  of  the  desired  result,  it  is,  nevertheless,  a  great 
error  to  regard  it  as  the  invention  described  in  the  subse- 
^  quent  patent,  or  as  such  a  material  part  of  the  same  that 
it  confers  any  right  upon  the  party  who  made  the  sugges- 
tion to  claim  to  be  the  inventor  or  joint  inventor,  of  the 
improvement,  or  to  suppose  that  the  proof  of  what  was 
done  by  that  party  can  constitute  any  defense,  as  against 
the  owner  of  the  patent,  to  the  charge  of  infringement. 

Second  answer  to  the  defense  founded  on  that  testimony 
is,  that  the  testimony  is  unreliable,  because  the  witness  is  not 
entitled  to  credit.  Hundreds  of  pages  of  the  transcript  are- 
filled  with  proof,  introduced  either  to  assail  or  support  the 
credit  of  that  witness  ;  but  the  court  is  of  the  opinion  that 
it  is  not  necessary  to  enter  into  those  details,  as  the  deci- 
sion must  be  in  favor  of  the  appellee,  even  if  every  word 
stated  by  that  witness  is  taken  to  be  true.  Entirely  satis- 
fied with  our  conclusion  upon  the  merits,  we  are  the  less 
inclined  to  enter  into  those  details,  as  a  full  analysis  of  the 
proofs  within  reasonable  limits  would  be  impracticable; 
but  it  is  proper  to  say  thac  the  proofs  have  been  carefully 
examined,  and  it  is  the  opinion  of  the  court  that  the  let- 
ters patent  in  this  case  cannot  be  held  to  be  invalid  upon 
such  testimony. 

TI.  Second  defense,  as  stated  in  argument,  is,  that  the 
invention,  at  the  time  the  application  for  the  original 
patent  was  made,  had  been  on  sale  and  in  public  use,  with 
the  consent  and  allowance  of  the  applicant,  for  more  than 
two  years,  and  that  the  applicant  abandoned  the  same  to 
the  public.  Abandonment,  as  set  up  in  the  concluding 
paragraph  of  the  proposition,  is  a  distinct  defense  from 
that  set  up  in  the  preceding  part  of  the  same  proposition, 
and  must  be  separately  considered. 

Sale  and  public  use,  for  more  than  two  years  prior  to  the 
application  for  the  patent,  are  not  alleged  in  the  answer. 
What  the  respondents  do  allege  is,  that  the  invention,  at 
the  time  the  application  for  a  patent  was  filed,  and  for  a 

7  Wall.  006-607. 


Dec.,  1868.]  AGAWAM  WOOLEN  CO.  v.  JORDAN.  61 

Opinion  of  the  court 

long  time  before,  had  been  on  sale  and  in  public  use, 
which,  without  more,  is  not  a  good  defense  against  the 
charge  of  infringement.  On  the  contrary,  the  correct  rule 
is,  that  no  patent  shall  be  held  to  be  invalid  on  account  of 
such  sale  and  public  use,  except  on  proof  that  the  inven- 
tion was  on  sale  and  in  public  use  more  than  two  years  be- 
fore the  application  therefor  was  filed  in  the  Patent  Of- 
fice. 6  Stat,  at  L.  364;  McClurg  v,  Kingsland,  1  TEow. 
209  [4  Am.  &  Eng.  382]  ;  Stimpson  v.  Railroad,  4  How.  380 
[4  Am.  &  Eng.  398]. 

Evidence  to  show  that  the  invention  of  the  original  pat- 
entee, as  finally  pqffected,  was  on  sale  and  in  public  use 
more  than  two  years  before  he  applied  for  a  patent,  is  en- 
tirely wanting,  and  if  such  evidence  was  offered,  it  could 
not  be  admitted  under  the  pleadings,  as  no  such  defense  is 
set  up  in  the  answer.     Foster  v.  Goddard,  1  Black,  618. 

Undoubtedly,  an  inventor  may  abandon  his  invention, 
and  surrender  or  dedicate  it  to  the  public ;  but  mere  forbear- 
ance to  apply  for  a  patent  during  the  progress  of  experi- 
ments, and  until  the  party  has  perfected  his  invention  and 
tested  its  value  by  actual  practice,  affords  no  just  grounds 
for  any  such  presumption.  Kendall  v,  Winsor,  21  How. 
322  [7  Am.  &  Eng.  1]  ;  Pennock  v.  Dialogue,  2  Pet.  1  [4 
Am.  &  Eng.  217]. 

Application  for  a  patent  in  this  case  was  probably  filed 
in  the  Patent  Office  before  the  middle  of  November,  1826, 
and  the  proofs  are  full  and  satisfactory  to  the  court  that 
the  inventor,  up  to  that  time,  was  constantly  engaged  in 
I)erfecting  his  improvements,  and  in  making  the  necessary 
preparations  to  apply  for  a  patent. 

III.  Third  defense  is,  that  the  reissued  letters  patent  are 
void,  because  they  were  not  issued  in  conformity  with  the 
act  of  Congress  relating  to  that  subject.  Omission  of  the 
original  patentee  seasonably  to  apply  for  an  extension  of 
his  patent  was  occasioned  through  erroneous  information 
given  to  him  by  the  Commissioner,  and  not  from  any  neg- 

7  WaU.  607-608. 
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ligence  or  fault  of  his  own.  Acting  upon  information  from 
that  source,  the  inventor  did  not  tile  his  application  until 
it  was  too  late  to  give  the  notices  as  required  by  law,  and 
the  time  for  presenting  such  an  application  having  expired, 
the  commissioner  had  no  power  to  grant  his  i:equest.  De- 
prived of  any  legal  remedy  under  the  general  laws  for  the 
protection  of  inventors,  he  applied  to  Congress,  and  on  the 
30th  of  May,  1862,  Congress  passed  an  act  for  his  relief. 
12  Stat,  at  L.  904.    • 

By  the  terms  of  that  act  he  was  authorized  to  apply  to 
the  Commissioner  for  a  renewal  and  extension  of  the  letters 
patent,  previously  granted  to  him  foqfthe  term  of  seven 
years  from  the  time  of  such  renewal  and  extension,  and 
the  Commissioner  was  empowered  to  grant  such  renewal 
and  extension,  or  to  withhold  the  same  under  the  then 
existing  laws,  in  the  same  manner  as  if  the  application 
therefor  had  been  seasonably  made.  Annexed  to  the  body 
of  the  act  is  a  proviso,  that  such  renewal  and  extension 
shall  not  have  the  effect  nor  be  construed  to  restrain  per- 
sons using  the  invention,  at  the  time  of  such  renewal  and 
extension,  from  continuing  the  use  of  the  same,  nor  to 
subject  them  to  any  claim  or  damage  for  having  used  such 
machinery. 

Objection  now  taken  is,  that  the  said  proviso  in  the  act 
of  Congress  is  not  recited  in  the  reissued  letters  patent ; 
but  the  objection  is  entirely  without  merit,  as  it  appears  in 
the  record  that  the  certificate  of  renewal  and  extension,  as 
granted  by  the  Commissioner,  was  made  subject  in  express 
terms  to  the  proviso  contained  in  that  act. 

Doubts  are  entertained  whether  even  that  was  absolutely 
necessary ;  but  it  is  clear  that  there  is  nothing  in  the  pro- 
viso to  warrant  the  conclusion  that  the  form  of  the  ex- 
tended patent  might  not  be  the  same  as  that  in  general  use, 
and  it  is  not  even  suggested  that  the  form  of  the  extended 
or  reissued  patent  was  in  any  respect  different  from  the 
corresponding  established  forms  of  the  Patent  Office. 

7  Wall.  608-009. 
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IV.  Fourth  defense  is,  that  the  respondent's  machinery 
was  in  use  before  the  patent  in  this  case  was  granted ;  but 
it  is  not  alleged  that  their  machinery  was  in  use  before  the 
extended  patent  was  issued  and,  therefore,  the  allegation  af- 
fords no  defense  to  the  charge  of  infringement.  Stimpson 
V.  Railroad,  4  How.  380  [4  Am.  &  Eng.  398]. 

Other  defenses  are  mentioned  in  the  brief  of  the  respond- 
ents ;  but  none  of  them  were  urged  in  argument,  and  they 
must  be  considered  as  abandoned. 

y.  Infringement  is  an  affirmative  allegation  made  by  the 
complainant,  and  the  burden  of  proving  it  is  upon  him, 
unless  it  is  admitted  in  the  answer.  Specific  inquiries  were 
made  of  the  respondents  in  this  case,  and  they  did  not 
satisfactorily  answer  those  interrogatories.  Evasive  an- 
swers, under  such  circumstances,  if  not  positively  equiva- 
lent to  admissions,  afford  strong  presumptive  evidence 
against  the  respondents.  Apart  from  that,  however,  the 
answer  of  the  respondents  is  unsatisfactory  in  other  re- 
spects. They  do  not  in  teims  deny  that  they  have  used, 
and  are  using,  the  invention  as  alleged  ;  but  what  they  do 
deny  is,  that  they  use  any  machinery  in  violation  and  in- 
fringement of  any  rights  of  the  complainant,  or  that  they 
are  using,  or  have  made,  used,  or  sold  any  machinery  not 
protected  by  the  proviso  contained  in  the  act  of  Congress 
passed  for  the  relief  of  the  original  patentee. 

Clear  implication  from  the  answer  is,  that  t]j^ey  had  made 
machinery  such  as  that  described  in  the  letters  patent,  and 
if  so,  then  they  are  clearly  liable  as  infringers,  as  they  were 
not  incorporated  at  the  date  of  the  extended  patent.  Ma- 
chines made  since  the  patent  was  extended  are  not  pro- 
tected by  that  proviso,  as  is  plain  from  its  language ;  but 
the  complainant  cannot  recover  damages  for  any  infringe- 
ment antecedent  to  the  date  of  the  reissued  patent,  as  the 
extended  patent  was  surrendered. 

Proofs  of  the  complainant  to  show  infringement  consist 
in  a  comparison  of  the  machines  made  by  the  respondents 
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with  the  mechanism  described  in  the  patent,  and  in  the 
testimony  of  scientific  experts,  and  they  are  so  entirely 
satisfactory,  that  it  is  not  deemed  necessary  to  pursue  the 
investigation. 
Decree  affirmed. 

7  Wall.  610. 

Potest 

1.  Act  1700,  sec.  6;  Act  1798,  seo.  6;  Act  1836^  see.  15;  Act 

1870,  sec.  61;  B.  S.  sea  4920. 
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O'BeUly  r.  Morse,  15  How.  62  [5  Am.  &  Eng.  483]. 
Relations  between  employer  and  employ^  with  regard  to  origin 
of  invention. 

Collar  Co.  v.  Van  Densen,  28  Wall.  530. 
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Syllabus. 

WILLIAM  N.  WHITELEY,  APPELLANT,  v.  WILLIAM 

SWAYNE.* 

7  WalL  085-687.    Dec.  Term,  1868. 

[Bk.  19,  L.  ed.  199 ;  2  Whit.  208.] 

Argued  March  2,  1869.     Decided  March  22,  1868. 

Affirming  Ibid,  4  Fish.  117. 

First  inventor.     Abandoned  experiment     Novelty,     Date  of  in- 
vention.    Particular  patent  sustained. 

1.  He  is  the  first  inventor  and  entitled  to  the  patent,  who,  being  an 

original  discoyerer,  has  first  perfected  and  adapted  the  inven- 
tion to  actaal  ose.     (p.  73.) 

2.  Held  that  a  patent  for  a  practical  and  snccessfal  invention  would 

be  a  valid  defense  to  an  earlier  patent  prior  also  in  date  of 
conception  granted  for  unsnocessful  and  abandoned  experi- 
ments made  with  respect  to  the  same  subject,     (p.  73.) 

3.  The  date  of  invention  carried  back  to  the  first  successful  trial 

of  the  device,     (p.  78.) 

4.  Letters  patent  No.  8,720,  B.  Densmore,  Harvester,  held  to  be 

for  a  practical  machine  prior  in  date  of  invention  over  reissues 
Nos.  985  and  986,  T.  S.  Steadman,  June  19,  1860,  Harvesters 
(orig.  No.  10,967,  May  23,  1854),  granted  for  an  unsuccessful 
and  abandoned  experiment,     (p.  74.) 

[Citations  in  opinion  of  the  court :] 
Curtis,  Patents,  sec.  43,  page  37,  and  notes,    p.  73. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  Ohio. 

The  bill  in  this  case  v^as  filed  in  the  court  below  by  the 
.«pi)ellant,  to  restrain  the  appellee  from  selling  certain  reap- 
ing and  mowing  machines,  alleged  to  infringe  certain 
patents  for  harvesters. 

The  court  having  entered  a  decree  dismissing  the  bill, 
the  complainant  took  an  appeal  to  this  court. 

*See  Explanation  of  Notes,  page  III. 
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A  farther  statement  of  the  case  appears  in  the  opinioh  of 
the  court. 

Mr.  Samuel  S.  Fisher^  for  appellant. 

Mr.  Fisher,  f or  appellant^  says:  "In  conclusion  the  at- 
tention of  the  court  is  called  to  the  remarkable  unanimity 
of  the  witnesses  upon  the  leading  questions  involved  in 
this  case.  Which  testimony  proves,  as  we  think,  beyond 
a  doubt,  the  novelty  of  these  patents  and  their  infringe- 
ment by  the  defendant. 

The  truth  is  the  function  of  the  patented  devices  is  iden- 
tical in  both  machines,  their  points  of  attachment  are  the 
same,  and  their  principle  of  operation,  their  mode  of  opera- 
tion, is  so  nearly  alike,  that  they  might  be  exchanged 
without  injury  to  either. 

There  is  much  documentary  evidence,  but  after  all  but 
little  that  is  material.  The  novelty  is  attacked  by  three  ma- 
chines, two  of  which  are  ante-dated  by  Steadman's  caveat, 
and  neither  of  which  contain  the  'principle'  of  the  inven- 
tion, viz:  The  vibration  of  the  arm  about  the  pinion  shaft. 
The  infringement  of  reissue  986  is  virtually  admitted,  and 
that  of  reissue  985  very  feebly  denied.  I  submit  tnat  a  de- 
cree must  be  entered  for  the  complainant. 

Mr.  Wright  on  the  part  of  the  defendant  submits  the 
following  points : 

First.  These  reissues  are  void  because  the  court  never  ac- 
quired jurisdiction  to  consider  the  subject. 

Second.  In  regard  to  these  reissues  Nos.  986  and  986, 
the  applicant  fraudulently  endeavored  to  obtain  a  patent 
for  what  he  knew  was  not  embraced  in  the  original  patent, 
and  for  that  which  he  knew  never  was  claimed  by  the  orig- 
inal patentee  as  his  invention. 

Third.  These  patents  (Nos.  986  and  986)  are  void,  be- 
cause they  were  granted  for  that  which  formed  no  distinct 
or  separate  parts  of  the  thing  paiented  to  Mr.  Steadman, 
and  that  fact  appears  upon  the  papers  and  therefore  it  was 
was  fraudulently  obtained.     In  the  original  the  claims  are 
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restricted  to  parts  of  a  clover  puller.  In  these  reissues 
they  have  been  fraudulently  expanded  by  description  in 
the  specifications,  as  well  as  by  expanding  the  claims,  so 
as  to  claim  that  they  apply  to  harvesters  and  mowing  ma- 
chines. See  Judge  Grier's  opinion  in  the  hat-body  case. 
Brooks  V.  Fiske,  21  How.  220  [6  Am.  &  Eng.  15] ;  Case  b. 
Brown,  2  Wail.  320  [7  Am.  &  Eng.  360]. 

Fourth.  These  reissues  are  also  void,  because  granted  to 
the  plaintiff  as  assignee  of  Steadman,  for  that  which  never 
was  assigned  to  him. 

Fifth.  Reissue  No.  986  is  also  void,  because  the  parts 
combined  cannot  produce  the  results  claimed  in  plaintiff's 
machine. 

Sixth.  This  patent  (986)  is  void,  because  the  claim  is  for 
a  comb,  which  forms  no  part  of  the  thing  pateTded  to  Mr. 
Steadman.  And  we  further  submit  that  for  that  reason 
the  issue  of  this  patent  was  a  fraud  upon  the  public,  and 
wholly  unauthorized,  and  therefore  void.  See  opinion  of 
the  court  in  the  hat-body  case.  Brooks  v,  Fiske,  15  How. 
220  [6  Am.  &  Eng.  15]  ;  Case  v.  Brown,  2  Wall.  320  [7  Am. 
&  Eng.  360]. 

Seventh.  The  original  patent,  had  it  been  granted  to 
Steadman  for  the  same  claim  embraced  in  reissue  No,  986, 
would  have  been  void  for  want  of  novelty,  because  the  in- 
vention of  Byron  Densmore  ante-dates  him. 

Eighth.  The  defendant  has  not  infringed  reissue  No.  986. 

Ninth.  The  defendant  has  not  infringed  either  of  the 
claims  contained  in  Reissue  No.  985.  As  this  patent  is  for 
combinations  exclusively,  we  will  assume  the  law  to  be  as 
laid  down  in  Prouty  v,  Ruggles,  1  Story  671,  and  in  the 
same  case  by  the  Supreme  Court  as  reported  in  16  Pet.  341 
[4  Am.  &  Eng.  351],  to  wit,  that  to  constitute  an  infringe- 
ment of  a  combination,  all  the  elements  of  the  combination 
must  be  used.  See  also  Brooks  v.  Bicknell,  3  McLean, 
453 ;  Vance  v.  Campbell,  1  Black.  427  [7  Am.  &  Eng.  117] ; 
Eames  v.  Godfrey,  1  Wall.,  78  [7  Am.  &  Eng.  174]. 

Lastly.  Were  there  any  doubt  upon  the  question  of  de- 
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fendant's  infringing  either  of  the  claims  made  in  these  re- 
issues, there  can  be  none  in  regard  to  the  fact  that  he  did 
not  infringe  any  claim  made  in  the  original  patent,  and 
therefore  if  his  machine  does  infringe  either  of  the  claims 
made  in  the  reissues,  that  reissue  is  void. 

Mr.  Jastice  Nelson  delivered  the  opinion  of  the  court. 

This  is  an  api)eal  from  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  Ohio. 

The  bill  in  this  case  is  founded  on  two  patents.  One  is- 
sued to  J.  L.  Hardeman,  20th  August,  1850,  for  an  im- 
provement in  a  machine  for  cutting  hemp,  millet  and  grain, 
which  was  assigned  to  the  plaintiff,  Whiteley,  and  surren- 
dered, and  three  reissues  granted  to  him  on  the  18th  June, 
1861 ;  the  other  to  T.  S.  Steadman,  May  23d,  1854,  for  an 
improvement  in  clover  and  grass  seed  harvesters  which  is 
assigned  to  the  plaintiff  and  surrendered,  and  three  re- 
issues granted  to  him  on  the  19th  June,  1860. 
.  The  machine  complained  of,  and  sought  to  be  enjoined, 
is  known  as  the  Kirby  harvester,  originally  patented  to 
Byron  Dinsmore,  February  10th,  1852  Nothing  is  heard 
of  the  Hardeman  patent,  except  in  the  bill.  The  litigation, 
therefore,  so  far  as  the  plaintiffs  interests  are  concerned, 
depends  upon  the  Steadman  patent  for  cutting  clover 
heads  and  grass  seed.  On  April  18th,  1862,  Steadman 
filed  a  caveat  in  the  Patent  Office  in  which  he  states  that 
he  is  engaged  in  making  experiments 'for  perfecting  cer- 
tain improvements  in  a  machine  for  harvesting  clover  and 
grass  seed  preparatory  to  letters  patent  therefor.  We  have 
seen  that  this  patent  was  granted  May  23d,  1854.  Besides 
the  caveat  and  the  patent,  we  have  an  account  of  the 
working  of  the  machine  by  Mr.  Hatch,  in  1864.  Steadman 
resided  in  Hoi  ley,  Orleans  county.  New  York,  and  was  a 
neighbor  of  Hatch.  The  machine,  which  was  tried  in  the 
neighborhood  on  several  occasions,  in  clover  fields,  never 
went  into  successful  practical  operation.     None  were  ever 

Omittod  in  Wnll. 
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made  under  the  patent  after  the  first,  which  was  about  the 
time  the  patent  was  granted.  The  experiment  appears  to 
have  been  wholly  given  up  and  abandoned  by  Steadman 
as  a  failure  ;  and  it  thus  remained  for  some  six  years,  when 
the  plaintiff,  Whiteley,  took  from  him  an  assignment  of 
the  patent  and  procured  the  three  reissues  already  re- 
ferred to. 

(a)  The  plaintiff's  title  (6),  therefore,  upon  which  he  must 
succeed  against  the  defendant,  if  {c)  at  all,  as  will  be  seen, 
rests  upon  a  patent  for  improvements  in  a  machine  for  har- 
vesting clover  and  grass  seed  ;  which  improvements,  after  a 
full  and  fair  trial,  resulted  in  unsuccessful  experiments, 
and  which  were  finally  abandoned.  They  never  went  into 
any  useful  or  practical  operation,  and  nothing  more  was 
heard  of  them  from  Steadman  or  any  other  person,  for  a 
period  of  six  years.  At  the  end  of  this  period  the  plain- 
tiff takes  an  assignment  of  the  patentee,  and  is,  doubtless, 
vested  with  all  his  rights.  But  what  were  those  rights  ? 
Clearly,  if  any  other  person  had  chosen  to  take  up  the  sub- 
ject of  the  improvements,  where  it  was  left  off  by  Stead- 
man, he  had  a  right  thus  to  enter  upon  it,  and  if  success- 
ful, would  be  entitled  to  the  merit  of  them  as  an  original 
inventor,  for  he  is  the  first  inventor  and  entitled  to  the 
patent,  who,  being  an  original  discoverer,  has  first  perfected 
and  adapted  the  invention  to  actual  use.  Curtis,  Patents, 
sec.  43,  p.  37,  and  notes. 

Hence,  if  Densmore's  patent  was  later  than  that  of  Stead- 
man, and  was  for  similar  improvements,  it  would  constitute 
a  perfect  defense  against  the  suit  in  the  present  case,  as  the 
plaintiff  is  obliged  to  rely  wholly  on  this  assignment  of 
Steadman,  and  stands  in  his  footsteps,  and  has  no  better 
title.  But  the  fact  is  otherwise,  Densmore's  invention  goes 
back  to  the  year  1860.     His  first  machine  was  successfully 

(a)  Wallace  bep^ns  Opinion  here. 
(6)  Wallace  inserts  **  and  the  one.'* 
(c)  Wallace  inserts  "  he  succeeds.*' 

7  Wan.  686-687. 
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tried  in  the  harvest  of  that  year.  Some  twenty-one  were 
made  in  the  year  1861 ,  and  from  fifty  to  sixty  in  1852. 
Steadman's  caveat  was  even  not  filed  in  the  Patent  Office 
till  after  Densui ore' 8  patent  was  issued.  The  i)resent  de- 
fendant derives  his  title  from  Dinsmore.  The  case  is  too 
plain  to  require  any  extended  examination. 
Decree  below  affi/rmed. 

7  Wall.  687. 

Motes  z 

1.  The  lirst  to  reduce  to  praotioe  is  the  prior  inventor.     See  Aga- 
wam  Go.  v.  Jordan,  7  WalL  588,  note  5  on  p.  64  ante. 


2.  An  abandoned  experiment^ will  not  defeat  a  sabsequent  patent. 
Gayler  v.  Wilder  10  How.  477  [5  Am.  &  Eng.  188]. 
Seymour  v.  Osborne,  11  Wall.  516   [p.  290  post\. 
Corn  Planter  Patent,  28  WalL  181. 
Smith  V,  Goodyear  D.  V.  Co.,  93  TJ.  S.  486. 
Elastic  Fabrics  €k>.  v.  Smith,  100  U.  S.  110. 


Case  of  abandoned  experiment. 

Marsh  v,  Seymour,  97  U.  S.  348. 


Held  not  an  abandoned  experiment 

MiUer  t?.  Force,  116  U.  S.  22.     And  see 
Coffin  V.  Ogden,  18  Wall.  120. 
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DAVID  B.  MOREY,  WILLIAM  C.  SMITH  AND 
FRANCIS  B.  RICHARDSON,  APPELLANTS,  v. 
HAMILTON  D.  LOCK  WOOD.* 

8  Wall.  230-242.    Dec.  Term,  ISea 

[Bk.  19,  L.  ed  339;  2  Whit.  210.] 

Argued  October  14,  1869.     Decided  October  25,  1809. 

Reissvie,     Error  of  Commissioner.     Formal  change.     Particular 

patent  sustained. 

1.  The  broad  claim  of  reissued  letters  patent  No.  1,940,  C.  H.  &  H. 

E.  Davidson,  April  25, 1865,  Syringe,  sustained,  in  view  of  the 
fact  that  the  restrictions  in  the  claim  of  the  original  Na 
16,956,  March  31,  1857,  which  was  at  first  substantially  iden- 
tical with  that  of  the  reissue  arose  from  an  error  into  which 
the  inventors  were  led  by  the  CommiBsioner  of  Patents  him- 
self,    (p.  95.) 

2.  Held  that  the  reissue  claim  which  was  for  *'  a  syringe  having 

an  elastic  bulb  or  chamber,  flexible  tubes  and  a  suitable  valvu- 
lar arrangement  when  organized,  so  as  to  operate  substanti- 
ally as  described,"  was  infringed  by  an  arrangement  of  the 
same  parts  and  materials,  but  not  connected  together  in  an 
axial  line  as  in  patentee's  invention;  and  that  it  was  a  change 
in  form  and  not  in  substence.     (p.  96.) 

3.  The  novelty  of  the  invention  susteined.     (p.  96.) 

[Citations  in  opinion  of  the  court :] 

Curtis,  Patents,  260,  261,  and  note  1,  p.  264^  n.  2.    p.  96. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

The  bill  in  this  case  was  filed  in  the  court  below,  by  the 
appellee,  to  obtain  an  injunction  against  the  infringement 
of  a  certain  patent,  and  an  accounting  for  all  gains  and 
profits  previously  acquired  by  such  infringement. 

*See  Explanation  of  Notes,  page  IIL 


MbM 


CHSM.Enandson. 


^yrin^e. 


Patented  Jlar.3/.  /8Sr. 


t 


/ytdSrte^ytmJ 


..^t*  ««»«.<**>•  ^.  ^rt*^  «d**«v 


Dec.,  1868.]  MOREY  v.  LOCK  WOOD.  81 

Statement  of  the  case. 

A  decree  having  been  entered  granting  the  relief  prayed 
for,  the  defendants  took  an  appeal  to  this  court. 

A  further  statement  of  the  case  appears  in  the  opinion  of 
the  court. 

The  patents  referred  to  in  the  opinion  of  the  court  are 
the  following : 


CHAS.  H.  DAVIDSON,  OF  CHARLESTOWN,  AND  H. 
E.  DAVIDSON,  OF  GLOUCESTER,  MASSACHU- 
SEITS,  ASSIGNORS  TO  CHAS.  H.  DAVIDSON, 
AFORESAID. 

Letters  Patent,  No.  16,956.     Dated  March  31,  1857. 

Improvement  in  Syringes. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  whom  it  may  concern : 

Be  it  known  that  we,  Charles  H.  Davidson,  of  Charles- 
town,  in  the  connty  of  Middlesex,  and  Herman  E.  David- 
son, of  Gloucester,  in  the  county  of  Essex,  both  in  the 
State  of  Massachusetts,  have  invented  a  new  and  improved 
Syringe,  and  we  do  hereby  declare  the  following  to  be  a 
clear,  full  and  exact  description  thereof,  taken  in  connec- 
tion with  the  accompanying  drawing,  which  is  a  view  of 
our  improved  syringe,  with  the  valve  boxes  represented  in 
section.  Similar  letters  on  the  drawing,  refer  to  similar 
parts. 

The  nature  of  our  invention  consists  in  the  combination 
of  a  hollow  elastic  bulb  of  a  prolate  spheroidal  shape  with 
flexible  tubes  and  metallic  valve  boxes  containing  valves 
arranged  for  the  purpose  of  eduction  and  ejection,  when 
the  elastic  tubes  and  metallic  valve  boxes  are  all  attached 
to  such  an  elastic  bulb  or  sack,  in  or  nearly  in  its  greatest 
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axial  line.  The  prolate  spheroidal  form  of  sack  is  the  one 
best  adapted  to  produce  the  greatest  effect  from  the  grasp 
of  the  hand  by  which  this  instrument  is  operated ;  by  so 
combining  it  with  the  tubes  and  valve  boxes,  that  they 
shall  be  in  or  nearly  in  the  greatest  axial  line  of  the  sack, 
the  fluid  is  passed  through  the  instrument  in  the  most  di- 
rect manner  and  with  the  least  loss  of  effect  possible  by 
friction. 

To  enable  others  skilled  in  the  art  to  make  and  use  our 
invention  we  will  proceed  to  describe  its  construction  and 
operation. 

(A)  is  a  hollow  bulb  or  sack  made  of  India  rubber  or  any 
suitable  material  of  sufficient  elasticity  to  recover  its  form 
when  compressed  ;  the  ends  of  this  bag  or  sack  are  coupled 
to  long  flexible  tubes,  B,  C.  to  the  outer  extremities  of 
which  the  valve  boxes,  E,  F,  are  attached.  The  valve  box, 
E,  contains  a  valve  (b)  opening  outward  and  the  other,  F, 
a  valve  (c)  opening  inward.  The  terminations  of  the  valve 
boxes  may  be  of  any  shape  adapted  to  the  service  required 
of  them  ;  the  termination  of  the  valve  box,  P,  is  arranged 
for  the  eduction,  and  that  of  the  valve  box,  E,  for  the  in- 
jection pipe  of  a  pump  or  syringe  for  administering  an 
enema. 

The  operation  of  this  instrument  is  as  follows :  Immerse 
the  end  of  the  eduction  tube  in  the  enema,  compress  the 
bulb  with  the  hand,  which  will  expel  the  air  from  within ; 
then  releasing  the  grasp  of  the  hand  the  bulb  will  recover 
its  form  by  virtue  of  its  elasticity,  and  the  partial  vacuum 
thus  formed  will  be  filled  by  the  enema.  Now  insert  the 
injection  pipe  and  repeat  the  operation  of  compressing  the 
bulb  until  the  required  quantity  of  enema  is  administered. 

We  prefer  the  spheroidal  shape  for  the  bulb  as  with  that 
shape  a  better  effect  is  obtained  from  the  grasp  of  the 
hand,  than  with  any  other. 

The  advantages  of  our  invention  are,  that  its  parts  are  all 
easily  accessible  for  cleaning  and  repairs ;  any  required 
form  of  injection  or  eduction  pipe  can  be  fitted  to  the  iu- 
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strument ;  any  person  not  physically  disabled  can  use  the 
instrument  without  assistance  from  a  second  person. 

To  those  cases  where  patients  cannot  be  moved  without 
causing  them  great  pain,  this  instrument  is  peculiarly 
adapted,  as  its  flexibility  and  construction  allow  it  to  be 
used  in  any  position  of  the  patient,  instrument  or  vessel 
containing  the  enema.  The  strains  or  wrenching  which 
cannot  be  avoided  even  by  the  most  careful  operator  when 
a  rigid  syringe  is  used,  with  the  pain  occasioned  thereby 
to  the  patient,  are  by  the  use  of  our  instrument  avoided. 

Having  described  our  invention,  what  we  claim  as  new  and 
desire  to  secure  by  Letters  Patent  of  the  United  States,  is — 

The  combination  of  the  prolate  spheroidal-shai)ed  elastic 
sack  with  flexible  tubes  terminating  in  valve  boxes  con- 
taining valves  arranged  for  the  purpose  of  *  *  *  educ- 
tion and  ejection,  when  the  sack  tubes  and  valve  boxes  are 
in  or  nearly  in  the  same  axial  line,  the  whole  operating 
together  substantially  in  the  manner  and  for  the  purpose 
set  forth. 

CHAS.  H.  DAVIDSON. 
Witnesses  for  C.  H.  D. 

J.  B.  Crosby, 

N.  C.  Lombard. 

HERMAN  E.  DAVIDSON. 
Witnesses  for  H.  E.  D. 

A.  Presson, 

C.  Hayes. 

HAMILTON  D.  LOCKWOOD,  OP  CHARLESTOWN, 
MASSACHUSETTS,  ASSIGNEE  OF  C.  H.  AND  H. 
E.  DAVIDSON. 

Improvement  in  Enema-Syrikges. 

Specification  forming  part  of  Letters  Patent  No.  16,956,  dated 
March  31,  1857;   Beissae  No.  1^940,  dated  April  25,  1865. 

To  all  whom  it  may  concern : 
Be  it  known  that  Charles  H.  Davidson,  of  Charlestown, 
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in  the  county  of  Middlesex,  in  the  State  of  Massachusetts, 
and  Herman  E.  Davidson,  of  Gloucester,  in  the  county  of 
Essex,  in  the  said  State,  invented  jointly  a  new  and  Im- 
proved Syringe,  of  which  the  following,  taken  in  connec- 
tion with  the  accompanying  drawings,  is  a  description  suf- 
ficiently clear  and  exact  to  enable  those  skilled  in  the  art 
to  practice  said  invention. 

This  invention  consists  in  a  syringe  which  is  composed 
of  an  elastic  bulb  provided  with  two  flexible  tubes  and  a 
suitable  valvular  arrangement,  all  being  so  organized  that 
by  compressing  the  bulb  its  contents  shall  be  expelled 
through  one  tube,  while  by  the  expansion  of  the  bulb,  con- 
sequent upon  its  own  elasticity,  it  will  be  filled  with  what- 
ever fluid  the  salient  end  of  the  other  tube  is  immersed  in. 

This  invention  is  particularly  useful  and  capable  of  uni- 
versal application  in  that  any  person  may  cleanse  or  inject 
anj''  natural  outlet  from  the  body  without  aid  from  a 
second  person,  and  any  desired  quantity  of  injection  or 
enema  may  be  administered  without  removal  of  the  salient 
end  of  the  injecting  tube  from  the  body,  while  from  the 
flexible  character  of  the  tubes  no  injurious  or  hurtful 
strain  is  brought  upon  the  body,  which,  with  the  vessel 
containing  the  fluid,  may  be  in  any  position  desired  within 
reasonable  limits. 

Referring  to  the  drawings,  A  denotes  a  hollow  chamber, 
bulb,  or  sack,  made  of  rubber  or  other  suitable  material,  of 
sufficient  elasticity  to  recover  its  form  when  compressed. 
The  flexible  tubes  are  denoted  by  B  and  C,  the  former  be- 
ing the  outlet  passage  from  the  bulb  A,  and  the  latter  the 
inlet  passage  to  the  bulb.  These  tubes  are  best  made  of 
rubber.  The  tubes  B  and  C  are  provided  with  suitable 
valve-boxes  E  and  P.  In  E  is  located  the  delivery  or  out- 
let  valve  6,  opening  outward,  and  in  P  is  placed  the  inlet 
or  suction  valve  c,  opening  inward.  The  salient  end  of  the 
tube  B  is  to  be  provided  with  terminations  of  such  shape 
and  material  as  to  be  adapted  to  the  requirements  of  any 
passage  to  be  injected,  and  the  salient  end  of  the  tube  G 
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should  be  provided  with  a  termination  suited  to  sink  in 
fluid  and  to  admit  its  passage  freely  into  the  tube.  Suit- 
able coupling  pieces  (denoted  by  a)  serve  to  connect  the 
tubes  B  and  C  to  the  bulb. 

The  operation  of  this  instrument  is  as  follows :  Immerse 
the  end  of  the  inlet-tube  C  in  the  enema,  compress  the 
bulb  with  the  hand,  which  will  expel  the  air  from  within  it 
through  the  tube  B ;  then,  releasing  the  grasp  of  the  hand, 
the  bulb  will  recover  its  form  by  virtue  of  its  elasticity, 
and  the  vacuum  thus  formed,  more  or  less  perfect,  will  be 
filled  by  the  enema.  Now  insert  the  salient  end  of  tube  B 
in  the  orifice  to  be  injected,  and  repeat  the  operation  of 
compressing  the  bulb  until  the  required  quantity  of  injec- 
tion is  administered. 

The  spheroidal  shape  of  the  bulb,  as  shown,  is  deemed 
preferable  to  any  other,  as  it  is  best  adapted  for  the  grasp 
of  the  hand  and  easily  resumes  its  shape  after  compres- 
sion. 

The  arrangement  of  the  bulb  with  its  axis,  as  a  continua- 
tion of  the  axes  of  the  tubes  is,  preferable  to  any  other, 
on  account  of  obtaining  a  direct  flow  of  fluid  through  the 
instrument  and  because  the  whole  instrument  readily 
drains  itself  if  allowed  to  hang  pendent  from  the  end  of 
tube  C. 

What  is  claimed  as  the  invention  of  Charles  H.  David- 
son and  Herman  E.  Davidson  is — 

A  syringe  having  an  elastic  bulb  or  chamber,  flexible 
tubes,  and  a  suitable  valvular  arrangement,  when  organ- 
ized so  as  to  operate  substantially  as  described. 

In  witness  whereof  I  have  hereunto  set  my  hand  this  9th 
day  of  February,  A.  D.  1866. 

H.  D.  LOCKWOOD. 

In  presence  of — 
J.  B.  Crosby, 
W.  B.  Gleasok. 

Ttie  drawivffB  of  this  reissue  are  identical  with  tbose  of  the  original 
No.  16,956,  p.  81  anU. 
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Messrs,  Oeorge  S.  Boutwell  arid  Henry  F.  French^  for 
appellarUs, 

Theii*  invention,  if  valid  for  anything,  is  valid  only  to 
the  extent  of  the  claim  in  their  original  patent. 

The  Davidsons  were  not  the  inventors  o£  elastic  tubing, 
for  Herman  E.  Davidson  admits  its  existence  and  his  knowl- 
edge of  it  at  the  time  when  he  claims  to  have  begun  his  .- 
periments. 

Nor  were  they  the  inventors  of  an  elastic  bulb  or  cham- 
ber, for  these  are  shown  in  different  forms  in  defendant's 
exhibits  "D,"  "C,"  *'H,"  *'B,"  and ''I,"  and  in  com- 
plainant's exhibit  "17." 

They  were  not  the  inventors  of  the  valvular  arrangement : 
for  this  is  shown  in  many  of  the  exhibits. 

They  did  not  invent  the  spheroidal  form  of  an  elastic 
bulb ;  for  that  is  described  as  old  by  Herman  Davidson. 

Nor  did  they  invent  ''a  syringe  having  an  elastic  sac 
with  flexible  tubes  terminating  in  valve  boxes  containing 
valves  arranged  for  the  purpose  of  eduction  and  ejection 
when  the  sac,  tubes  and  valve  boxes  are  in  or  nearly  in  the 
same  axial  line,"  for  these  devices,  with  precisely  the  same 
arrangement,  are  shown  in  the  barrel  syringe. 

Nor  were  they  the  inventors  of  a  syringe  having  an  elas- 
tic bulb  or  chamber,  flexible  tubes  and  a  suitable  valvular 
arrangement ;  for  both  the  Thiers  syringe  and  the  barrel 
syringe  fall  within  this  description,  which  is  the  substan- 
tial part  of,  and  is  quoted  from,  the  claim  in  the  reissued 
patent. 

The  reissued  patent  claims  "a  syringe  having  an  elastic 
bulb  or  chamber,  flexible  tubes  and  a  suitable  valvular  ar- 
rangement when  organized,  so  as  to  operate  substantially 
as  described." 

It  cannot  be  claimed  that  any  single  element  of  the  in- 
strument is  new.  Every  part  is  old.  The  claim  is  sub- 
stantially, if  not  technically,  for  a  combination.  It  is  the 
arrangement  or  organization  which  is  claimed  as  new  and 
useful. 


The  Thiers  Syrinqe. 


The  Maw  Syringe. 


Valve 
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If  the  fair  and  natural  construction  of  the  reissued  claim 
includes  any  syringe  of  which  the  Davidsons  were  not  the 
original  and  first  inventors,  then  the  claim  is  broader  than 
the  invention,  and  so  is  void. 

We  submit  that  such  construction  clearly  includes  both 
the  Maw  and  the  Thiers  syringe. 

The  original  claim  describes  a  bulb  in  the  words,  ''pro- 
late spheroidal  shaped  elastic  sac.''  The  word  "  chamber  " 
was  not  there.  It  was  not  in  the  caveat^  and  it  was  used 
in  the  reissued  claim  with  a  purpose  and  meaning. 

It  is  in  no  sense  a  synonym  with  bulb.  Every  bulb  is  a 
chamber,  but  a  chamber  is  not  necessarily  a  bulb, 

Unless  the  court  can  say  that  chamber  means  nothing 
more  than  bulb,  the  claim  is  broader  than  the  invention, 
when  construed  in  reference  to  the  Maw  syringe. 

The  drawings  are  part  of  the  description,  and  it  may  be 
said  that  the  claim  is  only  for  a  syringe  with  bulb  or  cham- 
ber tubes  and  valves,  organized  in  the  particular  manner 
shown  in  the  drawings. 

Now,  the  drawings  in  the  reissue  are  the  same  as  in  the 
original  patent,  and  show  the  tubes  and  bulb  in  the  same 
axial  line. 

But  the  complainants  are  compelled  to  go  further,  and 
say  that  their  reissue  covers  not  only  the  form  -  shown  in 
their  drawings,  but  all  other  forms  where  the  same  parts 
are  "  organized  so  as  to  operate  substantially  as  described  ;" 
using  the  word  "operate"  in  the  sense  to  produce  effect. 

This,  we  submit,  is  not  a  fair  construction. 

The  word  operate  relates  to  the  mechanism  of  the  syringe, 
not  to  the  final  result  of  its  use. 

In  this  sense  all  modem  syringes  operate  alike.  They 
not  only  inject  fluids,  but  they  do  so  by  means  of  pressure 
upon  elastic  chambers,  through  flexible  tubes  and  valves. 

If  this  is  what  is  meant  by  operating  as  described,  then 
the  claim  is  too  broad,  as  including  the  old  Maw  and  Thiers 
Syringes  already  exhibited.  ' 

The  original  patent  was  neither  "inoperative"  nor  "in- 
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valid,"  nor  was  the  specification  defective  or  insufficient, 
and  the  reissue  was,  therefore,  without  authority  of  law. 

Burr  V.  Duryee,  1  Wall.  631  [7  Am.  &  Eng.  224] ;  Case 
V.  Brown,  2  Wall.  320  [7  Am.  &  Eng.  360]. 

The  patent  is  wholly  void,  as  well  for  the  invention 
claimed  in  the  original  patent,  as  for  the  broader  claim 
found  in  the  reissued  patent,  because  syringes  containing 
all  that  is  claimed  as  the  invention  of  the  Davidsons  were 
known  and  used  in  this  country  long  before  their  alleged 
invention. 

The  syringe  made  by  the  appellants  is  a  combination  of 
old  parts,  substantially  different  from  the  Davidson  syringe 
in  structure  and  effect. 

1.  Our  bulb  is  not  their  bulb,  but  different  in  this,  that 
ours  has  but  one  aperture,  while  theirs  has  two. 

2.  The  arrangement  or  organization  differs  in  this,  that 
in  ours  the  fluid  in  the  bulb  is  above  the  point  of  delivery, 
and  we  have  gravity  to  aid  in  expelling  it ;  while  in  theirs 
one-half  of  the  fluid  is  below  the  center  of  the  bulb. 

3.  Ours  has  a  three-way  piece  not  found  in  theirs,  and 
which  cannot  be  used  with  theirs. 

4.  Ours  is  so  constructed  as  to  receive  other  pipes  forva-  . 
rious  purposes. 

These  differences,  we  submit,  constitute  ours  a  different 
instrument,  different  in  its  combination  of  parts  and  dif- 
ferent in  its  mode  of  operation. 

The  principles  involved  in  the  discussion  are  too  familiar 
to  the  court  to  require  particular  statement.  McCormick 
V.  Talcott,  20  How.  405  [6  Am.  &  Eng.  410]. 

That  the  complainant  is  limited  to  the  peculiar  combina- 
tion of  devices  invented  and  described,  is  well  settled. 

Case  V.  Brown,  2  Wall.  320  [7  Am.  &  Eng.  360] ;  Burr 
V.  Durj^ee,  1  Wall.  631  [7  Am.  &  Eng.  224J. 

Messrs.  B.  R.  Curtis  arid  Causten  Browne^  for  appellee. 

The  original  patent,  the  application  for  which  was  filed 

April  2,  1866,  shows,  in  the  description  and  drawing,  iden- 
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tically  the  same  instrument  that  is  described  and  drawn  in 
the  reissued  patent. 

The  claim  made  at  the  time  of  such  original  application, 
was  substantially  the  same  that  is  now  granted  by  the  re- 
issue. 

In  April,  1856,  the  Patent  Office  rejected  such  original 
claim,  as  having  been  anticipated  by  the  patent  of  Pearsall 
&  Gilbert. 

In  May  22,  1856,  the  patent  attorneys  of  the  Davidsons 
wrote  to  the  Patent  Office,  acquiescing  in  the  rejection, 
and  submitting  an  amended  and  restricted  claim,  on  which, 
after  some  objections  at  the  Patent  Office,  the  original  pat- 
ent was  finally  granted. 

This  limitation  of  claim  resulted  from  actual  inadvert- 
ence and  mistake. 

The  Patent  Office  afterwards  admitted  and  corrected  its 
own  mistake,  by  granting  the  reissue  patent  with  the  claim 
as  originally  made. 

The  appellants  have  in  evidence,  against  the  novelty  of 
the  invention,  two  instruments,  the  priority  of  which  the 
appellee  does  not  now  deny  ;  but  he  does  deny  that  they 
contain  the  patented  invention. 

1.  The  Thiers  Syringe. 

This  was  an  instrument  of  French  manufacture.  It  had 
two  flexible  tubes,  with  suitable  valves,  but  it  did  not  have 
an  elastic  bulb  or  chamber  substantially  like  that  shown  in 
the  patent. 

(a)  It  was  not  made  of  elastic  material,  but  of  a  metal 
base  plate  and  a  rubber  hood  set  up  on  it ;  the  rubber  hood 
forming  one  substantial  part  of  the  chamber  to  be  collapsed, 
and  the  metal  base  plate  forming  the  other  substantial  part 
thereof. 

(6)  The  chamber  was  not  expanded  by  the  elasticity  of 
the  material,  but  by  means,  wholly  or  partly,  of  a  metal 
spring  placed  within  the  chamber. 

(c)  The  necessary  prolongation  of  the  flow  of  the  pres- 
sure after  the  collapsing  of  the  chamber  has  ceased,  was  ac 
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complished,  not  by  the  reaction  of  the  chamber  alone,  as 
in  the  Davidson  instrument,  but  by  that  and  an  air  cham- 
ber acting  in  connection  with  it. 

2.  The  ''Maw"  Syringe. 

This  was  an  instrument  of  English  manufacture.  It  had 
two  flexible  tubes  with  suitable  valves,  but  it  did  not  have 
an  elastic  bulb  or  chamber  substantially  like  that  shown  in 
the  patent. 

The  chamber  was  partly  elastic  and  partly  rigid,  the  mid- 
dle portion  being  formed  of  a  cylindrical  elastic  tube  with 
rigid  metallic  heads,  which  formed  a  material  portion  of 
the  inclosure,  and  by  their  connection  with  the  elastic  part 
of  the  chamber,  counteracted  or  prevented  the  compression 
of  the  chamber  to  properly  expel  the^fluid. 

It  is  important  to  observe  the  practical  difference  between 
mere  couplings  of  metal  to  conpect  the  elastic  chamber  with 
the  flexible  tubes,  and  to  contain  the  valves  and  metal 
pieces,  '"Forming,"  as  Hibbard  expresses  it,  "a  material 
portion  of  the  inclosure,  and  by  their  connection  with  the 
elastic  part  of  the  chamber,  counteracting  or  preventing 
the  compression  of  the  chamber"  to  properly  expel  the 
fluid. 

In  the  former  case,  which  is  the  case  of  the  patent 
syringe,  the  "inclosure"  or  chamber,  as  the  reservoir  for 
receiving  by  its  expansion,  the  enema  through  one  tube, 
and  for  supplying,  by  its  compression,  the  enema  through 
the  other  tube,  is  complete,  irrespective  of  the  coup- 
lings. 

But  in  the  latter  case,  which  is  the  case  of  the  "Maw" 
syringe,  the  metal  ends  or  heads  are  substantial  parts  of 
the  reservoir,  the  elastic  part  of  which  is  a  mere  cylinder, 
and  of  course  has  not  the  character  or  capacity  of  an  elastic 
reservoir  at  all. 

The  difference  between  the  " Maw"  syringe  and  the  pat- 
ent syringe  as  regards  the  construction  of  the  elastic  cham- 
ber, is  proved  to  be  important  practically. 
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Mr.  Justice  Nelson^  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  a  decree  of  the  Circuit  Court  of 
the  United  Slates  for  the  District  of  Massachusetts. 

The  bill  was  tiled  by  Lockwood,  to  enjoin  the  defendants 
from  infringing  letters  patent  granted  to  Charles  H.  and 
Herman  E.  Davidson,  March  31,  1857,  for  a  new  and  useful 
improved  syringe ;  and  which  was  surrendered  and  reis- 
sued on  the  25th  day  of  April,  1865,  with  an  amended  speci- 
cification. 

The  original  specification  described  the  improvement,  in 
substance,  to  consist  of  an  oval,  or  spheroidal  elastic  bulb, 
with  flexible  tubes  and  metallic  valve  boxes,  containing 
valves  arranged  for  the  purpose  of  eduction  and  ejection^ 
when  the  elastic  tubes  and  metallic  valve  boxes  were  at- 
tached to  such  a  bulb  in,  or  nearly  in,  its  greatest  axial 
line.  The  bulb  and  flexible  tubes  are  composed  of  India 
rubber,  or  of  any  suitable  material  of  sufficient  elasticity 
and  flexibility,  as  is  necessary  and  required  by  the  pat- 
entee, in  the  use  or  operation  of  the  instrument.  The  spe- 
cimens exhibited  were  all  made  of  India  rubber. 

The  operation  of  the  instrument  is  as  follows :  immerse 
the  end  of  the  eduction  pipe  in  the  enema,  compress  the 
bulb  with  the  hand,  which  will  expel  the  air  from  within, 
then  releasing  the  grasp,  the  bulb  will  recover  its  form  by 
means  of  its  elasticity,  and  the  partial  vacuum  will  be  filled 
with  the  enema ;  then  insert  the  injection  pipe  and  repeat 
the  operation  of  compressing  the  bulb,  until  the  required 
quantity  of  the  enema  is  administered.  Having  described 
the  invention,  what  the  inventors  claimed  as  new  was  "the 
combination  of  the  prolate  spheroidal-shaped  elastic  sac, 
with  flexible  tubes  terminating  in  valve  boxes  containing 
valves  arranged  for  the  purpose  of  eduction  and  ejection, 
when  the  sac,  tubes  and  valve  boxes  are  in,  or  nearly  in, 
the  axial  line,  the  whole  operating  together,  substantially 
in  the  manner  and  for  the  purposes  set  forth." 

The  amended  specification  is,  substantially,  the  same  as 
the  original,  leaving  out  that  part  which  describes  the  bulb 

Omitted  In  WaU. 
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or  sac,  tubes  and  valve  boxes,  attached  and  so  arranged  as 
to  be  "in,  or  nearly  in,  its  greatest  axial  line  ;"  and  as  it 
respects  the  claim,  which  is  as  follows :  *'  What  is  claimed 
as  the  invention  of  Charles  H.  and  Herman  E.  Davidson,  is 
a  syringe,  having  an  elastic  bulb  or  chamber,  flexible  tubes, 
and  a  suitable  valvular  arrangement,  when  organized,  so  as 
to  operate  substantially  as  described." 

(a)  Several  objections  are  taken  to  this  reissued  patent, 
among  others,  and  which  is  the  most  material,  that  the 
claim  is  broader  than  the  invention,  {p)  The  proofs  in  the 
case  show  that  the  improvement  was  made  in  the  summer 
or  fall  of  1852.  A  caveat  was  filed  in  the  Patent  Office  in 
the  fore  part  of  January,  1853.  The  petition,  together  with 
the  accompanying  description,  is  dated  at  Charlestown,  8th 
of  January  of  that  year.  In  that  description  the  petition- 
ers state  that  their  improvement  consists  in  using  a  sphe- 
roidal cylindrical  or  globular  elastic  sac  or  bulb,  to  which 
are  attached,  and  communicating  with  it,  flexible  tubes  or 
pipes  ;  to  the  ends  of  these  pipes  are  connected  valve  boxes, 
with  suitable  valves  therein,  so  that  by  the  alternate  action 
of  compression  and  expansion,  the  desirable  quantity  of 
injection  may  be  administered  without  removing  the  instru- 
ment to  refill  it.  The  invention  is  described  in  the  caveai 
substantially  the  same  as  in  the  original  and  amended  speci- 
fication. 

When  application  was  made  by  the  attorney  of  the  in- 
ventors to  the  Commissioner  of  Patents,  with  a  claim  sub- 
stantially the  same  as  the  one  in  the  amended  specification, 
objection  was  made  at  the  oflice  on  the  ground  that  they 
were  anticipated  by  Messrs.  Pearsall  and  Gilbert,  according 
to  their  invention  published  in  the  Franklin  Journal ;  and 
the  Commissioner  refused  to  grant  the  patent  except  with 
a  claim  as  found  in  the  original  specification,  and  especially 
without  the  clause,  ''  when  the  sac,  tubes  and  valve  boxes 
are  in,  or  nearly  in,  the  axial  line,"  etc. 

8  WaU.  S40. 

(a)  Wallace  begins  opinion  here. 

(&)  Wallace  omits  from  6  to  c.  « 
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The  specification  in  this  form  was  supposed  to  have  taken 
the  improvement  out  of  the  objection  of  the  prior  one  by 
Pearsall  and  Gilbert. 

Subsequently  it  was  discovered  by  the  patentees  or  their 
assignee,  and  also  by  the  Commissioner  himself,  that  the 
invention  of  Messrs.  Pearsall  and  Gilbert  furnisfied  no  legal 
objection  to  the  claim  of  the  Davidsons  as  first  presented 
to  the  office,  and  on  a  surrender  by  the  assignee,  he  was  al- 
lowed to  amend  it  as  found  in  the  reissued  patent.  The 
prior  improvement  relied  on,  it  is  true,  had  a  rubber  sac, 
but  the  tubes  were  metal  and  inflexible  (c). 

The  13th  section  of  the  act  of  1886  authorized  a  surren- 
der, and  an  amended  specification,  when  the  patent  issued 
is  inoperative,  or  invalid,  by  reason  of  a  defective  or  insuf- 
fic^nt  description  or  specification ;  or,  *Mf  the  error  has,  or 
shall  have  arisen  by  inadvertence,  accident,  or  mistake, 
and  without  any  fraudulent  or  deceptive  intention."  We 
do  not  doubt  that  the  Commissioner  had  full  authority  to 
grant  the  amendment ;  and,  under  the  special  circumstances 
of  the  case,  it  would  seem  to  have  been  a  duty,  as  the  in- 
ventors were  led  into  the  error  by  himself,  as  may  be  seen 
from  his  letter  when  the  patent  was  originally  granted. 

The  amendment  was  very  material,  as  the  language  of 
the  original  claim  tied  the  patentees  down  to  the  syringe, 
consisting  of  the  parts  mentioned,  to  an  instrument  in 
which  they  were  arranged  in  an  axial  or  straight  line ; 
tying  them  down  to  the  mere  form  of  the  construction,  re- 
gardless of  the  substance  and  legal  import  of  the  invention. 
While  the  original  specification  and  claim  remained,  it  was 
competent  for  anyone  to  evade  the  patent,  and  enjoy  the 
substance  of  the  improvement  by  a  cnange  in  the  mere 
form  of  the  construction,  that  is,  by  an  arrangement  of  the 
several  parts  in  any  form,  if  not  in  an  axial  or  straight  line ; 
and  this  is  what  the  defendants  are  endeavoring  to  accom- 
plish, and  would  have  accomplished  if  the  amendment  of 
the  claim  had  not  been  allowed. 

They  have  constructed  a  syringe  with  the  same  parts  and 

8  Wan.  240-241. 
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materials  as  used  by  the  patentees'  ;  but  instead  of  arrang- 
ing them  in  an  axial  line,  the  bulb  or  sac  is  placed  above 
the  point  of  delivery  and  discharge  of  the  enema,  extend- 
ing its  hollow  neck  so  that  the  tubes  may  connect  with 
each  side  of  it.  The  only  difference,  even  in  form,  between 
this  and  the  patentees  is,  that  the  latter,  in  the  axial  line, 
tubes  connect  with  the  ends  of  the  bulb  ;  in  the  former  they 
connect,  not  with  the  ends  of  the  bulb,  but  with  the  sides 
of  its  hollow  neck.  The  enema  passes  from  the  eduction 
pipe  through  the  neck  or  throat  into  the  bulb,  and  is  forced 
through  the  discharge  pipe  by  the  same  means  as  used  by 
the  patentees.  The  mode  6t  operation  is  precisely  the 
same  in  both  instruments.  The  change  is  one  of  form  and 
not  of  substance,  and  upon  well  established  principles  of 
patent  law,  constitutes  no  defense  to  a  bill  for  an  infringe- 
ment.    Curtis,  Patents,  260,  261,  and  7ioie  1,  p.  264,  n.  2. 

As  bearing  upon  this  point  it  may  be  stated  that  the 
patentees  themselves  first  constructed  and  used  this  form 
of  syringe  ;  but  becoming  satisfied  that  the  other  form  was 
the  best,  recommended  it  in  their  specification  accordingly. 
They  are  protected,  however,  against  the  use  of  any  form, 
as  will  be  seen  by  the  authorities  referred  to,  that  embodies 
substantially  their  ideas  and  mode  of  operation. 

On  the  question  of  novelty  there  are  two  specimens  of 
syringe  produced  by  the  defendants  that  are  chiefly  relied 
on  as  disproving  it :  one  called  the  Maw  syringe,  and  the 
other  the  Thiers.  The  first  differs  from  the  patentees'  in 
this,  that  the  cylindrical  bulb,  or  chamber,  is  made  so  rigid 
both  in  the  material  and  from  its  metallic  ends,  or  heads, 
that  it  is  not  sufficiently  elastic  to  be  adapted  to  practical 
use ;  and  for  this  reason  it  failed  and  went  out  of  the  market. 

The  Thiers  syringe  differs  from  the  patentees'  in  this, 
that  part  of  the  bulb  or  chamber  is  metal,  and  part  rubber; 
and  the  elastic  portion  is  aided  by  a  spring  inside  of  the 
chamber.  There  is,  also,  an  air  chamber  attached  to  the 
delivery  pipe.  The  whole  construction  and  arrangement 
is  different  from  the  patentees',  as  they  have  dispensed 
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with  the  metal  portion  of  the  bulb,  the  spring,  and  the 
air-chamber,  and  substituted  a  simple  India  rubber  bulb. 

The  rest  of  the  proof  on  this  point  is  conflicting,  and  we 
agree  with  the  court  below,  that  the  weight  ef  it  is  decid- 
edly with  the  complainant. 

Decree  helow  affi/riaed. 

8  Wall.  949. 
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THE  AMERICAN  WOOD  PAPER  COMPANY,  APPEL- 
LANT D.JACOB  D   HEFTirrAL.* 

8 'Wall.,  8d8-8d7.    I>ec.  Term,  1868. 

[Bk.  19,  L.  ed.  379;  2  Whit.  220.] 
Argued  February  26,  1869.     Decided  November  8,  186ft 

Fictitious  mtit. 

1.  Where  it  appeared  that  complainants  had  purchased  in  the 
patents  under  which  the  suit  was  defended,  were  owning  both 
sides  of  the  subject  matter  of  the  litigation,  and  that  de- 
fendants having  taken  in  consideration  for  the  sale,  stock  in 
complainants'  company,  their  interest  had  been  transferred 
to  the  side  of  the  complainants  ;  a  motion  to  dismiss  the 
appeal  was  allowed,  notwithstanding  that  the  damages  for  the 
alleged  infringement  had  not  been  compromised,     (p.  103.) 

[Citations  in  opinion  of  the  court :] 
Lord  V.  Yeazie,  8  How.  251.    p.  108. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Pennsylvania. 

On  motion  to  dismiss. 

The  history  of  the  case  and  a  full  statement  of  the  facts 
api)ear  in  the  opinion  of  the  court. 

B.  P.  Butler,  in  support  of  the  motion,  said  : 

''Why  should  this  court  sit  to  adjudge  upon  the  validity 
of  these  conflicting  patents  when  they  are  all  owned  by  the 
same  company  and  are  held  in  the  same  interest? 

What  litigation  is  there  now  before  the  court  upon  these 
patents? 

It  may  be  said  that  the  court  is  called  upon  to  proceed 
in  this  case  because  there  remains  a  question  of  damages 
between  the  complainants  and  defendants  for  infringement 
of  their  patents.     We  are  quite  willing  to  meet  this  ques- 

*See  EzplanatiOQ  of  Notes,  page  IIL 
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tion.  Nothing  is  in  litigation  as  to  the  damages  for  the 
future,  because  Harding  testifies  expressly  that  he  has  a 
license  to  Heft  &  Co.,  for  all  future  time  to  make  paper 
from  straw  under  the  Mellier  patent.  And  Dixon  himself 
testifies  that  he  owned  one-third  of  the  Dixon  patent,  and 
is  still  operating  under  it;  and  that  the  complainants  have 
confirmed  all  the  licenses  under  the  Dixon  patent.  And 
we  produce  a  release  from  Watt  &  Burgess  to  Harding, 
trustee  of  the  Dixon  patent,  for  all  licenses  present  and 
future,  under  the  Dixon  patent.  So  that  no  future  damages 
can  be  obtained  against  the  defendants. 

Now,  Harding,  trustee  of  the  Dixon  patent,  was  defend- 
ing Dixon,  who  was  working  under  that  patent,  of  which 
he  owned  one-third,  till  within  six  months,  when  his  trus- 
tee, Harding,  sold  all  the  patent  to  the  complainants.  Can 
it  be  believed  that  Harding  has  sold  and  thus  left  himself 
liable  to  damages  in  this  suit  ?  Then  it  could  only  have 
been  done  for  an  object,  to  wit :  To  have  a  plausible  and 
colorable  pretext  for  prosecutiilg  this  action  at  this  bar — ^a 
pretext  which  the  court  will  at  once  see  through  and  repro- 
bate. See  Ooodyear  v.  Beverly  Rubber  Co.  decided  by  the 
Sup.  Ct.  Dec.  Term,  1862,  where  the  precise  point  is  ad- 
judged. 

Mr.  T.  A.  JencJceSy  for  appellants^  contra. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  a  decree  of  the  Circuit  Court  of 
the  United  States  for  the  Eastern  District  of  Pennsylvania. 
The  bill  was  filed  by  the  complainants  in  the  court  below, 
the  appellants  here,  to  enjoin  the  defendants  against  the  in- 
fringement of  several  patents  owned  by  the  former  for  im- 
provements in  the  manufacture  of  paper,  two  of  which 
need  only  to  be  mentioned — one  to  Watt  &  Burgess,  granted 
on  the  2d  July,  1854,  in  the  manufacture  of  paper  pulp  from 
wood  and  other  vegetable  substances  ;  the  other  M.  A.  Ch. 
Mellier,  on  the  26th  May,  1857,  in  the  manufacture  of  paper 

Omitted  In  WftIL 


102        AMERICAN  WOOD  PAPER  CO.  v.  HEFT.  [Sup.  Ct 

Opinion  of  the  court. 

by  using  a  peculiar  process  in  the  treatment  of  straw  and 
other  fibrous  materials. 

The  answer  of  the  defendant  set  up  several  defenses,  but 
the  most  material  were :  1.  The  want  of  novelty  ;  and  2. 
That  they  manufactured  paper  in  their  establishment  under 
inventions  and  patents  of  John  W.  Dixon,  one  of  the  de- 
fendants. A  mass  of  proofs  were  taken  on  both  sides,  and 
after  the  hearing  of  counsel  on  the  22dof  November,  1867, 
the  bill  was  dismissed,  the  two  judges  differing  in  opinion. 
It  is  now  before  us  on  appeal. 

Pending  this  appeal,  Harrison  B.  Meach  has  been  allowed 
to  intervene  by  counsel,  upon  an  allegation  that,  since  the 
decree  below,  the  case  has  been  settled  and  thflt  it  is  now 
carried  on  without  the  appellees  having  any  further  inter- 
est in  the  defense  ;  and  for  the  purpose  of  obtaining  the 
decree  of  this  court  in  favor  of  the  complainants  to  influ- 
ence suits  pending  in  the  circuits  in  their  favor  and  against 
strangers  to  this  suit,  and  in  which  the  same  questions  are 
involved.  That  the  interv^nor  is  a  defendant  in  one  of 
these  suits.  A  commission  has  been  heretofore  issued 
to  take  proofs  in  the  matter,  and  which  are  now  before 
us.  The  original  bill  was  filed  on  the  29th  August,  1865. 
It  appears  from  the  proofs  under  the  commission,  that 
at  this  time  the  Dixon  patents  which  were  set  up  as  one 
of  the  defenses  to  this  suit,  were  owned,  two-thirds  by 
W.  W.  Harding,  and  one- third  by  Dixon,  the  inventor ;  the 
two-thirds  having  been  conveyed  in  December,  1864,  the 
co-defendants  of  Dixon  having  no  interest  therein,  ex- 
cept working  under  them  in  the  manufacture  of  paper.  It 
further  appears  that  in  the  fall  of  1868,  about  one  year  after 
the  decree  dismissing  the  bill,  Harding  and  Dixon  sold  and 
transferred  all  their  interest  in  the  Dixon  patents  to  the 
complainants  and  received  for  the  same  eighteen  hundred 
shares  of  the  stock  of  their  company  at  par  value,  which 
which  was  $100  per  share,  nominally  $180,000,  and  this  for 
one-half  the  interest  in  the  patents  ;  for  the  other  half  the 

Omitted  in  Wall. 
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complainants  confirmed  the  licenses  that  had  been  granted 
under  the  Dixon  patent. 

This  is  the  account  of  the  sale  given  by  Dixon,  who  was 
examined  as  a  witness  nnder  the  commission,    i 

Hay,  the  general  agent  of  the  complainants,  says  the 
purchase  was  made  with  Harding,  and  that  stock  to  the 
amount  of  two  thousand  shares  was  given,  and  that  two 
certificates  with  blank  vouchers  of  attorney  were  made  out 
and  delivered  to  Harding,  one  for  eighteen  hundred  and  the 
other  for  two  hundred  shares.  Dixon  states  that  Harding 
transacted  the  business  with  the  complainants  for  him,  and 
with  his  concurrence. 

(a)  The  case,  therefore,  as  it  now  stands,  is :  the  com- 
plainants having  purchased  in  the  patents  under  which  the 
suit  was  defended,  own  both  sides  of  the  subject-matter  of 
this  litigation  ;  and,  further,  the  owners  of  the  Dixon  pat- 
ents having  taken,  in  consideration  for  the  sale,  stock  in 
the  complainant's  company,  their  interest  has  been  trans- 
ferred to  the  side  of  the  complainants. 

It  is  said,  notwithstanding  all  these  negotiations,  ex- 
changes, and  transfers,  the  damages  for  the  alleged  in- 
fringement in  the  bill  have  not  been  compromised.  But, 
before  that  question  can  be  reached,  as  the  bill  was  dismissed 
below,  this  court  must  hear  and  determine  the  question  on 
the  merits,  whether  or  not  the  defenses  set  up  in  the  an- 
swer are  sustained  ui)on  the  proofs.  If  the  court  should 
determine  they  were  not,  then  the  question  of  damages 
would  arise ;  if  otherwise,  not.  Now,  upon  this  question 
of  merits,  the  complainants  own  both  sides  of  the  litiga- 
tion and  control  them  ;  and,  in  the  language  of  the  Chief 
Justice,  in  the  case  of  Ijord  v,  Veazie,  8  How.  265,  ''the 
plain tifif  and  defendant  have  the  same  interest,  and  that  in- 
terest adverse  and  in  conflict  with  the  interest  of  third  per- 
sons, whose  rights  would  be  seriously  affected  if  the  ques- 
tion of  law  was  decided  in  the  manner  that  both  parties  to 

8  WalL  S86. 

(a)  Wallace  beglDS  Opinion  here. 
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this  suit  desire  it  to  be."  And,  for  this  reason,  the  case 
should  not  be  heard  by  this  court. 

If  anything  further  was  necessary  to  show  that  the  liti- 
gation is  no  longer  a  real  one,  even  if  the  suit  should  pro- 
ceed, and  the  question  of  damages  be  reached,  there  would 
be  the  same  interest  on  both  sides,  Dixon,  one  of  the  de- 
fendants, since  the  sale  of  his  patents,  having  a  large  in- 
terest on  the  side  of  the  complainants,  and,  as  defendant, 
would  be  subject  to  his  payment  of  part,  or  the  whole 
amount  of  the  damages  recovered.  Indeed,  the  weight  of 
the  proofs  is,  that  he  has  bound  himself  to  keep  his  co-de- 
fendants harmless. 

The  motion  to  dismiss  the  case,  for  the  reasons  dbove 
giveny  must  be  granted. 

8  Wall.  886-887. 
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1,448,  April  7,  1863.  Reissue  1,449,  April  7,  1863. 
Paper  Pulp  Manufacturing. 

No.  17,387.    Mellier,  M.  A.  C,  May  26, 1857.  Paper  Pulp,  6.* 
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Buchanan  v.  Howland,  1868.     5  Blatch.  151.     2  Pish.  341.     b. 
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ALONZO  V.  BLANCHARD,  JOHN  D.  BLANCHARD 
AND  FRANKLIN  BLANCHARD,  Partners  as  A.  V. 
BLANCHARD  &  CO.,  PLAINTIFFS  IN  ERROR,  v, 
ANTOINE  PUTNAM,  CONRAD  WEAVER  AND 
JOHN  BITTINGER.* 

8  Wall.,  420-490.    Dec.  Term,  1868. 

[Bk.  19,  L.  ed.  433;  2  Whit.  223.] 

Ar^ed  Noyember  9,  1869.     Decided  Noyember  29,  1869 . 

BeyersiDg  Ibid  2  Bond  84. 

Letters  patent  primd  facie  evidence.     Evidence.     Prior  knowledge 
and  use.     Statutory  notice.     Burden  of  proof 

1.  Letters  patent  are  primd  facie  eyidence  that  the  patentee  is  the 

first  and  original  inventor  of  the  improyement  claimed  there- 
in,    (p.  114) 

2.  On  the  question  of  infringement  the  only  proper  comparison  on 

that  issne  is  that  of  the  defendants'  machine  with  that  of  the 
plainti£f,  and  it  is  no  answer  to  the  cause  of  action  to  plead 
that  defendant  is  licensee  of  the  owner  of  another  patent 
and  that  his  machine  is  constructed  in  accordance  there- 
with,    (p.  115.) 

8.  Where,  apart  from  the  question  of  damages,  one  of  the  two 
issues  presented  by  the  pleadings  was,  whether  the  patentee 
of  the  patent  on  which  suit  was  founded  was  the  first  and 
original  inventor  of  the  improvement  therein,  and  defend- 
ants introduced  evidence  of  prior  knowledge  and  use  without 
giving  the  notice  of  special  matter  required  by  act  1836,  sec. 
15,  of  the  names  and  places  of  residence  of  those  having 
such  knowledge,  the  evidence  was  held  inadmissible,  although 
reversal  for  error  was  nowhere  based  upon  the  failure  to 
comply  vnth  the  requirement  of  the  statuta     (p.  116.) 

4.  The  burden  of  proof  is  on  defendant  to  show  that  the  notice  re- 
quired by  act  1836,  sec.  15,  as  to  prior  knowledge,  and  use 

*See  Explanation  of  Notes,  page  III. 
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was  given  to  the  plamtiff  thirty  days  before  the  trial,  and  if 
he  fails  to  do  so,  he  cannot  introduce  any  evidence  to  contro- 
vert the  novelty  of  the  patent     (p.  117.) 

[Citations  in  the  opinion  of  the  court :] 

Corning  t\  Burden,  15  How.  271  [6  Am.  &  Eng.  69].    p.  115. 

Curtis'  Pat.  sec.  118.    p.  115. 

Pitts  V.  Hall,  2  Blatch.  229.    p.  115. 

Cahoon  v.  King,  1  Cliff.  625.    p.  1 15. 

Curtis  Pat.  sees.  350,  353.    p.  116. 

Carver  r.  Mfg.  Co.,  2  Story  432.    p.  116. 

Teese  r.  Huntingdon,  28  How.  10  [7  Am.  &  Eng.  72].    p.  117. 

Agawara  Co.  r.  Jordan,  7  Wall.  596  [p.  24,  ante],    p.  117. 

Phila.  &  T.  R.  B.  r.  Stimpson,  14  Pet.  459  [4  Am.  &  Eng.  324].   p.  118. 

Silsby  v,  Foote,  14  How.  222  [5  Am.  &  Eng.  411].    p.  lid. 

Phillips  V.  Page,  24  How.  168  [7  Am.  &  Eng.  97].    p.  118. 

Labor  v.  Cooper,  7  Wall.  569.    p.  120. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  Ohio. 

This  action  was  brought  in  the  court  below  by  the  plain- 
tiffs in  error  for  danoages  alleged  to  have  resulted  to  them 
from  the  infringement  of  a  certain  patent  owned  by  them 
as  assignees. 

The  trial  having  resulted  in  a  verdict  and  judgment  for 
the  defendants,  the  plaintiffs  sued  out  this  writ  of  error. 

A  very  full  statement  of  the  case  appears  in  the  opinion 
of  the  court. 

Mr.  G.  M,  Lee^  for  plaintiffs  in  error. 

The  defendants  used  their  machine  for  wood  bending,  at 
Cincinnati,  Ohio,  and  claimed  a  license  to  use  the  same 
under  a  patent  granted  John  C.  Morris,  March  11,  1866, 
and  reissued  May  22,  1862,  for  an  improvement  in  wood 
bending  machines. 

The  machine  of  defendants  in  appearance  is  somewhat 
unlike  that  patented  by  Blanchard,  and  defendants  claim 
it  works  on  a  diflEerent  principle  from  Blanchard^s ;  while 
plaintiffs  claim  it  is  the  same  in  principle  and  mode  of 
operation  as  Blanchard^ s,  and  that  it  is  covered  by  Blanch- 
ard's  patent  and  claim. 
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The  real  question,  is  therefore,  what  construe  don  shall 
be  given  to  Blanchard's  patent?  I  first  call  the  attention 
of  the  court  to  the  well-known  proposition  that  patents  are 
to  be  liberally  construed,  so  as  to  save  to  the  inventor  the 
substance  of  his  invention. 

Curt.  Pat  126  ;  Winans  v.  Denmead,  15  How.  330  [6  Am. 
&  Eng.  107]  ;  Blanchard  v.  Sprague,  2  Story,  169  ;  Blanch- 
ard  V.  Warner,  1  Blatchf,  259 ;  Blanchard  v.  Beers,  5 
Blatchf.  411. 

If  this  patent  shall  receive  the  usual  liberal  construction 
given  to  such  patents  in  this  high  tribunal,  or  the  liberal 
construction  given  in  the  cases  cited  in  the  various  Circuit 
Courts  of  the  United  States,  to  the  patents  of  this  famous 
inventor,  it  certainly  must  cover  the  machine  of  defendants 
here  in  controversy. 

From  a  full  examination  of  the  two  machines,  counsel 
concluded  that  the  principle  parts  of  the  two  machines  are 
the  same.  Like  Blanchard's,  the  bending  tool  of  Morris 
is  a  lever,  or  sometimes  two.  The  fonning  and  shaping 
tool  is  also  a  mold ;  the  tools  for  end  pressure  are  also 
clamps  or  abutments,  and  a  wedge  is  used  at  the  end  of  the 
stick,  between  the  stick  and  the  clamp,  when  the  stick  is 
too  short.  Relaxation  or  relief  is  obtained  when  needed 
by  cutting  the  bent  stick,  a  little  shorter  than  the  distance 
between  the  abutments  or  clamps.  The  wood  slides  upon 
the  Morris  lever  as  on  Blanchard's  sliding  beam  and  is  bent 
by  end  pressure  after  being  properly  confined  in«  the  ma- 
chine in  the  same  mode  of  operation  as  in  Blanchard's. 
The  substantial  parts  of  the  Blanchard  and  Morris  ma- 
chines are  the  same.  The  oi)eration  and  principle  are  the 
same  and  the  result  is  the  same  in  both  machines.  By 
every  known  principle  of  patent  law,  there  is  an  infringe- 
ment. 

Curt.  Pat.  sec.  221;  Wyeth  v.  Stone,  1  Story,  273; 
Odiome  v,  Winkley,  2  Gall.  61 :  Winans  v.  Denmead,  15 
How.  330  [6  Am.  &  Eng.  107] ;  Battin  t>.  Taggert,  17  How. 
80  [6  Am.  &  Eng.  242]. 
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The  charge  took  the  whole  case  from  the  jury  and  left 
them  nothing  to  find,  and  was  in  direct  antagonism  with 
the  law. 

Battin  v.  Taggert  {supra) ;  Winans  v.  Denmead  {supra). 

The  judge  avoided  any  construction  of  the  whole  Blanch- 
ard  patent,  and  spent  his  force  in  ruling  out  the  stationary 
form,  and  charging  that  this  stationary  form  could  not  be 
covered  by  the  Blanchard  patent.  He  appears  to  have  been 
able  to  see  nothing  in  this  case  but  this  stationary  form, 
and  went  off  on  a  tangent  thereon,  charging  as  a  fact  to 
the  jury  that  the  stationary  form  was  different  from  the 
rotating,  when  he  should  have  left  this  fact  to  the  experts 
and  the  jury,  and  it  was  a  matter  of  fact  which  he  had  no 
business  to  charge  or  pass  upon.  Certainly  this  is  a  clear 
error. 

There  is  little  else  in  the  case  except  this  construction  of 
the  Blanchard  patent.     I  will  merely  glance  at  the  other 


errors. 


1.  The  first  error  claimed  is  the  improper  admission  nf 
E.  S.  Renwick's  deposition.  We  claim  that  S.  S.  Fisher's 
affidavit  and  the  written  agreement  thereto  attached,  with 
the  officer's  certificate,  were  not  sufficient  to  entitle  the  de- 
position to  be  put  in  evidence. 

2.  We  claim  that  William  F.  Mitchell's  evidence  was  im- 
properly admitted  on  the  promise  of  defendants'  counsel 
to  afterwards  so  connect  it  with  other  evidence  as  to  make 
it  admissible.  There  is  nothing  to  show  that  it  was  ever 
so  connected,  and  upon  its  face  it  was  inadmissible. 

3.  We  claim  that  Christian  Leeburgh's  evidence  was  im- 
properly admitted,  by  whom  the  court  permitted  proof 
that  a  bending  machine  claimed  by  defendants  to  be  made 
in  conformity  to  Blanchard's  patent,  worked  bndly,  and 
broke  much  timber ;  for  there  was  no  proof  to  show  that 
the  machine  was,  in  fact,  made  in  conformity  to  Blanchard's 
patent. 

For  we  claim  that  John  Byrne's  evidence  was  improperly 
admitted,  who  was  allowed  to  testify  that  a  machine  made 
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in  conformity  to  the  patent  of  John  C.  Morris,  worked  well ; 
because  there  was  no  issue  here  as  to  the  validity  or  utility 
of  said  Morris'  patent. 

We  claim  that  John  C.  Morris'  original  patent  was  im- 
properly ruled  out  by  the  court  when  we  offered  it  in  evi- 
dence. The  court  had  allowed  defendants  to  put  in 
evidence  the  Morris  reissue,  and  to  show  that  they  were 
licensees  under  it ;  and  if  this  was  competent,  it  was  cer- 
tainly competent  to  put  in  the  whole  Morris  record,  in  order 
to  detract  from  his  invention,  to  show  that  he  invented 
something  different  from  the  reissue,  or  had  fmudulently 
obtained  the  reissue. 

Mr.  Samuel  S.  Fisher^  for  defendants  in  error  \ 
The  defendants'  machine  had  a  stationary  form,  and  con- 
tained all  the  features  which  Blanchard  declared  it  was  the 
object  of  his  invention  to  avoid,  that  is  to  say  : 

1.  The  bed  piece  and  the  lever  were  not  connected  at  fixed 
distances. 

2.  The  power  was  applied  to  the  timber  itself,  as  a  means 
of  communicating  power  to  the  parts  of  the  bent. 

3.  End  pressure  was  applied,  but  no  means  were  provided 
for  relaxation. 

As  this  machine  was  as  different  from  Blanchard' s  as  it 
was  possible  to  make  it ;  as,  in  fact,  it  belonged  to  an  en- 
tirely different  class  of  machines,  it  would  seem  that  the 
verdict  was  right,  which  declared  it  to  be  no  infringement. 

1.  The  deposition  of  Mr.  Renwick  was  read  by  virtue  of 
a  written  agreement  between  counsel.  The  deposition  was 
properly  taken  in  the  case  of  Morris  v.  Royer,  Coleman 
and  Young,  under  the  Act  Congress, ^nd  under  the  circum- 
stances narrated  in  the  affidavit.  It  was,  therefore,  prop- 
erly admitted  in  this  case. 

2.  As  the  bill  of  exceptions  does  not  purport  to  recite 
the  whole  testimony,  if  the  plaintiff  wished  to  show  that 
Mitchell's  testimony  was  improperly  admitted,  he  should 
have  stated  in  the  bill  of  exceptions,  either  that  it  never 
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was  connected  with  other  evidence,  or  that  the  court  sub- 
sequently refused  to  execute  it.  The  bill  must  recite  all 
the  facts  necessary  to  show  the  alleged  error. 

3.  The  testimony  of  Christian  Leesburgh  was  offered  to 
show  the  working  of  the  Blanchard  machine.  That  ma- 
chine was  for  "  bending  wood."  The  patentee  describes  a 
plow  handle  machine,  but  says :  ''  The  machine  represented 
in  the  accompanying  drawings  is  designed  for  bending  plow 
handles,  but  it  is  obvious  that  the  details  of  the  machinery 
must  be  varied  when  the  invention  is  applied  to  ^bending 
other  articles  having  different  forms."  The  defendants  were 
sued  for  using  a  machine  for  bending,  not  plow  handles,  but 
felloes,  and,  therefore,  the  evidence  was  perfectly  pertinent. 

4.  John  Byrnes  was  called  to  show  that  in  the  Morris 
machine,  in  operation,  there  was  no  relaxation.  As  this 
relaxtion  was  one  of  the  peculiar  features  of  the  Blanchard 
"methods,"  it  was  certainly  relevant  to  show  that  the  ma- 
chine used  by  defendants  did  not  employ  it. 

6.  Defendants  being  licensees  under  the  reissued  letters 
patent  of  Morris,  put  them  in  evidence  under  the  decision 
of  the  Supreme  Court  in  Corning  v.  Burden,  15  How.  262 
[6  Am.  &  Eng.  69].  The  plaintiffs  thereupon  offered  the 
original  letters  patent. 

As  the  Morris  patent  was  not  on  trial,  and  the  evidence 
afforded  by  the  reissued  patent  merely  went  to  the  extent 
of  showing  that  defendants  acted  under  color  of  title  or 
right,  it  is  not  perceived  what  part  the  original  patent 
could  play  in  the  case.  Certainly  oral  evidence  could  not 
have  been  received,  attacking  the  Morris  reissue.  The 
court  could  not  try  two  cases  at  once,  and  the  original 
patent  could  neither  strengthen  nor  weaken  the  presump- 
tion that  the  defendants  were  using  a  machine  which  the 
Patent  Office  had  declared  to  be  patentable,  notwithstand- 
ing the  prior  patent  of  Blanchard. 

6.  The  court  refused  the  specific  charges  asked  by  plain- 
tiffs, in  the  form  in  which  they  were  offered,  but  gave 
gave  them  in  substance. 
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Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

Damages  for  the  infringement  of  letters  patent  may  be 
recovered  by  the  patentee,  or  by  his  assignee  of  the  whole 
interest,  or  by  his  grantee  of  the  exclusive  right  within 
and  throughout  any  specified  district,  by  a  suit  in  equity  or 
by  an  action  on  the  case,  at  the  election  of  the  holder  of 
the  legal  title.     5  Stat,  at  L.  123,  124. 

Letters  patent  were  granted  to  Thomas  Blanchard,  De- 
cember 18,  1849,  for  a  new  and  useful  improvement  in 
bending  wood,  for  and  during  the  terra  of  fourteen  j^ears 
from  that  date,  but  the  specification  being  imperfect,  on 
the  15th  of  November,  1859,  he  surrendered  the  patent, 
and  the  same  was  reissued  to  him,  with  an  amended  speci- 
fication, for  the  residue  of  the  original  term. 

Granted  for  the  term  of  fourteen  years  only,  the  patent 
exjMred  on  the  17th  of  December,  1863,  but  the  patentee 
having  failed  to  obtain  from  the  use  and  sale  of  his  inven- 
tion a  reasonable  remuneration  for  the  time,  ingenuity  and 
expense  bestowed  upon  the  same  and  the  introduction 
thereof  into  use,  the  Commissioner  of  Patents  renewed  and 
extended  the  patent  for  the  term  of  seven  years  from  and 
after  the  expiration  of  the  first  term,  giving  it  the  same 
eflfect  as  if  it  had  originally  been  granted  for  twenty-one 
years.  Subsequent  to  the  extension  of  the  term  the  pat- 
entee deceased,  and  the  patent  was  reissued  to  his  execu- 
trix, from  whom  the  plaintiffs  derive  title  by  virtue  of  an 
assignment  in  due  form,  as  is  conclusively  admitted  by  the 
defendants. 

Undoubted  owneis  of  the  title  to  the  patent,  the  plain- 
tiffs, on  the  23d  of  November,  1865,  instituted  this  suit, 
and  the  charge  is  that  the  defendants,  on  the  2d  of  No- 
vember of  the  previous  year,  and  on  divers  other  days  and 
times  between  that  day  and  the  commencement  of  the  suit, 
infringed  the  exclusive  right  to  the  invention  vested  in  the 
plaintiffs,  by  constructing  and  using  ten  machines  for  bend- 
ing wood  in  imitation  of  the  plaintiff's  invention,  and  in 

8  WaU.  423-4S4. 
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violation  of  the  exclusive  right  secured  to  them  in  their  let- 
ters patent.  Process  was  issued,  and  being  duly  served 
the  defendants  appeared  and  pleaded  the  general  issue, 
and  upon  that  issue,  unaccompanied  by  any  notice  to  the 
plaintiffs  of  any  special  defense,  the  parties  went  to  trial, 
and  the  verdict  and  judgment  were  for  the  defendants. 

Exceptions  were  duly  taken  by  the  plaintiffs  to  certain 
rulings  of  the  court  in  admitting  evidence  offered  by  the 
defendants,  and  to  the^  instructions  of  the  court,  as  given 
to  the  jury,  and  the  only  questions  presented  for  decision 
are  such  as  are  involved  in  the  exceptions  to  those  rulings 
and  instructions. 

On  the  trial  of  the  cause  the  plaintiffs,  to  sustain  the 
issue  on  their  part,  introduced  in  evidence  the  reissued 
patent  on  which  the  suit  was  founded,  together  with  the 
original  patent  and  the  certificate  of  renewal  and  exten- 
sion ;  and  having  proved  the  assignment  and  introduced 
evidence  tending  to  prove  that  the  defendants  had  in- 
fringed the  reissued  patent,  as  alleged  in  the  declaration, 
rested  their  case. 

They  might  well  rest  in  that  state  of  the  case,  as  the  let- 
ters patent  afforded  prima  facie  evidence  that  the  patentee 
under  w^hom  they  claimed  was  the  original  and  first  in- 
ventor of  what  is  therein  described  as  his  improvement, 
and  having  introduced  evidence  tending  to  show  infringe- 
ment and  damage,  they  were  entitled  to  a  verdict  unless 
some  evidence  was  introduced  by  the  defendants  to  rebut 
the  evidence  given  to  prove  infringement,  or  to  establish 
some  valid  defense  to  the  cause  of  action  set  forth  in  the 
declaration. 

Influenced,  doubtless,  by  that  view  of  the  case,  the  defend- 
ants offered  in  evidence  the  reissued  patent  granted  to  one 
John  C.  Morris,  dated  May  27,  1862,  as  the  foundation  for 
the  introduction  of  evidence  to  show  that  the  machine  or 
machines  which  they  were  using  were  constructed  by  them 
under  a  license  from  the  patentee  in  that  patent,  and  in 

8  Wan.  424-495. 
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accordance  with  the  specification  and  claims  of  that  patent 
as  reissed.  Seasonable  objection  was  made  by  the  plain- 
tiffs to  the  introduction  of  that  patent,  as  evidence  in  the 
case,  but  the  court  overruled  the  objection  and  admitted  it 
in  evidence,  and  the  plaintiffs  excepted. 

Such  evidence  was  inadmissible  for  the  purpose  for 
which  it  was  offered,  and  should  have  been  excluded,  as 
the  novelty  of  the  invention  was  not  open,  and  because  it 
presented  on  the  question  of  infangement  an  immaterial 
issue  not  involved  in  the  pleadings,  and  because  the  evid- 
ence was  well  calculated  to  mislead  the  jury  by  withdraw- 
ing their  attention  from  the  real  subject  matter  in  contro- 
versy. Corning  v.  Burden,  15  How.  271  [6  Am.  &  Eng. 
69]. 

Apart  from  the  question  of  damages,  two  issues  only 
were  presented  by  the  pleadings,  and  they  were  all  which 
are  involved  in  any  similar  case. 

1.  Whether  the  patentee  in  the  patent  on  which  the  suit 
is  founded  is  the  original  and  first  inventor  of  the  alleged 
improvement,  which  the  plaintiffs  in  this  case  established 
as  a  prima  facie  presumption  when  they  introduced  in 
evidence  the  letters  patent  described  in  the  declaration. 
Curtis,  Pat,  sec.  118;  Pitts  v.  Hall,  2  Blatchf.  229;  Ca- 
hoon  V.  Ring,  1  Cliff.  625. 

2.  Whether  the  machine  of  the  defendants  infringes  the 
plaintiff's  machine  as  described  in  the  specification  and 
claims  of  their  letters  patent. 

Attempts  are  often  made  in  the  trial  of  patent  cases  to  in- 
troduce such  collateral  issues  on  the  question  of  infringe- 
ment, but  they  are  irregular  and  cannot  be  sanctioned,  as 
the  only  proper  comparison,  on  that  issue,  is  of  the  de- 
fendant's machine  with  that  of  the  plaintiff,  as  prescribed 
in  the  pleadings.  What  the  jury  have  to  determine  is : 
does  the  machine  of  the  defendant  infringe  the  machine  of 
the  plaintiff?  And  if  it  does  not,  then  the  defendant  is 
entitled  to  a  verdict ;  but  if  it  does  infringe  the  plaintiff's 

8  Wall.  495-496. 
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machine,  then  the  plaintiff  is  entitled  to  his  remedy,  and 
it  is  no  answer  to  the  cause  of  action  to  plead  or  prove  that 
the  defendant  is  the  licensee  of  the  owner  of  another  pat- 
ent, and  that  his  machine  is  Constructed  in  accordance 
with  that  patent. 

Controversies  between  litigants  in  court  cannot  be  com- 
pleted in  that  way,  nor  should  the  plainciflf  be  subjected  to 
such  outside  issues,  as  he  is  clearly  entitled  to  a  verdict 
when  he  has  proved  that  he  is  the  original  and  first  inven- 
tor of  his  improvement,  and  that  the  defendant  has  in- 
fringed his  patent.  Curt,  Pat.,  sees.  360,  863;  Carver  v, 
Mfg.  Co.,  2  Story,  432. 

Suppose  the  rule  in  that  respect  is  otherwise,  still  the 
judgment  of  the  circuit  court  must  be  reversed,  as  the  next 
exception  to  be  considered  is  clearly  well  taken,  and  the 
error  of  the  court  is  of  such  a  character  that  it  cannot  be 
remedied  in  any  other  way  than  by  granting  a  new  trial. 

Testimony  was  offered  by  the  defendants  to  prove  the 
existence  and  use,  in  1858,  at  Grand  Detour,  in  the  State 
of  Illinois,  of  a  machine  for  bending  plow  handles  similar 
to  a  model  shown  to  the  witness  under  examination,  and 
which,  as  is  claimed  by  the  defendants,  was  the  same  in  its 
mode  of  operation  as  the  patented  machine  of  the  plain- 
tiffs. 

Objection  was  seasonably  made  by  the  plaintiffs  to  the 
admissibility  of  the  testimony,  but  the  defendants  stating 
that  they  expected  to  connect  the  same  with  the  other  tes- 
timony showing  that  the  machine  was  in  public  use  ante- 
rior to  the  invention  described  in  the  plaintiff's  patent, 
the  court  overruled  the  objection  and  admitted  the  testi- 
mony, and  the  bill  of  exceptions  shows  that  other  testi- 
mony was  introduced  by  the  defendants  tending  to  prove 
that  the  machine  described  by  the  witness,  or  others  like 
it,  were  in  public  use  at  that  place  before  the  date  of  the 
invention  claimed  and  owned  by  the  plaintiffs. 

Evidence  to  prove  such  a  defense  is  not  admissible  in 

8  Wall.  486-497. 
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any  case  without  an  antecedent  compliance  with  the  con- 
ditions specified  in  the  16th  section  of  the  Patent  Act. 
Whenever  the  defendant  relies,  in  his  defense,  on  the  fact 
of  a  previous  invention,  knowledge,  or  use  of  the  thing 
patented,  *'he  shall  state  in  his  notice  of  special  mat- 
ter, the  names  and  pjaces  of  residence  of  those  whom  he 
intends  to  prove  to  have  possessed  a  prior  knowledge  of 
the  thing,  and  where  the  same  had  been  used,"  and  if  he 
does  not  comply  with  that  requirement  no  such  evidence 
can  be  received  under  the  general  issue.  6  Stat,  at  L.  123  ; 
Teese  o.  Huntingdon,  23  How.  10  [7  Am.  &  Eng.  72]. 

Unless  the  rule  of  law  was  so  the  plaintiflf  might  often 
be  suprised  at  the  trial,  as  he  would  rely  upon  the  pre- 
sumption which  the  patent  aflfords,  that  he  or  his  assignor 
or  grantor  was  the  original  and  first  inventor  of  the  im- 
provement in  question,  and  would  not  think  it  necessary 
to  summon  witnesses  to  rebut  the  evidence  introduced  by 
the  defendant  attacking  the  novelty  of  his  patent.  Aga- 
wam  Co.  V.  Jordan  [7  Wall.  596  p  24  ant€\. 

Other  exceptions  to  the  rulings  of  the  court  were  taken 
by  the  plaintiffs  to  the  same  effect,  but  it  is  unnecessary  to 
refer  to  them,  as  the  charge  of  the  court  shows,  to  a  de- 
monstration, that  the  court  throughout  the  trial  over- 
looked the  fact  that  such  evidence  is  not  admissible  in 
patent  cases,  unless  it  appears  that  the  defendant,  thirty 
days  before  the  trial,  gave  notice  in  writing  to  the  plain- 
tiff, or  his  attorney,  of  his  intention  to  give  such  spe- 
cial matter  in  evidence,  as  required  in  the  15th  section 
of  the  Patent  Act,  and  that  the  notice  given  constituted  a 
compliance  with  the  several  conditions  therein  specified. 

Compliance  with  that  provision  being  a  condition  prece- 
dent to  the  right  of  the  defeniiant  to  introduce  such  evi- 
dence, under  the  general  issue,  it  necessarily  follows  that 
the  onus  probandi  is  on  him  to  show  that  the  required 
notice  was  given  to  the  plaintiff  thirty  days  before  the 
trial,  and  if  he  fails  to  do  so  he  cannot  introduce  any  evi- 
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dence  to  controvert  the  novelty  of  the  p«itent.  Phil.  &  T. 
R.  R.  Co.  V,  Stimpson,  14  Pet.  459  [4  Am.  &  Eng.  324] ; 
Silsby  V,  Foote,  14  How.  222  [5  Am.  &  Eng.  411];  Phillips 
V.  Page,  24  How.  168  [7  Am.  &  Eng.  97]. 

Undoubtedly,  the  plea  of  not  guilty  puts  in  issue  the 
novelty  of  the  invention  as  well  as  the  charge  of  infringe- 
ment ;  but  the  answer  to  that  suggestion,  as  applied  to 
this  case,  is  that  the  lettei-s  patent,  when  introduced  by 
the  plaintiffs,  afforded  2i  prima  facie  presumption  that  the 
assignor  of  the  plaintiffs  was  the  original  and  first  inventor 
of  the  improvement,  and  as  the  defendants  had  not  given 
to  the  plaintiffs  the  required  notice  that  they  intended  to 
offer  evidence  at  the  trial  to  overcome  that  presumption, 
they  had  no  right  to  introduce  any  such  evidence,  and  it 
necessarily  follows  that  the  court  had  no  right  to  submit 
any  such  question  to  the  jury. 

Two  defenses,  said  the  court,  are  interposed  by  the  defend- 
ants :  (l)  That  the  patent  is  void  for  the  want  of  novelty. 
(2)  That  the  machine  constructed  and  used  by  the  defend- 
ants does  not  infringe  the  patented  machine  of  the  jilain- 
tiffs ;  and  the  charge  proceeds  throughout  upon  the  ground 
that  both  of  those  defenses  were  open  and  were  to  be  de- 
termined by  the  jury. 

Extended  remarks  were  made  by  the  judge  to  the  jury, 
upon  the  evidence  produced  by  the  defendants  to  impeach 
the  novelty  of  the  invention,  and  very  full  explanations 
were  given  to  them  in  respect  to  the  principles  of  law  by 
which  they  were  to  be  governed  in  determining  that  ques- 
tion. Most  of  the  rules  of  law  as  stated  by  the  judge  are 
correct,  but  the  difficulty  is  that  no  such  questions  were 
involved  in  the  pleadings. 

Judgment  reversed.    New  venire  ordered. 

Mr.  Justice  Swayne,  {a)  dissenting. 

I  am'  unable  to  concur  in  the  conclusion  reached  by  the 

8  Wall.  498-429. 

(a)  Wallace  adds,  **  with  whom  concurred  Grier  and  Miller,  JJ." 
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majority  of  my  brethren,  and  will  state  briefly  the  grounds 
of  my  dissent. 

The  judgment  is  reversed,  because  no  notice  of  the  special 
masters  which  were  proved  to  the  jury  is  found  in  the  re- 
cord. If  a  suflBcient  notice  had  been  given  to  the  plain tiflTs, 
according  to  the  statute,  the  testimony  was  unquestionably 
proper  to  be  received.  It  is  shown  by  the  bill  of  excep- 
tions, that  the  admission  of  the  evidence  was  objected  to, 
but  upon  what  ground,  except  as  to  one  item  mentioned 
hereafter,  does  not  appear.  The  objection  may  have  had 
reference  to  several  considerations  other  than  the  want  of 
notice.  The  case  was  tried  in  all  respects  as  if  no  such  de- 
fect existed.  If  due  notice  had  not  been  given,  and  that 
fact  had  been  brought  to  the  attention  of  the  learned  dis- 
trict judge  who  tried  the  case,  it  cannot  be  doubted  that  he 
would  at  once  have  excluded  the  evidence,  or  have  ad- 
mitted it  only  after  the  defect  had  been  properly  supplied. 
It  nowhere  appears  in  the  case  that  such  an  objection  was 
made  in  the  court  below.  A  series  of  instructions  were 
asked  by  the  plaintiffs'  counsel,  and  refused  by  the  court ; 
neither  of  them  has  any  reference  to  this  point.  The  coui-t 
was  not  asked  to  rule  out  the  evidence,  nor  to  direct  the 
jury  to  disregard  it.  The  point  was  not  made  in  this  court 
by  the  counsel  for  the  plaintiffs  in  error.  Other  errors  were 
strenuously  insisted  upon,  but  nothing  was  said  upon  this 
subject.  Other  objections  to  the  admission  of  the  testi- 
mony excepted  to  in  the  court  below  were  fully  discussed 
here,  but  there  was  entire  silence  as  to  the  want  of  notice. 
The  discovery  that  there  is  no  notice  in  the  record,  was 
made  after  the  cause  had  been  argued  and  submitted  to 
this  court,  and  the  objection  does  not  now  come  from  the 
plaintiffs'  in  error.     It  is  not  of  a  jurisdictional  character. 

Upon  a  careful  examination  of  the  record,  it  seems  to  me 
doubtful  whether  any  of  the  testimony  in  question  required 
a  notice  to  authorize  its  introduction,  Coming  v.  Burden, 
16  How.  262  [6  Am.  &  Eng.   69],  except  that  of  Mitchell, 

8  WaU.  4S9-480. 
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which  was  objected  to  upon  a  distinct  and  different  ground. 
But  conceding  this  to  be  otherwise,  under  the  circumstances, 
I  think  these  propositions  apply : 

1.  We  are  bound  to  presume  that  a  proper  notice  was  be- 
fore the  court  below.  This  suggestion  derives  additional 
weight  from  the  fact  that  the  statute  requires  the  notice  to 
be  given  to  the  plaintiff,  and  does  not  preseribe  that  it  shall 
be  filed  in  the  clerk's  office,  or  made  part  of  the  record.  In 
some  of  the  circuits  the  practice  has  been  heretofore  simply 
to  produce  and  prove  it  at  the  trial. 

2.  If  there  were  no  such  notice,  it  was  waived  by  the 
plaintiffs  in  error,  and  they  are  concluded  by  their  conduct. 
Laber  v.  Cooper,  7  Wall.  669. 

3.  The  objection  not  having  been  made  in  the  court  be- 
low, according  to  the  settled  rule  and  practice  of  this  court, 
it  can  not  be  made  here.     Ibid. 

4.  The  plaintiffs  in  error  not  having  made  the  objection, 
this  court  ought  not  to  make  and  enforce  it  for  them.  They 
have  not  suffered,  and  do  not  complain.  The  interests  of 
justice  do  not  require  such  vicarious  and  voluntary  action 
on  the  part  of  this  court.  The  counsel  for  the  defendant 
in  error  has  had  no  notice  and  no  opportunity  to  be  heard.  I 
think,  therefore,  that  the  judgment  ought  not  to  be  re- 
versed. 

I  am  authorized  to  say  that  my  brothers  Grier  and  Miller 
concur  in  this  question. 

8  WaU.  480. 

Motes  t 

1.  Patents  are  primA  facie  evidence  of  inventorship.     See  Aga- 
wam  Co.  V.  Jordan,  7  Wall.  583.     (p.  24  ante.) 
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2.  Defendants'  patent  as  evidence  of  non-infringement. 

Corning  v.  Burden,  15  How.  271  [6  Am.  &  Eng.  69],  and 
see  Livingston  v.  Woodvirorth,  16  How.  546  [6  Am.  & 
Eng.  167]. 


a  Act  1790,  sec.  6 ;  Act  1793,  sec.  6  ;  Act  1836,  sec.  15;  Act 

1870,  sees.  61  and  62  ;  B.  S.  sees.  4920  and  4923. 

Failure  to  object  for  want  of  notice. 

Planing  Machine  Co.  v.  Keith,  101  IT.  S.  479.     And  see 
Boemer  v,  Simon,  95  XT.  S.  214. 


4.  Burden  of  proving  statutory  notice. 

Bailroad  Co.  v.  Stimpson,  14  Pet  448  [4  Am.  &  Eng. 324.] 


Patent  in  suitt 


No.  6951.     Blanchard,  T.   December  18, 1849.    Beissne  No. 
853,  November  15,  1859.     Wood  Bending  Machine. 


Otheb  Suits  on  Same  Patent  : 
Blanchard  v.  Putnam,  1867,  2  Bond  84     3  Fish.  186. 
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JAMES  D.  BENNETT  AND  SETH  TURNER,  APPEL- 
LANTS,  V.  FINLEY  F.  FOWLER.* 

S  Wall.  145  lia    Dec.  Term,  1868. 

[Bk.  19,  L.  ed.  431 ;  2  Whit.  231.] 

Argued  November  10,  1869.     Decided  November  29,  1869. 

Joinder  of  inventions  in  one  patent     Particular  divisional  reis- 
sued patents  sustained. 

1.  No  general  rule  can  be  given  by  which  to  determine  when  a 

given  invention  or  improvements  shall  be  embraced  in  one, 
two  or  more  patents.  Some  discretion  must  necessarily  be 
left  on  this  snbject  to  the  head  of  the  Patent  Office,   (p.  139.) 

2.  Where  original  letters  patent  No.  27,899,  F.  F.   Fowler,  April 

17,  1860,  Hay  Elevator,  was  reissued  in  two  divisions,  Nos. 
1,869  and  1,871,  February  14,  1865,  in  the  latter  of  which 
the  lifter  was  somewhat  differently  constructed,  so  as  to  adapt 
it  specially  to  the  stacking  of  hay,  the  divisional  reissues  were 
sustained,  (p.  140.) 
8.  Where  defendant  contends  that  he  does  not  infringe,  he  should 
introduce  proof  to  such  effect,     (p.  140.) 

m 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  bill  in  this  case  was  filed  in  the  court  below,  bv  the 
appellee,  to  enjoin  the  defendants  from  infringing  two  re- 
issued patents,  and  for  an  accounting.  The  court  found 
for  the  complainant,  and  referred  the  case  to  a  master,  fo 
take  evidence  as  to  the  profits.  A  final  decree  having  been 
entered  in  favor  of  the  complainant,  for  $1,500,  the  defend- 
ants took  an  appeal  to  this  court. 

A  further  statement  of  the  case  appears  in  the  opinion  of 
the  court. 

The  following  are  the  patents  referred  to  in  the  opinion : 

*  See  Explanation  of  Notes,  page  IIL 


FFForrk 


Benick, 


Jr^/,86P, 


FemredfebJA.  /865. 


^m. 
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P.  P.  POWLER,  OP  CRANE  TOWNSHIP,  OHIO. 
Improvement  in  Hay-Elevators. 

Specification  forming  part  of  Letters  Patent  No.  27,899,  dated 
April  17,  1860 ;  reissue  No.  1,841,  dated  September  9,  1862 ; 
Beissne  No.  1^869^  dated  February  14,  1865. 

Division  No.  1. 

To  all  whom  it  may  cmicern : 

Be  it  known  that  I,  P.  P.  Fowler,  of  Crane  township, 
county  of  Wyandotte,  State  of  Ohio,  have  invented  certain 
new  and  useful  improvements  in  elevating  hay  or  other  sim- 
ilar products  ;  and  I  do  hereby  declare  that  the  following 
is  a  full,  clear,  and  exact  description  of  that  part  of  my 
invention  relating  to  Division  No.  1,  reference  being  had 
to  the  accompanying  drawing,  making  a  part  of  this  speci- 
fication, in  which— 

Pig.  1  represents  a  perspective  view  of  the  machine  in  use. 

To  make  a  hay-elevator  so  simple  and  perfect  as  to  be- 
come a  regular  agricultural  imj^lement  requires  much  skill 
and  inventon.  In  the  first  place,  it  must  be  cheap  and 
simple,  and,  secondly,  it  must  be  portable,  easily  placed, 
and  staunch  to  endure  the  work,  without  the  use  guys  or 
stays  that  have  to  be  set,  arranged,  or  fastened;  and, 
thirdly,  the  base  of  the  elevator  must  not  be  so  broad  or 
long  as  to  interfere  with  its  being  brought  up  close  to  its 
work. 

The  object  of  my  invention  is  to  embrace  all  these  desir- 
able qualities  in  one  apparatus,  and  this  I  believe  I  have 
effectually  done. 

My  invention  consists,  first,  in  the  combination  of  the 
permanent  pyramidal  supporting-frame  and  the  revolving 
or  turning  cross-bar  and  its  braces  with  a  central  support- 
ing piece  for  steadying  and  allowing  said  cross-bar  and  its 
braces  to  turn  freely  upon  the  supporting  frame. 

It  further  consists  in  combining  with  said  cross-bar,  re- 
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volving  upon  an  under  supporting-frame,  the  so  arranging 
of  the  hoisting  tackle  that  the  weigh  t  to  be  raised  shall  be 
upon  one  end  of  the  cross-bar,  while  the  power  to  raise  it 
is  applied  to  the  opposite  end  of  this  bar,  so  that  a  small 
structure  maybe  used  that  can  be  conveniently  transported 
or  moved,  that  will  occuj^y  but  little  space,  and  that  will 
be  sufficiently  staunch  without  the  addition  of  guys  or 
braces  which  require  fastening  or  adjusting. 

It  further  consists  in  the  construction  of  elevators  for 
hay,  of  two  pyramidal  frames,  one  placed  upon  the  other, 
the  under  frame  being  upright,  and  the  upper  one  inverted, 
the  apices  of  both  so  united  that  the  upper  frame  may 
freely  turn  upon  while  it  is  supported  by  the  lower  frame. 

To  enable  others  skilled  in  the  art  to  make  and  use  mv 
invention,  I  will  describe  its  construction  and  operation. 

If  the  base  A  of  the  elevator  could  be  made  large  enough, 
the  structure  would  stand  without  liability  to  topple  over; 
or  if  guys  or  extra  braces  were  used  the  structure  could  be 
made  rigid  by  them,  but  a  large  base  prevents  the  machine 
from  being  rapidly  and  closely  moved  up  to  its  work,  and 
also  prevents  the  hay  from  being  brought  up  close  to  the 
machine,  so  that  that  feature  is  quite  objectionable.  To  use 
extra  guys  or  braces  from  the  top  of  the  structure  would 
not  only  interfere  with  the  free  turning  of  the  cross-bar, 
but  the  trouble  of  fastening  and  unfastening  them  every 
time  the  structure  had  to  be  moved  would  prevent  the  gen- 
eral use  of  the  machine.  To  get,  therefore,  a  small  base, 
and  obviate  the  use  of  guys  or  braces,  I  so  rig  the  hoisting- 
tackle  as  to  make  it  subserve  the  purpose  of  guys  or  braces, 
and  so  equalize  the  load  upon  the  structure  as  to  make  it 
abundantly  rigid  without  any  other  support  than  its  per- 
manent support  on  the  base,  A.  From  the  base  A,  rise 
braces  B,  which  point  to  a  common  center,  their  upper  ends 
being  fastened  into  or  secured  to  a  head-block.  C,  and  a  post, 
D,  centrally  placed  between  the  braces,  may  rise  up  to  or 
through  said  head-block,  which  post  may  be  additionally 
braced,  as  at  £  F.    These  pieces,  B,  C,  D,  E,  and  F,  to- 
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gether  form  a  pyramidal  frame  supported  by  and  resting 
upon  the  base  A. 

G  is  a  cross-bar  projecting  both  ways  from  the  central  sup- 
port or  post  D,  and  sufficiently  far  to  admit  the  hay  being 
easily  caught  upon  the  fork  and  raised  up  or  transferred 
to  the  stack.  From  this  cross  bar  braces,  H  H,  incline  in- 
ward to  and  are  secured  to  a  head-block,  I,  that  rests  upon 
the  head-block  C,  or  upon  a  shoulder  formed  upon  the  cen- 
tral support,  D,  or  partially  upon  both,  but  so  that  the 
cross-bar  and  its  braces  may  freely  turn  thereon  when  nec- 
essary to  do  so.  The  jiieces,  G  H  H,  and  I,  form  a  second 
pyramidal  frame,  but  inverted,  and  its  apex,  I,  rests  upon 
or  is  so  connected  with  the  apex  C  of  the  lower  pyramidal 
frame,  through  the  central  support,  D,  as  to  allow  the 
upper  frame  to  freely  turn  on  while  it  is  supported  and 
guided  by  the  lower  frame.  Sheaves  a  a,  are  placed  in  or 
on  the  ends  of  the  cross-bar  G,  over  which  the  rope  b  is 
reefed,  one  end  of  said  rope  i)assing  around  a  sheave,  c,  in 
a  block,  d^  that  is  hooked  to  the  base  A  at  any  convenient 
point,  and  to  this  end  of  the  rope  the  team  or  power  to 
raise  the  hay  and  turn  the  same  around  is  connected  or  at- 
tached. The  other  end  of  the  rope,  5,  is  connected  by 
chains  or  ropes,  e,  to  a  fork,/",  having  a  series  of  prongs  or 
teeth,  <7,  slightly  curved,  upon  which  the  hay  to  be  ele- 
vated is  supported.  To  the  handle,^,  of  the  fork  a  line,  «, 
is  attached,  which  the  attendant  holds  in  his  hands,  under 
suitable  restraint,  until  the  hay  is  to  be  dropped  from  the 
fork,  when  he  releases  or  lets  go  the  line  /,  and  the  fork 
will  then  draw  out  of  the  hay  or  other  thing  being  stacked 
or  housed. 

By  thus  suspending  the  weight  to  be  raised  at  one  end 
of  the  cross-bar,  and  applying  the  power  to  raise  that 
weight  at  the  opposite  end  of  this  cross-bar,  the  tendency 
of  either  to  topple  over  the  hoisting  apparatus  is  counter- 
acted by  the  other,  the  weight  and  the  power  being  about 
equal.  Any  tendency  of  the  cross-bar  G,  to  overbalance  is 
taken  by  the  brace  on  that  side  to  the  head-block  I,  or  to 
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the  central  supporting-post,  where  it  is  counteracted,  and 
thus  by  a  comparatively  small  base,  and  without  fastening 
the  apparatus  to  the  ground  by  guys,  braces,  or  anchors,  it 
is  sufficiently  rigid  and  linn  to  resist  any  overturning,  w^hile 
from  its  lightness  and  portability  it  is  with  ease  moved 
from  place  to  place  as  may  be  required.  The  strength  of 
the  under  frame  is  concentrated  in  its  head-block  or  apex, 
C.  The  tendency  of  the  cross-beam  G  to  overbalance  is 
sustained  by  its  head-block  or  apex,  I,  and  thus  both  the 
strength  and  the  strain  come  upon  eacli  other  at  a  central 
point,  where  it  is  easily  poised  or  disseminated. 

The  machine  may  be  mounted  on  wlieels  or  runners  for 
the  purpose  of  easily  moving  it  from  one  place  to  another, 
and  two  or  more  stacks  may  be  built  without  changing  its 
position,  as  the  cross  beam  can  be  swung  around  a  full 
circle  and  take  up  and  deliver  the  hay  at  any  point  within 
its  circuit  of  motion. 

Having  thus  fully  described  the  natnre  and  object  of  my 
invention,  what  I  claim  as  new,  and  desire  to  secure  by 
Letters  Patent,  is — 

1.  In  the  construction  of  elevators  for  hay,  the  combina- 
tion of  the  permanent  pyramidal  supporting-frame  and  the 
revolving  cross-bar  and  its  braces  with  a  central  supporting- 
piece  for  allowing  the  cross-bar  and  its  braces  to  turn  upon 
the  supporting-frame,  substantially  in  the  manner  and  for 
the  purposes  described. 

2.  In  the  construction  of  elevators  for  hay,  in  combina- 
tion with  the  cross-bar  revolving  upon  an  under  supporting- 
frame,  the  so  arranging  of  the  sheaves  and  hoisting-tackle 
that  the  weight  to  be  raised  shall  be  upon  one  end  of  the 
cross-bar  while  the  power  to  raise  that  weight  is  applied  to 
the  opposite  end  of  the  cross-bar,  for  the  purpose  of  enab- 
ling me  to  use  a  small  and  compact  stracture  that  may  be 
easily  transported  or  moved,  occupying  but  little  space, 
and  sufficiently  rigid  within  itself  without  the  use  of  addi- 
tional guys,  braces,  or  other  fastenings,  as  herein  de- 
scribed. 
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3.  In  the  construction  of  elevators  for  hay,  two  pyrami- 
dal frames,  one  placed  upon  the  other,  the  under  frame 
being  upright  and  the  upper  one  inverted,  and  the  head- 
blocks  or  apices  of  both  so  united  as  that  the  upper  frame 
may  freely  turn  upon  while  it  is  supported  by  the  lower 
frame,  substantially  as  described. 

P.  R  FOWLER. 
In  presence  of — 
W.  H.  KiPBY, 
A.  W.  Brinkerhoff. 


P.  P.  POWLER,  OP  CRANE  TOWNSHIP,  OHIO. 
Improvement  in  Hay-Elevators. 

Specification  forming  part  of  Letters  Patent  No.  27,899,  dated 
April  17,  1860 ;  Keissue  No.  1,341,  dated  September  9,  1862  ; 
Reissue  No.  1,870,  dated  February  14,  1865. 

Division  No.  2. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  P.  P.  Powler,  of  Crane  township, 
county  of  Wyandotte,  and  State  of  Ohio,  have  invented 
certain  new  and  useful  improvements  in  elevating  hay  and 
other  like  products ;  and  I  do  hereby  declare  that  the  fol- 
lowing is  a  full,  clear,  and  exact  description  of  that  part  of 
my  invention  which  relates  to  Division  No.  2,  reference 
being  had  to  the  accompanying  drawings,  making  a  part  of 
this  specification,  in  which — 

The  figure  represents  a  perspective  view  of  the  machine 
in  use. 

This  invention  relates  to  a  contrivance  which  is  especially 
adapted  for  use  on  fanns  for  the  purpose  of  facilitating 
the  stacking  of  hay  and  other  similar  products  by  admit- 
ting of  the  use  of  a  horse  to  perform  the  most  laborious 
part  ot  the  work. 
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By  my  invention  I  obtain  a  '^abor-saving  machine" 
which  can  be  readily  moved  about  from  one  place  to  another, 
and  which  will  enable  a  person  to  stack  hay  in  localities 
where  such  work  would  otherwise  be  exceedingly  incon- 
venient and  laborious. 

I  so  construct  a  machine  for  the  above-mentioned  pur- 
pose that  the  same  power  which  is  employed  to  elevate  a 
load  of  hay  will  also  convey  the  load  over  the  stack  in  a 
position  to  allow  the  attendant  to  deposit  it  thereon  ;  and 
while  this  is  the  case  I  also  provide  for  gathering  the  hay 
at  any  side  of  the  machine  and  depositing  it  upon  a  stack, 
or  erecting  a  stack  at  any  other  side  of  the  machine,  all  as 
will  be  hereinafter  described. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  1  will  proceed  to  describe  one  form  of  machine 
by  which  my  invention  may  be  carried  into  effect. 

In  the  accompany  drawings,  A  represents  a  platform  or 
base  which  should  be  made  of  sufficient  area  to  give  stead- 
iness and  solidity  to  sustain  the  superstructure  for  elevat- 
ing and  moving  the  load  of  hay  to  be  placed  upon  the 
stack.  In  the  center  of  this  base,  A,  is  erected  a  perpendi- 
cular post,  D,  which  is  stayed  or  braced  in  a  rigid  position 
by  the  inclined  staj^s,  B  B,  which  are  carried  up  to  a  point 
which  is  nearer  the  upper  end  of  said  post,  D. 

G  represents  a  horizontal  jib  or  beam,  which  is  pivoted 
in  any  suitable  manner  to  the  central  post,  D,  so  that  it 
will  turn  completely  round  this  post;  or  the  beam  or  jib, 
G,  may  be  secured  rigidly  to  a  central  post  which  is  suc- 
ceptible  of  rotating.  In  this  case  the  beam  G  may  be  sus- 
tained and  strengthened  by  braces  framed  into  it  and  to  the 
turning  post ;  but  if  the  beam  G  turns  around  a  fixed  post, 
as  I  have  represented,  braces  H  H,  and  collar  I  may  be  em- 
ployed. At  or  near  the  extreme  ends  of  the  beam  G,  «r« 
sheaves,  a  a,  over  which  pass  a  rope  or  chain,  5,  to  one  end 
of  which  is  attached  a  fork,  A,  having  a  guy  rope,  /,  at- 
tached to  its  handle,  as  represented  in  Fig.  1.  This  hay- 
fork is  constructed  with  tines,  g,  and  balanced  by  the  bail, 
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which  is  connected  at  its  ends  to  the  ends  of  the  fork-head. 
This  bail  is  the  fulcrum  of  8usi>ension  of  the  fork,  the  tineg 
being  one  arm  of  the  lever  and  the  handle  the  other.  Thus 
the  weight  of  the  hay  on  the  tines  can  be  counterbalanced 
by  the  power  applied  to  the  handle  by  the  attendant  who 
holds  the  guy-rope.  /,  during  the  operation  of  elevating  a 
load,  as  will  be  further  described.  The  opposite  the  end  of 
the  rope,  ft,  is  carried  down  and  passed  through  the  pulley- 
block,  d^  and  to  this  end  of  this  rope  a  horse  may  be  at- 
tached for  elevating  the  hay,  which  is  gathered  on  the  fork 
at  the  opposite  end  of  the  rope. 

The  operation  of  my  machine  is  as  follows :  The  stack  is 
built  at  one  side  of  the  pitcher,  and  the  pulley-block  or 
sheave  d,  on  the  base  A;  is  attached  at  or  near  the  center 
of  the  opposite  side  of  the  machine,  and  the  hay  to  be  ele- 
vated is  deposited  at  either  end  of  the  pitcher.  In  the 
operation  of  elevating  the  hay  the  man  who  handles  the 
fork  draws  upon  it  until  the  cross-top  beam  swings  around 
and  occupies  a  position  parallel  with  the  stack  or  rick  and 
at  right  angles  to  the  line  of  draft  or  at  any  required  angle. 
He  then  plunges  his  fork  into  che  hay,  speaks  to  the  horse 
to  move  on,  steps  back  from  the  hay,  and  holds  the  guy- 
rope  I  in  his  hand  and  keeps  it  suflBciently  tio;ht  to  keep 
the  load  oflf  the  side  of  the  stack  and  the  beam  or  jib  Gr 
in  the  same  position  occupied  by  it  when  the  draft  was  ap- 
plied. When  the  load  is  sufficiently  elevated  to  pass  freely 
over  the  stack,  the  person  holding  the  guy-rope  i\  slack- 
ens his  hold  on  it  and  allows  the  beam  G,  with  its  loaded 
fork,  to  swing  around  in  a  line  with  the  line  of  draft,  thus 
bringing  the  load  over  the  stack,  upon  which  it  is  now  drop- 
ped by  the  operator  releasing  the  rope  i. 

The  operator  can  hold  the  beam  G  until  the  load  of  hay 
is  elevated  perpendicularly  to  a  sufficient  height  to  pass 
over  the  stack,  or  he  can  let  the  load  of  hay  move  toward 
the  stack  as  it  is  being  elevated.  In  either  case  the  horse 
or  power  applied  to  elevate  the  load  also  moves  it  from  the 
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point  where  the  fork  receives  it  to  the  point  where  it  is  dis- 
charged. 

It  will  be  seen  that  during  the  operation  of  elevating  a 
load  of  hay,  which  has  been  gathered  on  the  tines  of  the 
fork  the  operator  gradually  resists  the  tendency  of  the 
beam  G  to  assume  a  position  in  a  line  with  the  draft.  In 
other  words  he  pulls  against  the  horse  in  so  far  as  to  enable 
him  to  control  the  movement  of  said  beam,  but  not  to  pre- 
vent the  load  from  being  elevated.  The  operator  can  con- 
trol the  movements  of  the  beam  G,  so  long  as  he  retains 
his  hold  on  the  gay  rope,  /,  and  when  a  load  has  been  de- 
posited upon  a  stack  he  moves  the  beam  G  back  again,  and 
at  the  same  time  takes  up  the  slack  rope  as  the  horse  backs, 
so  as  to  get  hold  of  the  fork  to  reload  it. 

In  carrying  out  my  invention  the  crane  or  contrivances 
for  elevating  the  load  upon  a  stack  may  be  mounted  upon 
wheels  or  rollers  to  facilitate  its  portability,  but  for  light 
structures  the  wheels  may  be  dispensed  with. 

I  have  described  the  ordinary  form  of  hand-fork  in  order 
to  show  that  such  a  fork  may  be  conveniently  used  in  con- 
junction with  the  supporting  and  elevating  contrivances, 
but  I  do  not  desire  to  confine  my  invention  to  such  a  fork, 
as  others  of  a  different  construction  may  be  used  if  desired. 

By  my  invention  it  will  be  seen  that  the  attendant  can 
build  up  a  stack  of  hay  or  other  like  product  without  much 
expenditure  of  labor  on  his  part,  the  horse  being  compelled 
to  do  the  greater  part  of  the  work.  The  beam  which  sus- 
tains the  load  while  it  is  being  elevated  also  serves  as  a 
lever  to  enable  the  horse  or  power  applied  to  elevate  this 
load  to  move  the  load  to  the  position  for  dropping  it  with- 
out the  horse  stopping  or  changing  the  line  of  draft. 

The  tendency  of  the  beam  G  during  the  operation  of 
elevating  a  load  is  to  assume  a  position  in  a  line  with  the 
line  of  draft,  from  which  it  was  moved  at  the  commence- 
ment of  the  operation  to  load  the  fork. 

Having  thus  described  my  invention,  what  I  claim  as 
new,  and  desire  to  secure  by  Letters  Patent,  is — 
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1.  So  constructing  a  machine  for  elevating  hay  or  other 
like  products  that  the  same  power  employed  in  elevating 
said  product  will  also  revolve  the  top  of  the  machine  while 
the  load  is  being  elevated  or  when  high  enongh  to  pass  over 
the  top  of  the  stack,  and  so  that  it  may  be  raised  from 
either  or  any  side  of  the  machine  and  deposited  on  the 
stack  at  any  other  side  and  wherever  desired,  substan- 
tially as  described. 

2.  An  elevator  or  crane  when  constructed  as  herein  de- 
scribed, in  combination  with  a  device  for  grasping  hay  or 
other  like  product  and  depositing  it  upon  a  stack  substan- 
tially as  described. 

F.  F.  FOWLER. 
In  presence  of — 

W.  H.  KiRBY, 

A.  W.  Beinkerhoff. 

Mr.  Lewis  L.  Cohurn^  for  appellants' 
The  said  letters  patent  are  not  valid,  for  the  following 
reasons : 

1.  That  said  reissued  letters  patent  are  vague  and  indefi- 
nite ;  contain  descriptions  of  differently  constructed  ma- 
chines, and  different  results  from  any  described  in  the 
original  letters  patent,  and  were  clearly  reissued  for  the 
purpose  of  inserting  therein  expanded  and  equivocal  claims. 

Burr  ©.  Duryee,  1  Wall.  531  [7  Am.  &  Eng.  224]. 

2.  Although  the  patentee  calls  his  invention  and  improve- 
ment in  elevating  hay  and  other  like  products,  he  does  not 
particularly  specify  and  point  out  the  parts,  improvements 
or  combinations  which  he  claims  as  his  own,  so  as  to  enable 
the  public  to  know  definitely  what  his  claim  is. 

Curt.  Pat.,  sees.  227,  229-233,  239 ;  Evans  v.  Eaton,  7 
Wheat.  356  [4  Am.  &  Eng.  105];  Lowell  v.  Lewis,  \ 
Mas.  182;  Kneass  ??.  Schuylkill  Bk.,  4  Wash.  9;  Barrett 
tJ.  Hall,  1  Mason,  447 ;  Dixon  v.  Moyer,  4  Wash.  68 ;  Hill 
D.  Thompson,  8  Taunt.  375. 

3.  He  claims  so  constructing  a  machine  for  elevating  hay 
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or  other  like  products,  that  it  will  produce  certain  results, 
which  said  results  the  machine  will  not  produce. 

Curt.  Pat.,  sees.  234-242 ;  Turner  v.  winter,  Web.  Pat. 
Cas.  80  [1  Am.  &  Eng.  43]  ;  Case  v.  Brown,  2  Wall.  320  [  7 
Am.  &  Eng.  360]. 

Messrs,  Ooodwin^  Larned^  and  Towle^for  appellee-. 

The  defendants'  machine  is  a  clear  infringement  of  the 
plaintiff's  patents  in  every  particular,  and  the  making  and 
sale  of  such  machines  undisputed.  A  comparison  of  the 
models,  and  an  examination  of  the  specifications  and  draw- 
ings of  Fowler's  patent,  leaves  no  room  for  doubt  on  this 
point. 

Nor  can  the  defendants  justify  under  any  alleged  patent 
granted  to  Seth  Turner,  as  set  up  in  the  answer.  No  proof 
was  offered  of  any  such  patent ;  and  for  the  purposes  of 
this  case,  none  can  exist. 

But  if  such  a  patent  was  in  the  case  it  would  not  aid  the 
defendants  ;  for  the  addition  of  a  spiral  spring  or  lever  at 
the  bottom  of  the  shaft  to  control  the  rotation,  as  an  im- 
provement upon  Fowler,  would  give  the  patentee  no  right 
to  use  the  invention  of  Fowler. 

Curt.  Pat.,  3d  ed.,  sec.  24;  Crane  t.  Price,  Web.  Pat. 
Cas.  377  [3  Am.  &  Eng.  437]  ;  Foss  x.  Herbert,  2  Fish.  Pat. 
Cas.  31  ;  Tilghman  v,  Werk,  2  Fish.  242. 

2.  It  is  well  settled,  that  either  the  specification  or  the 
claim  of  the  patentee  may  be  amended,  no  matter  how 
often,  when  it  is  discovered  to  be  necessary  to  describe  the 
invention  more  precisely,  or  to  make  the  claim  cover  the 
whole  invention. 

O'Reilly  t?.  Morse,  15  How.  112  [6  Am.  &  Eng.  483.;; 
Battin  v.  Taggert,  17  How.  83  [6  Am.  &  Eng.  242]. 

The  legal  presumption  is,  in  all  cases,  that  the  reissue  is 
for  the  same  invention  as  the  original  patent. 

Hussey  v.  McCormick,  1  Fish.  609  ;  McLean,  J. ;  O'Reilly 
V.  Morse  {supra) ;  Stimpson  v.  R.  R.  Co.,  4  How.  380  [4 
Am.  &  Eng.  398]. 

In  J}his  case  there  is  nothing  to  rebut  the  l^gal  presump- 
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tion,  and  it  affinnatively  appears  fully  and  completely  in 
the  patents  themselves. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  a  decree  of  the  Circuit  Court  of 
the  United  States  for  the  Northern  District  of  Illinois. 

The  bill  was  filed  by  Fowler  to  enjoin  the  defendants 
from  infringing  two  reissued  patents  for  improvements  in 
hay-elevators,  issued  14th  February,  1866.  The  defend- 
ants put  in  an  answer  setting  up  various  defenses  to  the 
bill ;  but  as  no  proofs  were  taken  in  support  of  it,  we  need 
not  refer  more  particularly  to  it.  The  complainant  filed  a 
replication  to  the  answer. 

When  the  cause  was  brought  on  for  hearing,  no  counsel 
appeared  for  the  defendants.  After  proof  of  infringement, 
a  decree  was  rendered  for  the  complainant,  affirming  the 
validity  of  the  patents  and  the  infringement,  and  referring 
the  cause  to  a  master  to  take  proofs  of  the  gains  and  profits 
of  the  defendants  for  the  use  of  the  machine. 

A  good  deal  of  testimony  was  taken  before  the  master 
on  the  subject  of  the  gains  and  profits,  counsel  on  both 
sides  appearing  before  him.  The  master  reported  in  favor 
of  the  complainant,  $1,860.  The  counsel  took  one  excep- 
tion to  the  report,  namely  :  that  part  of  the  allowance  for 
profits  against  the  defendants  was  for  infringements  of  third 
persons.  The  court  modified  the  report  in  this  respect,  and 
reduced  the  amount  to  $1,500. 

{a)  An  objection  has  been  taken  by  counsel  for  the  defend- 
ants that  the  court  erred  in  aflirming  the  validity  of  the 
two  patents,  Nos.  1,869,  1,870. 

It  may  be,  that  if  the  improvements  set  forth  in  both 
specifications  had  been  incorporated  into  one  patent,  the 
patentee  taking  care  to  protect  himself  as  to  all  his  im- 
provements by  proper  and  several  claims,  it  would  have 
been  sufi&cient.     It  is  diflScult,  perhaps  impossible,  to  lay 

8  Wall.  447-448. 

(a)  Wallace  begins  Opinion  here. 


140  BENNETT  v.  FOWLER.  [Sup.  Ct. 

Notes  and  Citations. 

down  any  general  rule  by  which  to  determine  when  a  given 
invention  or  improvements  shall  be  embraced  in  one,  two, 
or  more  patents.  Some  discretion  must  necessarily  be  left 
on  this  subject  to  the  head  of  the  Patent  Office.  It  is  often 
a  nice  and  perplexing  question.  It  is  true,  in  the  present 
case  both  patents  relate  to  the  lifting  and  depositing  a  load 
of  hay  in  a  mow  of  a  barn,  or  in  a  rick  or  shed.  But,  in  No. 
1,870  the  lifter  is  somewhat  differently  constructed,  so  as  to 
adapt  it  specially  to  the  stacking  of  hay,  which,  doubtless, 
led  the  office  to  divide  the  improvements  and  issue  sepa- 
rate patents.  The  improvements  were  embraced  in  one,  the 
original  patent. 

The  counsel  also  objects  that  the  machines  of  the  defend- 
ants do  not  infringe  the  complainants'  patents,  but  if  he 
had  intended  to  contest  this  point,  he  should  have  intro- 
duced proof  to  this  effect.  Proof  of  the  infringements 
given,  that  the  machines  made  and  used  by  the  defendants 
were  substantially  like  the  complainants',  was  sufficient, 
if  not  rebutted.  Models  were  also  produced  on  the  argu- 
ment before  the  court,  which  confirm  this  proof. 

Decree  below  affirmed. 

8  Wall.  448. 
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Prior  knowledge  and  use.     Statutory  notice, 

1.  A  party  giving  notice  of  prior  knowledge  and  use,  under  act 

1886,  sec.  15,  is  not  bound  to  be  so  specific  as  to  the  places 
where  the  use  is  shown,  as  to  relieve  the  other  from  all  in- 
quiry or  effort  to  investigate  the  facts.  If  he  fairly  puts  his 
adversary  in  the  way  that  he  may  ascertain  all  that  is  neces- 
sary to  his  defense  or  answer,  it  is  all  that  can  be  required, 
(p.  147.) 

2.  Where  in  a  suit  for  infringement  of  reissued  letters  patent,  No. 

786,  J.  Fairclough,  August  2,  1859,  (original  No.  22,356,  De- 
cember 21, 1858),  Balancing  Millstones,  defendant  gave  notice 
in  addition  to  the  particular  town  and  city  where  they  were 
used,  the  names  and  residences  of  witnesses  by  whom  the  use 
was  to  be  proved,  but  did  not  specify  the  mill  in  which  such 
prior  use  had  been  made,  held  that  in  respect  to  such  large 
objects  as  millstones,  there  was  sufficient  precision  and  cer- 
tainty in  the  notice,     (p.  147. ) 

[Citations  in  opinion  of  the  court :] 

Teese  v.  Huntingdon,  23  How.  2  [7  Am.  &  Eng.  72].    p.  147. 
Phillips  V.  Page,  24  How.  164  [7  Am.  &  Eng.  97].    p.  147. 

On  certificate  of  division  of  opinion  between  the  Judges 
of  the  Circuit  Court  of  the  United  States  for  the  District  of 
Wisconsiu. 

A  history  of  the  case  and  a  statement  of  the  facts  appear 
in  the  opinion  of  the  court. 

Messrs.  J.  P.  Walker  and  H.  L.  Palmer^  for  plaintiff: 
It  is  insisted  and  urged  here,  as  it  vras  in  the  court  be- 

*See  Explanation  of  Notes,  page  III. 
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low,  that  the  notice  of  defendant  is  too  vague,  indefinite 
and  uncertain,  to  entitle  him  to  give  evidence  of  the  al- 
leged prior  use  of  the  invention,  while  it  names  or  desig- 
nates cities  merely,  and  not  the  mills  where  the  supposed 
prior  use  was  made. 

In  the  act  of  February  21,  1793,  there  is  no  requirement 

that  the  notice  shall  specify  any  place  whatever  where  the 

^  invention  had    previously  been  used.     Notwithstanding 

this,  however,  the  profession  seems  to  have  deemed  it 
proper  and  fair,  if  not  necessary,  in  practice  or  pleading, 
to  name  the  particular  mills  where  mill  machinery  was  in 
controversy.  This  was  done  in  1816,  in  Evans  2?.  Kremer, 
Pet.  (C.  C.)  216,  and  in  1818,  in  Evans  t.  Eaton,  3  Wheat. 
454  [4  Am.  &  Eng.  16]. 

The  circuit  court  in  the  first,  and  the  Supreme  Court  in 
the  second  of  these  cases,  held  the  specification  of  place, 
that  is  the  mills,  to  be  unnecessary,  on  the  ground  alleged 
by  the  courts  that  the  act  of  '93  did  not  require  it. 

These  rulings,  with  the  consequences,  pointed  out  what 
was  afterwards  deemed  by  Congress  a  defect  in  the  law. 
By  the  year  1836,  experience  and  practice  had  shown  that, 
without  a  specification  of  the  place  of  alleged  prior  use, 
patentees  were  continually  surprised  by  testimony  vamped 
at  the  trial  which  it  was  impossible  to  anticipate  or  pre- 
pare to  meet. 

Therefore,  in  that  year.  Congress  amended  the  law  in 
this  respect  by  providing,  in  the  16th  section  of  the  act 
(July  4th)  as  follows : 

'*And  whenever  the  defendant  relies  in  his  defense  on 
the  fact  of  w  previous  invention,  knowledge  or  use  of  the 
thing  patented,  he  shall  state,  in  his  notice  of  special  mat- 
ter,, the  names  and  places  of  residence  of  those  whom  he 
intends  to  prove  to  have  possessed  a  prior  knowledge  of 
the  thing,  and  where  the  same  had  been  used." 

Mr.  Curtis  says:  *'This  provision  was  added  in  conse- 
quence of  the  construction  given  to  the  former  act  (in 
Evans  v.  Eaton,  3  Wheat.  454)  [4  Am.  &  Eng.  16],  to  the 
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effect  that  notice  of  the  places  was  not  necessary  to  be 
given." 

Curt.  Pat.,  sec.  272  ;  R.  R.  Co.  v,  Stimpson,  14  Pet.  448 
[4  Am.  &  Eng.  324]. 

In  that  case,  after  quoting  the  provisions  of  the  act  of 
1836,  the  court  says  : 

"The  object  of  this  most  salutary  provision  is  to  prevent 
patentees  being  surprised  at  the  trial  of  the  cause  by  evi- 
dence of  a  nature  which  they  could  not  be  presumed  to 
know  or  be  prepared  to  meet ;  and  thereby  subject  them 
either  to  most  expensive  delays,  or  to  a  loss  of  their 
cause." 

But  it  is  claimed  for  defendant  in  this  case,  that  the 
notice  does  specify  place ;  that  Utica,  Rochester,  Buffalo, 
Albany,  New  York  City  or  Brooklyn,  is  a  place.  So  is 
England,  India,  France,  Spain  or  Wisconsin,  a  place.  To 
refer  the  plaintiff  to  New  York  City,  with  her  population 
of  1,300,000,  and  her  mills  numbered  916,  as  the  place 
where  prior  use  was  made  of  his  invention,  is  sheer  mock- 
ery. Reference  to  the  whole  State  of  Wisconsin,  Iowa, 
Minnesota  or  Kansas,  had  been  to  a  less  number  of  people 
or  mills,  and  to  a  place  where  search  could  have  been  made 
with  far  less  danger.  Under  this  notice,  after  plaintiff  had 
traveled  from  Wisconsin  to  New  York  City  ;  had  gone  the 
round  of  915  of  her  mills  and  retuined,  after  incurring 
onerous  expenses,  and  finding  nothing  like  his  invention — 
all  this  within  thirty  days  ;  he  might  still  be  defeated  on 
the  trial  by  having  the  fact  sprung  upon  him  in  evidence 
that  it  was  the  very  916th  mill  in  which  his  cherished  in- 
vention was  used.  Then  why  not  have  told  him  so  in  the 
first  notice  1  He  could  then  have  gone  to  that  mill  at  once. 
If  he  had  found  the  notice  true,  he  could  have  abandoned 
an  unjust  suit;  if  false,  could  have  prepared  to  repel  a 
pirate's  unjust  defense.  Yet  New  York  is  but  one  of  six 
large  cities  named  in  the  notice,  to  be  searched  by  the 
plaintiff  within  thirty  days,  and  a  thousand  miles  away. 

The  act  requires  the  defendant  to  state  in  his  notice 


146  WISE  V.  ALLIS.  [Sup.  Ct. 

Opinion  of  the  court 

where  the  alleged  invention  had  been  used ;  meaning,  by 
the  term  "where,"  the  mill  or  mills  where  or  in  which  it 
was  *'u8ed." 

Mr.  Matt.  H.  Carpenter^  for  drfendard. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court. 

This  is  an  action  for  infringement  of  a  patent  for  an  im- 
provement in  balancing  millstones.  The  defendant  pleaded 
the  general  issue,  and  also  gave  notice  that  the  invention 
claimed  was  well  known  and  in  general  use  before  the  pat- 
entee claims  to  have  invented  it,  and  he  specified  Utica,  Ro- 
chester, Buifalo,  Albany,  New  York  City  and  Brooklyn,  in 
the  State  of  New  York,  as  the  places  where  it  had  been  so 
used,  and  gave  the  names  of  fWitnesses  in  each  of  those 
places  by  whom  he  expected  to  prove  that  fact. 

On  the  trial  the  jndges  of  the  circuit  court  differed  in 
opinion  as  to  whether  the  notice  was  sufficiently  specific  in 
its  reference  to  the  places  where  the  prior  use  was  had, 
and  have  certified  that  difference  to  us  in  the  shape  of  two 
questions,  which  are  really  but  one,  and  that  is,  whether 
the  evidence  of  use,  taken  under  that  notice,  was  admissi- 
ble. 

(a)  The  degree  of  particularity  or  certainty  necessary  in 
pleas  and  notices  is  an  ever-recurring  question  in  judicial 
procee'dings,  and  can  never  be  eflPectually  disposed  of  so 
long  as  new  and  varying  circumstances  may  present  the 
question  in  new  aspects. 

The  object  of  the  rule  is,  undoubtedly,  to  enable  the 
other  party  to  make  such  answer  or  response  to  the  matter 
set  up  in  the  plea  or  notice,  either  by  way  of  pleading  or 
of  evidence,  or  such  cross-examination  of  the  witness  of 
the  party  setting  up  the  plea  or  notice  as  the  facts  of  his 
case  may  enable  him  to  do.  In  other  words,  to  apprise 
him  fairly  of  what  he  may  expect  to  meet  under  the  plea 

9  Wall.  789. 

(a)  Wallace  begins  Opinion  here. 
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or  notice.     Teese  v.  Huntingdon,  23  How.  10  [7  Am.  & 
Eng.72]. 

In  the  case  before  us,  in  addition  to  the  common  law 
rules  on  this  subject.  Congress  has,  for  the  protection  of 
patentees,  (6)  enacted  that  whenever  the  defendant  shall 
rely  on  the  want  of  novelty  in  the  invention,  lie  shall  give 
special  notice  at  least  thirty  days  before  the  trial,  in  which 
he  shall  state  the  names  and  places  of  residence  of  those 
by  whom  he  intends  to  prove  a  previous  use  or  knowledge 
of  the  thing  and  where  the  same  had  been  used.  With 
the  requirements  of  this  statute  the  defendant  has  com- 
plied so  far  as  the  name  and  residence  of  the  witnesses  are 
concerned;  but  it  is  denied  that  he  has  been  sufficiently 
specific  as  to  the  places  where  the  use  was  to  be  shown.  It 
is  said  that  it  is  not  sufficient  to  name  the  city,  but  that 
the  particular  mill  in  which  the  invention  had  been  used 
must  be  pointed  out.  But  we  cannot  take  judicial  notice 
how  many  or  how  few  mills  using  stones  may  be  in  any 
particular  locality.  In  some  town  there  may  be  but  one. 
Nor  do  we  think  that  the  party  giving  notice  is  bound  to 
be  so  specific  as  to  relieve  the  other  from  all  inquirj^  or 
effort  to  investigate  the  facts.  If  he  fairly  puts  his  adver- 
sary in  the  way  that  he  may  ascertain  all  that  is  necessary 
to  his  defense  or  answer,  it  is  all  that  can  be  required,  and 
he  is  not  bound  by  his  notice  to  impose  an  unnecessary 
and  embarrassing  restriction  on  his  own  right  of  produc- 
ing proof  of  what  he  asserts.  We  are  all,  therefore,  of 
opinion  that  when,  in  addition  to  the  particular  town  or 
city  in  which  such  large  objects  as  millstones  are  used,  the 
name  and  residence  of  the  witness  by  whom  that  use  is  to 
be  proved  is  also  given,  there  is  sufficient  precision  and 
certainty  irf  the  notice.  Phillips  v.  Page,  24  How.  164  [7 
Am.  &  Eng.  97]. 

9  Wall.  739-740. 

(&)  Wallace  inserts  '*  made  an  enactment  on  the  subject "  and  omits 
the  rest  of  the  sentence. 
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The  questions  propounded  are  accordingly  answered: 
the  first  in  the  aflBrmative,  and  the  second  in  the  negative. 
WhicJi  is  ordered  to  be  certified  to  the  Circuit  Court. 

9  Wall.  740. 

Notes 

1.  Notice:    Act  1700,  sec.  6;  Act  1793^  see.  6;  Act  1836^  sec. 
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THE  PROVIDENCE  RUBBER  COMPANY,  APPEL- 
LANT,  V.  CHARLES  GOODYEAR,  Executor  of 
Charles  Goodyear,  Deceased,  THE  UNION  INDIA 
RUBBER  COMPANY  and  THE  PHOENIX  RUBBER 
COMPANY.* 

O  WalL  788-804.    Dec.  Term,  1869. 

[Bk.  19,  L.  ed.  666;  2  Whit.  237.] 

AffirmiDg  Goodyear  v.  Providence  Rubber  Co.,  2  Cliff.  351. 

Argued  December  14-18,  1869.     Decided  February  7,  1870. 

Encecutor,  Right  of  action.  Reissue  to  executor,  Constniction  of 
patents.  Particular  process  and  product  patents  construed. 
Patentability,  Patent  cannot  be  collaterally  attacked  far 
fraud.  Particular  license  construed.  Marking  patented  ar- 
ticles.    Accounting  for  profits.     Alloivances.     Profits. 

1.  Neither  the  Federal  nor  the  State  tribunals  either  at  law  or  in 

equity  can  recognize  the  authority  of  an  executor  any  more 
than  that  of  an  administrator,  and  neither  will  aid  him  to 
obtain  possession  and  control  of  the  estate,  until  he  has  qual- 
ified in  the  manner  as  prescribed  by  the  statutory  provisions 
of  the  State,     (p.  170). 

2.  Where  of  several  executors  appointed  by  a  will,  one  only  who 

had  qualified  as  such,  brought  suit  on  the  patent,  held  that 
by  the  settled  rules  of  common  law  he  was  entitled  to  main- 
tain it.  (p.  171.) 
8.  Where  pursuant  to  Act  1836,  sec.  13,  a  reissue  is  granted  an  ex- 
ecutor as  such,  he  can  sustain  a  suit  on  the  patent  in  all  re- 
spects as  if  he  had  been  designated  in  it  as  trustee  instead  of 
executor,     (p.  171.) 

4.  Objections  to  the  authority  of  an  executor  to  sue  on  letters 

patent  in  his  representative  character,  should  be  taken  by  a 
plea  in  abatement     (p.  171.) 

5.  Where  no  issue  such  as  the  defense  now  set  up  was  tendered  to 

complainants,  and  they  had  no  notice  that  such  a  defense  was 

*See  Explanation  of  Notes,  page  III. 
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intended  to  be  relied  upon,  held  that  the  proofs  without  the 
requisite  allegations  were  unavailing,  and  the  defense  could 
not  be  entertained,     (p.  172.) 

6.  Held  that  Charles  Goodyear  was  the  first  and  original  inventor 

of  the  process  described  in  reissue  letters  patent  granted  his 
executor  No.  1,084  product  and  1,085,  November  20,  1860, 
India -Rubber  Process,  original  patent  No.  3,633,  June  15, 
1844.     (p.  172.) 

7.  A  patent  should  be  construed  in  a  liberal  spirit,  to  sustain  the 

just  claims  of  the  inventor,     (p.  175.) 

8.  Where  on  surrender  of  reissued    letters    patent  No.    156,  C. 

Goodyear,  December  25,  1849,  processes  for  the  manufacture 
of  India-rubber,  claiming  (1)  **  the  curing  of  caoutchouc  or 
india-rubber  by  subjecting  it  to  the  action  of  a  high  degree 
of  artificial  heat,"  aod  (2)  '*  The  preparing  and  curing  the 
compound  of  india  rubber,  sulphur  and  a  carbonate  of  other 
salt  or  oxide  of  lead  by  subjecting  the  same  to  the  action  of 
artificial  heat,"  a  reissue  of  the  same  for  the  product  was 
granted.  No.  1,084,  November  20,  1860  claiming  ''  the  new 
manufacture  of  vulcanized  India  rubber  (whether  with  or  with- 
out other  ingredients),  chemically  altered  by  the  application 
of  heat"  it  was  sustained  as  wit  bin  the  right  of  patentee  or 
his  representatives  to  enlarge  or  restrict  the  claim,  so  as  to 
give  it  validity  and  secure  the  invention,     (p.  175.) 

9.  The  patentability  of  process  and  product  considered,  and  held  that 

the  product  claimed  in  the  reissued  letters  patent  No.  1,084, 
G.  Goodyear,  November  20,  1860,  was  patentable  independ- 
ently of  the  process,     (p.  175.) 

10.  Where  in  suit  for  infringement,  the  question  of  fraud  in  pro- 

curing the  extension  of  the  patent  was  raised,  held  that  let- 
ters patent  cannot  be  abrogated  for  fraud  in  any  collateral 
proceeding  except  in  cases  of  interferences  (Act  1836,  sec. 
16).     (p.  176.) 

11.  A  license  granted  C.  Goodyear,  "  his  executors,  administrators 

and  assigns  to ''  use  a  patented  invention  "  at  his  own  establish- 
ment, but  not  to  be  disposed  of  to  others  for  that  purpose 
without  the  consent  of  the  said  G.  Goodyear,"  construed  not  to 
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authorize  its  nse  in  an  establishment  owned  by  Goodyear  to- 
gether with  others,     (p.  178.) 

12.  In  taking  the  account  of  damages  the  master  is  not  limited  to 

the  date  of  the  decree.  In  such  cases  it  is  proper  to  extend 
the  account  down  to  the  time  of  hearing  before  him,  un- 
less the  infringement  ceased  prior  to  that  time.  (p.  180.) 

13.  Where  on  an  accounting  before  a  master  it  was  objected  that 

the  word  "  patented  "  with  date  was  not  affixed  to  the  article 
as  required  by  Act  1861,  sec.  2,  no  such  issue  having  been 
made  by  the  pleadings,  held  that  it  was  too  late  to  raise  it  be- 
fore the  master,  and  it  must  be  deemed  waived,  (p.  181.) 
14  The  decree  of  the  Circuit  Court  *'  for  all  the  profits  made  in 
violation  of  the  rights  of  the  complainants,  under  the  patent 
aforesaid,  by  respondents,  by  the  manufacture,  use,  or  sale  of 
any  of  the  articles  named  in  said  bill,"  is  correct,     (p.  182.) 

15.  Master's  refusal  on  accounting  for  profits,  to  allow  the  deduc- 

tion of  extraordinary  salaries,  being  satisfied  they  were  divi- 
dends of  profits  under  another  name,  sustained.  Also  his  refu- 
sal to  allow  the  value,  at  the  time  they  were  used,  of  articles 
bought  for  the  purposes  of  infringement     (p.  183.) 

16.  Master's  refusal  on  an  accounting  for  profits,  to  allow  the  de- 

duction of  manufacturers'  profits  and  interest  on  capital  stock 
approved,     (p.  184.) 

17.  Profits  are  the  gain  made  upon  any  business  or  investment,  when 

both  the  receipts  and  payments  are  taken  into  the  account 
Rule  stated  for  estimating  cost  in  order  to  find  the  difference 
between  cost  and  yield,  in  an  accounting  for  profits  for  in- 
fringement    (p.  184) 

[Citations  in  opinion  of  the  court :] 
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Livingston  ».  Woodworth.  16  How.  646  [6  Am.  &  Eng.  167].    p.  182. 

Dean  v.  Mason,  20  How.  198  [6  Am.  &  Eng.  861].    p.  182. 

Lupton  V.  White,  16  Vesey,  432.    p.  184. 

Copeland  r.  Crane,  9  Pick.  73.    p.  184. 

Dexter  v.  Arnold,  2  Sumn.  108.    p.  184. 

Miller  r.  Whittier,  86  Maine,  677.    p.  184. 

People  V.  Super.  Niag.,  4-  Hill  20.    p.  184. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Rhode  Island. 

The  history  and  facts  of  the  case  fully  appear  in  the  opin- 
ion of  the  court. 

The  letters  patent  referred  to  in  the  opinion  of  the  Court 
are  the  following : 


CHARLES  GK)ODYEAR,  OF  NEW  YORK,  N.  Y. 
Improvement  in  India-Rubber  Fabrics. 

Specification  forming  part  of  Letters  Patent  No.   3^633^  dated 

June  15,  1844 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Charles  Goodyear,  of  the  city  of  New 
York,  in  the  State  of  New  York,  have  invented  certain  new 
and  useful  Improvements  in  the  Manner  of  Preparing  Fab- 
rics of  Caoutchouc  or  India-Rubber ;  and  I  do  hereby  de- 
clare that  the  following  is  a  full  and  exact  description 
thereof. 

My  principal  improvement  consists  in  the  combining  of 
sulphur  and  white  lead  with  the  india-rubber,  and  in  the 
submitting  of  the  compound  thus  formed  to  the  action  of 
heat  at  a  regulated  temperature,  by  which  combination  and 
exposure  to  heat  it  will  be  so  far  altered  in  its  qualities  as 
not  to  become  softened  by  the  action  of  the  solar  ray  or  of 
artificial  heat  at  a  temperature  below  that  to  which  it  was 
submitted  in  its  preparation — say  to  a  heat  of  270°  of  Fah- 
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renheit's  scale — nor  will  it  be  injuriously  affected  by  expo- 
sure to  cold.  It  will  also  resist  the  action  of  the  expressed 
oils,  and  that  likewise  of  spirits  of  turpentine,  or  of  the 
other  essential  oils  at  common  temperatures,  which  oils  are 
its  usual  solvents. 

The  articles  which  I  combine  with  the  india-rubber  in 
forming  my  improved  fabric  are  sulphur  and  white  lead, 
which  materials  may  be  employed  in  varying  proportions  ; 
but  that  which  I  have  found  to  answer  best,  and  to  which 
it  is  desirable  to  approximate  in  forming  the  compound,  is 
the  following:  I  take  twenty-five  parts  of  india-rubber, 
five  parts  of  sulphur,  and  seven  parts  of  white  lead.  Tlie 
india-rubber  I  usually  dissolve  in  spirits  of  turpentine  or 
other  essential  oil,  and  the  white  lead  and  sulphur  also  I 
grind  in  spirits  of  turpentine  in  the  ordinary  way  of  grind- 
ing paint.  These  three  articles  thus  prepared  may,  when 
it  is  intended  to  form  a  sheet  by  itself,  be  evenly  spread 
upon  any  smooth  surface  or  upon  glazed  cloth,  from  which 
it  may  be  readily  separated  ;  but  I  prefer  to  use  for  this 
purpose  the  cloth  made  according  to  the  present  specifica- 
tion, as  the  compound  spread  upon  this  article  separates 
therefrom  more  cleanly  than  from  any  other. 

Instead  of  dissolving  the  india-rubber  in  the  manner 
above  set  forth,  the  sulphur  and  white  lead,  prepared  by 
grinding  as  above  directed,  may  be  incorporated  with  the 
substance  of  the  india-rubber  by  the  aid  of  heated  cylin- 
ders or  calender-rollers,  by  which  it  may  be  brought  into 
sheets  of  any  required  thickness ;  or  it  may  be  applied  so 
as  to  adhere  to  the  surface  of  cloth  or  of  leather  of  various 
kinds.  This  mode  of  producing  and  of  applying  the  sheet 
caoutchouc  by  means  of  rollers  is  well  known  to  manufact- 
urers. To  destroy  the  odor  of  the  sulphur  in  fabrics  thus 
prepared,  I  wash  the  surface  with  a  solution  of  potash,  or 
with  vinegar,  or  with  a  small  portion  of  essential  oil  or 
other  solvent  of  sulphur. 

When  the  india-rubber  is  spread  upon  the  firmer  kinds 
of  cloth  or  of  leather  it  is  subject  to  peel  therefrom  by  a 
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« 

moderate  degree  of  force,  the  gum  letting  go  the  fiber  by 
which  the  two  are  held  together.  I  have  therefore  devised 
another  improvement  in  this  manufacture  by  which  this 
tendency  is  in  a  great  measure  corrected,  and  by  wliich, 
also,  the  sheet  gum,  when  not  attached  to  cloth  or  leather, 
is  better  adapted  to  a  variety  of  purposes  than  when  not 
prepared  by  this  improved  mode,  which  is  as  follows :  Af- 
ter laying  a  coat  of  the  gum,  compounded  as  above  set 
forth,  on  any  suitable  fabric  I  cover  it  with  a  bat  of  cotton- 
wool as  it  is  delivered  from  the  doflfer  of  a  carding  machine, 
and  this  bat  I  cover  with  another  coat  of  the  gum — ^a  pro- 
cess which  may  be  repeated  two  or  three  times,  according 
to  the  required  thickness  of  the  goods.  A  very  thin  and 
strong  fabric  may  be  thus  produced,  which  may  be  used 
in  lieu  of  pai)er  for  the  covering  of  boxes,  books,  or  other 
articles. 

When  this  compound  of  india-rubber,  sulphur,  and  white 
lead,  whether  to  be  used  alone  in  the  state  of  sheets  or  ap- 
plied to  the  surface  of  any  other  fabric,  has  been  fully 
dried,  either  in  a  heated  room  or  by  exposure  to  the  sun 
and  air,  the  goods  are  to  be  subjected  to  the  action  of  a 
high  degree  of  temperature,  which  will  admit  of  considera- 
ble variation — say  from  212°  to  360°  of  Fahrenheit's  ther- 
mometer, but  for  the  best  effect  approaching  as  nearly 
as  may  be  to  270°.  This  heating  may  be  effected  by  run- 
ning the  fabrics  over  a  heated  cylinder ;  but  I  prefer  to  ex- 
pose them  to  an  atmosphere  of  the  proper  temperature, 
which  may  be  best  done  by  the  aid  of  an  oven  properly 
constructed  with  openings  through  which  the  sheet  or  web 
may  be  passed  by  means  of  suitable  rollers.  When  this 
process  is  performed  upon  a  fabric  consisting  of  the  above 
named  compound  it  must  be  allowed  to  remain  upon  the 
cloth  on  which  it  is  made,  in  order  to  sustain  it,  as  it  is  so 
far  softened  during  the  operation  as  not  to  be  capable  of 
supporting  its  own  weight  without  such  aid.  If  the  expo- 
sure be  to  a  temperature  exceeding  270°,  it  must  continue 
for  a  very  brief  period. 
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Having  thus  fully  described  the  nature  of  the  process  by 
which  I  prepare  my  improved  india-rubber  fabric,  I  do 
hereby  declare  that  I  do  not  now  claim  the  combining  of 
sulphur  with  the  caoutchouc,  either  in  the  proportion 
named  or  in  any  other,  this  combination  having  been  the 
subject  of  a  patent  granted  to  me  on  the  24th  of  February, 
1839 ;  but 

I  do  claim — 

1.  The  combining  of  the  said  gum  with  sulphur  and  with 
white  lead,  so  as  to  form  a  triple  compound,  either  in  the 
proportions  herein  named  or  in  any  other  within  such  lim- 
its as  will  produce  a  like  result ;  and  I  will  here  remark 
that  although  I  have  obtained  the  best  results  from  the 
carbonate  of  lead,  other  salts  of  lead  or  the  oxides  of  that 
metal  may  be  substituted  therefor,  and  will  produce  a  good 
effect.  I  therefore  under  this  head  claim  the  employment 
of  either  of  the  oxides  or  salts  of  lead  in  the  place  of  the 
white  lead  in  the  above-named  compound. 

2.  The  formation  of  a  fabric  of  the  india-rubber  by  inter- 
posing layers  of  cotton-bat|ing  between  those  of  the  gum, 
in  the  manner  and  for  the  purpose  above  described. 

3.  In  combination  with  the  foregoing,  the  process  of  ex- 
posing the  india-rubber  fabric  to  the  action  of  a  high  de- 
gree of  heat,  such  as  is  herein  specified,  by  means  of  which 
my  improved  compound  is  effectually  changed  in  its  prop- 
erties so  as  to  protect  it  from  decomposition  or  deteriora- 
tion by  the  action  of  those  agents  which  have  heretofore 
been  found  to  produce  that  effect  upon  india-rubber  goods, 

CHARLES  GOODYEAR. 
Witnesses : 

Thos.  p.  Jones, 
b.  r.  mobsell. 
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CHARLES  GOODYEAR,  OP  NEW  HAVEN,  CON- 
NECTICUT, EXECUTOR  OP  CHAS.  GOODYEAR, 
DECEASED. 

Improvement  in  the  Manufacture  of  Caoutchouc. 

Specification  forming  part  of  Letters  Patent  No.  3,633,  dated 
June  15,  1844  ;  extended  seven  years ;  Reissue  No.  156,  dated 
December  25,  ]849  ;  Beissne  No.  1^084^  dated  November  20, 
1860. 

To  all  whom  it  may  concern : 

Be  it  known  that  Charles  Goodyear,  late  of  the  city  of 
New  Haven,  in  the  State  of  Connecticut,  did  invent  a  cer- 
tain new  and  useful  Manufacture  of  Caoutchouc  or  India- 
Rubber,  not  known  or  used  by  others  before  his  invention 
or  discovery  ;  and  I  do  hereby  declare  that  the  following 
is  a  full,  clear,  and  exact  description  of  the  principle  or 
character  which  distinguishes  it  from  all  other  things 
known  before. 

Caoutchouc  or  india-rubber  in  its  native  state  possesses 
in  a  high  degree  the  valuable  quality  of  elasticity,  and  the 
capacity  to  resist  the  penetrating  power  of  water  ;  but  its 
sensibility  to  the  dissolving  power  of  heat,  the  hardening 
power  of  cold,  and  its  loss  of  permanent  elasticity  under 
pressure  or  tension  diminished  its  practical  utility  in  the 
arts.  Charles  Goodyear  succeeded  in  producing  a  new 
manufacture,  substance,  or  product  in  which  all  the  prop- 
erties and  qualties  of  native  caoutchouc  or  india-rubber 
are  vastly  improved  and  all  the  natural  defects  of  that  ma- 
terial are  remedied,  so  that  the  new  manufacture  or  sub- 
stance is  water-proof,  permanently  and  highly  elastic  un- 
der all  conditions  of  its  use,  and  at  the  same  time  insensi- 
ble to  the  effects  of  any  fluctuation  in  temperature  to  which 
in  common  use  the  articles  made  of  the  new  manufacture 
are  likely  to  be  subjected,  as  well  as  in  some  measure  to 
the  destructive  effects  of  many  of  the  essential  oils  and 
acids. 
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The  following  description  of  a  jjrocess  by  which  the  new 
manufacture  or  substance  may  be  produced  will  enable 
persons  skilled  in  the  art  to  produce  it. 

Twenty-live  parts,  by  weight,  of  native  caoutchouc  or 
india-rubber,  and  five  parts  of  sulphur  may  be  combined 
or  mixed,  either  by  grinding  them  together  in  a  machine 
well  known  to  the  trade  for  that  purpose,  or  by  dissolving 
the  rubber  in  any  of  its  known  solvents,  and  adding  the 
sulphur  in  a  powdered  form,  and  then  drying  the  mixture 
so  as  to  evaporate  the  solvent.  The  composition  thus  made 
of  india-rubber  and  sulphur  must  then  be  subjected  to  the 
action  of  a  high  degree  of  heat — say  from  to  212°  to  350° 
Fahrenheit — which  may  be  ajjplied  in  a  variety  of  ways, 
one  of  which  is  by  the  use  of  an  oven  capable  of  being 
heated  up  gradually  to  the  desired  temperature — 270°  of 
Fahrenheit  being  about  the  best.  It  is  found  in  practice 
that  the  desired  result  will  be  produced  by  exposing  the 
material  to  the  heat  lor  a  length  of  time  varying  according 
to  the  temperature  and  the  thickness  of  the  mass  to  be 
cured.  An  exposure  to  the  heat  of  from  two  to  six  hours 
is  generally  found  sufficient.  The  result  of  this  ])rocess 
thus  applied  will  be  a  new  manufacture,  substance,  or  pro- 
duct somewhat  similar  in  general  appearance  to  native  in- 
dia-rubber, but  having  qualities  or  properties  possessed  by 
no  other  known  substance  or  material,  and  of  very  great 
value  in  the  arts. 

For  many  purposes  the  manufacture  is  improved  by  the 
addition  of  other  substances^  than  sulphur,  among  which 
white  lead  is  one  of  the  best,  and  which,  when  used,  may 
be  combined  in  the  mixture  above  described  in  the  propor- 
tion of  seven  parts,  by  weight,  thereby  forming  a  triple 
compound.  Other  salts  of  lead  may  be  used  with  advant- 
age, and  coloring  matter  may  be  also  incorporated  with  the 
mixture  for  the  purpose  of  imparting  colors  to  the  product; 
and  other  materials — such  as  cotton,  silk,  wool,  or  leather — 
may  be  incorporated  or  combined  with  the  india-rubber  and 
sulphur,    thereby   modifying  the   strength,   elasticity,  or 
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Other  qnaltities  of  the  new  manufacture  for  particular  pur- 
poses, as  it  is  found  that  the  new  substance  or  product  will 
be  produced  whenever  the  essential  elements  of  rubber, 
sulphur,  and  heat  are  used,  whether  such  other  materials 
are  incorporated  or  not. 

In  subjecting  the  india-rubber  to  heat  for  the  purposes 
described,  sulphur  may  be  used  or  incorporated  with  or 
applied  to  the  caoutchouc  in  a  variety  of  ways,  either  in  a 
gaseous,  liquid,  or  solid  form  ;  but  its  presence  in  some 
form  at  sometime  during  the  application  of  the  heat  is  es- 
sential to  the  production  of  the  new  manufacture  which 
Charles  Goodyear  invented,  although  it  is  found  that  the 
effect  will  be  produced  by  the  use  of  very  small  quantities 
of  sulphur.  In  practice,  however,  for  most  purposes  the 
proportion  mentioned  in  this  description  will  be  found  suf- 
ficiently accurate  for  good  results.  Before  subjecting  the 
mixture  to  the  action  of  heat  it  is  obvious  that  it  may  be 
molded  into  such  shape  as  may  be  needed,  and  in  that 
shape  converted  into  the  new  manufacture  or  substance 
called  *' vulcanized  india-rubber." 

What  is  claimed  as  the  invention  of  Charles  Goodvear, 
deceased,  is — 

The  new  manufacture  called  "vulcanized  india-rubber," 
which  is  a  combination  of  india-rubber  with  sulphur, 
(whether  with  or  without  other  ingredients),  chemically 
altered  by  the  application  of  heat,  substantially  as  de- 
scribed. 

CHAS.  GOODYEAR. 

In  presence  of — 

Edw.  N.  Dickerson, 
James  A.  Dorr. 

Messrs.  James  H,  Parsons^  C.  Cushing^  J.  S.  Blacky  J, 
A.  Garfield^  Abraham  Payne  and>  TF.  W.  Boyce^  for  ap- 
pellanL 

It  is  a  general  rule  that  if  there  are  two  or  more  exec- 
utors, and  one  prove  the  will,  they  must  all  join  in  bring- 
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ing  actions ;  and  if  they  do  not,  the  defendant  may  plead 
in  abatement  that  there  are  executors  not  named. 

Wankford  v.  Wankford,  1  Salk.  308;  2  Selwyn's  Nisi 
Prius,  803;  Williams  on  Executors,  235,  7?.  2;  3  Bacon's 
Abridg.  33 ;  1  Saunders  on  Plead.  &  Ev.  1111 ;  1  Chitty 
Plead.  13. 

Says  Chief  Justice  Savage  in  Bodle,  Acting  Executor  v. 
I  '  Hulse,  6  Wend.  313.     ''Where  there  are  several  executors 

they  must  all  join,  even  though  some  renounce." 

Second.  That  the  objection  that  the  appellants  were  es- 
topped from  denying  the  validity  of  the  Goodyear  vulcan- 
izing patent  because  they  were  licensees  under  it  has  no 
force  is  abundantly  shown  by  the  followino:  authorities : 

Brooks  V.  StoUey,  3  McL.  526 ;  Lawson  v.  Tremere,  1 
Adol.  &  E.  792;  Bowman  v.  Taylor,  2  Adol.  &  E.  278; 
Bowman  v,  Rostrom,  2  Adol.  &  E.  296 ;  Hayne  v,  Maltby, 
3  Term  R.  438 ;  Cutler  v.  Bower,  22  L.  J.  (N.  S.)  194. 

But  the  patent  is  also  invalid  because  merchantable  goods 
cannot  be  manufactured  according  to  the  terms  of  its  speci- 
fication. Other  materials  are  necessary  to  be  added.  And 
the  strongest  proof  of  this  is  that  the  executor,  in  apply- 
ing in  1860,  for  a  reissue,  claimed  in  the  proposed  new 
specification  "all  other  ingredients.''  The  patent  is  also 
invalid  because  Goodyear  was  not  its  original  inventor. 

Third.  The  reissues  Nos.  1,084  and  1,085  granted  to 
Charles  Goodyear,  Jr.,  claiming  to  be  the  executor  of 
Charles  Goodyear,  deceased,  were  invalid,  because  they 
claim  more  than  the  original  invention.  See  O'Reilly  v. 
Morse,  15  How.  62  [5  Am.  &  Eng.  483].  The  whole  subject 
of  ''  the  reissue  of  valid  patents  with  expanded  and  equiv- 
ocal claims,"  has  been  thoroughly  and  exhaustively  dis- 
cussed in  the  opinion  of  Judge  Grier,  in  the  case  of  Burr 
t).  Duryee,  1  Wall.  631  [7  Am.  &  Eng.  224]. 

Upon  the  several  questions  raised  upon  this  point,  the 
court  is  further  referred  to  the  following  authorities : 

Law's  Am.  Dig.  260,  261  ;  Whittemore  v.  Cutler,  1  Gall. 
480 ;  Stone  v.  Sprague,  1  Story  262 ;  Hall  v.  Wiles,  2  Blatch. 


Dec.,  1869.]  PROVIDENCE  RUB.  CO.  v.  GOODYEAR.    161 

Argument  of  counsel. 

300 ;  Tatham  v.  LeRoy,  2  Blatch.  492 ;  Kneass  v.  Schuyl- 
kill Bank,  4  Wash.  12 ;  Battin  v.  Taggert,  1  Wall.  jr.  101 ; 
Carver  v.  Hyde,  16  Pet.  519  [4  Am.  &  Eng.  367] ;  LeRoy 
V.  Tatham,  14  How.  175  [5  Am.  &  Eng.  313J ;  Coming  ^). 
Burden,  15  How.  268  [6  Am.  &  Eng.  69]. 

Fourth.  The  appellants  also  claim  that  the  process  by 
which  their  goods  have  been  made  violates  no  rights  of  the 
appellees,  because  in  their  combination  they  use  other  ma- 
terials not  described  nor  suggested  by  Goodyear. 

Fifth.  The  extension  of  the  14th  day  of  June,  1858,  of 
the  patent  granted  to  Charles  Goodyear  was  procured  by 
said  Goodyear  upon  a  false  and  fraudulent  representation, 
for  the  purpose  of  deceiving  the  public. 

It  has  been  held  that  if  a  defect  or  concealment  in  a 
specification  arose  from  intention  to  deceive  the  public,  it 
voids  the  patent. 

Whittemore  v.  Cutter,  1  Gall.  487 ;  Odiorne  v.  Winkley, 
2  Gall.  55.  The  degree  of  evidence  necessary  to  prove  the 
fraudulent  intent  was  left  for  a  jury  to  decide. 

Gray  v.  James,  Pet.  C.  C.  401 ;  Whitney  v.  Emmett,  Bald. 
309;  Stimpson  v.  West  Chester  R.  R.,  4  How.  404  [4  Am. 
&Eng.  398]. 

Sixth.  The  alleged  extension  of  1858  was  invalid  for  the 
reason  that  the  Goodyear  vulcanizing  patent  had  expired, 
and  was  not  in  existence  at  the  time  the  alleged  extension 
was  gmnted. 

Seventh.  The  refusal  of  the  Circuit  Court  of  Rhode  Is- 
land to  grant  the  motion  made  by  the  appellants,  that  the 
principal  issues  of  fact  in  this  suit  be  tried  by  a  jury  was 
erroneous,  and  such  refusal  is  good  ground  of  appeal. 
Courts  of  equity  have  for  a  great  number  of  years,  when 
questions  of  fact  have  been  disputable^  thought  it  a  more 
proper  exercise  of  their  jurisdiction  to  have  them  tried  by 
a  jury. 

Dawson  v.  Carter,  9  Mod.  9 ;  O'Connor  v.  Cook,  8  Vesey, 
636 ;  Dexter  v.  Prov.  Acq.  Co.,  1  Story  387. 
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A  jury  will  be  ordered  when  such  a  course  will  be  most 
conducive  to  the  ends  of  justice. 

New  Orleans  Co.  v,  Dudley,  8  Paige,  Ch.  R.  452 ;  Bel- 
knap V,  Trimble,  3  Paige  601 ;  East  Indian  Co.  v.  Donald, 
9  Vesey,  274 ;  Garwood  v.  Eldridge,  1  Greene,  Ch.  204. 

If  important  rights  are  depending  on  questions  of  fact, 
a  feigned  issue  may  properly  be  awarded. 

Ai)thorp  V.  Comstock,  2  Paige,  482  ;  Bishop  of  Winches- 
ter V.  Fermier,  2  Vesey,  446  ;  Hampson  v.  Hampson,  3  Vesey 
&  B.  43. 

See  further  as  to  the  general  principle— 

McFerran  u.  Taylor,  3  Cranch  270 ;  Field  v,  Holland,  6 
Cranch.  8  ;  Brackett  v.  Brackett,  3  How.  691 ;  McLaughlin 
V.  Bank  of  Potomac,  7  How.  220 ;  Gray  v,  James,  Pet.  C. 
C.  401 ;  Whitney  v.  Emmett,  Bald.  309 ;  Allen  v.  Blunt,  2 
Wood.  &  M.  118. 

The  authorities  are  ample  to  the  point  that  the  questions 
suggested  on  this  issue  are  proper  for  a  jury. 

Davis  v.  Palmer,  2  Brock.  308 ;  Reutgen  v,  Kanowers,  1 
Wash.  171 ;  Park  v.  Little,  3  Wash.  197 ;  Whitney  r. 
Emmett,  Bald.  311 ;  Carver  v,  Braintree  Co.,  2  Story,  441 ; 
Parker  v.  Stiles,  5  McLean,  65  ;  Battin  v.  Taggert,  17  How. 
86  [6  Am.  &  Eng.  242] ;  Stimpson  t?.  Westchester  R.  R.,  4 
How.  404  [4  Am.  &  Eng.  398]. 

The  appellants  also  aver  that  the  manufacture  and  sale 
by  them  of  the  articles  alleged  to  be  made  in  infringement 
of  the  rights  of  the  appellees,  between  the  22d  day  of  No- 
vember, 18fi4,  and  2d  of  December  of  same  year,  did  not 
constitute  a  contempt  of  court,  and  that  the  sale  and  lease 
of  their  materials  and  factory  to  the  Columbian  Co.,  were 
made  in  good  faith  and  were  legal  and  valid. 

The  general  rule  of  damages  adopted  by  the  Master  and 
sustained  by  the  court  was  wholly  erroneous.  The  rule  for 
damages  in  patent  cases,  so  far  as  it  is  established,  is  simply 
that  complainants  shall  be  indemnified,  and  the  parties  are 
not  accountable  for  profits  which  ihej  might  have  made  hj 
the  use  of  a  patent. 
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See  Knight  v.  Gavitt,  cited  in  Law's  Am.  Dig.  233,  §  30 ; 
Livingston  v.  Woodworth,  15  How.  546  [6  Am.  &  Eng.  167] ; 
Dean  x.  Mason,  20  How\  198  [6  Am.  &  Eng.  361]. 

In  Suffolk  Co.  V.  Hayden,  3  Wall.  320  [7  Am.  &Eng.  405], 
the  court  decidedly  intimate  that  a  patent  or  license  lee  is 
a  fair  means  by  which  to  arrive  at  the  measure  of  dam- 
ages. See  also  Hill  v,  Evans,  8  Jurist  (N.  S.)525  ;  Crowley 
V.  Derby  Gas  Co.,  1  R.  &  M.  166  {n)\  Holland  v.  Fox,  3 
Ellis  &  B.  977 ;  Newton  v.  Grand  June.  R.  Co.,  5Exch.  W. 
H.  &  G.  831 ;  Betts  v.  DeVitre,  11  Jurist,  N.  S.  9. 

Mr.  Ackerman^  f<yr  Appellees: 

If  the  appellants  wished  to  raise  the  question,  "That 
said  Charles  Goodyear  was  never  duly  and  legally  qualified 
as  executor  of  the  last  will  and  testament  of  Charles  Good- 
j'^ear,  deceased,"  they  should  have  done  so  by  plea  in  abate- 
ment, not  having  done  that,  they  are  precluded  from  rais- 
ing it  in  any  other  way.  '*If  the  plaintiffs  were  not  exec- 
utors, that  objection  should  have  been  taken  by  way  of 
abatement,  and  does  not  arise  upon  a  demurrer  in  bar." 

Childress  zj.  Emory,  8  Wheat.  671  ;  Kane  v,  Paul,  14 
Pet.  33. 

The  reissue  of  letters  patent  to  the  executor  or  adminis- 
trator, by  the  Commissioner  of  Patents  is  conclusive  that 
such  executor  Jtas  been  duly  appointed. 

Woodward  v.  Hall,  1  W.  &  M.  254. 

Charles  Goodyear,  jr.,  being  the  only  person  who  had  re- 
ceived letters  testamentary  from  the  judicial  power  of  the 
State  of  New  York,  which  was  the  domicil  of  the  testa- 
tor at  the  time  of  his  death,  went  to  Washington  and  sur- 
rendered this  patent  and  obtained  a  reissue. 

The  grant  was  made  to  Charles  Goodyear,  Jr.,  executor, 
and  to  him  alone  could  the  grant  be  made  because  the  pat- 
ent laws  of  the  United  States  recognize  in  various  ways  the 
right  of  executors  and  administrators.  The  original  grant 
is  to  the  patentee,  his  executors  and  administrators ;  and 
it  has  been  decided  that  an  executor  or  administrator  mav 
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surrender  a  patent ;  that  be  may  also  obtain  an  extension 
of  a  patent.     It  was  so  held  in  the  Woodworth  case. 

The  appellants  aver  that  the  reissued  patents  on  which 
the  suit  is  founded  are  invalid,  because  the  description  of 
the  alleged  invention,  as  contained  in  the  respective  speci- 
fications, is  not  set  forth  in  such  full,  clear  and  exact  terms 
as  to  enable  any  person  skilled  in  the  art  or  science  to 
which  it  appertains,  to  practice  the  invention. 

The  answer  of  appellants  contained  two  averments  which 
estopped  from  raising  this  question. 

Kinsman  v.  Parkhurst,  18  How.  293  [6  Am.  &  Eng.  273]. 

At  page  102  is  this  averment :  "  They  have  from  time  to 
time  been  engaged  in  manufacturing  and  vending  india- 
rubber  boots  and  shoes  as  by  the  terms  of  said  pretended 
license^  they  were  permitted  to  do."  The  license  requires 
that  all  the  boots  and  shoes  shall  be  stamped  with  the 
words,  "Goodyear's  Patent." 

The  objection  to  patent  No.  1,084,  which  is  for  the  pro- 
duct called  vulcanized  india-rubber,  raised  and  urged 
before  the  circuit  court,  was  to  the  words  in  the  claim 
''whether  with  or  without  other  ingredients."  This  pat- 
ent is  sustained  bv  the  decisions  of  this  court,  which  hold 
that  patents  for  inventions  are  to  receive  a  liberal  construc- 
tion, and  under  the  fair  application  of  the  rule,  ut  res 
magls  valeat  quain  pereat^  are,  if  practicable,  to  be  so  in- 
terpreted as  to  uphold^  and  not  to  destroy,  the  right  of  the 
inventor. 

Turrill  v.  Eailroad  Co.,  1  Wall.  510  [7  Am.  &  Eng.  202] ; 
Coming  v.  Burden,  16  How.  269  [6  Am.  &  Eng.  69] ;  Wi- 
nans  v.  Denmead,  15  How.  341  [6  Am.  &  Eng.  107]. 

Respecting  this  very  Goodyear' s  patent,  his  Honor,  Mr. 
Justice  Grier,  decided  "that  if  an  original  patent  include 
two  inventions,  and  its  validity  on  that  account  is  doubted, 
a  separate  renewal  is  just  and  proper." 

Goodyear  Z).  Day,  MS.  1862. 

As  the  Commissioner's  decision,  extending  the  patent, 
was  that  of  a  special  tribunal  with  full  power  to  examine 
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and  decide,  and  there  being  no  provision  for  an  appeal  to 
any  other  jurisdiction,  ihe  decision  is  final  within  the  law. 

Foley  V.  Harrison,  15  How.  433 ;  Patent  Laws  of  1836, 
Chapter  357,  sec.  18. 

Fraud  or  no  fraud  in  the  extension,  appellants  are  pre- 
cluded from  even  suggesting  the  point.  In  equity,  as  at 
law,  fraud  and  injury  must  concur,  to  furnish  ground  for 
judicial  action. 

Clark  V,  White,  12  Pet.  196  ;  Jackson  c.  Eaton,  20  John. 
K.  478 ;  Story,  Eq.  Jurisp.,  sec.  203. 

If  there  was  any  fraud  they  knew  about  it,  and  aided  in 
its  perpetration. 

Sar.  &  Schy.  R.  R.  v.  Row,  24  Wend.  74. 

Fraud  cannot  be  conceived,  it  must  be  proved  and  ex- 
pressly found ;  it  cannot  be  presumed. 

Clark  V.  White,  12  Pet.  196 ;  Henry  v.  Henry,  8  Barb. 
588. 

The  only  question  of  importance  for  the  Master  to  de- 
cide was,  what  was  the  profit  on  the  goods  made.  He  has 
done  this,  whether  correctly  or  not,  is  the  question  for  this 
tribunal  to  determine,,  knowing  all  the  circumstances  of  the 
the  case.  When  a  party  comes  into  a  court  of  chancery 
seeking  equity,  he  is  bound  to  do  justice  and  not  ask  the 
court  to  become  the  instrument  of  iniquity. 

King  V.  Hamilton,  4  Pet.  328  ;  Bein  v.  Heath,  6  How.  247. 

A  chancellor  will  not  permit  a  party  to  plead  Ms  own 
frawA  to  defeat  the  equity  of  the  complainant. 

Union  Bank  of  La.  v.  Stafford,  12  How.  341. 

That  the  record  shows  it  to  be  an  impossibility,  accu- 
rately to  determine  what  profits  appellants  made  on  the 
goods  they  had  a  right  to  make,  and  on  those  they  were  for- 
bidden to  make,  by  reason  of  the  fact,  that  they  never  kept 
independent  or  separate  accounts  of  the  two  kinds  of  busi- 
ness.    That  the  failure  to  keep  such  accounts  was  a  fraud 

upon  the  court — upon  the  parties  complainant. 

The  master  adopted  the  mode  which  is,  as  the  total  sales 
of  merchandise  are  to  the  total  sales  of  patented  articles, 
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SO  are  the  total  profits  of  the  whole  business  to  the  pro- 
fits of  patented  articles. 

As  appellants  fail  to  take  any  exception  to  the  foregoing 
findings,  we  assume  that  they  are  conclusive  upon  this 
court  by  its  repeated  decisions. 

Canal  Co.  v,  Gordon,  6  Wall.  568. 

"According  to  the  rules  of  the  circuit  court  the  parties 
were  allowed  a  certain  time  within  which  to  file  exceptions, 
and  failing  to  do  so,  the  amounts  found  by  the  master  are 
to  be  taken  as  conclusive.  The  finding  of  the  master  is  as 
conclusive  hei^e  as  it  was  in  the  court  belowy 

See,  also,  Hudgkins  v,  Kemp,  20  How.  45,  53 ;  McMicken 
V.  Perin,  18  How.  507  ;  Harding  v.  Hamdy,  11  Wheat.  126; 
Brockett  v.  Brockett,  3  How.  691 ;  Story  v.  Livingston,  13 
Pet.  359. 

That  appellants  had  no  intention,  either  of  keeping  or 
rendering  an  account  is  evident  from  the  manner  in  which 
they  did  business.  In  Hart  v.  Ten  Eyck,  5  John's  Ch.  R. 
108. 

"An  agent  is  bound  to  keep  the  property  of  his  princi- 
pal distinct  from  his  own  ;  if  he  mixes  it  up  with  his  own 
the  whole  will  be  taken,  both  at  law  and  in  equity,  to  be  the 
property  of  the  principal  until  the  agent  puts  the  subject- 
matter  under  such  circumstances  that  it  may  be  distin- 
guished as  satisfactorily  as  it  might  have  been  before  the 
unauthorized  mixture  on  his  part." 

''  Courts  of  equity  do  not,  in  these  cases  proceed  upon  the 
motion  that  strict  justice  is  done  between  the  parties  ;  but 
upon  the  ground  that  it  is  the  only  justice  that  can  he  done ; 
and  that  it  would  be  inequitable  to  suffer  the  fraud  o^r 
negligence  of  the  agent  to  prejudice  the  rights  of  his  prin- 
cipal." 

Story's  Eq.  Jurisp.,  §  468;  Foster  t).  Goddard,  1  Black, 
506  ;  Copeland  v.  Crane,  9  Pick.  79 ;  Miller  v.  Whit  tier,  36 
Me.  588 ;  Lupton  v.  White,  15  Vesey,  432. 

''The  master  having  no  certain  and  reliable  data  on 
which  to  proceed,  he  was  authorized  to  exercise  a  sound 
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discretion  upon  the  whole  evidence  presented,  and  so  to 
state  his  account  as  to  do  justice  to  all  parties,  as  nearly 
as  practicable.  The  appellants,  who  by  their  ne^^ligence 
have  caused  this  necessity,  are  not  in  a  position  to  com- 
plain." 

Dexter  v.  Arnold,  2  Sumn.  108;  Miller  v.  Whittier,  36 
Me.  585. 

Although  respondents  were  entitled  to  all  profits  api)el- 
lants  could  not  clearly  distinguish  as  being  the  proceeds  of 
their  legitimate  business  (which  the  records  prove  to  have 
been  an  impossibility),  the  report  shows  that  the  master 
only  allowed  respondents  such  profits  as  were  ascertained 
by  the  rule,  proposed  by  appellants. 

If  the  court  is  not  inclined  to  rest  its  judgment  upon 
these  broad  and  well-settled  principles, it  is  then  submitted 
that  the  master's  report  is  correct  as  it  stands,  and  should 
be  confirmed  by  reason  of  its  own  statements. 

The  order  of  the  court  modifying  the  injunction  and  per- 
mitting appellants  to  continue  the  manufacture  and  sale  of 
respondents'  goods  rested  on  the  obligation  thereby  im- 
posed on  appellants,  of  keeping  such  an  account  as  would 
enable  the  court  to  do  substantial  justice  in  case  it  decided 
appellants  to  be  infringers. 

The  court  therefore  reposed  a  confidence  in  appellants 
for  the  benefit  of  respondents,  and  that  is  a  trust. 

Willard's  Eq.  Jurisp.  186,  604 ;  Allen  t?.  Blunt,  1  Blatch. 
487;  ff  Tomlin's  Brown's  P.  C.  42-6-64. 

The  court  decided  the  appellants  were  infringers  ;  all  the 
profits  therefore  received  by  them  by  reason  of  such  in- 
fringement was  the  property  of  respondents,  and  should  be 
accounted  for  as  such  property. 

Story's  Eq.,  §  465;  Allen  v.  Blunt,  1  Blatch.  487;  Dean 
V.  Mason,  20  How.  198  [6  Am.  &  Eng.  361]. 

Nothing  can  be  more  just  than  the  principles  which 
govern  a  court  of  equity  in  relation  to  purchases  made  by 
the  trustee  of  the  trust  property.  In  Wormley  v.  Worm- 
ley,  8  Wheat.  441,  Mr.  Justice  Story  says:    '^ No  rule  is 
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better  settled  than  that  a  trustee  cannot  become  a  pur- 
chaser of  the  trust  estate.^ ^  He  cannot  at  ontse  be  vendor 
and  vendee.  He  cannot  represent  in  himself  two  opposite 
and  conflicting  interests.  And  in  Michoud  v.  Girod,  4 
How.  555,  the  court  says :  "  The  law  prohibits  a  party  from 
purchasing  on  his  own  account,  that  which  his  duty  or  trust 
requires  him  to  sell  on  account  of  another." 

Davoe  v.  Fanning,  2  John.  Ch.  252 ;  Gardner  v.  Ogden, 
24  N.  Y.  327. 

In  Docker  v.  Somes,  2  Mylne  &  Keen.  664,  Lord  Broug- 
ham says :  *'  Wherever  a  trustee  violates  his  duty  and 
deals  with  the  trust  estate  for  his  own  behoof,  the  rule  is 
that  he  shall  account  to  the  cestui  que  trust /lor  all  the 
gain  he  has  made.^^ 

The  master,  in  his  account,  allowed  the  appellants  their 
legitimate  salaries.  He  finds  that  the  extra  salaries  paid 
them  were  in  reality  dimdends.  This  fact  the  api)ellant8 
sought  to  conceal  by  entering  it  on  their  books  as  "mer- 
chandise to  sundries."  Being  wrong  doers  they  certainly 
are  not  to  have  extra  pay.  Dean  v.  Mason,  20  How.  198 
[6  Am.  &  Eng.  361]. 

Mr.  Justice  Swaynb  delivered  the  opinion  of  the  court. 

This  is  an  appeal  in  equity  from  the  decree  of  the  Circuit 
Court  of  the  United  States  of  the  District  of  Rhode  Island. 
The  appellees  were  the  complainants  in  the  court  below. 
The  defendants  were  the  appellants,  and  William  W. 
Brown,  Edwin  M.  Chaflfee  and  Augustus  O' Bourn.  The 
bill  alleges  that  a  patent  for  "a  new  and  useful  improve- 
ment in  india-rubber  fabrics"  was  originally  granted  to 
Charles  Goodyear,  deceased,  on  the  15th  of  June,  1844; 
that  this  patent  was  surrendered,  and  that  on  the  16th  of 
June,  1849,  a  patent  was  reissued  to  the  original  patentee, 
**fora  new  and  useful  improvement  in  processes  for  the 
manufacture  of  india-rubber;"  that  it  w^s  extended  by 
the  Commissioner  of  Patents  on  the  14th  of  June,  1848 ; 

9  Wall.  789. 
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that  this  patent  was  surrendered  by  Charles  Goodyear,  Jr., 
executor  of  Charles  Goodyear,  deceased,  and  reissued  to 
him  as  executor  on  the  20th  of  November,  1860,  in  two  pat- 
ents, one  entitled,  *'for  improvement  in  the  manufacture 
of  caoutchouc,"  and  the  other  ''for  improvement  in  the 
art  of  preparing  caoutchouc ;''  that  the  complainants,  other 
than  Charles  Goodyear,  Jr.,  are  the  assignees  of  licensees 
of  Charles  Goodyear,  deceased ;  that  the  complainants  have 
the  exclusive  right  to  manufacture  and  sell  army  and  navy 
equipments  made  of  vulcanized  india-rubber,  including 
vulcanized  india-rubber  blankets,  coats,  clocks,  cloth, 
clothing,  ponchos  for  army,  navy,  and  other  purposes,  and 
also  of  vulcanized  india-rubber  bulbs,  to  be  used  in  the 
manufacture  of  syringes  ;  and  that  the  defendants  have  in- 
fringed the  patents  by  the  manufacture  and  sale  of  these 
articles. 

The  prayer  of  the  bill  is  for  an  injunction  and  an  account. 

The  answer  denies  that  Goodyear  was  the  original  and 
first  inventor  of  the  improvement  described  in  the  original 
patent.  It  denies,  also,  the  infringement  alleged  in  the 
bill.  It  sets  up  as  special  defense  that  only  one  of  the  per- 
sons named  in  the  will  of  Charles  Goodyear,  deceased,  as 
executors,  is  made  a  party  complainant ;  that  the  original 
patent  is  invalid ;  that  all  the  reissues  are  void,  even  if  the 
original  jyatent  were  valid,  because  the  claims  are  broader 
than  the  claim  in  the  original  patent ;  and  that  they  are 
not,  nor  is  either  of  them,  in  fact,  for  the  same  invention 
as  that  for  which  the  original  patent  was  granted  ;  and 
that  the  extension  of  the  patent  in  June,  1858,  by  the  Com- 
missioner of  Patents,  was  procured  "by  fraud  and  collu- 
sion, by  fraudulent  suppressions  and  concealments  from, 
and  by  false  and  fraudulent  representations  to,"  that  offi- 
cer .  The  answer  also  claims  that  the  defendants  are  not 
infringers,  because  they  have  manufactured  their  goods 
under  a  license  from  the  original  patentee  to  E.  M.  Chaflfee, 

9  WaU.  790. 
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dated  June  25th,  1848,  which  they  insist  is  valid  and  out- 
standing, and  a  complete  defense  to  this  suit. 

A  large  mass  of  testimony  was  taken  by  the  parties.  The 
record  covers  nearly  one  thousand  two  hundred  printed 
pages.  The  court  decreed  in  favor  of  the  complainants. 
The  defendants  have  brought  the  case  here  for  review. 

It  has  been  argued  in  this  court  on  both  sides  with  great 
learning  and  ability.  The  propositions  to  which  our  at- 
tention has  been  called  as  grounds  for  the  reversal  of  the 
decree  are  not  numerous,  and  the  scope  of  our  remarks  will 
not  be  extended  beyond  them. 

Charles  Goodyear,  deceased,  by  his  will  appointed  his 
son,  Charles  Goodyear,  Jr.,  his  wife,  Fanny  Goodyear,  and 
James  A.  Dorr,  his  executors.  The  will  provided  that  a 
majority  of  the  executors  should  decide  all  questions  that 
might  arise ;  that  the  acts  of  a  majority  should  be  as  bind- 
ing as  the  acts  of  all ;  that  if  at  any  time  there  should  be 
but  two,  they  might  appoint  a  third  ;  and  that  if  there 
should  be  but  one,  he  might  appoint  another.  The  man- 
ner of  appointment  in  both  cases  was  specified. 

It  is  insisted  that  Charles  Goodyear,  Jr.,  alone,  as  execu- 
tor, cannot  maintain  this  suit,  and  that  his  co-executors 
named  in  the  will  are  necessary  parties.  The  evidence  in 
the  record  shows  that  the  testator  was  domiciled,  and  had 
property  in  the  city  of  New  York.  This  gave  the  surro- 
gate there  jurisdiction  to  take  the  probate  of  the  will,  and 
to  issue  letters  testamentary.  Charles  Goodyear,  Jr.,  alone 
proved  the  will,  and  received  such  letters.  The  other  per- 
sons named  as  co-executors  have  taken  no  step  in  that  di- 
rection. They  have  never  at  any  time  assumed  to  do  any 
act  or  claimed  any  right  by  virtue  of  their  nomination  in 
the  will. 

At  the  place  where  the  letters  testamentary  were  issued 
the  common  law  relied  upon  by  the  appellants  was  in  con- 
flict with  the  statutory  provisions  of  the  State,  and  was, 
therefore,  abrogated.     It  could  no  more  be  recognized  in 
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the  Federal  than  in  the  State  tribunals.  Nor  is  the  rule  in 
courts  of  equity  different  from  the  rule  in  the  courts  of 
law.  Neither  can  recognize  the  authority  of  an  executor 
any  more  than  that  of  administrator,  and  neither  will  aid 
him  to  obtain  possession  and  control  of  the  estate,  until  he 
has  f  ulflUed  the  conditions  and  given  the  guarantees  of  fidel- 
ity and  solvency  prescribed  by  the  local  law.  A  different 
rule  could  hardly  fail  to  be  followed  by  the  most  mischiev- 
ous consequences. 

If,  however,  the  question  were  to  be  settled  by  the  rules 
of  the  common  law,  we  should  be  of  the  opinion,  upon  the 
facts  of  the  case  as  disclosed  in  the  record,  that  the  suit 
was  well  brought  by  Charles  Goodyear,  Jr.,  alone.  But 
there  are  other  considerations  bearing  upon  the  subject 
which  are  still  more  satisfactory  to  our  minds. 

The  patent  law  of  the  United  States  authorizes  an  execu- 
tor to  surrender  a  patent  and  take  a  reissue.  Act  of  July 
4,  1836,  sec.  13.  In  this  case  the  patent  was  surrendered 
by  Charles  Goodyear,  Jr.,  as  executor,  and  the  reissues 
were  to  him  in  the  same  character.  This  was  a  specific 
grant  by  the  government,  and  vested  in  him  exclusively 
the  legal  title.  The  suffix  of  ^"^  executor  ^^  signified  the 
trustee  character  in  which  he  assumed  to  act,  and  in  which 
he  was  recognized  and  dealt  with  by  the  Commissioner. 
The  designation,  and  the  trust  which  it  implied,  did  not 
prevent  the  passage  of  the  legal  title  nor  qualify  the  estate 
which  accompanied  it.  It  follows  from  this  view  of  the 
subject  that  the  grantee  can  sustain  a  suit  on  the  patent  in 
all  respects,  as  if  he  had  been  designated  in  it  as  trustee 
instead  of  executor. 

But  conceding,  for  the  purposes  of  the  argument,  that  he 
occupies  the  same  relation  to  the  patents  reissued  to  him 
as  to  the  one  reissued  to  the  testator,  and  which  he  sur- 
rendered, then  he  was  a  foreign  executor  in  the  forum 
where  the  suit  was  instituted. 

The  bill  alleges  that  he  was  the  executor  of  Charles  Good- 
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year,  deceased,  his  rights  as  such  in  that  forum  depended 
upon  the  local  law  of  Rhode  Island.  If  his  authority  to 
sue  there  in  his  representative  character  was  intended  to  be 
questioned,  it  should  have  been  done  by  plea  or  by  the 
answer.  Not  having  been  done  in  that  way,  the  defend- 
ants are  concluded,  and  the  question  is  no  longer  open  in 
the  case.  The  answer  is  silent  upon  this  point.  Its  aver- 
ments touching  the  jurisdiction  of  the  surrogate  of  the  city 
of  New  York  are  effectually  disposed  of  by  the  complain- 
ants' proofs. 

In  any  view  which  can  be  taken  of  the  subject  the  objec- 
tion is  untenable. 

The  proposition  that  the  patent  is  fatally  defective,  be- 
cause it  is  impossible  to  make  merchantable  goods  accord- 
ing to  the  directions  contained  in  the  specifications,  cannot 
be  entertained.  The  answer  contains  no  averment  upon 
the  subject.  No  such  issue  was  tendered  to  the  complain- 
ants, and  they  have  had  no  notice  that  such  a  defense  was 
intended  to  be  relied  upon.  In  equity,  the  proofs  and  al- 
legations must  correspond.  The  examination  of  the  case, 
by  the  court,  is  confined  to  the  Issues  made  by  the  plead- 
ings. Proofs  without  the  requisite  allegations  are  as  una- 
vailing as  such  allegations  would  be  without  the  proofs  re- 
quisite to  support  them.  Foster  v.  Goddard,  1  Black,  518; 
Tripp  V.  Vincent,  3  Barb.  Ch.  613 ;  Boone  v.  Chiles,  10 
Pet.  178 ;  Harrison  v.  Nixon,  9  Pet.  483. 

It  is  alleged  in  the  answer  that  the  testator  was  not  the 
original  and  first  inventor  of  the  process  described  in  his 
patents. 

The  original  patent  was  issued  in  1844.  The  invention 
has  since  been  covered  by  a  succession  of  patents,  the  last 
of  which,  the  reissues  in  question,  are  still  unexpired,  and 
are  the  foundation  of  this  litigation.  The  discovery  was 
one  of  very  great  value.  It  is  a  mine  of  wealth  to  the  pos- 
sessors. Since  the  first  patent  was  issued  there  have  been 
numerous  cases  of  litigation  involving  its  validity.    They 
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were  earnestly  contested.  In  every  instance  the  patent  was 
sustained.  This  litigation  was  remarked  upon  by  the  coun- 
sel for  the  appellants,  and  it  was  added  that  this  question 
is  now,  for  the  first  time,  presented  to  this  court  for  con- 
sideration. It  is  a  just  commentary  to  say  that  such  a  liti- 
gation is  always  to  be  expected  in  cases  like  this.  There 
are  always  those  who  are  ready  to  gather  where  they  have 
not  sown.  The  number  and  ardor  of  the  conflicts  is  usu- 
ally in  proportion  to  the  value  of  the  prize  at  stake.  The 
validity  of  the  claim  of  the  testator  was  never  shaken  by 
any  adjudication.  It  has  been  uniformly  affirmed  and  sus- 
tained. If  the  subject  was  never  brought  here  before,  it 
was,  doubtless,  because  those  who  were  defeated  elsewhere 
saw  no  ground  for  the  hope  of  a  more  favorable  result  in 
this  court.  These  considerations  are  very  persuasive  to  the 
presumption  that  the  claim  of  Charles  Goodyear,  the  elder, 
that  he  was  the  original  and  first  inventor,  is  impregnable. 
If  it  were  not  so,  we  cannot  doubt  that  it  would  have  been 
ov^erthrown  in  the  numerous  and  severe  assaults  which  have 
been  made  upon  ir.  We  have,  however,  examined  the 
question  by  the  light  of  the  evidence  found  in  the  record, 
and  in  the  absence  of  the  adjudications  referred  to  should 
have  had  no  difficulty  in  coming  to  the  same  conclusion. 
We  entertain  no  doubt  upon  the  subject.  The  point  was 
not  very  earnestly  pressed  upon  our  attention  in  the  argu- 
ment at  the  bar.  We  deem  what  we  have  said  in  regard 
to  it,  sufficient. 

The  patents  reissued  to  the  executor  upon  the  surrender 
of  the  patent  reissued  to  the  testator  were  numbered  re- 
spectively 1,084  and  1,085.  The  one  numbered  1,085  is  for 
the  process  by  which  vulcanized  india-rubber  is  manufact- 
ured. The  other  one  is  for  the  result  of  the  process  in  the 
form  of  the  article  produced 

It  is  contended  by  the  appellants  that  both  these  patents 
are  invalid,  for  two  reasons :  1,  because  they  are  broader 
than  the  claims  of  the  patent  surrendered  by  the  executor ; 
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and,  2j  because  one  is  for  a  process,  and  the  other  for  the 
product  of  that  process.  The  court  below  held  the  objec- 
tion to  the  patent  for  the  process — that  it  is  too  broad — 
fatal  to  its  validit}%  because  the  claim  embraced  '*  other 
vulcanizable  gums"  besides  india-rubber  as  articles  to 
which  the  process  was  to  be  applied.  From  this  part  of 
the  decree  below  no  appeal  was  taken  by  the  complainants. 
It  is,  therefore,  final  and  conclusive  in  its  effect,  and  the 
patent  to  which  it  relates  must  be  laid  out  of  view.  It  re- 
mains, therefore,  to  consider  only  the  patent  No.  1,084, 
which  is  for  the  product. 

The  claims  of  the  patent  reissued  to  Charles  Goodyear, 
deceased,  in  1849,  are  as  follows  : 

"What  I  claim  as  my  invention  and  desire  to  secure  by- 
letters  patent  is  the  curing  of  caoutchouc,  or  india-rubber, 
by  subjecting  it  to  the  action  of  a  high  degree  of  artificial 
heat,  substantially  as  herein  described,  and  for  the  pur- 
poses specified. 

*'AndI  also  claim  the  preparing  and  curing  the  com- 
pound of  india-rubber,  sulphur,  and  a  carbonate  or  other 
salt,  or  oxide  of  lead,  by  subjecting  the  same  to  the  action 
of  artificial  heat,  substantially  as  herein  described." 

The  claim  of  the  patent  for  the  product  is  thus  expressed  : 

*'  What  is  claimed  as  the  invention  of  Charles  Goodyear, 
deceased,  is  the  new  manufacture  of  vulcanized  india-rub- 
ber (whether  with  or  without  other  ingredients),  chemically 
altered  by  the  application  of  heat,  substantially  as  de- 
scribed." 

The  specification,  among  other  things,  contains  these 
clauses : 

*'For  many  purposes  the  manufacture  is  improved  by 
the  addition  of  other  substances  than  sulphur,  among  which 
white  lead  is  one  of  the  best,  and  which,  when  used,  may 
be  combined  in  the  mixture  above  described,  in  the  propor- 
tion of  seven  parts  by  weight,  thereby  forming  a  triple  com- 
pound.    Other  salts  of  lead  may  be  used  with  advantage, 
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and  coloring  matter  may  be  also  incorporated  with  the 
mixture  for  the  purpose  of  imparting  colors  to  the  product. 

"And  other  naaterials,  such  as  cotton,  silk,  wool,  or 
leather,  may  be  incorporated  or  combined  with  the  india- 
rubber  and  sulphur,  thereby  modifying  the  strength,  elas- 
ticity, or  other  qualities  of  the  new  manufactui-e  for  par- 
ticular purposes  ;  as  it  is  found  that  the  new  substance  or 
product  will  be  produced  whenever  the  essential  elements 
of  rubber,  sulphur  and  heat  are  used,  whether  such  other 
materials  are  incorporated  or  not." 

A  patent  should  be  construed  in  a  liberal  spirit,  to  sus- 
tain the  just  claims  of  the  inventor.  This  principle  is  not 
to  be  carried  so  far  as  to  exclude  what  is  in  it,  or  to  inter- 
I)olate  anything  which  it  does  not  contain.  But  liberality, 
rather  than  strictness,  should  prevail  where  the  fate  of  the 
patent  is  involved,  and  the  question  to  be  decided  is  whether 
the  inventor  shall  hold  or  lose  the  fruits  of  his  genius  and 
his  labors.  Corning  v.  Burden,  16  How.  269  [6  Am.  &Eng. 
69] ;  Battin  v.  Taggert,  17  How.  74  [6  Am.  &  Eng.  242]. 
The  surrender  was  made  by  the  executor,  for  the  reason 
that  the  specification  was  defective  and  required  amend- 
ment. This  the  law  permitted  if  the  facts  brought  the  case 
within  the  provisions  of  the  statute.  The  Commissioner 
was  charged  with  the  duty  of  examining  the  facts  and  de- 
ciding upon  the  application.  His  judgment  is  shown  in 
the  results.  Upon  comparing  the  context  of  the  specifica- 
tions of  the  surrendered  and  of  the  reissued  patent,  and 
giving  to  each  a  reasonable  interpretation,  we  are  satisfied 
that  the  decision  was  correct,  and  we  see  no  reason  to  re- 
verse it. 

It  is  the  right  of  the  patentee  and  his  representatives  to 

enlarge  or  restrict  the  claim,  so  as  to  give  it  validity  and 

secure  the  invention.     Battin  v.  Taggert,  17  How.  84  [6 

Am.  &Eng.  242]. 
Patentable  subjects,  as  defined  by  the  patent  law  (Act  of 

1836,  sec.  6,  are  ^'any  new  and  useful  art,  machine,  man- 
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ufacture  or  composition  of  matter,  or  any  new  and  useful 
improvement  on  any  art,  machine,  manufacture,  or  compo- 
sition of  matter." 

A  machine  may  be  new,  and  the  product  or  manufacture 
proceeding  from  it  may  be  old.  In  that  case  the  former 
would  be  patentable  and  the  latter  not.  The  machine  may 
be  substantially  old  and  the  product  new.  In  that  event 
the  latter,  and  not  the  former,  would  be  patentable ;  both 
may  be  new,  or  both  may  be  old.  In  the  former  case,  both 
would  be  patentable  ;  in  the  latter,  neither. 

The  same  remarks  apply  to  processes  and  their  results. 
Patentability  may  exist  as  to  either,  neither,  or  both,  ac- 
cording to  the  fact  of  novelty,  or  the  opposite.  The  pat- 
entability, or  the  issuing  of  a  patent  as  to  one,  in  nowise 
affects  the  rights  of  the  inventor  or  discoverer  in  respect  to 
the  other.  They  are  wholly  disconnected  and  independent 
facts.  Such  is  the  sound  and  necessary  construction  of  the 
statute. 

This  objection  to  the  patent,  we  think,  is  also  not  well 
taken. 

Can  we  go  behind  the  action  of  the  commissioner  in  ex- 
tending the  patent  and  inquire  into  the  frauds  by  which  it 
is  alleged  that  the  extension  was  procured  ? 

The  5th  section  of  the  Act  1790  (1  Stat,  at  L.,  109,  chap. 
7),  provided  for  the  repeal  of  patents  under  the  circum- 
stances and  in  the  manner  specified.  This  act  was  repealed 
by  the  Act  of  1793.  1  Stat,  at  L.,  318,  chap.  2.  The  10th 
section  of  that  act  re-enacted  the  5th  section  of  the  Act  of 
1790.  The  5th  section  of  the  latter  act  authorized  substan- 
tially the  same  defenses  in  suits  upon  patents  which  are 
allowed  by  the  15th  section  of  the  Act  of  1836,  with  the 
further  provision,  that  if  the  facts  touching  either  defense 
were  established,  "judgment  shall  be  rendered  for  the  de- 
fendant with  cost,  and  the  patent  shall  be  declared  void." 
This  act  continued  in  force  until  it  was  repealed  by  the  act 
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of  1836.     These  provisions  were  not  then,  and  they  have 
not  since  been  re  enacted. 

The  16tli  section  of  the  Act  of  1836  authorizes  a  court  of 
equity,  in  cases  of  interference,  to  take  jurisdiction  and 
annul  the  patent  issued  to  tlie  party  in  the  wrong.  Be- 
yond this  the  patent  laws  are  silent  upon  the  subject  of 
the  exercise  of  such  authority. 

This  review  furnishes  a  strong  implication  that  it  was  the 
intention  of  Congress  not  to  allow  a  jjatent  to  be  abrogated 
in  any  collateral  proceeding,  except  in  the  particular  in- 
stance mentioned,  but  to  leave  the  remedy  in  all  other  cases 
to  be  regulated  by  the  principles  of  general  jurisprudence. 
To  those  principles  we  must  look  for  the  solution  of  the 
question  before  us. 

The  subject  was  examined  by  Chancellor  Kent  with  his 
accustomed  fullness  of  research  and  ability,  in  Jackson  v. 
liawton,  10  Johns.  23.  He  there  said :  ' '  Unless  letters  patent 
are  absolutely  void  on  the  face  of  them,  or  the  issuing  of 
them  was  without  authority,  or  was  prohibited  by  statute, 
they  can  only  be  avoided  in  a  regular  course  of  pleading, 
in  which  the  fraud,  irregularity,  or  mistake  is  regularly  put 
in  issue.  The  principle  has  been  frequently  admitted,  that 
the  fraud  must  appear  on  the  face  of  the  patent  to  render 
it  void  in  a  court  of  law,  and  that  when  the  fraud  or  other 
defect  arises  on  circumstances,  dehors  the  gr«Tnt,  the  grant 
is  voidable  only  by  suit.  1  Hen.  &  Munf.  19,  187  ;  (Alex- 
ander V.  Greenup),  1  Munf.  134.  The  regular  tribunal  is 
chancery,  founded  on  a  proceeding  by  scire  facias  or  by 
bill  or  information."  The  patent  in  that  case  was  for  land, 
but,  as  regards  the  point  here  under  consideration,  there  is 
no  distinction  between  such  a  patent  and  one  for  an  inven- 
tion or  discovery.  If  there  be,  the  case  is  stronger  as  to 
the  latter.  Tn  the  case  of  Field  v,  Seabury,  19  How.  332, 
the  patent  was  also  for  land.  This  court  ruled  the  point  in 
like  manner,  and  the  same  remarks  apply.  Viewing  the 
subject  in  the  light  of  the  principle  involved,    we  can 
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see  no  defect  in  the  parallelism  between  that  case  and  the 
one  before  us. 

The  extension  was  granted  by  the  commissioner  pursu- 
ant to  the  1st  section  of  the  Act  of  1848,  and  the  18th  section 
of  the  Act  of  1836.  The  latter  declares  that  upon  the  mak- 
ing and  recording  of  the  certificate  of  extension  "  the  said 
patent  shall  have  the  same  effect  in  law  as  though  it  had 
been  originally  granted  for  the  term  of  twenty-one  years." 
The  law  made  it  the  duty  of  the  commissioner  to  examine 
and  decide.  He  had  full  jurisdiction.  The  function  he 
performed  was  judicial  in  its  character.  No  provision  is 
made  for  appeal  or  review.  Foley  v.  Harrison,  15  How.  448. 
His  decision  must  be  held  conclusive  until  the  patent  is 
impeached  in  a  proceeding  had  directly  for  that  purpose 
according  to  the  rules  which  define  the  remedy,  as  shown 
by  the  precedents  and  authorities  upon  che  subject.  We 
are  not,  therefore,  at  liberty  to  enter  upon  the  examination 
of  the  evidences  of  fraud  to  which  we  have  been  invited 
by  the  counsel  for  the  appellants.  The  door  to  that  inquiry 
in  this  case  is  closed  upon  us  by  the  hand  of  the  law 

The  rule  which  we  have  thus  laid  down  is  intended  to  be 
limited  to  the  class  of  cases  to  which,  as  respects  the  point 
in  question,  the  one  before  us  belongs.  We  decide  noth- 
ing beyond  this. 

The  proof  of  infringement  makes  a  case  so  clear  for  the 
appellees,  in  our  judgment,  that  it  is  deemed  unnecessary 
to  extend  this  opinion  by  discussing  the  subject. 

It  is  unnecessary  to  consider  the  respective  rights  of  the 
several  corporation  complainants  in  this  litigation,  because  it 
is  clear  thattsuch  as  do  not  belong  them  are  are  vested  in 
Charles  Goodyear,  the  executor,  by  virtue  of  his  holding 
the  entire  legal  title  of  the  patent. 

The  appellants  meet  the  case  in  the  aspect  of  infringe- 
ment, by  setting  up  a  license  from  Charles  Goodyear,  de- 
ceased, to  E.  M.  Chaffee,  bearing  date  on  the  25th  of  June, 
1846,  which  they  insist  is  a  complete  bar  to  the  relief  sought 
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by  the  bill.  This  instrument  gives  to  Chaflfee,  ''his  execu- 
tors, administrators  and  assigns,  a  free  license  to  use  the 
said  Goodyear' s  gum  elastic  composition  for  coating  cloth 
for  the  purpose  of  japanning,  marbling,  and  variegate  ja- 
panning, at  his  own  establishment,  but  not  to  be  disposed 
of  to  others  for  that  purpose  without  the  consent  of  the 
said  Charles  Goodyear;  *  *  *  the  right  and  license 
hereby  conferred  being  limited  to  the  United  States,  and 
not  extending  to  any  foreign  country,  and  not  being  in- 
tended to  convey  any  right  to  make  any  contract  with  the 
Government  of  the  United  States." 

There  are  several  objections  to  the  view  taken  of  this  li- 
cense by  the  counsel  for  the  appellant.  It  authorizes  Chaf- 
fee to  use  it  himself.  It  gave  him  no  right  to  authorize 
others  to  use  it  in  conjunction  with  himself,  or  otherwise, 
without  the  consent  of  Goodyear,  which  is  not  shown,  and 
not  to  be  presumed.  It  was  to  be  used  at  his  own  es- 
tablishment, and  not  at  one  occupied  by  himself  and  others. 
Looking  at  the  terms  of  the  instrument,  and  the  testimony 
in  the  record,  we  are  satisfied  that  its  true  meaning  and 
purpose  were  to  authorize  the  licensee  to  make  and  sell 
india-rubber  cloth,  to  be  used  in  the  i^ace,  and  for  the 
purposes,  of  patent  or  japanned  leather.  In  our  judg- 
ment it  conveyed  authority  to  this  extent  and  nothing  more. 
The  practical  construction  which  the  parties  themselves 
have  given  to  a  contract  by  their  own  conduct  is,  in  cases 
of  doubt,  always  entitled  to  great  weight.  That  this  prac- 
tical construction,  in  the  case  before  us,  was  in  accordance 
with  that  which  we  have  given  to  the  instrument,  is  clearly 
shown  by  the  following  facts :  The  defendants,  Chaflfee, 
Bourne  and  Brown,  were  hostile  to  the  extension,  and  col- 
lected evidence  to  defeat  it.  If  they  had  understood  the 
license  then,  as  they  construe  it  now,  their  interest  would 
have  prompted  an  opposite  line  of  conduct.  In  1866,  Good- 
year, the  elder,  and  others,  sued  Brown,  Bourne  and  Chaf- 
fee for  an  infringement  of  the  patent  reissued  to  Good- 

9  Wall.  709. 


ISO        rnOVIDENOE  RUB.  CO.  t>.  GOODYEAR.   [Sup.  Ct. 

Opinion  of  the  court 

year — by  manufacturing  india-rubber  shoes.  In  September 
of  that  year,  they  filed  their  answer.  The  license  as  they 
now  construe  it,  would  have  been  conclusive  against  the 
complainants.  The  answer  is  long  and  elaborate.  It  makes 
no  allusion  to  the  license.  An  absolute  injunction  was  de- 
creed. The  Chaffee  license  bears  date  in  1846.  In  1868, 
the  same  defendants  procured  a  license  to  manufacture  rub- 
ber shoes  from  Haywood.  The  terms  were  stringent  and 
onerous.  This  license  would  have  been  useless,  if  their 
present  construction  of  the  license  to  Chaffee  is  correct.  It 
is  not  clear  that  any  interest  w^as  conveyed  by  Chaffee  to 
the  other  parties,  if  ever,  until  since  the  commencement  of 
this  suit.  The  claim  was  not  heard  of  before  the  conflict 
began.  The  license  sets  forth,  in  express  terms,  that  it  was 
not  intended  to  give  any  authority  to  contract  with  the 
United  States.  All  the  articles  to  which  this  controversy 
relates  were  manufactured  for  the  United  States,  under  con- 
tracts with  the  Quartermaster-General.  This  defense  can- 
not avail  the  defendants. 

Upon  looking  further  into  the  record  we  find  that  the 
complainants  took  seven  exceptions,  and  the  defendants 
twenty-eight,  to  the  master's  report  in  the  court  below,  all 
of  which,  on  both  sides,  were  overruled.  The  complainants 
not  having  appealed,  their  exceptions  are  not  open  to  ex- 
amination. Our  attention,  therefore,  will  be  confined  to 
those  taken  by  the  defendants,  who  have  brought  them  be- 
fore us  by  this  appeal.  Many  of  them  relate  to  the  find- 
ings of  the  master  upon  questions  of  fact.  Others  are  pre- 
dicated of  facts  which,  upon  examination,  are  not  found  to 
be  as  the  exceptions  assume.  In  all  these  cases  we  are 
satisfied  with  the  master's  conclusions,  and  do  not  propose 
to  review  them.  We  shall  dispose  of  such  other  points 
arising  upon  the  report  as  we  deem  it  proper  to  remark 
upon,  without  adverting  particularly  to  the  exceptions  by 
which  they  are  raised. 

In  taking  the  account  the  master  was  not  limited  to  the 
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date  of  the  decree.  In  such  cases,  it  is  proper  to  extend 
the  account  down  to  the  time  of  the  hearing  before  him, 
unless  the  infringement  ceased  prior  to  that  time.  The 
rights  of  the  parties  are  settled  by  the  decree,  and  nothing 
remains  but  to  ascertain  the  damages  and  adjudge  their 
payment.  The  practice  saves  a  multiplicity  of  suits,  time, 
and  expense,  and  promotes  the  ends  of  justice.  We  see 
no  well  founded  objection  to  it. 

The  13th  section  of  the  Act  of  March  2d,  1861,  requires 
"  that  every  article  made  or  sold  under  the  protection  of  a 
patent  shall  have  fixed  upon  it  the  word  'patented,' and 
the  day  and  year  when  the  patent  was  granted ;  and  when, 
from  the  character  of  the  article,  that  may  be  impracticable, 
a  label  on  which  a  notice  to  the  same  effect  is  printed  shall 
be  attached  ;"  and  if  this  be  not  done  it  is  declared  ''  that 
in  case  of  suit  for  infringement,  brought  by  the  person  fail- 
ing so  to  mark  the  articles,  no  damages  shall  be  recovered 
by  tne  plaintiff  except  on  proof  that  the  defendant  was 
duly  notified  of  the  infringement,  and  continued,  after 
such  notice,  to  make  and  vend  the  articles  patented,"  &c. 
It  is  said  that  the  bill  contains  no  averment  on  this  subject, 
and  that  the  record  is  equally  barren  of  proof  that  any 
such  notice  was  ever  given  to  the  defendants,  except  by  the 
service  of  process,  upon  the  filing  of  the  bill.  Hence,  it  is 
insisted,  that  the  master  should  have  commenced  his  ac- 
count at  that  time,  instead  of  the  earlier  period  of  the  be- 
ginning of  the  infringement.  His  refusal  to  do  so  w^as  made 
the  subject  of  an  exception.  The  answer  of  the  defend- 
ants is  as  silent  upon  the  subject  as  the  bill  of  the  com- 
plainants. No  such  issue  was  made  by  the  pleadings.  It 
was  too  late  for  the  defendants  to  raise  the  point  before  the 
master.  They  were  concluded  by  their  previous  silence, 
and  must  be  held  to  have  waived  it.  It  cannot  be  consid- 
ered here.  We  refer  to  the  authorities  cited  in  an  earlier 
part  of  this  opinion,  in  support  of  the  rule  upon  this  sub- 
ject. 
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The  Circuit  Court  decreed  that  the  Providence  Com- 
pany was  liable  '*  for  all  the  profits  made  in  violation  of 
the  rights  of  the  complainants,  under  the  patent  aforesaid, 
by  respondents,  by  the  manufacture,  use,  or  sale  of  any 
of  the  articles  named  in  said  bill."  This  was  in  accordance 
with  the  rule  in  equity  cases  established  by  this  court. 
Livingston  v.  Woodworth,  16  How.  546  [6  Am.  &  Eng.  167] ; 
Dean  v.  Mason,  20  How.  198  [6  Am.  &  Eng.  361].  It  was 
not  objected  to  in  the  argument  here,  but  it  was  strenuously 
insisted  that  the  master  had  erred  in  his  application  of  the 
rule,  and  the  court  in  confirming  his  conclusions.  We  have 
examined  the  report  and  are  satisfied  that  he  discharged 
his  duty  with  exemplary  care  and  diligence.  The  report 
is  characterized  by  unusual  ability.  He  has  stated  two  ac- 
counts, one  against  the  Providence  Company  and  the  other 
against  the  Columbian  Company,  which  he  finds  to  be  the 
Providence  Company  under  another  name. 

The  Providence  Company  manufactured  articles  covered 
and  articles  not  covered  by  the  patent  in  question.  No 
separate  account  was  kept  as  to  their  respective  cost  and 
profit.  The  business  as  to  both  was  so  intermingled  and 
confused  that  approximate  results  only  were  possible,  and 
these  were  attainable  by  but  one  process.  He  applied  the 
principle  of  apportionment  as  follows  : 

The  gross  amount  of  sales  of  articles  of  both  classes  was 
$2,648,131.49.  The  gross  amount  of  sales  of  articles  cov- 
ered by  the  patent,  11,899,696.78.  Gross  amount  of  profits, 
$349,520.02.  Proportion  of  profits  due  to  articles  covered 
by  the  patent  $250,757.72.  The  master  reports  that  this 
result  approaches  exactness,  and  that  it  is  favorable  to  the 
defendants.  The  Columbian  Company  manufactured  only 
l)atented  articles.  Its  books  were  properly  kept.  The 
data  were  clear  and  certain,  and  he  had  no  difficulty  in 
reaching  a  satisfactory  conclusion.  He  found  the  amount 
of  profits  to  be  $60,000. 
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Profits  of  the  Providence  Company,     .     .     .     $250,769  72 
Profits  of  the  Columbian  Company,     .     .     .        60,000  00 


Total  for  which  the  defendants  are  liable,     .     $310,757  72 

In  making  up  the  account  the  master  allowed  deduc- 
tions from  profits,  for  bad  debts,  for  rents,  and  interests 
paid — debiting  rents  and  interest  received  ;  he  allowed  for 
the  market  value  of  the  materials  on  hand  when  the  in- 
fringement began,  for  the  cost  of  those  acquired  after- 
wards to  carry  on  the  business,  and  for  the  usual  salaries 
of  the  managing  officers.  In  this  connection  we  take  the 
following  paragraph  from  the  report : 

"Large  amounts  appear  by  the  books  to  have  been  ex- 
pended in  repairs  of  building  and  machinery,  and  in  the 
purchase  of  new  machinery,  tools  and  fixtures.  No  fur- 
ther allowance  is  made  by  the  master  for  wear  and  tear, 
and  depreciation." 

He  refused  to  allow  the  extraordinary  salaries  which  it 
appeared  by  the  books  had  been  paid,  being  satisfied  they 
were  dividends  of  profit  under  another  name,  and  put  in 
that  guise  for  concealment  and  delusion.  The  allowance 
for  repairs  and  other  items  mentioned  in  this  connection 
doubtless  exceeded  the  wear  and  tear  which  could  have 
occurred  during  the  time  of  the  infringement.  He  refused 
to  allow  the  value,  at  the  time  they  were  used,  of  materials 
bought  for  the  purposes  of  the  infringement.  The  market 
was  a  rising  one.  The  defendants  had  the  benefit  of  it  as 
to  those  which  were  untainted  by  dishonesty.  Those 
bought  later  stand  upon  a  different  footing.  The  claim  is 
entitled  to  no  especial  favor.  There  must  be  a  fixed  rule. 
There  can  be  none  better  than  the  cost  as  to  those  to  which 
that  principle  was  applied.  The  articles  might  have  fallen 
in  value  instead  of  rising.  The  defendants  cannot  com- 
plain, as  they  are  held  liable  only  for  the  ultimate  profits 
of  the  piracy. 
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He  refused  to  allow  the  profits  due  to  elements  not  pat- 
ented, which  entered  into  the  composition  of  the  patented 
articles.  There  may  be  cases  in  which  such  an  allowance 
would  be  proper.  This  is  not  one  of  them.  The  manner  in 
which  the  books  of  the  Providence  Company  were  kept 
renders  such  an  account  impossible  as  to  the  business  done 
in  their  name. 

The  conduct  of  the  defendants  in  this  respect  has  not 
been  such  as  to  commend  them  to  the  favor  of  a  court  of 
equity.  Under  the  circumstances,  every  doubt  and  diffi- 
culty should  be  resolved  against  them.  Lupton  v.  White, 
15  Vesey,  432 ;  Copeland  v.  Crane,  9  Pick.  79 ;  Dexter  v. 
Arnold,  2  Sumn.  109;  Miller  v.  Whittier,  36  Maine,  585. 
The  allowance  was  properly  denied. 

He  refused  to  allow  manufacturer's  profits  and  interest 
on  the  capital  stock.  This  was  qorrect.  "The  profits 
made  in  violation  of  the  rights  of  the  complainants"  in 
this  class  of  cases,  within  the  meaning  of  the  law,  are  to 
be  computed  and  ascertained  by  finding  the  difference  be- 
tween cost  and  yield.  In  estimating  the  cost,  the  elements 
of  price  of  materials,  interest,  expenses  of  manufacture 
and  sale,  and  other  necessary  expenditures,  if  there  be 
any,  and  bad  debts,  are  to  be  taken  into  the  account,  and 
usually  nothing  else.  The  calculation  is  to  be  made  as  a  man- 
ufacturer calculates  the  profits  of  his  business.  "  Profits" 
is  the  gain  made  upon  any  business  or  investment,  when 
both  the  receipts  and  payments  are  taken  into  the  account. 
People  V.  Super.  Niag.,  4  Hill.  23.  The  rule  is  founded  in 
reason  and  justice.  It  compensates  one  party  and.  punishes 
the  other.  It  makes  the  wrong  doer  liable  for  actual,  not 
possible,  gains.  The  controlling  consideration  is,  that  he 
shall  not  profit  by  his  wrong.  A  more  favorable  rule 
would  offer  a  premium  to  dishonesty,  and  invite  to  aggres- 
sion. 

The  jurisdiction,  of  equity  is  adequate  to  give  the  proper 
remedy,  whatever  phase  the  case  may  assume ;  and  the 
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severity  of  the  decree  may  be  increased  or  mitigated  ac- 
cording to  the  complexion  of  the  conduct  of  the  offender. 

We  find  no  error  in  the  record^  and  the  decree  of  the 
Circuit  Court  is  affirmed  (a). 

9  Wall.  804. 

(a)  Wallace  adds:  *^  Note— Bradley  and  Strong,  J  J.,  had  not  taken 
their  seats  upon  the  bench  when  the  preceding  case  was  argued  and  de- 
cided." 
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Argument  of  counseL 

THE  PROVIDENCE  RUBBER  COMPANY,  APPEL- 
LANT, V.  CHARLES  GOODYEAR,  Executor  of 
Charles  Q-oodyear,  Deceased,  et  al.* 

9  Wall.,  805-807.    I>ec.  Term,  1869. 

[Bk.  19,  L.  ed.  828 ;  2  Whit.  260.1 
Argued  April  26,  1870.     Decided  April  30,  1870. 
Bill  of  review.     Newly  discovered  evidence.     Laches. 

1.  Where  on  motion  made  for  leave  to  file  a  bill  of  review  grounded 

on  newly  discovered  matter,  it  appeared  that  snch  matter  was 
sufficiently  shown  in  the  exhibits  in  the  original  case  and  that 
leave  to  file  the  bill  would  not  effect  the  decree  which  had 
been  rendered,  held  that  appellants  were  estopped  from  de- 
nying knowledge  of  their  contents,  and  that  their  laches  of 
seven  years  was  fatal  to  their  application,     (p.  197. ) 

2.  Whether  an  application  shall  be  granted  or  refused,  rests  in  the 

sound  discretion  of  the  court,  the  requisite  leave  is  never  a 
matter  of  right     (p.  197.) 

[Citations  in  opinion  of  the  court :] 

Goodyear  v.  Day,  2  Wall.  Jr.  283.    p.  196. 

Goodyear  and  the  New  England  Car  Spring  Company  v.  The  Central 

RaUroad  of  New  Jersey,  1  Fish.  626.    p.  196. 
Story  Eq.  PI.  sec.  414,  417.    p.  197. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Rhode  Island. 

On  motion  to  stay  mandate  and  file  bill  of  review. 

The  case  is  sufficiently  stated  by  the  court. 

See,  also,  the  report  of  the  decision  by  this  court  on  the 
merits. 

Messrs.  Parsons^  PaynSy  and  Gushing^  for  appellants: 
After  the  decision  of  the  court  in  this  suit  affirming  the 
decree  of  the  Circuit  Court  for  the  District  of  Rhode  Is- 
land, end  near  the  close  of  the  month  of  March  of  the 

*  See  Explanation  of  Notes,  page  III. 
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present  year,  the  appellants  were,  for  the  first  time,  in- 
formed that  Charles  Goodyear,  the  original  patentee,  had, 
during  his  lifetime,  conveyed  to  one  William  Judson  an 
absolute  interest  amounting  to  about  one-third  in  and  to 
the  patent  in  controversy,  and  that  said  interest  was  out- 
standing in  the  said  Jndson  during  the  whole  lifetime  of 
the  patent. 

The  eflfect  of  such  a  transfer  would  necessarily  and  ob- 
viously be  that  neither  this  suit  nor  any  other  based  on 
the  patent  could  be  properly  brought  unless  Judson  or  his 
estate  were  joined  as  a  party  complainant. 

The  appellants  have  a  right  to  insist  that  Judson  should 
be  made  a  party  to  this  bill  for  their  own  protection. 
Otherwise  Judson,  or  his  estate,  not  being  concluded  by  a 
decree  in  this  proceeding,  will  have  the  right,  by  virtue  of 
his  ownership  of  part  of  the  patent,  to  sue  again  for  the 
same  infringement. 

And  the  court,  upon  the  fact  being  made  to  appear  that 
there  are  in  existence  necessary  parties,  without  whom  the 
suit  could  not  be  maintained,  have  not  only  the  right,  but 
it  becomes  their  duty  to  see  that  such  parties  are  brought 
in.  1  Daniel's  Ch.  Pr.  285  and  286,  notes  and  numerous 
cases  cited. 

Lewis  V.  Darling,  16  How.  8. 

And  a  defeated  party,  upon  the  discovery  of  new  evi- 
dence, may,  after  a  final  decree  in  this  court,  obtain  leave  to 
file  a  bill  of  review  in  the  court  below,  to  review  the  judg- 
ment which  this  court  has  rendered. 

U.  S.  V.  Knight's  Admr.  1  Black.  489 ;  U.  S.  v.  Rocha, 
December  2,  1870. 

Mr.  W.  E.  Curtis^  for  appellees: 

Mr.  Justice  Swayne  stated  the  case  and  delivered  the 
opinion  of  the  court.  * 
The  appellants  have  submitted  a  motion  that  the  man- 

9  WaU.  805. 
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date  in  this  case  be  stayed,  and  that  they  have  leave  to  file 
a  bill  of  review.  The  ground  of  the  application  is  the  al- 
leged fact  that  George  B.  Dorr  and  William  Judson,  both 
deceased,  were  largely  interested  in  the  patent  which  lies 
at  the  foundation  of  this  litigation,  and  that  their  legal 
representatives  should  have  been  made  parties  to  the  suit. 
It  is  shown  that  a  suit  has  been  recently  instituted  by 
Louisa  Judson,  widow  and  executrix  of  William  Judson, 
against  the  appellants  for  the  same  infringements  of  the 
patent  which  are  charged  in  the  bill  in  this  case.  Affida- 
vits are  on  file — taken  to  show  the  interest  of  Judson — and 
that  the  appellants  had  no  knowledge  of  the  fact  until  since 
the  determination  of  the  case  in  this  court.  They  are  si- 
lent as  to  the  interest  of  Dorr.  Upon  looking  into  the 
record,  we  find  that  the  subpoena  in  this  case  bears  date  on 
the  30th  of  October,  1862.  The  litigation  was  in  progress 
from  that  time  until  it  was  determined  here  by  the  opinion 
of  this  court  delivered  on  the  7th  of  February  last,  affirm- 
ing the  decree  of  the  Circuit  Court  in  favor  of  the  com- 
plainants. 

Exhibit  ^'B,"  annexed  to  the  complainants'  bill  in  the 
record,  is  the  opinion  of  Mr.  Justice  Grier  in  the  case  of 
Goodyear  v.  Day,  2  Wall.  Jr.  283,  involving  the  same 
patent. 

That  opinion  was  delivered  at  the  May  Term,  1852,  of 
the  Circuit  Court  of  the  United  States  for  the  District  of 
New  Jersey.  It  appears  by  this  opinion  that  the  point  was 
made  in  that  case  by  the  defendant,  that  William  Judson 
and  James  A.  Dorr  were  parties  in  interest,  and  should  be 
made  parties  complainant.  The  assignment  by  Goodyear 
to  Judson  and  Dorr  was  before  the  learned  judge,  and  the 
question  made  was  fully  considered.  They  were  not  made 
parties.  Exhibit  *'C,"  annexed  to  the  bill,  is  the  opinion 
of  the  same  justice  in  the  case  of  Goodyear  and  the  New 
England  Car  Spring  Company  v.  The  Central  Railroad  of 
New  Jersey,  1  Fish.  626,  argued  in  the  Circuit  Court  of 

0  Wall.  805-806. 
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that  State  on  the  24th  of  March,  1853.  The  suit  in  that 
case  was  also  founded  upon  the  Goodyear  patent.  The 
objection  that  Judson  and  Dorr  should  have  been  co-com- 
plainants was  set  up.  The  assignment  to  them  by  Good- 
year was  analysed  and  considered.  The  learned  judge  ar- 
rived at  the  conclusion  that  they  were  not  necessary  parties, 
and  overruled  the  point.  These  exhibits  were  as  much  a 
part  of  the  bill  in  this  case  as  anything  which  it  contained. 
The  appellants  are  estopped  from  denying  knowledge  of 
its  contents.  They  were  sufficient  to  show  the  existence  of 
the  assignment  to  Judson  and  Dorr,  and  the  general  scope 
and  character  of  its  contents.  If  not  satisfied  with  the 
views  of  Mr.  Justice  Grier  upon  the  subject,  they  should 
have  made  the  defense  by  plea  or  answer.  Not  having 
spoken  at  the  proper  time  in  that  way,  they  cannot  be  per- 
mitted to  speak  with  effect  now,  in  this  way.  They  have 
slept  upon  knowledge  which,  if  material,  should  have 
awakened  them  to  activity  more  than  seven  years  ago. 
Their  laches  is  fatal  to  their  application.  It  is  a  settled  rule 
in  this  class  of  cases  *'that  the  matter  must  not  only  be 
new,  but  such  as  the  party,  by  the  use  of  reasonable  dili- 
gence,could  not  have  known ;  for  if  there  be  any  laches  or 
negligence  in  this  respect,  that  destroys  the  title  to  the  re- 
lief." Story,  Eq.  PI.,  sec.*414.  Whethersuch  an  application 
shall  be  granted  or  refused,  rests  in  the  sound  discretion  of 
the  court.  The  requisite  leave  is  never  a  matter  of  right. 
Story,  Eq.  PI.,  sec.  417.  The  affidavits  have  failed  to  sat- 
isfy us  that  if  a  bill  of  review  were  filed  the  result  would 
affect  the  decree  which  has  been  rendered. 

We  are  all  of  the  opinion  that,  under  the  circumstances, 
it  would  not  be  proper  to  withhold  longer  from  the  appel- 
lees the  fruits  of  the  relief  to  which  we  have  found  them 
entitled. 

It  is  not  probable  that  the  api)ellant8  will  be  injured  by 
any  litigation  which  the  representatives  of  Judson  or  Dorr 
may  institute.     If  their  interests,  as  claimed,  shall  be  es- 

9  Wall.  806-807. 
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tablished,  the  Circuit  Court  which  tries  the  case  will,  doubt- 
less, so  exercise  its  flexible  jurisdiction  in  equity  as  to  pro- 
tect  all  rights  and  do  justice  to  all  concerned. 

The  motion  for  leave  to  file  a  hill  of  review  is  denied. 

9  Wall.  807. 

Patent  in  suits 

No.  3,633.  Goodyear,  C.  Jane  15,  1844  Beissties  Nos. 
156  and  157,  December  25,  1849.  Reissue  No.  1,085 
November  20,  1860.  Tndia-Babber  Process.  Beissue 
1,084,  November  20,  1860.     Product 


Other  Suits  on  Same  Patent  : 
See  list  given  in  Bubber  Co.  v.  Goodyear,  9  Wall.  788  (p.  188  ante). 

0 

In  Text  Books  in: 
Walker  on  Pats.,  1883,  p.  445. 
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Syllabus. 

THE  PROVIDENCE  RUBBER  COMPANY  et  al.,  AP- 
PELLANTS,  V.  CHARLES  GOODYEAR' S  EXECU- 
TOR AND  THE  UNION  INDIA  RUBBER  COMPANY 

ET  AL.* 

9  Wall.,  807^11.    Deo.  Term,  1809. 

[Bk.  19,  L.  ed.  687 ;  2  Whit.  252.] 

Argued  January  26,  1870.     Decided  February  14,  1870. 

Bill  to  set  off  a  judgment     Original  bill     Crosa-bill 

1  Where  an  interlocutory  decree  was  rendered  in  favor  of  C.  G. 
and  others,  and  while  the  case  was  still  before  a  master  for  an 
accounting  for  damages  for  infringement,  a  bill  was  filed  by 
defendant  thereto  to  set  off  a  judgment  against  C.  G.  one  of 
the  complainants,  and  praying  a  discovery  of  the  respective 
shares  of  the  damages  claimed  by  C.  G.  and  others  in  order  to 
set  off  the  judgment  against  his  share;  held  that  it  was  an 
original  bill  and  not  a  cross-bill,  and  that  it  could  not  be  sus- 
tained as  the  latter,  because  when  filed  no  decree  had  passed 
in  the  original  suit  for  the  payment  of  damages,     (p.  206. ) 

2.  Held  that  the  bill  being  in  no  wise  auxiliary  to  the  original  suit 
nor  in  continuation  of  that  proceeding,  the  case  was  not  one 
proper  for  substituted  service,     (p.  207.) 

rCitations  in  opinion  of  the  court :] 
Mitford,  PI.  80,  81.    p.  206. 
Ayres  v.  Carver,  17  How.  691.    p.  206. 
Cross  17.  Del  Valle,  1  Wall.  1.    p.  206. 
D'Arcy  v.  Ketcham,  11  How.  166.    p.  207. 
McVicker  v.  Beedy,  31  Maine,  814.    p.  207. 
Story,  Conflict  of  Laws,  sec.  314.    p.  207. 
Dunn  V.  Clarke,  8  Pet.  1.    p.  207. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Rhode  Island. 

The  history  and  facts  of  the  case  appear  in  the  opinion 
of  the  court.  See,  also,  the  report  of  the  case  between 
these  parties,  of  which  this  is  a  branch,  as  decided  by  this 
court  {a7it€y  566). 

*  See  Explanation  of  Notes,  page  IIL 
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Messrs,  J.  H.  Parsons^  Abraham  Payne^  C.  Gushing^ 
J.  A.  Oarfield  and  W.  W.  Boyce^  for  appellants: 

1.  As  to  the  motion  to  dismiss  for  want  of  jurisdiction. 

We  claim  that  the  granting  of  thid  motion  by  the  court 
below  was  erroneous. 

The  parties,  the  subject  matter,  all  the  essentials  of  juris- 
diction were  before  the  court.  The  bill  was  filed  after  the 
final  hearing,  it  is  true,  and  after  the  exceptions  to  the  mas- 
ter's report  had  been  argued,  but  before  the  entry  of  any 
final  decree  in  the  original  suit. 

Process  was  not  served  until  after  the  final  decree  in  the 
original  suit,  but  the  motion  for  substituted  service  was 
heard  and  granted  in  part,  November  28,  1866,  the  day  the 
court  delivered  its  opinion  in  the  original  suit. 

Goodyear,  one  of  the  defendants,  voluntarily  appeared 
without  being  served  with  process,  and  filed  his  demurrer 
February  1,  1867,  his  own  solicitor  also  appearing. 

As  to  the  demurrer  : 

It  is  claimed  that  the  cross-bill  contains  matters  and  al- 
legations separate  and  distinct  from  and  independent  of 
the  matters  in  litigation  in  the  original  suit. 

We  were  sued  by  three  different  parties.  The  master  re- 
ported that  we  were  to  pay  a  large  sum.  He  refused  to 
ascertain  in  the  proportion  due  to  each.  We  had  a  judg- 
ment against  one  of  the  parties,  the  existence  of  which  was 
made  known  to  the  master.  We  desired  that  the  propor- 
tions due  to  each  should  be  ascertained,  in  order  that  we 
might  claim  the  benefit  of  that  judgment  in  reducing  the 
amount  ascertained  to  be  due  to  one  of  the  parties.  That 
party  appeared  before  the  master  and  claimed  that  he  was 
entitled  to  a  large  portion,  if  not  the  whole,  of  the  dam- 
ages. He  appeared  before  the  court  making  the  same  claim 
by  elaborate  petitions.  Now,  we  submit  that  the  setting 
up  of  the  judgment  in  our  cross-bill,  was  not  only  not  in- 
troducing anything  foreign,  distinct  and  independent,  but 
it  was  essential  that  we  should  set  it  up.  It  was  setting  up 
a  perfectly  proper,  legitimate  defense  in  the  form  of  a  cross- 
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bill.  The  motions  and  petition  of  Goodyear  show  his  dis- 
tinct interest.  They  were  part  of  the  proceedings  in  the 
original  suit,  and  if  he  has  a  claim  by  himself  to  a  large 
portion  if  not  the  whole  of  these  damages,  we  have  a  right 
to  set  up  his  diverse  claim ;  our  judgment ;  and  the  fact 
that  his  proportion  is  to  be  reduced  by  the  amount  of  this 
judgment. 

Messrs,  William  E.  Curtis ^  J,  H.  Ackerman  and  E.  W. 
StoughtoTiy  for  appellees: 

1.  A  cross-bill  is  matter  of  defense.  It  cannot  embrace 
new  and  distinct  matter  not  embraced  in  the  original  suit ; 
and  if  it  does  so,  no  decree  can  be  founded  on  those  mat- 
ters, and  the  cross-bill  is  open  for  a  demurrer  for  this  cause. 

Story,  Eq.  PI.,  sec.  631 ;  Galation  v.  Erwin,  Hopk.  48 ; 
Galation  t?.  Cunningham,  8  Cow.  361. 

Nothing  can  be  more  entirely  foreign  to  the  original  suit 
than  the  matter  set  up  in  the  cross-bill  respecting  the  al- 
leged judgment  against  Charles  Goodyear,  deceased,  and 
the  accounting  and  relief  prayed  for  in  the  cross-bill. 

The  settled  rule  of  courts  of  equity  in  respect  to  a  cross- 
bill like  the  one  demurred  to  in  this  case,  is  stated  by  Judge 
Story,  thus:  "A  cross-bill  being,  as  has  been  already 
said,  a  matter  of  defense,  is  confined  to  the  matters  in  liti- 
gation in  the  original  suit  and,  therefore,  if  it  seeks  to 
bring  before  the  court  other  distinct  matters  and  rights,  it 
is  no  longer  entitled  to  be  deemed  a  cross-bill,  but  is  an 
original  suit,  without  such  a  restriction,  new  matters  might 
be  introduced  into  litigation  by  cross-suits  without  end." 
Story,  Eq.  PL,  sec.  631. 

A  cross-bill  is  a  mere  auxiliary  suit  and  a  dependency  of 
the  original,  and  it  must  be  confined  to  the  matters  in  ques- 
tion in  the  bill.     Cross  r?.  Del  Valle,  1  Wall.  5. 

2.  The  cross-bill  is  filed  for  a  discovery  and  an  account 
when  the  subject  is  matter  of  set-oflE  of  a  judgment,  and 
where  the  plaintiff  can  have  as  effectual  and  complete  a 
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remedy  in  a  court  of  law  as  in  a  court  of  eqnity,  and  it  is 
clearly  demurrable. 

2  Dan.  Ch.  Pr.  (ed.  1846),  marg.  p.  28 ;  Dinwiddie  v. 
Bailey,  6  Ves.  136 ;  Story,  Eq.  PL,  sec.  482. 

The  proper  way  to  set  off  one  judgment  against  another, 
is  by  motion.  Judgments,  not  only  in  the  same  court,  but 
in  different  courts,  may  be  set  off  against  each  other  at  law 
and  the  power  of  courts  of  law  in  allowing  such  set-offs 
does  not  depend  upon  statute,  but  on  the  general  jurisdic- 
tion of  the  court  over  its  suitors. 

Barker  t>.  Braham,  2  W.  Bl.  869 ;  Simpson  v.  Hart,  1 
Johns.  Ch.  94. 

Courts  of  equity  follow  the  law  in  matters  of  set-off,  un- 
less there  is  some  equity  attaching  to  the  transaction  be- 
tween the  parties. 

3.  It  appears  that  the  alleged  judgment  against  defend- 
ant's testator  was  a  proceeding  by  attachment  of  certain 
personal  property  found  in  the  State  of  Rhode  Island ; 
that  there  was  no  service  of  process  uppn  him,  and  that  he 
never  appeared  or  contested  the  suit. 

It  was  a  mere  proceeding  in  rem^  and  not  personally 
binding  on  the  party  as  a  judgment  in  personam.  It  af- 
fected the  property  attached  to  the  extent  thereof,  but  was 
in  no  sense  a  judgment  binding  the  party  beyond  that  prop- 
erty. 

McVicker  n.  Beedy,  31  Me.  314 ;  Story,  Confl.  L.,  sec. 
549  ;  6  Am.  Law  Reg.  (N.  S).  6,  8 ;  D' Arcy  «.  Ketchum,  11 
How.  166. 

It  follows  that  a  bill — like  the  one  in  question,  seeking 
to  convert  a  proceeding  or  judgment  in  rem  into  a  judg- 
ment in  personam^  or  to  establish  a  set-off  of  a  judgment 
in  rem — cannot  be  sustained.  It  would  be  attended  with 
great  injustice  and  confusion,  and  is  without  precedent. 

4.  Even  if  the  alleged  judgment  against  the  defendant's 
testator  was  a  judgment  in  personam^  the  complainants 
jointly  owning  it  cannot  offset  it  against  this  claim  of 
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Charles  Goodyear' s  executor  against  the  Providence  Rub- 
ber Company,  one  of  their  number. 

It  is  an  elementary  principle,  that  the  debt  sued  for,  and 
the  debt  intended  to  be  set  off,  must  be  mutual  and  due  in 
the  same  right. 

1  Wheat.  Selw.,  sec.  160;  Jackson  v.  Robinson,  3  Mas. 
138 ;  Cobb  v.  Haydock,  4  Day,  472. 

Joint  debts  cannot  be  set  off  against  separate  debts,  or 
separate  debts  against  joint  debts,  either  at  law  or  in  equity, 
as  where  there  is  a  separate  debt  due  from  a  partner,  and 
a  joint  debt  due  by  a  partnership.  Howe  v.  Sheppard,  2 
Sumn.  409 ;  Palmer  v.  Green,  6  Conn.  19 ;  Ladue  v.  Hart, 
4  Wend.  583. 

Mr.  Justice  Swayne  (a)  delivered  the  opinion  of  the 
court. 

After  the  interlocutory  decree  was  entered  in  the  case  of 
Charles  Goodyear,  executor  of  Charles  Goodyear,  deceased, 
and  others,  against. The  Providence  Rubber  Company  and 
others,  in  the  Circuit  Court  of  the  United  States'  for  the 
District  of  Rhode  Island,  and  while  the  case  was  before  the 
master  to  whom  it  had  been  referred,  the  complainants  filed 
this  bill.  It  alleges  that  they  hold  a  judgment  against  the 
estate  of  Charles  Goodyear,  deceased,  in  favor  of  E.  M. 
Chaffee  &  Co.  for  the  sum  of  $48,215.20,  amounting,  with 
interest  thereon,  to  $72,215.20,  or  thereabout,  which  they 
insist  ought,  in  equity  and  good  conscience,  to  be  offset 
against  such  portion  of  the  damages  to  be  recovered  in  the 
suit  first  mentioned,  as  may  be  due  and  payable  to  Charles 
Goodyear,  the  executor.  An  exhibit  is  annexed  to  the  bill 
and  made  a  part  of  it,  by  which  it  appears  that  the  judg- 
ment was  recovered  against  Charles  Goodyear,  deceased,  in 
his  lifetime,  by  attachment ;  that  process  was  not  served 
upon  him ;  that  he  did  not  appear ;  that  he  made  no  de- 
fense ;  that  the  cause  of  action  was  the  alleged  breach  of  a 

9  Wall.  S07-S08. 

(a)  Wallace  inserts  *'  stated  the  case  and.'* 
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contract ;  and  that  the  conrt  assessed  the  damages  for 
which  the  judgment  was  rendered. 

It  further  appears  by  this  exhibit  that  the  firm  of  E 
M.  Chaflfee  &  Co.  consisted  of  Edwin  M.  Chaflfee,  George 
O' Bourne,  and  William  W.  Brown.  The  sheriffs  return 
upon  the  writ  of  attachment  is  as  follows : 
.  ''For  want  of  the  body  of  the  within-named  defendant 
to  be  by  me  found  in  my  precinct,  I  have  this  day,  at  11 
o'clock  A.  M.,  made  service  of  this  writ  by  attaching  two 
pieces  grass  cloth,  one  piece  red  fitting,  six  rolls  cotton 
batting,  one  piece  of  perforated  rubber  cloth,  one  roll  grass 
cloth,  one  roll  sheeting  covered  with  cotton  batting,  two 
bundles  wadding,  one  piece  bagging,  set  forth  to  me  by  the 
plaintiffs  as  the  property  of  the  defendant,  and  have  left  a 
true  and  attested  copy  of  this  writ,  with  my  doings  hereon, 
with  Messrs.  Bourne  and  Brown,  in  whose  hands  or  pos- 
session I  found  said  goods  and  chattels,  the  defendants 
having  no  last  and  usual  place  of  abode  within  my  precinct 
whereat  to  leave  a  copy." 

The  bill  farther  sets  forth  that  the  Union  India-Rubber 
Company  claims  to  be  a  corporation  of  the  State  of  New 
York,  having  its  principal  place  of  business  in  the  city  of 
New  York,  and  that  the  Phenix  Rubber  Company  claims 
to  be  a  corporation  of  the  State  of  Connecticut,  having  its 
principal  place  of  business  also  in  the  city  of  New  York. 

The  prayer  of  the  bill  is,  that  the  defendants  set  forth 
and  discover  what  share  of  the  damages  to  be  recovered  in 
the  prior  suit  they  respectively  claim ;  that  the  judgment 
may  be  set  oflE  against  that  portion  which  shall  belong  to 
Charles  Goodyear,  as  executor  of  Charles  Goodyear,  de- 
ceased ;  and  for  other  and  proper  relief.  There  is  a  fur- 
ther prayer  that  service  of  process  may  be  made  upon  the 
corporation  defendants,  by  serving  it  upon  their  solicitor 
of  record,  and  that  service  may  be  made  upon  Charles 
Goodyear,  the  executor,  by  some  disinterested  person  in 
the  State  of  New  York.     Substituted  service  was  made 

9  Wall.  808-809. 
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upon  the  corporations  accordingly,  pursuant  to  an  order  of 
the  court.  Charles  Goodyear  entered  his  appearance, 
and  demurred.  The  corporations  appeared  specially,  and 
moved  to  dismiss  the  bill.  The  demurrer  and  the  motion 
were  both  sustained,  and  the  bill  was  dismissed.  The  com- 
plainants thereupon  appealed  to  this  court. 

In  the  argument  here,  the  counsel  for  the  appellants 
have  endeavored  to  support  the  bill,  upon  the  ground  that 
it  is  a  cross-bill,  having  for  its  object  to  enforce  an  offset 
arising  under  such  circumstances  as  give  a  court  of  equity 
jurisdiction  of  the  case,  and  authority  to  give  the  relief  for 
which  the  bill  specifically  prays.  A  cross-bill  is  brought 
to  obtain  a  discovery  in  aid  of  a  defense  to  the  original 
suit,  or  to  obtain  complete  relief  to  all  the  parties  as  to  the 
matters  charged  in  the  original  bill.  It  should  not  intro- 
duce any  distinct  matter.  It  is  auxiliary  to  the  original 
suit,  and  a  graft  and  dependency  upon  it.  If  its  puri)ose 
be  different  from  this,  it  is  not  a  cross-bill,  though  it  may 
have  a  connection  with  the  same  general  subject.  Mitford, 
PI.  80, 81 ;  Ayres  v.  Carver,  17  How.  591 ;  Cross  v.  Del  Valle, 
1  Wall.  5.  Here  the  original  suit  was  for  the  infringe- 
ment of  a  patent.  The  defenses  were  invalidity  of  the  pat- 
ent and  a  license.  Neither  the  case  made  by  the  bill  nor 
the  defenses  set  up  in  the  answer  had  the  slightest  relation 
to  the  judgment  in  question.  It  is  entirely  foreign  to  the 
grounds  of  the  controversy.  Its  only  connection  with  the 
parties  was  that  it  belonged  to  the  defendants,  and  was 
against  the  testator  of  one  of  the  complainants.  Any  dis- 
covery in  relation  to  it  could  not  give  or  help  any  defense 
to  the  original  suit.  It  was  simply  a  fact  affecting  person- 
ally a  portion  of  the  parties,  but  no  more  affecting  the  liti- 
gation than  would  any  other  controversy  between  them  as 
to  lands,  stocks,  or  other  property.  We,  therefore,  hold 
the  bill  to  be  an  original  and  not  a  cross-bill. 

Can  it  be  sustained  as  such  ?  When  it  was  filed,  no  decree 

8  WaU.  809-810. 
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had  passed  in  the  original  suit  for  the  payment  of  damages. 
Non  constat  that  such  a  decree  would  ever  be  made.  It 
was  possible  that  the  court  might  annul  the  interlocutory 
order,  decree  for  the  defendants,  and  dismiss  the  bill.  The 
bill  before  us  was,  therefore,  prematurely  filed.  The  judg- 
ment which  it  seeks  to  enforce  was  recovered  in  a  proceed- 
ing by  attachment.  It  did  not  aflfect  the  defendant  person- 
ally, and  bound  no  property  but  that  upon  which  the 
grasp  of  the  court  was  fixed  by  the  service  of  the  writ  of 
attachment.  Beyond  that  it  was  ineffectual  for  any  pur- 
pose. An  execution  could  not  be  issued  upon  it  to  reach 
other  property,  and  it  would  not  he  prima  facie  evidence 
against  the  defendant  in  another  suit  upon  the  same  cause 
of  action.  To  enforce  the  contract  against  the  testator 
while  living,  or  his  executor  after  his  decease,  it  was  neces- 
sary to  sue,  procure  personal  service,  and  make  the  same 
proofs  as  if  the  judgment  in  attachment  had  not  been  ren- 
dered. Such  a  judgment  has  no  more  eflScacy  and  can  no 
more  be  enforced  in  equity  than  at  law.  The  demurrer 
of  the  executor  was  well  taken  and  properly  sustained. 
D' Arcy  z?.  Ketchum,  11  How.  165 ;  McVicker  t>.  Beedy,  31 
Maine,  314  ;  Story,  Conflict  of  Laws,  sec.  314. 

The  motion  to  dismiss  was  made  by  the  foreign  corpora- 
tions. The  bill,  being  in  nowise  auxiliary  to  the  original 
suit  nor  in  continuation  of  that  proceeding,  the  case  was 
not  one  proper  for  substituted  service.  Dunn  v.  Clarke,  8 
Pet.  1.  They  were  not  bound  to  appear.  They  entered 
their  appearance  specially,  and  appeared  only  to  object  to 
the  jurisdiction  of  the  court. 

The  learned  judge  who  heard  the  case  below  was  correct 
in  ordering  the  bill  to  be  dismissed. 

The  decree  of  the  Circuit  Court  is  affirmed. 

9  WaU.  810-811. 
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Patent  in  enit  t 

No.  8,633.     Goodyear,  C.     Jane  15,  1844.     Beissne  No. 
1,085,  November  20,  1860.     India-Rubber  (Soft). 


Otheb  Suits  on  Same  Patent: 
See  list  given  in  Rubber  Co.  t?. Goodyear.     9  Wall.  788  (p.  188,  ante). 
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statement  of  the  case. 

UNITED  STATES,  ex  bel.,  AUGUSTUS  O.  BOURNE 
V.  CHARLES  GOODYEAR,  EXECUTOR  OP  CHAS. 
GOODYEAR,  DECEASED.* 

9  Wall.,  811.    I>ec.  Term,  I860. 

[^k.  19,  L.  ed.  786;  2  Whit.  256.] 

Argued  April  6,  1870.     Decided  April  25,  1870. 

Eocpired  patent     Equity  jurisdiction, 

1.  Where  the  bill  was  brought  to  vacate  the  ezteusion  of  a  paieot^ 

and  it  appeared  that  the  exteusion  had  expired  before  the  suit 
was  commenced,  held  that  there  was  no  equity  to  support  the 
application  to  set  it  aside,  and  the  demurrer  to  the  bill  must 
be  sustained  and  the  bill  dismissed,     (p.  210.) 

2.  Letters  Patent  No.  3,633,  C.  Goodyear,  June  15,  1844  India- 
*    Rubber,  extended;  expire  June  14,  1865.     (p.  211.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  bill  in  this  case  was  filed  in  the  Circuit  Court  of  the 
United  States  for  the  Southern  District  of  New  York,  to 
vacate  the  extension  of  a  certain  patent. 

On  the  15th  June,  1844,  letters  patent  were  granted  to 
Charles  Goodyear  for  a- new  and  useful  improvement  in 
india-rubber  fabrics.  This  patent  was  reissued  December 
25,  1849.  It  was  extended  by  the  Commissioner  of  Patents 
as  reissued  June  15,  1858,  and  again  reissued  to  the  de- 
fendant, executor,  November  20,  1860. 

The  extension  sought  to  be  vacated  expired  June  14. 
1865.  This  suit  was  commenced  June  15,  1865.  The  de- 
fendant demurred  on  the  ground,  among  others,  that  the 
extension  having  expired  before  the  bill  was  filed,  there  is 
no  equity  to  support  the  bill. 

The  court  below  having  sustained  the  demurrer  and  dis- 
missed the  appeal,  the  case  is  now  here  on  appeal. 

*  See  Explanation  of  Notes,  page  III. 
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Messrs.  J.  IT.  Parsons,  A.  Payne  and  C,  Gushing^  far 
appellant. 

The  patent  was  outstanding  and  unexpired  at  the  date 
of  the  suit  commenced  in  New  York,  as  well  as  at  that  of 
the  suit  commenced  in  Connecticut. 

In  computing  time  from  a  date  or  from  the  day  of  a  date, 
the  day  of  the  date  is  to  be  excluded. 

Ang.  Lim.  63,  and  note;  4  Kent,  Com.,  10th  ed.  107,  n. 
2 ;  Henry  v.  Jones,  8  Mass.  455  ;  Sheets  v.  Selden,  2  Wall. 
190. 

Further :  if  the  extension  of  this  patent  was  fraudulent, 
it  was  void  od  initio^  and  all  that  grew  out  of  it  or  came 
from  it,  is  tainted  with  the  fraud. 

The  expiration  of  the  term  of  a  grant  which  is  fraudu- 
lent, is  no  bar  to  relief  against  claims  arising  by  virtue  of 
that  grant.  Such  claims  are  as  unfounded  as  the  grant  it- 
self. They  are  part  of  the  fraud ;  they  are  its  direct  re- 
sults. In  them  the  fraud  continues  to  exist.  It  is  against 
a  plain,  x>alpable,  existing  fraud,  that  this  bill  asks  relief. 

Messrs.  E.  W.  Stoughton  and  William  E.  Curtis^  for 
defendant. 

A  present  interest  commenced  June  15,  1858,  and  conse- 
quently June  15,  1865,  when  this  suit  was  commenced,  was 
excluded  from  the  term  of  seven  years.  The  law  recog- 
nizes no  parts  of  a  day  ;  and  June  15,  1858,  being  a  part  of 
the  term  of  seven  years,  the  extension  could  not  extend  to 
June  16,  1865. 

Pearpoint  v.  Graham,  4  Wash.  (C.  C),  232. 

Hence  the  extension  having  expired  before  the  bill  was 
filed,  there  is  no  equity  to  support  the  bUl. 

Mr.  Chief  Justice  Chase  delivered  the  opinion  of  the 
court. 

The  extension  of  the  patent  sought  to  be  vacated  by  the 
proceeding  in  the  record,  expired  June  14,  1865.  The  suit 
was  commenced  on  the  15th  of  June,  1865. 

9  Wall.  811. 
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Hence,  the  extension  having  expired  before  the  bill  was 
filed,  there  is  no  equity  to  support  the  application  to  set  it 
aside.  The  extension  has  ceased  to  be  of  any  effect,  and 
there  remains  nothing  which  can  be  the  subject  of  a  suit. 

The  demurrer  to  the  hill^  therefore^  must  he  sustained^ 
and  the  decree  of  the  Circuit  Courts  hy  which  the  Mil  was 
dismissed  must  he  affirmed. 

9WaU.811. 

Notes: 

1.  Equity  jurisdiction.     Expiring  and  expired  patents. 
Valve  Co.  r.  Valve  Co.,  118  U.  S.  157. 
Clark  V.  Wooster,  119  U.  S.  822. 
Beedle  v.  Bennet,  122  TJ.  S.  71;  and  see 
Root  t?.  Railway  Co.,  105  U.  S.  189. 


2.  Day  on  which  patent  expires: 

Mitchell  t;.  Hawley,  16  Wall.  544. 


Patent  in  enitt 

No.  3,633.     Goodyear,  C.     June  15,  1844  India  Rubber. 
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CHARLES  BISCHOFP  et  al.,  PLAINTIFFS  IN  ER- 
ROR, V.  JOHN  WETHERED.* 

9  WaU.,  8ia-8ie.    Dec.  Term,  I860. 

[Bk.  19,  L.  ed.  829;  2  Whit.  255.] 
Argued  April  22,  1870.     Decided  April  30,  1870. 

English  courts.     Priority  of  inventiotL     Que^ions  for  jury.     Iden- 
tity of  invention, 

1.  Proceedings  in  the  Common  Pleas  in  England  can  have  no 

validity  here,  even  of  a  prima  facie  character,     (p.  215.) 

2.  On  questions  of  priority  of  invention,  the  identity  or  diversity 

of  the  several  inventions  described  in  the  patents  produced, 
is  a  question  of  fact  for  the  jury,  and  the  court  cannot  be 
called  upon  to  compare  the  specifications  and  instruct  the  jury 
as  a  matter  of  law,  whether  they  are  or  are  not  identi- 
cal,    (p.  217.) 

3.  It  is  not  the  constryfition  of  the  instrument,  but  the  character  of 

the  thing  invented,  which  is  sought  in  questions  of  identity 
and  diversity  of  inventions,     (p.  219.) 

[Citations  in  opinion  of  the  court :] 

Bovill  V.  Pimni,  36  EnR.  L.  &  E.  441.    p.  218. 

Betts  V.  Menzies,  1  £11.  &  Ell.  Q.  B.  990.    p.  218. 

Bush  r.  Fox,  38*Eng.  L.  &  £.  1.    p.  218. 

The  Bridge  Proprietors  v.  The  Hoboken  Co.,  1  Wall.  116.    p.  218. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Maryland. 

This  suit  was  brought  in  the  court  below  by  the  plain- 
tiffs in  error,  on  a  judgment  recovered  in  the  court  of  com- 
mon pleas  of  Great  Britain,  for  breach  of  covenant  in  the 
assignment  of  one  fortieth  part  of  a  certain  English  patent. 

The  facts  of  the  case  fully  appear  in  the  opinion  of  the 
court. 

The  verdict  and  judgment  in  the  court  below  having  been 
in  favor  of  the  defendant,  the  case  was  brought  here  by 
the  plaintiffs  on  a  writ  of  error. 

*  See  Explanation  of  Notes,  page  III. 
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Mr.  William  Meade  Addison,  for  plaintiffs  in  error. 

The  patent  to  Newton  was  void,  because  the  invention 
was  not  novel,  the,  same  being  substantially  described  in 
the  patents  previously  granted  to  Moses  Poole. 

No  evidence  whatever  was  given  to  rebut  ihe  prima  fade 
case  made  by  the  judgment  in  the  original  action.  That 
judgment  was  overruled'  without  any  evidence  of  any  im- 
port in  addition  to  what  was  before  the  English  court. 

Prima  facie  evidence  be  comes  conclusive  if  not  rebutted. 
"What  \^  prima  fade  (widence  of  a  fact?  It  is  such  as, 
in  judgment  of  law,  is  sufficient  to  establish  the  fact,  and 
if  not  rebutted,  remains  sufficient  for  the  purpose."  U.  S. 
%.  Wiggins,  14  Pet.  347 ;  Kelley  n.  Jackson,  6  Pet.  632. 

Messrs.  John  H.  B.  Latrohe  and  John  Wethered,  P.  P., 
for  defendant  in  error. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court. 

This  was  an  action  brought  by  the  plaintiffs  in  error 
against  the  defendant,  to  recover  damages  for  breach  of 
covenant  in  the  assignment  of  one- fortieth  part  of  an 
English  patent  granted  to  one  William  Henry  Newton. 
The  covenant  was  that  the  patent  was,  in  all  respects,  valid 
and  unimpeachable.  The  breach  complained^  of  was  that 
it  was  null  and  void.  The  declaration  ccmtained  certain 
other  counts,  namely:  the  ordinary  money  count,  and  a 
count  on  a  judgment  recovered  in  the  Common  Pleas  of 
Westminster  Hall,  in  England.  To  the  latter  count  the  de- 
fendant pleaded  nul  tiel  record;  and  the  only  evidence  ad- 
duced in  its  support  was  an  exemplified  copy  of  a  judg- 
ment recovered  against  the  defendant  in  the  said  common 
pleas,  without  any  service  of  process  on  him,  or  any  notice 
of  the  suit  other  than  a  personal  notice  served  in  the  city  of 
Baltimore  (a).     It  is  enough  to  say  of  this  proceeding,  that 

(a)  Wallace  inserts  "  As  to  the  first  point  raised— to  wit,  the  effect  of 
the  proceeding  in  the  Common  Pleas  at  Westminster  Hall,"  and  begins 
opinion  here. 

9  Wall.  814. 
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it  was  wholly  without  jurisdiction  of  tlie  person,  and  what- 
ever validity  it  may  have  in  England,  by  virtue  of  statute 
law  against  property  of  the  defendant  there  situate,  it  can 
have  no  validity  here,  even  of  a  ^7'ma/ae/^  character.  It 
is  simply  null. 

(b)  As  no  evidence  was  adduced  to  sustain  the  common 
counts,  the  only  question  of  importance  arises  under  the 
count  o£  the  alleged  covenant,  that  the  patent  in  question 
was  valid  and  unimpeachable. 

This  patent  was  granted  to  Newton  on  the  25th  of  May, 
1853,  and  was  for  certain  improvements  in  the  generation 
of  steam,  consisting  of  an  accessory  steam  pipe  carried 
from  the  boiler  through  the  fire  or  chimney,  so  as  to  cause 
the  steam  conveyed  therein  to  become  superheated ;  and 
from  thence  carried  to  the  steam  chest  or  to  any  interme- 
diate pipe,  there  to  connect  with  the  ordinary  steam  pipe, 
which  conveys  the  steam  from  the  boiler  to  the  engine,  so 
as  to  mix  the  superheated  steam  with  the  ordinary  steam 
as  it  comes  from  the  boiler.  The  effect  of  this  mixture  is 
described  to  be  that  the  superheated  steam  converts  into 
steam  all  the  remaining  watery  particles,  froth  and  foam 
contained  in  the  ordinary  steam,  and  thus  dries  and  rarefies 
the  whole  mass,  and  makes  it  more  effective. 

The  plaintiff  having  put  in  evidence  the  assignment  con- 
taining the  covenant  declared  on,  and  the  letters  patent 
gmnted  to  Newton,  in  order  to  show  the  breach  of  cove- 
nant, put  in  evidence  a  prior  English  patent  granted  to  one 
Poole,  in  1844,  for  an  invention  which  the  plaintiff  claimed 
was  identical  with  that  patented  to  Newton.  The  plaintiff 
then  called  upon  the  court  to  compare  the  two  specifica- 
tions, and  to  instruct  the  jury  that  the  patent  to  Newton 
was  not  a  valid  and  unimpeachable  patent,  inasmuch  as  the 
invention  therein  described  was  not  novel,  but  was  already 
substantially  described  in  the  specification  of  Poole ;  and 
that  under  the  covenants  contained  in  the  assignment,  the 
plaintiffs  were  entitled  to  recover  £600,  the  amount  of 

(&)  Wallace  omits  from  b-c. 
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purchase  money  paid,  with  interest.  This  the  court  re- 
fused to  do,  and  the  plaintiffs  excepted. 

The  defendant  then  prayed  the  court  to  instruct  the  jury, 
amongst  other  things,  that  there  is  not  on  the  face  of  the 
respective  patents  of  Newton  and  Poole,  such  an  identity 
as^ authorized  the  court  to  pronounce  that  they  are  for  one 
and  the  same  invention,  and  that  for  that  reason  the  patent 
granted  to  Newton  is  invalid ;  and  such  invalidity  being 
necessary  to  support  the  plaintiffs  claim,  and  being  want- 
ing, the  verdict  must  be  for  the  defendant.  The  court 
granted  this  prayer,  and  instructed  the  jury  accordingly, 
and  a  verdict  was  found  for  the  defendant.  The  plaintiffs 
excepted  to  this  instruction. 

The  question,  therefore,  is:  whether  the  court  was  bound 
to  compare  the  two  specifications  and  to  instruct  the  jury 
as  matter  of  law,  whether  the  inventions  therein  described 
were  or  were  not  identical. 

(c)  This  is  an  important  question  of  practice  under  the 
Patent  Law,  and  deserves  to  be  seriously  considered  by  this 
court. 

It  is  undoubtedly,  the  common  practice  of  the  United 
States  Circuit  Courts,  in  actions  at  law,  on  questions  of 
priority  of  invention,  where  a  patent  under  consideration 
is  attempted  to  be  invalidated  by  a  prior  patent,  to  take  the 
evidence  of  experts  as  to  the  nature  of  the  various  mechan- 
isms or  manufactures  described  in  the  different  patents 
produced,  and  as  to  the  identity  or  diversity  betwen  them  ; 
and  to  submit  all  the  evidence  to  the  jury  under  general  in- 
structions as  to  the  rules  by  which  they  are  to  consider  the 
evidence.  A  case  may  sometimes  be  so  clear  that  the  court 
may  feel  no  need  of  an  expert  to  explain  the  terms  of  art 
or  the  descriptions  contained  in  the  respective  patents,  and 
may,  therefore,  feel  authorized  to  leave  the  question  of 
identity  to  the  jury,  under  such  general  instructions  as  the 
nature  of  the  documents  seems  to  require.  And  in  such 
plain  cases,  the  court  would,  probably,  feel  authorized  to 

9  WaU.  814* 
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set  aside  a  verdict  unsatisfactory  to  itself,  as  against  the 
weight  of  evidence.  But  in  all  such  cases  the  question 
would  still  be  treated  as  a  question  of  fact  for  the  jury,  and 
•and  not  as  a  question  of  law  for  the  court.  And  under 
this  rule  of  practice,  counsel  would  not  have  the  right  to 
require  the  court,  as  matter  of  law,  to  pronounce  upon  the 
identity  or  diversity  of  the  several  inventions  described  in 
the  patents  produced.  Such,  we  think,  has  been  the  pre- 
vailing rule  in  this  country,  and  we  see  no  sufficient  reason 
for  changing  it.  The  control  which  the  courts  can  always 
exercise  over  unsatisfactory  verdicts,  will  enable  them  to 
prevent  any  wrong  or  injustice  arising  from  the  action  of 
juries ;  whereas,  if  the  courts  themselves  were  compellable 
to  decide  on  these  often  recondite  and  difficult  questions, 
without  the  aid  of  scientific  persons  familiar  with  the  sub- 
jects of  the  inventions  in  question,  they  might  be  led  into 
irremediable  errors,  which  would  produce  great  injustice  to 
suitors.  We  are  disposed  to  think  that  the  practice  adopted 
by  our  courts  is,  on  the  whole,  the  safest  and  most  conducive 
to  justice. 

It  may  be  objected  to  this  view  that  it  is  the  province  of 
the  court,  and  not  the  jury,  to  construe  the  meaning  of 
documentary  evidence.  This  is  true.  But  the  specifica- 
tions of  patents  for  inventions  are  documents  of  a  peculiar 
kin^i.  They  profess  to  describe  mechanisms  and  compli- 
cated machinery,  chemical  compositions  and  other  manu- 
factured products,  which  have  their  existence  in  paiSy  out- 
side of  the  documents  themselves;  and  which  are  com- 
monly described  by  terms  of  the  art  or  mystery  to  which 
they  respectively  belong ;  and  these  descriptions  and  terms 
of  art  often  require  peculiar  knowledge  and  education  to 
understand  them  aright;  and  slight  verbal  variations, 
scarcely  noticeable  to  a  common  reader,  would  be  detected 
by  an  exi)ert  in  the  art,  as  indicating  an  important  varia- 
tion in  the  invention.  Indeed,  the  whole  subject-matter  of 
a  patent  is  an  embodied  conception  outside  of  the  patent 

•  WaU.  814-815. 
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itself,  which,  to  the  mind  of  those  expert  in  the  art,  stands 
out  in  clear  and  distinct  relief,  whilst  it  is  often  nnper- 
ceived,  or  but  dimly  perceived  by  the  uninitiated.  This 
outward  embodiment  of  the  terms  contained  in  the  patent 
is  the  thing  invented,  and  is  to  be  properly  sought,  like  the 
explanation  of  all  latent  ambiguities  arising  from  the  de- 
scription of  external  things,  by  evidence  inpais. 

We  are,  therefore,  of  opinion  that  the  Circuit  Court  was 
justified  in  refusing  to  give  the  instructions  demanded  by 
the  plaintiffs,  and  in  giving  that  which  was  asked  by  the 
defendant. 

The  precise  question  has  recently  undergone  considerable 
discussion,  in  England,  and  has  finally  resulted  in  the  same 
conclusion  to  which  we  have  arrived.  The  cases  will  be  found 
collected  in  the  last  edition  of  Curtis  on  Patents,  section 
446.  It  was  at  first  decided  in  the  cases  of  Bovillij.  Pimm, 
36  Eng.  L.  &  E.  441 ;  Betts  v.  Menzies,  1  EIL  &  Ell.,  Q.  B. 
999,  and  Bush  v.  Fox,  38  Eng.  L.  &  E.  1,  that  it  was  the 
province  and  duty  of  the  court  to  compare  the  documents 
and  decide  on  the  identity  or  diversity  of  the  inventions. 
But  in  1862,  Lord  Westbury,  in  two  very  elaborate  judg- 
ments, one  of  which  was  delivered  in  the  House  of  Lords 
on  occasion  of  overruling  the  decision  in  Betts  v.  Menzies, 
held  that  it  belonged  to  the  province  of  evidence,  and  not 
that  of  construction,  to  determine  this  question.  "In  all 
cases,  therefore,"  he  concludes,  *' where  the  two  documents 
profess  to  describe  an  external  thing,  the  identity  of  signi- 
fication between  the  two  documents  containing  the  same 
description,  must  belong  to  the  province  of  evidence,  and 
not  that  of  construction.  Lord  Westbury  very  justly  re- 
marks, that  two  documents  using  the  same  words,  if  of  dif- 
ferent dates,  may  intend  very  diverse  things,  as,  indeed, 
was  actually  decided  in  this  court  in  the  case  of  The  Bridge 
Proprietors  v.  The  Hoboken  Company,  1  Wall.  116.  The 
court,  in  that  case,  said:  '^It  does  not  follow  that  when  a 
newly  invented  or  discovered  thing  is  called  by  some  fa- 

0  Wall.  810-8I6, 
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miliar  word,  which  comes  nearest  to  expressiDg  the  new 
idea  that  the  thing  so  styled  is  really  the  thing  formerly 
meant  by  the  familiar  word."  And  the  decision  was  that 
word  "bridge,"  in  an  old  bridge  law,  passed  in  1790,  did 
not  mean  the  same  thing  as  the  same  word  meant  when  ap- 
plied to  the  modern  structure  of  a  railroad  bridge. 

This  view  of  the  case  is  not  intended  to,  and  does  not, 
trench  upon  the  doctrine  that  the  covstrvctton  of  written 
instruments  is  the  province  of  the  court  alone.  It  is  not 
the  construction  of  the  instrument^  but  the  character  <f 
the  thing  invented^  which  is  sought  in  questions  of  identity 
and  diversity  of  inventions. 

The  judgment  of  the  Circuit  Court  must  be  affirmed. 

9  Wall.  816. 

Notes  t 

2.  Identity,  when  a  qnestion  for  jury. 

Evans  v.  Eaton,  7  Wheat  356  [4  Am.  &  Eng.  105]. 
Turrrill  v.  Railroad,  1  Wall.  491  [7  Am,  &  Eng.  202], 
Tyler  v.  Boston,  7  Wall.  327.  [p.  1  ante]. 
Tucker  v.  Spaulding,  13  W^all.  453.  [p.  474  post]. 
Heald  v.  Rice,  104  U.  S.  737. 
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JAMES  C.  STIMPSON  PLAINTIFF  IN  ERROR  v. 

CHARLES  T.   WOODMAN.* 

lO  WaU.  117-126.    Dec.  Term,  1869. 

[Bk.  19,  L.  ed.  866 ;  2  Whit.  269.] 

Beversing  Woodman  v.  StimpBOii,  8  Fish.  98. 

Argued  April  5,  1870.     Decided  April  25,  1870. 

Particular  patent  construed.     Invention.     Aggregation, 

1.  Where  letters  patent  No.  42,136,  C.  T.  Woodman,  March  29, 

1864,  Ornamenting  Machine,  claiming  "boarding  or  pebbling 
skins  or  leather  by  means  of  a  single  short  cylinder  rolling 
over  a  table  with  the  requisite  pressure,"  was  construed  to  be 
for  the  combination  of  the  figured  roller  with  the  machine  for 
operating  it,  and  it  appeared  that  a  figured  roller  had  been 
worked  by  hand  for  the  same  purpose,  and  that  a  smooth- 
faced leather  roller  had  been  used  in  a  similar  machine,  held 
an  instruction  to  the  jury,  that  if  plaintiff's  machine  had  been 
anticipated  in  every  part  of  its  construction,  except  the  figures 
or  designs  on  the  roller,  which  roller  was  old,  he  was  not  en- 
titled to  recover,  was  erroneously  refused,     (p.  235. ) 

2.  Held  farther,  the  machine   being  old,  and  the  figured  roller 

worked  by  pressure  old,  it  did  not  require  invention,  but  in- 
volved simple  mechanical  skill  to  stamp  the  figure  on  the 
smooth-faced  roller  of  the  machine,  or  to  substitute  the  old 
figured  roller  for  the  purpose,     (p.  235.) 

[Citations  in  dissentinpc  opinion.] 

Agawan  Co.  i?.  Jordan,  7  Wall.  696.    [p,  24  anie\,    p.  286. 

Curtis,  Pat.,  sec.  225.    p.  238. 

Turrill  v.  E.  R.,  1  Wall.  510  [7  Am.  &  Eng.  202].    p.  288. 

Byan  ».  Goodwin,  3  Sumn.  520.    p.  288. 

Le  Boy  v.  Tatham,  22  How.  182  [7  Am.  &  Eng.  29].    p.  288. 

Many  v.  Jagger,  1  Blatch.  372.    p.  240. 

Wilbur  V.  Beecher,  2  Blatch.  182.    p.  240. 

Curtis,  Pat.,  sec.  41.    p.  240. 

Lowell  V.  Lewis,  1  Mas.  182.    p.  240. 

*See  Explanation  of  Notes,  page  IIL 
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Winans  r.  B.  R.  Co.,  2  Blatch.  297.    p.  240. 

Bedford  v.  Hum,  1  Mas.  802.    p.  240. 

Hall  V,  Wills,  2  Blatcb.  194.    p.  240. 

Union  Su^.  Kef.  v.  Matthiessen,  2  Fish.  605.     p.  240. 

Prouty  V.  RuR^les,  16  Pet.  841  [4  Am.  &  £ng.  851].    p.  241. 

Carver  v.  Hyde,  16  Pet.  620  [4  Am.  &  £ng.  867].    p.  241. 

Stimpson  v,  R.  R.,  10  How.  846  [5  Am.  &  Eng.  129].    p.  241. 

Barrett  v.  Hall,  1  Mas.  477.    p.  241. 

Howe  V.  Abbott,  2  Story,  194.    p.  241. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Massachusetts. 

This  action  was  brought  in  the  court  below  by  the  de- 
fendant in  error,  to  recover  damages  for  the  alleged  in- 
fringement of  certain  letters  patent. 

The  trial  resulted  in  a  verdict  and  judgment  for  $4.17, 
with  costs,  taxed  at  $214.75  in  favor  of  the  plaintiff. 
Whereupon  the  defendant  sued  out  this  writ  of  error. 

A  very  full  statement  of  the  case  appears  in  the  opinion 
of  the  court. 

The  letters  patent  referred  to  in  the  opinion  is  as  follows: 


C.   T.  WOODMAN,  OP  BOSTON,  MASSACHUSETTS. 

Machine  for  Ornamenting  Leather. 

Specification  forming  part  of  Letters  Patent  No.  42^1 3 6^  dated 

March  29,  1864 

To  all  whom  it  may  concern  : 

Be  it  known  that  I,  C.  T.  Woodman,  of  Boston,  in  the 
county  of  Suffolk,  and  State  of  Massachusetts,  have  invented 
a  new  and  useful  Improvement  in  Boarding  or  Pebbling 
Leather ;  and  I  do  hereby  declare  that  the  following  is  a 
full,  clear,  and  exact  description  of  the  construction  and 
operation  of  the  same,  reference  being  had  to  the  accom- 
panying drawings,  forming  a  part  of  this  specification,  in 
which — 
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Fig.  1  is  a  side  elevation  ;  Fig.  2,  a  perspective  view,  and 
Fig.  3,  a  perspective  view  (fall  size)  of  the  pebbling  roller 
removed  from  the  machine  and  resting  on  a  strip  of 
leather,  t. 

Like  parts  are  indicated  by  the  same  letters  in  all  tho 
drawings. 

What  is  known  as  a  ''boarded"  or  ''pebbled"  grain  or 
finish  has  hitherto  been  given  to  leather  by  what  is  called 
the  "boarding  operation,"  which  consists  in  doubling  the 
skin  over  onto  itself  on  a  table,  so  that  the  flesh  side  shall 
be  out,  and  then  forcing  or  rucking  one  part  over  the  other 
indifferent  directions  by  means  of  aflat  "cork-board," 
which  breaks  or  wrinkles  the  grain,  and  gives  it  a  rough, 
checkered,  or  pebbled  appearance.  This  operation  is  per- 
formed by  hand,  and  is  very  slow  and  laborious,  and  pro- 
duces only  one  particular  kind  of  finish. 

The  nature  of  my  invention  therefore  consists  in  produc- 
ing this  pebbled  or  boarded  grain  or  finish  on  leather  by 
subjecting  it  to  the  pressure  of  a  short  revolving  cylinder 
or  roller,  of  steel  or  other  suitable  metal,  having  the  re- 
quired design  or  figure  engraved  or  sunk  in  its  periphery. 

My  improvement  further  consists  in  combining  with  said 
roller  a  certain  new  and  useful  combination  of  mechanical 
devices  for  carrying  my  invention  into  practical  operation, 
so  as  to  accomplish  the  object  desired  with  great  rapidity 
and  cheapness. 

Z  (a  full-sized  perspective  view  of  which  is  shown  in  Fig. 
3)  is  a  roller,  about  two  inches  in  diameter  and  three  inches 
in  length.  This  roller  may  be  made  of  any  suitable  metal, 
though  steel  is  the  best,  as  it  may  be. rendered  very  hard 
by  tempering.  In  the  periphery  of  the  roller  is  engraved 
or  sunk  any  style  of  figure,  either  such  as  to  produce  on 
leather  the  pebbled  surface  made  by  the  usual  method  of 
boarding,  or  any  other  fancy  figure  that  may  be  required. 

Owing  to  the  varying  thickness  of  different  parts  of  a 
skin,  the  roUer  Z  should  not  be  more  than  from  three  to 
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five  inches  in  length,  or  else  it  would  fail  to  bear  sufficiently 
hard  upon  the  thinner  portions. 

It  is  obvious  that  my  pebbled  roller  may  be  combined 
with  various  mechanical  devices  whereby  it  can  be  rolled 
with  sufficient  pressure  over  a  skin  or  piece  of  leather.  I 
will,  however,  now  describe  a  combination  of  devices  which 
I  find  to  answer  every  purpose  required. 

C  may  represent  a  wooden  platform  or  the  floor  of  a  room, 
and  F  may  be  either  the  top  of  a  frame,  supported  by  the 
three  uprights,  G  H  and  G\  or  it  may  be  the  top  or  ceiling 
of  a  room. 

A  is  a  wooden  table,  about  four  feet  and  six  inches  long 
and  five  inches  wide,  the  two  ends  of  which  slide  up  and 
down  freely  in  vertical  slots  in  the  uprights,  G  and  H,  as 
shown  in  Fig.  1.  The  upper  surface  of  this  table,  on  which 
the  leather  to  be  boarded  or  pebbled  is  placed,  is  the  arc  of 
a  circle  whose  center  is  at  J,  at  the  top  of  the  pendulum,  I. 
This  table,  when  the  roller  Z  is  going  back  over  it,  is  low- 
ered, and  rests  on  three  strips  of  rubber,  W  W  W,  placed 
upon  the  stationary  beam,  B,  the  extremities  of  which  are 
framed  into  the  uprights,  G  and  H.  The  rubber  strips,  W, 
are  also  designed  to  prevent  noise  and  jar  when  the  table 
descends. 

Q  Q  Q  Q  are  two  sets  of  toggle  arms,  the  contiguous  ends 
of  which  are  connected  by  pivots,  e  e,  in  the  forked  ends  of 
the  connecting-arm,  R,  as  shown  in  Figs.  1  and  2,  the  up- 
per ends  of  the  top  arms  being  pivoted  at  dd  to  slotted 
cleats,  yy,  attached  to  the  bottom  of  the  table,  A.  The 
two  upper  arras  also  pass  through  slots  in  the  beam,  B,  as 
shown  by  the  dotted  lines  in  Fig.  1.  The  two  lower  arms 
are  attached  to  pivots//  in  the  slotted  cleats,  X  X,  which 
are  fast. to  the  frame-beam,  V.  When  these  toggle  arms 
are  perpendicular,  the  table  A  will  be  elevated,  so  that  the 
roller  Z  will  rest  upon  it. 

S  is  an  arm,  of  wood  or  iron,  one  end  of  which  is  pivoted 
at  I  to  the  arm,  R,  and  the  other  at  k  to  the  slotted  cleat, 
j\  which,  as  shown  in  Fig.  1,  is  last  to  the  vibrating  arm, 
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T,  the  lower  end  of  which  is  pivoted  at  u  to  the  slotted 
cleat,  V. 

U  is  an  india-rubber  or  other  suitable  spring,  one  extrem- 
ity of  which  is  attached  to  the  staple  i  in  the  upright,  H, 
and  the  other  to  the  staple  k  in  the  arm  S,  the  object  of 
said  spring  being  to  instantly  lower  the  table,  A,  through 
the  intervention  of  the  arm,  S,  whenever  the  top  of  arm  T 
is  not  acted  upon  by  the  cam  P  on  the  periphery  of  the 
fly-wheel,  O,  which  turns  on  suitable  bearings  in  the  up- 
right, G'. 

I  is  a  pendant  arm,  the  length  of  which  may  vary,  ac- 
cording to  circumstances,  from  four  or  six  feet  to  any 
length  which  the  room  or  building  in  which  the  machine  is 
placed  may  allow.  The  longer  it  is  the  straighter  and  bet- 
ter will  be  the  top  of  the  table,  A.  The  pendulum  I  swings 
freely  on  the  pivot  J  at  the  top,  its  lower  end  being  pro- 
vided on  each  side  with  iron  strips,  K  K,  as  shown  in  Pig.  2. 

D  is  a  wooden  arm,  the  front  end  of  which  passes  be- 
tween the  strips,  K  K,  and  is  connected  with  them  by  the 
pivot,  a,  the  back  end  of  D  being  connected  with  the  fly- 
wheel O  by  means  of  pin,  c,  as  shown  in  Pig.  1. 

L  is  a  flat  strip  of  metal,  as  wide  as  the  top  of  the  arm, 
D,  and  provided  on  its  under  side  with  two  ears,  xx^  be- 
tween which  the  roller  Z  is  placed  and  in  which  revolve  its 
journals,  hh. 

E  E  are  compressible  rubber  springs,  through  whose  cen- 
ters pass  the  headed  bolts,  g  g^  which,  entering  the  piece, 
L,  keep  it  in  place.  As  the  bolts  g  g  pass  freely  through 
holes  in  D,  the  piece  L  and  roller  Z  will,  of  course,  rise  as 
the  springs  EE  are  compressed. 

M  is  a  connecting  rod,  one  end  of  which  is  pivoted  to  L 
at  m,  the  other  being  fast  to  the  stud  N  in  the  rear  of  the 
arm,  D.  Thus  it  is  obvious  that  the  roller  Z  will  bear  upon 
the  table  A  during  one-half  of  its  orbit,  and  be  raised  above 
it,  as  in  the  drawings,  during  the  other  half,  and  that  the 
leather,  being  placed  upon  the  table  A  and  moved  along  by 
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an  attendant  as  fast  as  required,  will  be  boarded  or  pebbled 
with  great  rapidity,  cheapness,  and  in  a  superior  manner. 

I  do  not  claim  embossing  by  means  of  two  or  more  cylin- 
ders working  together ;  but 

What  I  do  claim  as  new,  and  desire  to  secure  by  letters 
patent,  is — 

1.  Boarding  or  pebbling  skins  or  leather  by  means  of  a 
single  short  cylinder  rolling  over  a  table  with  the  requisite 
pressure,  substantially  as  described. 

2.  Raising  and  lowering  the  table  A  by  means  of  the  tog- 
gles Q,  arm  S,  spring  U,  arm  T,  and  cam  P,  or  their  equiv- 
alents, substantially  as  set  forth,  and  for  the  purpose  de- 
scribed. 

C.  T,  WOODMAN. 
Witnesses : 

Eli  Thaykb, 
Eli  Thayer,  Jr. 

Messrs.  B.  H.  Curtis  and  Oeo.  L.  Roberts^  for  plaintiff 
in  error: 

The  introduction  of  the  pebbling  roller  into  the  Green 
machine,  in  the  same  mode  and  for  the  same  purpose  that 
it  had  been  previously  introduced  into  the  analogous  Gar- 
nar  machines,  is  not  such  a  new  combination  as  is  patent- 
able, but  is  rather  a  double  use  of  the  pebbling  roller,  or  a 
double  use  of  the  Green  machine. 

It  was,  therefore,  proper  and  material  to  submit  to  the 
determination  of  the  jury  in  this  case  the  following  ques- 
tions of  fact : 

1.  Whether  the  pebbling  roller  itself  was  old  and  had 
been  used  in  the  Gamar  machine. 

2.  Whether  the  Green  machine,  apart  from  the  pebbling 
roller,  was  old. 

3.  Whether  the  Gamar  machine,  as  leather  finishing  ma- 
chines, was  analogous  to  the  Green  machine. 

4.  Whether  the  mode  of  introduction  of  the  pebbling 
roller  into  the  Green  machine  was  substantially  the  same 
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as  in  the  Garnar  machine,  and  was  within  the  common 
knowledge  and  skill  of  mechanics. 

6.  Whether  the  purpose  and  effect  of  the  use  of  the 
pebbling  roller  in  the  Green  machine  was  substantially  the 
same  as  the  purpose  and  effect  of  its  prior  use  in  the  Gar- 
nar machines,  or  in  the  hand  devices. 

Such,  in  substance,  is  what  the  court  below  was  prayed 
to  instruct  the  jury  ;  and  if  the  jury  had  found  all  the 
facts  in  the  affirmative,  then  the  court  should  have  ruled, 
as  matter  of  law,  that  the  first  claim  of  the  patent  of  the 
plaintiff  below  was  void,  under  any  construction  that  did 
not  include,  as  an  essential  part  of  the  combination  therein 
claimed,  the  mechanical  devices  for  alternately  raising  and 
lowering  the  table,  by  which  alone  it  is  made  to  differ  from 
the  Green  machine ;  and  that  the  defendant  below  could 
not  be  restrained  by  the  patent  of  the  plaintiff  below  from 
usinff  the  said  Green  machine  or  anv  other  machine  sub- 
stantially  like  it,  for  operating  the  pebbling  roller. 

This  doctrine  is  uniformly  held  in  England,  and  it  ap- 
pears to  be  the  settled  law  of  this  country,  although  the 
decisions  upon  the  subject  in  our  courts  are  not  so  recent 
nor  so  numerous  as  in  the  English  courts  ;  the  obvious  rea- 
son being,  that  the  scrutiny  of  the  United  States  Patent 
Office  has  been  so  great  that  patents  have  rarely  issued  for 
supposed  inventions  of  this  character,  as  will  readily  be 
perceived  by  reference  to  the  cases  appealed  from  the  Com- 
missioner df  Patents. 

Cochrane  v.  Waterman,  Law's  Dig.  488,  sec.  6 ;  Hazard  v. 
Green,  Law's  Dig.  488,  sec.  8  ;  Rawson,  exparte^  Law's  Dig. 
490,  sec.  28 ;  Wheeler,  ex  parte^  Law's  Dig.  490,  sec.  29 ; 
Orr,  ex  parte.  Law's  Dig.  475,  sec.  13 ;  Blandy,  ex  parte. 
Law's  Dig.  254,  sec.  6  ;  490,  sec.  23  ;  Allen,  exparte^  Law's 
Dig.  254,  sec.  8;  490,  sec.  26;  Marsh,  exparte^  Law's  Dig. 
254,  sec.  9 ;  490,  sec.  27;  Berry,  ex  parte^  Law's  Dig.  254, 
sec.  10 ;  Bean  v.  Smallwood,  2  Story,  408 ;  Winans  v.  R. 
R.,  2  Story,  412;  Losh  v.  Hague,  Web.  Pat.  Cas.,  202  [2 
Am.  &  Eng.  501]  ;  Harwood  v.  Railway,  11  H.  of  L.  Cas  , 
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654 ;  Regina  v.  Cutler,  3  Car.  &  Kir.,  215 ;  Parkes  v.  Stev- 
ens, L.  R.,  8  Eq.  358  ;  Jordan  v.  Moore,  L.  R.,  1  C.  P.  624 ; 
Horton  v.  Mabon,  12  C.  B.  (N.  S.)  437;  16  C.  B.  (N.  S.) 
141  ;  Hotchkiss  v.  Greenwood,  11  How.  248  [5  Am.  &  Eng. 
240] ;  Kay  o.  Marshall,  5  Bing.  (N.  C.)  492 ;  Howe  v.  Ab- 
bott, 2  Story,  190 ;  Phillips  v.  Page,  24  How.  164  [7  Am.  & 
Eng.  97] ;  Bnsh  v.  Fox,  5  H.  of  L.  Cas,  707 :  Bottle  En- 
velope Co.  V.  Seymer,  5  C.  B.  (N.  S.)  164. 

Mr.  T.  L.  Wakefield^  for  defendant  in  error: 

Patents  are  to  be  construed  liberally  in  favor  of  the  pat- 
entee ;  so  construed,  if  possible,  that  the  inventor  shall  have 
the  benefit  of  what  he  has  actually  invented,  if  he  has  in- 
vented anything. 

Cornincr  v.  Burden,  16  How.  269  [6  Am.  &  Eng.  69] ; 
Pitts  V.  Whitman,  2  Story,  621 ;  Carver  v,  Braintree  Mnfg. 
Co.,  2  Story,  446;  Ames  v.  Howard,  1  Sumn.  485  ;  Ryan 
V.  Goodwin,  3  Sumn.  520. 

1.  A  patent  for  a  combination  of  elements  or  parts  pre- 
viously known  in  a  machine  is  valid,  if  the  result  produced 
by  such  combination  is  either  a  new  article  or  a  better  arti- 
cle, or  a  cheaper  article  to  the  public,  either  an  old  effect, 
better  or  cheaper  or  a  new  one. 

Curt.  67;  Crane  v  Price,  5  Scott  (N.  R.)  339  ;  Buck  v. 
Hermance,  1  Blatchf .  404 ;  Pitts  v.  Whitman,  2  Story,  618, 
&c.  ;  O'Reilly  v.  Morse,  15  How.  123  [5  Am.  &  Eng."^  483] ; 
McCormick  v.  Seymour,  2  Blatchf.  246 ;  Furbush  u.  Cook, 
2  Fish.  672 ;  Foster  v.  Moore,  1  Curt.  291 ;  Wilson  v,  Bar- 
num,  2  Fish.  635. 

It  is  not  important  whether  it  required  much  or  little 
thought,  study  or  experience,  to  make  the  combination,  or 
much  or  little  expense  to  devise  and  execute  it ;  and  it  is  de- 
cisive that  a  new  mode  of  operation  has  been  introduced, 
if  either  a  new  effect,  or  a  better  effect,  or  as  good  an  effect 
more  economically  attained,  is  produced  by  the  change. 

Furbush  d.  Cook  {supra) ;  Earle  v.  Sawyer,  4  Mas.  1 ; 
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DavoU  r.  Brown,  1  Wood.  &  M.  63 ;  Rnssell  v.  Cowley, 
Web.  Pat.  Cas.  464  [2  Am.  &  Eng.  9]. 

The  effect  or  result  produced  by  the  two  combinations 
is  a  practical  test  of  the  identity  of  the  combinations,  and 
the  patentability  of  the  plaintiffs  invention. 

Curt.  Pat.,  sees.  8,  9,  14,  16,  and  notes:  sees.  330,  331, 
and  notes;  Hall  ©.  Wiles,  2  Blatchf.  200,  Law's  Dig.  423. 

A  useful  new  result  implies  invention  in  the  machine  to 
produce  the  effect.     Furbush  v.  Cook,  2  Fish.  672. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United 
States  for  the  District  of  Massachusetts.  The  suit  was 
brought  in  the  court  below,  by  Woodman  against  Stimp- 
son,  to  recover  damages  for  an  infringement  of  a  patent 
granted  on  the  29th  March,  1864,  for  *'a  new  and  useful 
machine  for  ornamenting  leather,"  as  stated  in  the  letters 
patent.  In  the  specification  the  plaintiff  states  he  has  **  in- 
vented a  new  and  useful  improvement  in  boarding  or  peb- 
bling leather,"  and  describes  how  this  process  was  formerly 
carried  on.     He  says : 

"What  is  known  as  a  boarded  or  pebbled  grain  or  finish 
has  hitherto  been  given  to  leather  by  what  is  called  the 
boarding  operation,  which  consists  in  doubling  the  skin 
over  on  to  itself  on  a  table  so  that  the  flesh  side  shall  be 
out,  and  then  forcing  or  rucking  one  part  over  the  other, 
in  different  directions,  by  means  of  a  flat  cork  board,  which 
breaks  or  wrinkles  the  grain  and  gives  it  a  rough,  check- 
ered or  pebbled  appearance.  This  operation  is  performed 
by  hand,  and  is  very  slow  and  laborious,  and  produces  only 
one  particular  kind  of  finish."  He  then  observes :  '*The 
nature  of  my  invention,  therefore,  consists  in  producing 
this  'pebbled'  or  'boarded'  grain  or  finish  on  leather  by 
subjecting  it  to  the  pressure  of  a. short  revolving  cylinder 
or  roller  of  steel,  or  other  suitable  metal,  having  the  re- 
quired design  or  figure  engraved  or  sunk  on  its  periphery. 

Omitted  In  Wall. 
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My  improvement  further  consists  in  combining  with  said 
roller,  a  new  and  useful  combination  of  mechanical  devices 
for  carrying  my  invention  into  practical  operation,  so  as  to 
accomplish  the  object  desired  with  great  rapidity  and 
cheapness." 

He  further  observes:  "It  is  obvious  that  my  pebble 
roller  may  be  combined  with  various  mechanical  devices 
whereby  it  can  be  rolled  with  sufficient  pressure  over  a  skin 
of  leather.  I  will,  however,  now  describe  a  combination  of 
devices  which  I  find  to  answer  every  purpose  required." 
The  plaintiff  then  described  with  great  minuteness  the  ma- 
chine and  every  part  of  it,  and  closes  with  bis  claims. 

First  "  Boarding  or  pebbling  skins  or  leather  by  means 
of  a  single  short  cylinder  rolling  over  a  table  with  the  re- 
quisite pressure,  substantially  as  described." 

Second.  ''I  also  claim  raising  and  lowering  the  fable, 
*A,'  by  means  of  the  toggles  'Q,'  arm  *S,'  spring  'U,' 
arm  'T'  and  cam  'P,'  or  their  equivalent,  substantially 
as  set  forth  and  for  the  purposes  described." 

The  second  claim  is  not  in  the  case,  as  the  arrangement 
or  contrivance  is  not  found  in  the  defendant's  machine. 
The  first  is  the  only  one  in  question. 

That  is,  as  we  have  seen,  ''boarding  or  pebbling"  skins 
or  leather  by  means  of  a  single  short  cylinder  rolling  over 
a  table  with  the  requisite  pressure,  substantially  as  de- 
scribed ;  which  means,  as  we  understand  the  claim,  finish- 
ing or  figuring  the  leather  by  means  of  a  revolving  roller, 
the  design  or  figure  engraved  or  sunk  in  its  periphery,  and 
worked  over  the  grain  of  the  leather  by  the  use  of  the  ma- 
chinery described,  or  by  machinery  substantially  like  it. 

Now,  it  is  admitted  in  the  bill  of  exceptions,  that  evi- 
dence was  given  on  the  trial  by  the  defendant,  tending  to 
show  that  prior  to  the  plaintiffs  invention,  board  or  peb- 
ble grain  or  finish,  described  in  his  patent  as  produced  by 
him,  had  been  produced  on  leather  by  subjecting  it  to  the 
pressure  of  a  short  revolving  cylinder  of  steel  or  other 
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metal,  having  the  required  design  or  figure  engraved  or 
sunk  on  its  periphery,  and  rolling  over  a  table  upon  which 
the  leather  was  placed ;  and  that  the  said  revolving  figured 
cylinders,  which  are  known  in  the  case  as  *' pebbling  roll- 
ers," were  operated  with  the  requisite  pressure  by  means 
of  band  devices. 

It  is  also  admitted  the  defendant  gave  evidence  tending 
to  show  that  prior  to  the  plaintiffs  improvement,  there  was 
known  and  used  a  machine  which,  in  its  substantial  com- 
bination or  arrangement  of  its  parts,  co-operating  together 
for  the  purpose  of  impressing  the  surface  of  leather,  dif- 
fered in  no  material  respect  from  the  machine  described  in 
the  letters  patent,  whereof  a  model  was  produced,  except 
in  respect  to  the  mechanism  for  raising  and  lowering  a 
table  (not  in  the  defendant's  machine),  and  except  that, 
iastead  of  operating  a  short  revolving  roller  like  the  plain- 
tiffs, having  a  figured  surface  for  the  purpose  of  produc- 
ing the  pebbled  grain  or  leather,  it  operates  a  short  revolv- 
ing metallic  roller  having  a  smooth  surface,  for  the  pur- 
pose of  giving  to  the  leather  a  closer  natural  grain ;  that 
this  was  the  only  diversity  between  the  two  machines,  and 
that  having  the  smooth  roller,  instead  of  the  roller  with  the 
ornamented  surface,  made  no  difference  in  the  substantial 
combination  or  arrangement  of  the  machinery  co-operat- 
ing together  in  said  machines  for  the  purpose  of  doing  the 
work.  Now,  (a)  taking  this  evidence  as  thus  stated  in  the 
bill  of  exceptions,  it  will  be  seen  that  the  only  difference 
between  the  prior  machine  and  the  plaintiff's,  in  its  combi- 
nation and  arrangement  and  in  its  working  and  effect  upon 
the  leather  is,  that  the  metallic  roller  in  the  former  had  a 
smooth,  and  in  the  latter  a  figured  surface.  In  all  other 
respects,  the  two  machines  were  the  same.  But,  as  also 
appears  in  the  bill  of  exceptions,  this  figured  revolving 
roller  was  old,  and  the  use  of  it  in  pebbling  leather  was 
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also  old  and  well  known.  Neither  the  plaintiff  nor  the  de- 
fendant could  claim  any  right  to  it  as  inventors. 

The  same  pebbled  grain  or  finish  as  described  in  plain- 
tiffs patent  had  already  been  produced  on  leather  by  sub- 
jecting it  to  a  pressure  while  rolling  over  the  table  on 
which  the  leather  was  placed  ;  but  this  pressure  was  pro- 
duced bv  means  of  hand  devices. 

The  field  of  invention  was  open  to  any  person  to  con- 
struct new  devices  or  machinery  by  means  of  which  to 
operate  this  old  instrument  in  "i)ebbling  leather,"  in  the 
language  of  the  patentee  in  this  case,  ''  so  as  to  accomplish 
the  object  desired,  with  greater  rapidity  and  cheapness." 
And  this  the  plaintiff  would  have  accomplished  by  his 
machine,  if  he  had  not  been  anticipated.  But  the  case  ad- 
mits that  evidence  was  given,  tending  to  show  that  the  de- 
vice or  machine  he  has  patented  for  the  purpose,  so  far  as 
used  by  the  defendant,  was  the  same  as  the  Green  machine, 
which  was  prior  in  date. 

(6)  We  are  now  prepared  to  look  at  the  second  instruction 
to  the  jury,  prayed  for  by  the  defendant,  which  is:  ''If 
they  find  that  the  form  of  the  surface  of  the  roller  in  the 
plaintiffs  machine  is  not  material  to  the  mechanical  action 
of  the  roller  in  combination  with  the  other  devices,  and 
their  arrangements  by  which  the  roller  is  moved,  the  leather 
supported,  and  the  pressure  made  ;  and  if  they  find  that 
before  the  plaintiffs  invention  a  machine  was  known  and 
used,  not  differing  substantially  from  the  plaintiffs  ma- 
chine in  any  other  respect,  but  having  a  roller  for  giving  a 
finish  to  leather,  the  surface  of  this  roller  was  different 
from  that  specifically  shown  and  described  in  plaintiffs 
patent ;  and  if  they  find  that  before  the  plaintiffs  inven- 
tion, rollers  having  such  a  surface  as  the  plaintiffs  sub- 
stantially, were  known  and  used  in  other  machines  for  the 
same  purpose,  the  plaintiffs  patent  for  the  first  claim  is 
void."  (c) 
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(d)  This  prayer  is  somewhat  involved  and  obscured  by 
too  much  verbiage,  but  when  analyzed  and  understood, 
it  was  clearly  warranted  and  supported  by  the  evidence, 
and  should  have  been  given. 

In  substance  it  is,  if  the  jury  should  find  that  the  figured 
roller  in  the  plain tiflTs  machine  was  not  material  to  the 
mechanical  action  of  the  roller  in  the  combination  and  ar- 
rangement of  the  machinery  by  which  it  was  moved,  the 
leather  supported,  and  the  pressure  made ;  and  if  they  find 
that  before  the  plaintiffs  a  machine  was  known  and  in  use 
similar  to  his,  except  the  surface  of  the  roller  was  smooth  ; 
and  if  they  find  that  before  the  plaintiffs  invention  figured 
rollers  were  known  and  used  in  other  machines  for  the  same 
puri)Ose,  then  the  plaintiff  s  first  claim  was  void.  In  other 
words  and,  in  short,  if  the  plaintiffs  machine  had  been  an- 
ticipated, in  every  part  of  its  construction  except  the  figures 
or  designs  on  the  roller,  which  roller  was  old,  he  was  not 
entitled  to  recover.  This  instruction  was  refused,  which, 
for  the  reasons  already  stated,  we  think  was  error. 

There  is,  also,  another  ground  upon  which  we  think  this 
instruction  should  have  been  given.  Assuming  the  plain- 
tiff to  have  been  anticipated  in  the  construction  of  his  ma- 
chine in  every  part  of  it,  except  that  the  prior  machine 
used  a  smooth  revolving  roller,  and  the  plaintiff  a  figured 
one,  but  which  figured  roller  had  been  used  for  pebbling 
leather  by  pressure,  and  was  well  known,  all  of  which  the 
jury  would  have  been  warranted  in  finding,  the  engraving, 
or  stamping  of  the  figure  upon  the  surface  of  the  smooth 
roller,  or  the  substitution  of  the  old  figured  roller  for  the 
purpose,  required  no  invention  ;  the  change  with  the  exist- 
ing knowledge  in  the  art  involved  simply  mechanical  skill, 
which  is  not  patentable. 

Judgmeni  reversed.    Venire  de  novo. 
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Mr.  Justice  Cliffopd  dissenting. 

Inventions  secured  by  letters  patent  are  property  and, 
as  such,  they  are  under  the  protection  of  the  Constitution 
of  the  United  States  and  the  laws  of  Congress.  When  duly 
secured  in  that  way  the  patentee  acquires  the  exclusive 
right,  if  the  invention  is  a  machine,  to  make  and  use  the 
same  and  to  vend  it  to  others  to  be  used  during  the  entire 
term  for  which  it  was  granted,  as  provided  by  law.  Vested 
with  that  exclusive  right  he  may  have  an  action  on  the 
case  to  recover  damages  against  any  person  who  infringes 
his  exclusive  right ;  and  on  the  trial  of  the  case,  to  the 
jury  he  may  introduce  his  letters  patent  in  evidence,  and 
when  so  introduced  the  letters  patent  afford  aprimd/acie 
presumption  that  the  patentee  is  the  original  and  first  in- 
ventor of  what  is  therein  described  as  his  improvement ; 
and  the  defendant,  if  he  denies  that  proposition,  takes  the 
burden  to  establish  the  affirmative  of  the  general  issue  or 
of  the  notices  filed  in  that  behalf.  Agawam  Co.  v.  Jordan, 
7  Wall.  696  [p.  24,  ante]. 

Letters  patent  bearing  date  the  29th  of  March,  1864,  were 
granted  to  the  plaintiff  for  a  new  and  useful  improvement 
in  boarding  and  pebbling  leather,  which,  as  described,  con- 
sists in  giving  to  the  surface  of  the  leather  a  checkered  or 
pebbled  appearance  by  subjecting  the  leather  on  the  fin- 
ished side  to  the  pressure  of  a  short,  engraved  revolving 
cylinder  or  roller,  made  of  steel  or  other  suitable  metal, 
having  the  required  design  or  figure  engraved  on  the  peri- 
phery of  the  device.  My  improvement,  says  the  patentee, 
consists  in  combining  with  said  roller  a  certain  new  and 
useful  corabination  of  mechanical  devices  for  carrying  my 
invention  into  practical  operation,  so  as  to  accomplish  the 
object  desired  with  great  rapidity  and  cheapness. 

Nothing  can  be  plainer  than  is  the  meaning  of  those  two 
passages  in  the  specification,  the  substance  of  which  is  here 
reproduced.  In  the  first  passage  he  describes  the  result  or 
effect  which  his  invention  will  produce,  and  in  the  second 

10  W*1L  ISl-lM. 


Dec,  1869.]         STIMPSON  v.  WOODMAN.  237 

Dissenting  opinion. 

he  gives  a  terse  general  description  of  the  invention  itself, 
alleging  that  it  consists  in  combining  with  the  roller  a  cer- 
tain new  and  useful  combination  of  devices  to  accomplish 
the  work.  Had  the  patentee  stopped  there  the  specifica- 
tion might  perhaps  have  been  regarded  as  wanting  that 
full,  clear  and  exact  description  of  the  invention  which  is 
required  by  the  6th  section  of  the  Patent  Act.  6  Stat,  at 
L.  119. 

But  the  patentee  did  not  stop  there,  as  fully  appears  by 
what  immediately  follows  in  the  specification.  On  the  con- 
trary, he  gives  a  minute  description  of  the  roller,  and  then 
proceeds  to  describe  the  several  mechanical  devices  to  be 
combined  with  the  roller,  and  which,  as  he  says,  will  an- 
swer every  purpose  to  produce  the  required  effect ;  and  in 
conclusion  he  gives  a  minute  description  of  every  element 
composing  the  organized  machine  described  in  the  patent 
as  it  was  issued. 

Exact  description  is  also  given  of  the  several  devices  com- 
posing the  apparatus  for  raising  and  lowering  the  table  on 
which  the  leather  is  placed  as  it  is  subjected  to  the  opera- 
tion of  the  pebbling  instrument.  Such  an  apparatus  is  es- 
sential to  the  effective  operation  of  the  machine,  as  the 
table  must  be  raised  in  order  that  the  leather  may  be  sub- 
jected to  the  pressure  of  the  roller  or  pebbling  instrument 
as  it  passes  over  the  upper  surface,  and  it  must  also  be 
lowered  in  order  that  the  arm  to  which  the  pebbling  instru- 
ment is  attached  may  pass  back,  and  it  is  obvious  that  the 
contrivance  is  ingenious  and  useful. 

What  the  patentee  claims  is  as  follows  ;  First,  boarding 
or  pebbling  skins  or  leather  by  means  of  a  single  short 
cylinder  rolling  over  a  table  with  the  requisite  pressure 
siLbstantiaUy  as  described.  Striking  out  the  words  "sub- 
stantially as  described,"  it  might  be  contended  that  the 
claim  is  for  the  effect  and  not  for  the  means  by  which  the 
effect  is  produced,  but  such  a  construction  cannot  be  main- 
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tained  for  a  moment,  as  it  would  be  contrary  to  the  settled 
rules  of  law  everywhere  applied  in  such  cases. 

Patents  for  inventions  are  not  to  be  treated  as  mere  mon- 
opolies and,  therefore,  as  odious  in  the  law,  but  they  are  to 
receive  a  liberal  construction,  and  under  a  fair  application 
of  the  rule  that  they  be  construed  ut  res  magis  valeat 
quam  pereat.  Hence  where  the  claim  immediately  follows 
the  description,  it  may  be  construed,  says  Curtis,  in-  con- 
nection with  the  explanations  contained  in  the  specification, 
and  be  enlarged  or  restricted  accordingly.  Curt.  Pat.  sec. 
226  ;  Turrill  v.  R.  R,  1  Wall.  510  [7  Am.  &  Eng.  202]; 
Ryan  v.  Goodwin,  3  Sumn.  520. 

Construed  in  view  of  that  rule,  it  is  clear,  to  a  demon- 
stration, that  the  first  claim  of  a  patent  is  for  the  means 
described  in  the  specification  for  accomplishing  the  effect, 
which  is  the  exact  view  taken  of  the  claim  by  the  presid- 
ing justice  in  the  court  below. 

Strike  out  the  second  claim  and  it  might  be  contended 
that  the  first  claim  covers  the  whole  invention,  including 
the  apparatus  for  raising  and  lowering  the  table  as  well  as 
the  combination  of  devices  for  pebbling  the  leather,  but 
the  whole  specification  must  be  construed  together,  and 
when  so  construed  it  is  clear  that  the  claims  were  in- 
tended to  be  distinct,  as  the  second  claim  not  only  specifies 
the  ''raising  and  lowering  of  the  table,"  but  it  also  in- 
cludes by  name  every  one  of  the  described  devices  to  per- 
form that  office. 

Giving  due  weight  to  these  considerations,  it  is  as  clear 
a^  anything  can  be  that  the  first  claim  of  a  patent  is  a  claim 
for  a  combination  of  the  described  mechanical  devices,  with 
a  roller  for  carrying  the  invention  into  practical  operation, 
and  for  accomplishing  the  described  result  by  the  described 
means,  excluding  the  apparatus  for  raising  and  lowering 
the  table,  which  is  included  in  the  second  claim.  Le  Roy 
V.  Tatham,  22  How.  132  [7  Am.  &  Eng.  29]. 

Influenced  by  these  considerations,  I  dissent  from  the 
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opinion  of  the  court,  because  it  adopts  an  erroneous  con- 
struction of  the  patent,  and  one  utterly  at  variance  with 
the  whole  tenor  of  the  specification  and  the  language  of 
the  claim. 

Some  attempt  was  made  at  the  trial  to  show  that  the  in- 
vention of  the  plaintiff  was  superseded  by  the  machine  of 
Garnar,  or  by  that  of  Green,  but  the  attempt  was  an  utter 
failure,  and  the  jury  found  the  issue  in  favor  of  the  plain- 
tiflf.  Questions  of  fact  are  certainly  for  the  jury,  and  it  is 
too  plain  for  argument  that  the  finding  of  the  jury  cannot 
be  revised  here  under  a  bill  of  exceptions.  Suppose,  how- 
ever, it  were  otherwise,  still  it  would  be  impossible  to  come 
to  any  other  conclusion  than  that  their  finding  is  right. 

Take  the  Garnar  machine,  which  is  the  first  in  order  as 
the  evidence  is  exhibited  in  the  bill  of  exception.  Evi- 
dence was  introduced  by  the  plaintiff,  showing  not  only 
that  the  machine  differed  from  the  machine  of  the  plain- 
tiff, but  that  it  operated  in  a  substantially  different  man- 
ner, and  produced  a  substantially  different  effect  upon  the 
leather,  which  must  be  obvious,  upon  comparing  the  two 
machines,  to  everyone  having  any  acquaintace  upon  (e) 
the  subject.  Equally  decisive  evidence  was  also  introduced 
by  the  plaintiff  showing  that  the  Green  machine  did  not 
supersede  his  patent.  Among  other  things  the  plaintiff 
proved  that  the  figuring  instrument  described  in  that  patent 
was  not  a  revolving  instrument,  but  an  instrument  for  rub- 
bing the  leather,  as  appears  by  the  model ;  that  the  adap- 
tation of  the  pebbling  roller  to  that  machine,  so  that  the 
same  could  be  practically  used  therein,  would  require  in- 
vention and  was  not  within  the  common  knowledge  and 
skill  of  a  mechanic,  and  that  a  figured,  rotating  cylinder, 
such  as  is  described  in  the  plaintiff's  patent,  had  not,  in 
fact,  been  introduced  and  operated  in  that  machine  prior  to 
the  plaintiff's  invention. 

Remark  upon  the  question  of  infringement  is  not  nec- 
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essary,  as  that  issue  was  fonnd  by  the  jury  for  the  plain- 
tiflf,  and  there  is  no  exception  calling  for  any  review  of  the 
instructions  given  by  the  court. 

Suggestion  is  made  in  the  opinion  just  read  that  perhaps 
the  judgment  might  be  reversed  upon  the  ground  that  the 
invention  was  not  patentable.  Many  v.  Jagger,  1  Blatchf. 
372;  Wilbur?).  Beecher,  2  Blatchf.  132.  Patented  inven- 
tions which  are  not  new  and  useful,  or  which  did  not  re- 
quire any  invention  as  compared  with  what  existed,  and 
was  in  use  before,  may,  doubtless,  be  held  invalid  on  that 
account,  but  the  question  whether  a  particular  invention  is 
new  and  useful,  or  whether  it  did  require  any  invention  to 
produce  it,  as  compared  with  what  existed  before,  are  every- 
where admitted  to  be  questions  of  fact  for  the  jury,  and  cer- 
tainly no  such  question  is  open  here  for  the  determination 
of  this  court  under  this  bill  of  exceptions.  Curtis  Pat. 
sec.  41 ;  Lowell  v,  Lewis,  1  Mas.  182 ;  Winans  v,  R.  R.  Co., 
2  Blatchf.  297  ;  Bedford  v.  Hunt,  1  Mas.  302  ;  Hnll  v.  Wills, 
2  Blatchf.  194.  Such  a  remark  cannot  have  been  well  con- 
sidered, as  the  authorities  are  all  the  other  way  ;  but  if  it 
were  otherwise  the  bill  of  exceptions  shows  that  the  find- 
ing of  the  jury  was  right,  as  it  appears  that  the  pebble 
finish  can  be  made  cheaper  and  better  by  the  plaintiflPs 
machine  than  by  any  other  machine  or  instrument  known 
in  the  trade,  which  is  a  complete  answer  to  both  sugges- 
tions. 

Valuable  as  the  property  of  the  plaintiff  in  this  inven- 
tion is,  I  cannot  concur  in  the  judgment  which  assigns  it  to 
an  infringer.  Most  modern  patents  are  for  new  combina- 
tions of  old  elements,  just  like  the  present  one,  but  many 
of  them  are  of  great  utility,  and  they  are  as  much  within 
the  protection  of  the  patent  law  as  those  of  any  other  class. 
Union  Sug.  Ref.  v,  Mathiessen,  2  Pish.  605.  Such  patents 
being  for  the  combination  only,  no  one  can  be  held  liable 
for  infringing  the  invention  unless  it  be  shown  that  the  in- 
fringer uses  all  of  the  elements  which  compose  the  combi- 
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nation,  showing  that  the  public  have  the  most  ample  se- 
curity that  nothing  will  be  protected  by  the  patent  except 
what  was,  in  fact,  invented  by  the  patentee.  Prouty  v. 
Rnggles,  16  Pet.  341  [4  Am.  &  Eng.  361] ;  Carver  v.  Hyde, 
16  Pet.  520  [4  Am.  &  Eng.  367] ;  Stimpson  v.  R.  R,  10 
How.  346  [5  Am.  &  Eng.  129]  ;  Barpet  v.  Hall,  1  Mas.  477 ; 
Howe  V.  Abbott,  2  Story,  194. 

Where  an  invention  is  for  distinct  combinations  which 
are  separable,  and  where  it  embraces  two  distinct  improve- 
ments, one  having  respect  to  the  operative  part  of  the  ma- 
chine and  the  other  to  the  motive  power,  it  is  entirely  com- 
petent for  the  Commissioner  to  grant  separate  claims  for 
the  two  combinations  in  the  same  patent,  or  he  may,  under 
existing  laws,  grant  separate  patents  for  each  combination, 
if  it  is  new  and  produces  a  new  and  useful  result. 

Two  combinations  are  embraced  in  this  patent :  one  con- 
sisting of  a  combination  of  certain  described  mechanical 
devices  with  the  roller  to  do  the  work  of  pebbling  the 
leather ;  the  other  consists  of  the  described  combination  to 
raise  and  lower  the  table ;  and  the  one  last  named  is  ad- 
mitted to  be  new  and  useful  and,  therefore,  valid,  but  the 
opinion  of  the  court  surrenders  the  first  one  to  infringers, 
and  of  course  the  property  of  the  inventor  is  rendered  of 
no  value. 
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Syllabus. 

DIODATE  CLARK,  JOSIAH  C.  GRAHAM  AND  JOHN 
B.  WHITE,  PLAINTIFFS,  v.  JOHN  G,  BOUSFIELD 
AND  JOHN  POOLE.* 

lO  WaU.  183-144.    Dec.  Term,  I860. 

[Bk.  19,  L.  ed.  862;  2  Whit.  267.] 

Argued  April  1,  1870.     Decided  April  11,  1870. 

Particular  patent  construed  to  cover  machine  and  design.     Design, 

Act  1861, 

1.  Where  letters  patent  No.  45,590,  R.  &  A..  Cross,  December  27, 

1864,  Pail  Graioing  Machine,  claimed  "arranging  the  elastic 
material  aforesaid  "  (having  a  design  thereon,  which  is  printed 
upon  the  pail)  ''whether  curved  or  rectangular  in  form,  in  a 
series  of  distinct  staves  or  designs  substantially  as  and  for  the 
purpose  shown  and  set  forth,"  held  that  it  was  for  a  part  of 
the  machine,  and  patentable  other  than  as  a  design  under  Act 
1861,  sec.  11,  and  that  the  design  was  but  incidental  and  as 
such  had  no  other  protection  than  that  which  the  patent 
secured  to  the  inventor  of  the  machine,  and  the  right  to  its 
use  went  with  the  machine,     (p.  256.) 

2.  An  arranged  figure  in  an  elastic  bed,  by  which  it  is  printed  onto 

pails  is  not  the  design  protected  by  Act  1861,  but  it  is  the 
design  transferred  to  the  pail  or  ware  which  is  protected 
thereby,     (p.  256.) 

Certificate  of  division  of  opinion  between  the  judges  of 
the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  Ohio. 

The  histojy  and  facts  of  the  case  fully  appear  in  the 
opinion. 

The  specifications  and  drawing  of  the  letters  patent  re- 
ferred to  in  the  opinion  of  the  court  are  as  follows : 

*See  Explanation  of  Notes,  page  IIL 
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J.  R.  CROSS  AND  A.  J.   CROSS,  OF  CHICAGO, 

ILLINOIS. 

Apparatus  fob  Graining  Pails. 

SpeciUcation  forming  part  of  Letters  Patent  No.  45^590^  dated 

December  27,  1864 

To  all  whom  it  may  concern  : 

Be  it  known  that  we,  J.  R.  Cross  and  A.  J.  Cross,  of 
Chicago,  in  the  county  of  Cook,  and  State  of  Illinois,  have 
invented  a  new  and  useful  Improvement  in  Machines  for 
Graining  Pails,  and  other  Analogous  Uses;  and  we  do. 
hereby  declare  that  the  following  is  a  full,  clear,  and  exact 
description  thereof,  reference  being  had  to  the  accompany- 
ing drawings  and  the  letters  and  figures  marked  thereon, 
forming  part  of  this  specification. 

In  the  said  drawings,  which  are  hereunto  attached,  Fig. 

1  represents  a  perspective  view  of  our  invention  ;  and  Fig. 

2  is  a  central  sectional  view  of  the  pail  or  other  vessel  to 
be  grained,  with  the  devices  thereunto  attached. 

The  nature  of  our  invention  consists  in  constructing  the 
elastic  bed  containing  the  impression  or  impressions  of  the 
device  to  be  grained  upon  the  pail  in  separate  panels,  each 
panel  to  be  of  different  designs,  so  that  by  moving  the  pail 
over  the  same  the  various  designs  will  be  stamped  upon 
the  pail,  and  thus  producing  a  pail  whose  staves  are 
painted  in  imitation  of  different  kinds  of  woods. 

To  enable  those  skilled  in  the  art  fully  to  understand 
how  to  construct  and  use  our  invention,  we  will  proceed  to 
describe  the  same  with  particularity,  reference  being  made 
to  the  aforesaid  drawings, 

A  represents  the  box  or  bed  into  which  the  elastic  mate- 
rial impressed  with  the  required  designs  to  be  grained 
upon  the  pails  is  placed  or  framed,  and  may  be  constructed 
of  wood  or  iron  or  any  other  material  suitable  for  the 
purpose. 

The  elastic  bed  upon  which  the  desired  impression  is 
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made  presents  a  plane  surface,  whose  area  is  included  be- 
tween the  arcs  of  two  concentric  circles  described  upon 
radii,  whose  diflFerence  in  length  is  equal  to  the  height  of 
the  pail  or  other  vessel  to  be  grained,  the  length  of  the  ex- 
terior arc  being  equal  to  the  circumference  of  the  top  or 
larger  end  of  the  pail,  and  the  length  of  the  interior  arc 
being  equal  to  the  circumference  of  the  bottom  or  smaller 
end  thereof,  and  the  corresponding  ends  of  the  said  two 
arcs  being  joined  by  two  straight  lines.  The  curvatures  of 
said  arcs  must  be  adapted  to  the  different  sizes  of  pails  to 
be  grained,  and  also  to  the  different  inclinations  of  their 
sides  from  the  vertical,  so  that  when  the  pail  is  adjusted 
properly  upon  said  bed  and  rolled  upon  and  over  it  the 
upper  or  larger  end  shall  follow  the  outer  curve,  and  the 
lower  or  smaller  end  shall  follow  the  interior  or  smaller 
curve,  ^ith  exactness  and  precision. 

The  elastic  bed  may  present  one  continuous  or  uniform 
design,  if  desired  ;  or  it  may  be  arranged  in  blocks  or 
staves,  each  of  different  designs,  as  shown  in  Fig.  1  by  the 
letters  a  h  c  d  e  f  g^  so  that  the  pail  or  vessel  grained 
thereon  or  thereby,  shall  present  the  appearance  of  being 
constructed  of  different  kinds  or  species  of  woods, 'as  rose- 
wood, oak,  walnut,  and  others. 

The  elastic  bed  may  be  constructed  of  any  suitable  im- 
pressible material,  as  rubber  or  leather,  but  I  consider  the 
best  material  for  the  purpose  to  be  a  compound  of  glue  and 
molasses,  which  is  used  for  printers'  rollers. 

The  bed  may  also  be  constructed  of  separate  pieces  or 
blocks,  as  shown,  or  the  material  may  be  a  single  united 
mass,  impressed  by  different  designs  arranged  in  staves,  so 
as  to  produce  the  same  effect  as  when  constructed  in  sepa- 
rate blocks. 

The  same  material  may  also  be  employed  to  imitate  mar- 
bles and  other  ornamental  stones.  It  may  also  be  used 
for  graining  other  wares,  as  for  japanning  and  other  simi- 
lar purposes,  and  also  for  graining  broom -handles.  It  may 
be  observed,  however,  that  when  the  articles  to  be  grained 
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have  upright  or  {larallel  sides  the  bed  may  be  of  rectangn- 
lar  form  instead  of  the  form  shown. 

C,  D,  E,  and  F  represent  the  handles  and  other  devices 
for  affixing  or  attaching  said  liandles  C  and  F  to  the  pails 
to  facilitate  the  operation  of  gniining. 

D  D  are  two  circular  plates  fitting  closely  into  the  pail, 
as  shown,  which  are  rigidly  attached  to  the  handle  C,  and 
when  introduced,  as  shown,  into  the  pail  hold  the  same 
firmly. 

E  E  represent  a  circular  plate  divided  in  two  parts,  to 
each  of  which  is  rigidly  attached  the  handles  F  F  as  shown. 
The  said  handles  F  F  are  connected  by  a  hinge  at  ^,  and 
between  them  then  is  arranged  a  spring,  ^,  to  throw  said 
handles  apart  when  not  confined  by  the  ring  r  upon  the 
ends  of  the  same. 

Having  described  the  construction  and  nature  of  our  in- 
vention, we  will  now  describe  the  mode  of  operation  and 
application  of  the  same. 

The  ring  t  being  removed  from  the  end  of  the  handle  F 
F,  the  opposite  ends  thereof  approach  each  other,  being 
forced  together  by  the  operation  of  the  spring  s  and  hinge 
A,  and  thus  the  two  parts  of  the  plate  E  E  are  drawn 
together,  diminishing  its  size,  so  that  it  can  be  readily  in- 
troduced within  the  chine  of  the  bottom  of  the  pail,  when 
by  pressing  the  ends  of  F  F  together  and  replacing  the 
ring  r  the  plate  E  E  is  expanded  and  adjusted  within  said 
chine,  so  as  firmly  to  fasten  the  handle  F  to  the  pail.  The 
handle  C  is  then  readily  inserted  and  adjusted  within  the 
pail,  when  the  operator  grasps  the  handles  C  F  and  adjusts 
the  pail  upon  the  elastic  bed,  as  shown,  the  paint  or  color- 
ing-matter having  been  previously  applied  thereto  by 
means  of  a  roller  or  in  any  other  suitable  and  convenient 
manner.  The  pail  is  then  readily  rolled  across  the  bed,  and 
is  by  this  simple  operation  grained  in  the  most  beautiful 
manner  in  staves  in  imitation  of  various  woods  or  mar- 
bles, as  before  described,  when  the  handles  are  detached 
and  applied  to  another  pail,  and  the  operation  repeated. 
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Instead  of  rolling  the  pail  over  said  bed,  the  pail  may  be 
suspended  upon  the  handles  or  their  removable  equiva- 
lents, and  the  elastic  bed  itself  moved  beneath  the  pail  in 
a  suitably-arranged  groove  or  track,  producing  the  same  re- 
sult ;  or  the  application  may  be  made  in  any  other  conve- 
nient and  practical  manner. 

Having  described  the  nature,  construction,  and  opera- 
tion of  our  machine  for  graining  pails  and  other  analogous 
nses,  we  will  now  specify  what  we  claim  as  new  therein 
and  desire  to  secure  by  Letters  Patent. 

1.  Constructing  the  bed  of  elastic  material  used  in  grain- 
ing-machines  in  the  form  herein  shown,  substantially  as 
and  for  the  purposes  specified. 

2.  Arranging  the  elastic  material  aforesaid,  whether 
curved  or  rectangular  in  form,  in  a  series  of  distinct  staves 
or  designs,  substantially  as  and  for  the  purposes  herein 
shown  and  set  forth. 

3.  The  a'rrangement  of  the  expansible  plate  E  E  and  the 
handles  F  F,  provided  with  the  hinge  h  and  spring  5,  as 
and  for  the  purposes  described. 

4.  In  combination  with  the  last  foregoing,  the  employ- 
ment of  the  handle  C  and  plates  D  D,  as  and  for  the  pur- 
poses shown  and  described. 

J.  R.  CROSS, 
A.  J,  CROSS. 
Witnesses : 

L.  L.  COBURK, 

W.  E.  Marks. 

Messrs.  A.  O.  Riddle  and  Jason  Canfleld^  for  plaintiffs. 

The  first  question  which  arises  is  this : 

Whether  the  second  claim  is,  in  substance,  a  claim  for  a 
design,  instead  of  a  claim  for  a  principle,  in  an  apparatus 
for  graining  pails,  and  other  analogous  uses. 

If  it  is  a  design,  it  should  have  been  patented  under  sec- 
tion 11  of  an  act  of  March  2,  1861  (12  Stat,  at  L.  246),  enti- 
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tied,  "An  act  in  addition  to  an  act  to  promote  the  pro- 
gress of  the  useful  arts." 

If  the  second  claim  is  for  a  principle,  in  an  apparatus  for 
graining  pails  and  other  analogous  uses,  then  it  does  not 
come  under  said  section  11  of  the  act  of  1861,  but  under 
the  act  of  July  4,  1836,  known  as  "An  act  to  promote  the 
progress  of  the  useful  arts,  and  to  repeal  all  acts  and  parts 
of  acts  heretofore  made  for  that  purpose." 

5  Stat,  at  L.  117 ;  Corning  v.  Burden,  15  How.  268  [6 
Am.  &  Eng.  69^. 

Now,  in  this  case  our  second  claim  in  our  patent  is  for 
the  machine  which  produces  the  effect,  and  not  for  the 
effect  itself ;  in  other  words,  it  is  for  a  machine  which 
grains  a  pail  in  staves,  which  staves  represent  different 
kinds  of  wood,  and  not  for  the  impressions  put  upon  the 
pails  representing  staves  of  different  kinds  of  wood. 

The  means  of  producing  this  effect  on  the  palls  is  our 
machine,  which  comes  under  the  act  of  1836 ;  the  effect  as 
produced  is  a  design,  which  comes  under  the  11th  section 
of  the  act  of  1861,  for  which  we  claim  nothing. 

In  Whitteraore  v.  Cutter,  1  Gall.,  p.  480,  Judge  Story  has 
defined  the  principle  of  the  machine  which  applies  to  the 
act  of  1836. 

2.  Whether  said  letters  patent  were  not  void  for  ambig- 
uity. 

On  this  subject  we  refer  the  court  to  the  decision  of 
Judge  Story  in  the  case  of  Ames  v.  Howard,  1  Sumn.  486 ; 
Ryan  v,  Goodwin,  3  Sumn.  520. 

As  to  what  is  required  by  the  act  1836  on  this  point,  see 
Hogg  V.  Emerson,  6  How.  484  [5  Am.  &  Eng.  1]. 

Whether  there  is  ambiguity  in  the  description,  is  a  ques- 
tion for  the  jury,  under  the  testimony  of  experts.  Wash- 
burn ^?.  Gould,  3  Story,  138. 

The  court,  in  construing  this  patent,  should  look  at  it  in 
the  light  of  the  law  as  laid  down  by  Judge  Story  in  the 
case  of  Ames  v.  Howard,  before  referred  to,  in  which  he 
says: 
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''Patents  for  inventions  are  not  to  be  treated  as  mere 
monopolies,  odious  in  the  eyes  of  the  law  and,  therefore, 
not  to  be  favored ;  nor  are  they  to  be  construed  with  the 
utmost  rigor  as  strictissimi  juris.  *****  The 
object  is  to  ascertain  what,  from  the  fair  sense  of  the  words 
of  the  specification,  is  the  nature  and  extent  of  the  inven- 
tion claimed  by  the  party ;  and  when  the  nature  and  ex- 
tent of  that  claim  are  apparent,  not  to  fritter  away  his 
rights  upon  formal  or  subtile  objections  of  a  purely  tech- 
nical character." 

But  in  the  language  of  the  same  learned  judge  (Ryan  v. 
Goodwin,  3  Sumn.  620),  to  give  a  liberal  construction  to 
the  language  of  all  patents  and  specifications,  ut  res  magis 
valeat  quam  per  eat,  so  as  to  protect  and  not  to  destroy  the 
rights  of  real  inventors. 

Messrs.  George  WUly^  John  E.  Gary  and  H.  S.  Sher- 
man,  for  defendants: 

1.  The  second  claim  is  not  void  for  ambiguity ;  is  a 
claim  for  a  design  merely  and  only  patentable  as  such, 
under  section  11  of  the  Act  referred  to  in  the  question. 

If  the  first  claim  is  good  as  a  claim  for  a  device  of  a 
given  form,  there  is  no  necessity  for  the  second  claim,  un- 
less it  was  intended  to  cover  the  stave  design  as  such  ;  for 
the  first  claim  covered  the  construction  of  the  bed  as  to 
form,  and  whether  constructed  of  separate  blocks  or  one 
entire  block. 

It  cannot  be  presumed  that  the  second  claim  was  in- 
tended to  again  cover  the  use  of  distinct  blocks ;  for  the 
subdividing  of  a  mass  or  plate  into  parts  which  wrere  still 
to  be  used  together  as  a  mass  or  as  one  plate,  would  be  ob- 
viously void  for  want  of  invention. 

The  terms  "in  a  series  of  distinct  staves  or  designs,"  are 
evidently  used  synonymously  or  as  convertible  terms  in 
this  relation.  If  so,  they  mean  stave-shaped  designs,  or 
designs  as  "set  forth."  If  not,  then  the  claim  would  be 
void  for  ambiguity,  or  for  combining  two  classes  of  sub- 
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jects  in  one  claim.  But  in  either  case  it  embraces  a  claim 
for  a  design  which  destroys  the  patent  for  incongruity,  or 
ratlier  by  destroying  its  unity. 

Curt.  Pat.,  sees.  107,  110  ;'l  Mas.  475. 

2.  The  second  question  presented  is,  "Whether  said 
letters  parent  were  not  void  for  ambiguity  in  the  specifica- 
tion." 

That  the  first  claim,  taken  in  connection  with  the  de- 
scription, is  uncertain  as  to  whether  the  curved  or  rectang- 
ular form  is  intended  or  both.  Both  forms  are  spoken  of 
in  the  specification,  and  both,  and  perhaps  other  forms, 
required  by  the  subjects  enumerated  to  be  grained. 

As  to  what  is  to  be  embraced  in  the  term  ''  for  the  purposes 
specified,"  whether  simply  the  graining  of  pails,  requiring 
a  curved  form  or  bed,  or  other  subjects  requiring  or  ad- 
mitting a  rectangular  bed. 

Ambiguity  is  not  distinguishing  by  definite  terms  of  de- 
scription and  exclusion  the  extent  of  the  ground  covered 
by  the  patent,  in  order  that  the  public  may  know  just  what 
is  claimed  and  what  is  not  claimed. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  a  certificate  of  division  of  opinion  between  the 
Judges  of  the  Circuit  Court  of  the  United  States  for  the 
Norriiern  District  of  Ohio. 

The  suit  was  brought  by  the  plaintiffs,  assignees  of  let- 
ters patent  to  J.  R.  and  A.  J.  Cross,  dated  27th  December, 
1864,  against  the  defendants,  for  an  infringement. 

The  patent  is  for  a  new  and  useful  improvement  in  ma- 
chines for  graining  pails,  and  other  analogous  uses.  The 
nature  of  it  consists  in  constructing  an  elastic  bed  contain- 
ing the  impression  or  impressions  of  the  device  to  be  en- 
graved upon  the  pail  in  separate  panels,  each  panel  to  be 
of  different  design,  so  that  by  moving  the  pail  over  the 
same,  the  various  designs  will  be  stamped  upon  the  pail, 
thus  producing  a  pail  whose  staves  are  painted  in  imita- 

Omtttod  iB  Wall. 
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tion  of  diflferent:  kinds  of  wood.  The  patentees  then  de- 
scribed the  instrument  or  machine,  which  is  a  box  into 
which  the  elastic  material,  with  the  required  designs  to  be 
grained  upon  the  pail,  is  placed,  and  may  be  constructed  of 
wood  or  iron  or  any  other  suitable  material,  and  so  shaped 
(describing  the  shape  minutely)  that  when  the  pail  is  ad- 
justed properly  upon  the  bed,  and  rolled  upon  and  over  it, 
the  upper  or  larger  end  of  the  pail  shall  follow  the  outer 
curve  of  the  bed,  and  the  lower  or  smaller  shall  follow  the 
interior  or  smaller  curve,  with  exactness  and  precision.  The 
elastic  bed  may  present  one  continuous  or  uniform  design 
if  desired,  or  it  may  be  arranged  in  blocks  or  staves,  each 
of  different  designs,  so  that  the  pail  grained  shall  present 
the  appearance  of  being  constructed  of  different  kinds  of 
wood.  The  elastic  bed  may  be  composed  of  any  suitable 
impressible  material,  as  rubber  or  leather,  but  a  compound 
of  glue  and  molasses,  such  as  is  used  for  printers'  rollers, 
is  preferred.  The  patentees  then  describe  the  contrivances 
for  working  the  elastic  bed  in  connection  with  the  pail,  so 
as  to  effect  the  graining  of  the  latter.  By  this  contrivance 
the  pail  is  readily  rolled  by  hand  across  the  bed,  leaving 
upon  it  the  desired  design  or  tig-ure ;  or  the  pail  may  be 
suspended  on  handles  and  the  elastic  bed  itself  moved  be- 
neath it,  in  a  suitably  arranged  groove  or  track,  producing 
the  same  result.  The  patentees  then  set  forth  their  claims, 
the  first  two  of  which  only  are  material:  First.  *'We 
claim  constructing  the  bed  of  elastic  material  used  in 
graining  machines,  in  the  form  herein  shown,  substantially 
as  and  for  the  purposes  specified."  Second.  "We  claim 
arranging  the  elastic  material  aforesaid,  whether  curved  or 
rectangular  in  form,  in  a  series  of  distinct  staves  or  de- 
signs, substantially  as  and  for  the  purposes  herein  shown 
and  set  forth." 

The  learned  judges  of  the  circuit  divided  upon  the  ques- 
tion whether  this  second  claim  in  said  letters  patent  was 
for  anything  patentable  other  than  under  section  11  of  the 
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act  of  March  2,  1861,  entitled  ''An  act  in  addition  to  an 
act  to  promote  the  progress  of  the  useful  arts;''  if  not, 
whether  the  patent  was  not  void.  This  11th  section 
secures  the  inventor  or  producer  of  any  original  design, 
etc.  ;  or  any  new  and  original  impression  or  ornament  to 
be  placed  on  any  article  of  manufacture,  etc.,  or  any  new 
and  useful  pattern  or  print  or  picture,  to  be  either  worked 
on,  or  printed  or  painted  on  any  article  of  manufacture ; 
or  any  new  and  original  shape  or  configuration  of  any  arti- 
cle of  manufacture  not  known  or  used  before,  etc.,  a  pat- 
ent for  the  exclusive  property  therein.     12  U.  St.  p.  246. 

(a)  It  will  be  seen  (b)  if  this  second  claim  is  patentable 
under  this  11th  section,  it  must  be  a  claim  for  an  original 
design,  or  impression,  or  ornament,  or  pattern,  or  picture,  or 
the  like,  wholly  irrespective  of  the  means  of  producing  it. 

The  patent  is  simply  for  the  design,  etc.,  itself. 

In  order  to  understand  the  full  meaning  of  this  second 
claim,  it  will  be  useful  to  settle  the  meaning  of  the  first,  as 
the  two  are  intimately  connected. 

The  first,  as  we  have  seen,  is  for  constructing  the  bed  for 
the  elastic  material  used  in  graining  machines  in  the  form 
shown  and  for  the  purposes  specified.  The  patentees  de- 
scribe it  as  a  box  or  bed,  and  which  may  be  constructed  of 
wood  or  iron,  or  any  other  suitable  material.  This  box  or 
bed  is  made  for  the  purpose  of  holding  the  elastic  material, 
whether  of  rubber  or  leather,  or  the  compound  of  glue  and 
molasses,  which  is  preferred.  Now,  the  second  claim  is 
for  arranging  the  elastic  material,  when  placed  in  this  box 
or  bed,  whether  curved  or  rectangular  in  form,  ''m  a 
series  of  distinct  staves  or  designs ^'^^  for  the  purpose  speci- 
fied ;  that  is,  for  the  purpose  of  graining  pails  in  the  vari- 
ety of  colors  or  figures  described.  The  elastic  bed  may  be 
arranged,  as  is  stated  in  the  specification,  so  as  to  present 

10  Wall.  180. 

(a)  Wallace,  begfins  opinion  here. 

(&)  WaUace,  inserts  ^'  by  reference  to  the  eleventh  section  of  the  act 
of  1861,  that." 
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one  continuous  or  uniform  design,  or  it  may  be  arranged 
in  blocks  or  staves,  each  of  different  designs,  so  that  the 
vessel  shall  present  the  appearance  of  different  kinds  of 
wood,  as  rosewood,  oak,  walnut  and  others.  It  may  also 
be  constructed  of  separate  pieces  or  blocks,  as  shown  in 
the  drawing,  or  the  material  may  be  a  single  united  mass, 
impressed  by  different  designs  arranged  in  staves,  so  as  to 
produce  the  same  effect  as  when  constructed  in  separate 
blocks.  The  two  claims,  as  we  see,  are  closely  connected, 
and  each  essential  to  the  complete  construction  of  the  in- 
strument or  apparatus,  which,  when  put  into  practical 
operation  by  the  contrivances  pointed  out  in  the  speciiica- 
tion,  can  accomplish  the  desired  result,  which  result  is  the 
graining  of  the  exterior  body  of  the  pail  with  a  variety  of 
colors  and  figures. 

The  learned  counsel  for  the  defendants  below  insists  that 
this  second  claim  is  only  an  arrangement  of  designs  and,  in 
a  limited  sense,  he  is  no  doubt  right,  but  in  its  connection 
with  the  first  claim,  and  with  the  machine  for  transferring 
the  design  to  pails,  it  is  more  ;  it  is  a  part  of  the  machine 
or  instrument,  and  an  indispensable  part ;  it  is  the  elastic 
bed  of  rubber,  or  of  leather,  or  compound  of  glue  and  mo- 
lasses, of  any  arranged  figure  or  design,  that  constitutes  an 
element  in  the  machine,  and  which,  with  the  curved  box 
and  contrivances  for  working  the  instrument,  produces  the 
desired  result.  The  figure  or  design  is  but  incidental,  and, 
as  such,  has  no  other  protection  than  that  which  the  pat- 
ent secures  to  the  inventor  of  the  machine.  The  right  to 
the  use  of  the  machine  carries  along  with  it  the  right  to 
use  the  designs. 

The  arranged  figure  in  the  elastic  bed  is  not  the  one  pro- 
tected by  the  11th  section  of  the  act  of  1861 ;  that  is,  the 
one  which  is  transferred  to  the  pail  or  wares,  where  its 
beauty  is  first  visible  to  the  eye.  While  it  remains  in  the 
elastic  material  it  exhibits  no  more  beauty  than  if  engraved 
on  stone  or  metal. 

10  Wall.  180-140. 
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It  may  be  that  the  inventors  of  the  machine  for  impress- 
ing figures  or  designs  upon  pails  or  other  wares  would  not 
be  protected  from  using  figures  or  designs  the  right  of 
property  in  which  had  been  secured  to  the  original  inven- 
tor under  this  11th  section,  but  they  may  clearly  use  any 
and  all  not  thus  protected.  The  machine  in  qustion  is  in- 
vented for  reducing  to  practical  use  these  figures  and  de- 
signs, and  will  make  them  profitable  to  the  original  inven- 
tors or  owners  of  them,  if  rhey  choose  to  employ  it. 

We  are  of  opinion  that  the  first  questions  should  be  an- 
steered  in  the  affirmative  and  the  second  in  the  negative.  ^ 

10  WaU.  140-141. 
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THE  PHILADELPHIA,  WILMINGTON  AND  BALTI- 
MORE  RAILROAD  COMPANY,  PLAINTIFFS  IN 
ERROR,  V.  ISAAC  R.  TRIMBLE  and  ANN  C.  TRIM- 
BLE,  HIS  Wife,  and  GEORGIAN  A  PRESSTMAN.* 

lO  Wall.,  867-883.    Dec.  Term,  1870. 

[Bk.  19,  L.  ed.  948 ;     2  Whit.  274.] 

Argued  November  28,  1870.     Decided  December  12,  1870. 

Assignment     Receiver.     Construction  of  assignment.     Assignment 
of  "  invention  "  of  "  extended  term,^^     Title. 

1.  Where  there  was  an  assignment  of  a  patent  by  a  receiver  in  pro- 

ceedings in  which  there  was  no  issuing  of  any  process  against 
the  defendant,  no  steps  were  taken  to  bring  him  before  the 
court,  and  in  which  he  did  not  appear,  the  assignment  was 
held  a  nullity,     (p.  270.) 

2.  Where  there  is  doubt  as  to  the  proper  construction  of  an  instru- 

ment, that  put  upon  it  by  the  parties  is  entitled  to  great  con- 
sideration. But  where  its  meaning  is  clear  in  the  eye  of  the 
law,  the  error  of  the  parties  cannot  control  its  effects,  (p. 
270.) 

3.  Where  the  assignment  was  of  '^  all  the  right,  title,  and  interest 

which  I  have  in  said  invention,  as  secured  to  me  by  letters 
patent,  and  also  all  right,  title  and  interest  which  may  be  se- 
cured to  me  for  alterations  and  improvements  on  the  same 
from  time  to  time,^^  "the  same  to  be  held  and  enjoyed  *  *  * 
to  the  full  end  of  the  term  for  which  said  letters  patent  are 
or  may  be  granted,^^  it  was  construed  to  include  the  entire  in- 
ventions and  all  alterations  and  improvements,  and  all  patents 

relating  thereto,  whensoever  issued,  to  the  extent  of  the  terri- 
tory specified,     (p.  271.) 

4  Such  an  assignment  is  of  the  extended  term  (act  1836,  sees.  11 
and  18),  and  though  made  before  the  grant  of  the  extension, 
is  valid  in  view  of  Gayler  v.  Wilder,  10  How.  477  [5  Am.  & 
Eng.  188],  which  is  reaffirmed,     (p.  272.) 

*See  Explanation  of  Notes,  page  IIL 
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5.  Where  a  written  agreemest  grants  an  interest  in  a  patent,  in 
consideration  of  payments  and  promises  by  grantee,  and 
grantee  never  makes  the  payments,  and  by  common  consent  of 
grantor  and  grantee,  the  agreement  never  goes  into  operation 
in  any  way,  because  of  grantee's  inability  to  comply  there- 
with, and  grantee  never  claims  any  rights  under  it,  but  al- 
ways recognizes  his  grantor's  exclusive  right,  and  acted  as  his 
agent,  such  a  contract  passes  no  title,     (p.  275.) 

[Citations  in  opinion  of  the  court :] 

Gayler  v.  Wilder,  10  How.  477  [6  Am.  &  Eng.  188].    pp.  272,  274. 

Wilson  V,  Rousseau,  4  How.  646  [4  Am.  &  Eng.  436].    p.  274. 

Maynard  v.  Maynard,  10  Mass.  456.    p.  276. 

Ford  V.  Stuart,  19  Johns.  342.    p.  276. 

Baker  v.  Bramin,  6  Hill,  48.    p.  276. 

Hartshorn  v.  Day,  19  How.  211  [6  Am.  &  Eng.  830].    p.  276. 

Emerson  v.  Slater,  22  How.  28.    p.  276. 

In  error  t.o  the  Circuit  Court  of  the  United  States  for  the 
District  of  Maryland. 

Suit  was  brought  in  the  court  below  by  the  defendants 
in  error  as  assignees,  to  recover  damages  for  an  alleged  in- 
fringement of  a  certain  patent  for  truss  frames  of  bridges. 
The  patent  was  obtained  in  1840  by  Wm  Howe.  In  1844 
he  assigned  to  Isaac  R.  Trimble  in  these  words :  ''AH  the 
right,  title  and  interest  which  I  have  in  said  invention  as 
secured  to  me  by  said  letters  patent;  and  also  all  right, 
title  and  interest  which  may  be  secured  to  me  for 
alterations  and  improvements  in  the  same  from  time 
to  time."  "The  same  to  be  held  and  enjoyed  by  the 
said  I.  R.  Trimble,  etc.,  to  the  full  end  of  the  term 
for  which  said  letters  patent  are  or  may  be  granted,  as  fully 
and  entirely  as  the  same  would  have  been  held  and  enjoyed 
by  me,  had  this  assignment  and  sale  not  been  made." 
Howe  having  died,  his  administrator,  Joseph  Stone,  Sep- 
tember 15,  1854,  in  order  to  ''secure  to  I.  R.  Trimble  more 
perfectly  his  legal  rights  and  tend  to  a  more  speedy  ad- 
justment of  any  disputed  claim,"  assigned  to  Trimble  the 
same  interest  in  the  patent  of  1846  which  he  held  in  the 
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Others.  The  assignment  recites  that  the  alterations  and 
improvements  secured  by  the  patent  of  1846  already  belong 
to  Trimble,  "  who  has  used  and  paid  for  the  same  since  the 
year  1846,  as  understood  at  the  time."  On  the  application 
of  the  same  administrator,  Stone,  the  patent  of  1846  was 
extended  for  seven  years  from  August  28,  1860.  May  30, 
1861,  Trimble  executed  a  deed  of  '*  all  his  property  and  es- 
tate, whatsoever  and  wheresoever,  of  every  kind  and  de- 
scription," to  the  defendants  in  error,  Ann  C.  Trimble,  his 
wife,  and  Greorgiana  Presstman,  in  trust:  1.  To  pay  his 
debts ;  2.  For  the  benefit  of  Mrs.  Trimble,  and  3.  To  con- 
vey to  such  persons  as  Mrs.  Trimble  might  designate,  hy 
deed  or  will.  This  deed  was  recorded  July  26,  1861,  in  the 
proper  oflBce  in  Baltimore  Oity,  but  was  not  recorded  in 
the  Patent  Office  until  March  4,  1868,  a  short  time  before 
this  suit  was  brought.  The  right  of  the  plaintiffs  to  re- 
cover rested,  therefore,  upon  the  ground  that  the  assign- 
ment from  Howe  to  Trimble  pt:ssed  Howe's  interest  in  the 
extension  of  the  patent  of  1846,  the  alleged  infringement 
having  taken  place  pending  such  extension. 

The  plaintiff  in  error  (defendant  below)  gave  in  evidence 
(subject  to  exception)  an  assignment  dated  April  1,  1861, 
from  Howe's  administrator,  Joseph  Stone,  to  a  certain  Dan- 
iel Stone,  of  Philadelphia,  of  all  the  administrator's  inter- 
est in  the  patent  of  1846,  and  its  extension  for  the  Stateo 
above  mentioned.  When  this  assignment  was  recorded 
does  not  appear.  This  was  followed  by  proof  of  an  agree- 
ment between  Trimble  and  Daniel  Stone,  dated  September 
30,  1846,  and  recorded  July  27,  1864.7. Stone  obligates  him- 
self to  pay  Trimble  one-half  of  the  consideration  money 
remaining  due  from  Trimble  to  William  Howe,  for  the  pur- 
chase of  his  patents,  and  Trimble  binds  himself,  in  consid- 
eration thereof,  to  sell  and  transfer,  and  "doth  hereby  sell 
and  transfer"  to  Stone,  one  equal  half  part  of  his  interest 
in  these  patents.  The  agreement  further  witnesses  that 
the  paities  have  joined  themselves  as  partners  to  carry  on 
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the  business  of  bridge  builders,  "  under,  and  in  accordance 
with,"  the  Howe  patent  rights  and  privileges,  etc. 

Next  followed  (subject  to  the  same  exception)  an  assign- 
ment from  a  certain  John  E.  Shaw,  receiver,  to  Aaron  E. 
Burton,  of  all  the  interest  of  Daniel  Stone  and  Trimble,  as 
partners  in  the  Howe  patents.  This  assignment  bears  date 
June  11,  1864,  and  was  recorded  July  27,  1864,  being  the 
same  day  on  which  the  partnership  articles  above  referred 
to  were  recorded,  as  has  been  stated. 

The  plaintiff  in  error  then  produced  an  assignment  from 
Joseph  Stone,  administrator  of  Daniel  Stone,  to  the  same 
Aaron  E.  Burton,  dated  March  6, 1865,  in  which  he  tmnsfers 
to  the  assignees  all  the  interest  of  the  deceased  in  the  Howe 
I)atents  and  extension.  This,  assignment  was  not  recorded 
until  May  29,  1868,  after  the  institution  of  this  action.  In 
order  to  sustain  the  assignment  from  Shaw  as  receiver,  al- 
ready referred  to,  the  plaintiff  in  error  then  gave  in  evi- 
dence (subject  to  the  same  exception)  a  transcript  of  the 
record  in  an  equity  proceeding  in  the  Supreme  Court  of 
Pennsylvania,  instituted  March  10,  1864,  by  Joseph  Stone, 
administrator  of  Daniel  Stone,  against  Trimble,  as  "form- 
erly of  said  city  of  Philadelphia."  It  alleges  a  partner- 
ship between  Daniel  Stone  and  Trimble,  etc.  It  then 
charges  that  Trimble,  '*0n  or  about  the  29th  day  of  April, 
1861,  absconded  to  parts  unknown,  abandoning  the  said 
copartnership  business,  and  took  up  arms  against  the  gov- 
ernment," etc.  The  bill  then  prays  an  account,  injunction, 
receiver,  etc.,  and  a  subpoena  against  Trimble.  The  court, 
Judge  Agnew,  March  26,  1864,  sixteen  days  after  the  filing 
of  the  bill,  appointed  Mr.  Shaw  receiver,  and  ordered  him 
to  sell  the  partnership  property.  He  filed  an  inventory,  in 
which  the  Howe  patent,  as  extended,  was  set  down  as  the 
only  assets  of  the  partnership,  and  a  sale  of  it  for  $300  was 
reported.  He  then  filed  a  petition  for  the  confirmation  of 
the  sale  of  the  patent  and  extension  to  Burton  and,  June 
11,  1864,  said  sale  was  absolutely  confirmed,  and  the  re- 
ceiver directed  to  execute  the  assignment  to  Burton  of  the 
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Howe  patent,  *'  to  the  full  end  of  the  time  for  which  said 
letters  patent  have  been  extended." 
The  case  is  further  stated  by  the  court. 

Messrs.  Wm.  Schley  and  Thomas  Donaldson^  for  plain- 
tiff  in  error: 

The  plaintiffs  below  did  not  adduce  any  evidence  of  title 
in  the  extended  term  of  the  patent.  The  alleged  infringe- 
ments occured  during  the  said  extended  term.  There  is 
nothing  in  the  agreement,  nor  in  the  assignment  above  re- 
ferred to,  which  would  justify  the  conclusion  that  the  par- 
ties had  in  contemplation  the  possible  extension  of  the  pat- 
ents, or  any  of  them.  The  defendant's  2d  and  8th  prayers 
ought  to  have  been  granted. 

Wilson  V.  Rousseau,  4  How.  682  [4  Am.  &  Eng.  436] 
Wilson  v.  Simpson,  9  How.  109  [5  Am.  &  Eng.  97] 
Bloomer  v.  McQuewan,  14  How.  539  [5  Am.  &  Eng.  434] 
Hartshorn  v.  Day,  19  How.  211  [6  Am.  &  Eng.  330] 
Chaflfee  v.  Belting  Co.,  22  How.  223  [7  Am.  &  Eng.  60] 
Day  V.  Rubber  Co.,  8  Blatchf.  491,  504. 

Even  if  there  had  been,  in  the  said  agreement  or  said  as- 
signment, or  in  both,  a  covenant  providing  for  an  interest 
in  any  extension,  it  would  only,  as  respects  third  parties, 
have  vested  a  mere  equitable  right.  By  estoppel,  the  sub- 
sequently accruing  right  feeding  the  estoppel,  it  might,  in 
a  suit  inter  partes^  even  at  law,  have  clothed  the  cove- 
nantee with  a  legal  right.  But,  however  this  might  be  in 
such  case,  it  could  not  create  a  legal  right  to  be  enforced 
by  the  covenantee  or  his  assigns,  in  an  action  at  law  against 
a  stranger  to  the  covenant. 

Hartshorn  v.  Day,  19  How.  220  [6  Am.  &  Eng.  330]. 

But  even  if  Trimble  had  an  inchoate  right  in  the  possible 
extension  of  the  patent  of  1846,  his  agreement  with  Daniel 
Stone  passed  to  Daniel  Stone  one-half  of  said  inchoate 
right ;  and  of  course,  the  plaintiffs,  assuming  said  agree- 
ment to  be  operative,  would  not  have  such  exclusive  title 
as  would  enable  them  to  maintain  this  suit. 
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The  evidence  of  Mr.  Trimble,  as  a  witness,  is  not  compe- 
tent legal  evidence  to  destroy  said  agreement,  or  to  revest 
in  him,  said  Trimble,  the  moiety  which  he  had  transferred 
to  said  Stone.  An  assignment  of  a  legal  interest  in  a  pat- 
ent, or  of  an  interest  therein,  can  only  be  made  by  writing. 
Even  if  the  facts  stated  by  witness  would  avail  in  equity, 
as  a  ground  for  a  decree  setting  aside  the  deed,  still,  in  a 
suit  at  law,  they  cannot  annul  the  agreement. 

R.  R.  Co.  V.  Stimpson,  14  Pet.  461  [4  Am.  &  Eng.  324] ; 
Iron  &  Nail  Fact.  v.  Corning,  1  Blatchf.  472. 

Without  entering  into  any  discussion  of  the  merits  of 
the  suit,  in  the  Supreme  Court  of  Pennsylvania,  it  was 
shown  that  it  was  still  pending ;  and  that  said  court,  by  a 
receiver,  had  taken  the  possession  of  the  interest  of  said 
Trimble  in  said  patent  right,  long  before  the  commence- 
ment of  this  suit. 

Coming  into  question,  collaterally,  in  this  suit,  comity 
requires  that  the  action  of  said  court  should  not  be  declared 
a  mere  nullity  in  law.  It  was  a  proceeding  in  a  court  of 
equity,  and  partnership  matters  are  properly  cognizable  in 
equity.  It  was  a  case  in  a  matter  within  its  jurisdiction. 
The  appointment  of  a  receiver  is  an  ordinary  exercise  of 
power,  for  the  purpose  of  preserving  property,  pending 
litigation  ;  and  it  is  the  province  of  every  court  having 
possession  of  a  cause,  to  decide  for  itself,  whether,  upon 
the  state  of  case  before  it,  it  is  expected  to  exercise  the 
power.  The  averments  of  the  bill  presented  a  strong  case 
for  prompt  interference. 

Messrs,  B.  C.  Presstman  and  8.  T.  Wallis^  for  dtf end- 
ants  in  error: 

The  assignment  of  August  3,  1840,  from  Howe  to  Trim- 
ble, of  itself,  and  a  fortiori  with  the  confirmatory  assign- 
ment from  Howe's  administrator  on  September  18,  1854, 
passed  to  Trimble  a  legal  and  exclusive  right  within  the 
territory  named,   to  the  patents  original   and   extended. 
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which  right  passed  from  Trimble  to  his  grantees  by  his 
deed  of  May  3,  1861. 

Wilson  V.  Rousseau,  4  How.  646  [4  Am.  &  Eng.  436] ; 
Gaylor  v.  Wilder,  10  How.  493  [5  Am.  &  Eng.  188] ;  Harts- 
horn  V.  Day,  19  How.  220  [6  Am.  &  Eng.  330] ;  Gibson  v. 
Cooke,  2  Blatchf .  149 ;  Phelps  v,  Comstock,  4  McLean, 
365 ;  Case  v,  Rediield,  4  McLean,  526 ;  Clum  v.  Brewer,  2 
Curt.  606-608  ;  Pitts  v.  Hall,  3  Blatchf.  201 ;  Hodge  v,  R. 
R.  Co.,  6  Blatchf.  89. 

See,  also,  MSS.  case  of  Stone  v.  Piper,  decided  by  the 
late  Mr.  Justice  Grier,  in  Philadelphia,  in  which  the  iden- 
tical question  here  in  dispute  was  the  sole  point  of  contro- 
versy, and  was  determined  in  favor  of  the  right  of  Trimble 
to  the  benefit  of  the  extension,  and  against  the  right  of 
Daniel  Stone,  under  the  assignment  of  Howe's  adminis- 
trator. 

The  agreement  between  Trimble  and  Daniel  Stone,  even 
if  it  be  taken  to  contain  the  words  of  absolute  transfer, 
which  are  not  in  the  copy  filed  with  the  Pennsylvania  bill 
in  equity,  did  not  pass  any  title  which  precluded  the  re- 
covery of  the  plaintiffs  under  the  facts  proven  in  rebutter, 
and  put  before  the  jury  by  the  prayer  of  the  defendants  in 
error,  under  which  the  verdict  was  found.  The  agreement 
was  a  private  paper,  inter  partes  only,  and  unrecorded 
during  the  lifetime  of  Stone  and  the  term  of  the  proposed 
partnership.  The  stipulated  transfer  of  one-half  of  the 
patent  right  was  purely  incidental  to  the  partnership, 
which  never  went  into  operation,  and  the  paper  itself  re- 
mained on  the  proof,  in  Stone's  hands,  a  confessed  escrow, 
under  which  he  claimed  nothing. 

The  whole  proceeding  in  Pennsylvania,  and  the  receiver's 
deed  executed  under  it,  are  mere  nullities,  of  no  eflfect 
and  entitled  to  no  respect.  Not  only  was  the  equity  suit 
a  sham  on  its  face,  for  reasons  already  assigned,  but  no 
subpoena  was  issued ;  no  publication  made ;  no  notice 
whatever  given  or  pretended  to  be  given  to  the  defendant. 
It  was  founded,  moreover,  on  the  false  and  fraudulent  al- 
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legation  that  Trimble  was  "formerly  of  Philadelphia;" 
while  it  is  distinctly  proven  in  this  case,  that  he  never  was 
at  any  time  a  citizen  or  resident  of  Pennsylvania.  Neither 
had  the  patent  right  any  locality  in  Pennsylvania,  to  give 
a  jurisdiction  from  its  siius,  which  did  not  exist  over  the 
person  of  the  defendant.  It  was  a  mere  personal  right,  and 
even  as  such  it  was  specifically  exercisable  in  other  States  as 
well  as  in  Pennsylvania. 

The  entire  proceeding,  then,  is  not  only  ex  parte  but 
coram  non  judice  as  to  Trimble,  whose  assignees  and  co- 
plaintiffs  were  not  even  made  parties. 

D'Arcy  v.  Ketcham,  11  How.  165;  Harris  X),  Hardeman, 
14  How.  339  :  McGoon  t).  Scales,  9  Wall.  23 ;  Bischoff  v. 
Wetliered,  9  Wall.  812  [p.  213  ante']. 

While  it  is  not  denied  that  an  assignee,  in  order  to  re- 
cover, where  defense  is  properly  taken,  must  have  an  ex- 
clusive right ;  yet,  if  the  plaintiff  has  such  exclusive  right 
jointly  with  another,  the  non- joinder  of  that  other  must  be 
pleaded  in  abatement,  as  the  omission  of  a  proper  co-plain- 
tiff is  required  to  be,  on  familiar  principles  of  pleading,  in 
all  actions  purely  ex  delicto. 

The  proceeding  in  the  Supreme  Court  of  Pennsylvania 
concedes  throughout  that  Trimble's  interest  covered  the 
extended  patent.  This  admission  is  flatly  made  by  Joseph 
Stone  (administrator  of  Daniel  Stone),  the  complainant. 
It  is  part  of  the  court's  decree  prescribing  the  form  of  the 
receiver's  deed,  and  is  set  forth  in  that  deed  as  accepted 
and  recorded  by  Burton,  the  purchaser.  And  it  could  not 
have  been  otherwise  on  the  very  showing  of  the  bill,  for 
not  only  did  the  complainant  aver  the  non-user  of  the  pat- 
ent as  a  ground  of  irreparable  injury  (which,  of  course, 
could  refer  only  to  the  extended  patent,  the  original  one 
having  expired),  but  he  charged  that  the  partnership  had 
gone  on  until  Trimble  left  it,  or  about  April  29, 1861,  which 
was  eight  months  after  the  extension  ;  the  sole  and  exclu- 
sive business  of  the  firm,  meanwhile,  being  to  build  bridges, 
'*  Under  and  in  accordance  with  the  rights  and  privileges 
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acquired  by  Trimble  from  Howe,"  and  none  other.  Nor 
can  it  be  tolerated  that  the  plaintiff  in  error,  while  relying 
upon  the  proceeding  in  which  Joseph  Stone,  as  adminis- 
trator of  Daniel  Stone,  thus  claims  the  extension  to  have 
been  in  Trimble  and  Daniel  Stone,  as  partners,  by  virtue 
of  their  partnership  agreement  and  Trimble's  original 
rights,  should  still  be  permitted  to  claim  that  the  said  Jo- 
seph Stone,  as  administrator  of  Howe,  had  previously  con- 
veyed the  extension  to  the  same  Daniel  Stone,  April  1, 
1861,  and  had  afterwards  vested  it  in  Burton,  the  vendee 
of  the  receiver,  by  the  deed  of  March  6,  ISO.'),  executed  by 
him,  the  same  Joseph,  in  his  capacity  of  administrator  of 
Daniel  Stone,  and  by  virtue  of  his  own  deed  to  Daniel,  as 
aforesaid. 

All  these  pretended  outstanding  rights  are  set  up  by  the 
plaintiff  in  error,  a  conceded  and  sheer  wrong-doer,  to  protect 
it  from  the  penalties  of  a  confessed  infringement,  for  which 
no  license  is  claimed  to  have  been  given  it  by  the  parties  on 
whose  rights  it  relies.  It  certainly  is  entitled  to  no  favor- 
able constructions. 

Mr.  Justice  Swatne  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United 
States  for  the  District  of  Maryland. 

The  controversy  between  the  parties  in  this  court  is  con- 
fined to  questions  relating  to  the  title  of  the  defendants  in 
error  under  the  extended  patent  of  August  23,  1860,  al- 
leged to  have  been  infringed  by  the  plaintiffs  in  error.  The 
instruction  given,  and  those  refused  by  the  court  below, 
which  are  brought  under  review,  must  be  examined  in  the 
light  of  the  facts  which  the  bill  of  exceptions  discloses. 
Before  proceeding  to  consider  the  main  questions  in  the 
case,  we  deem  it  proper  to  dispose  of  others  arising  upon 
the  record  in  regard  to  which  we  have  found  no  difficulty 
and  entertain  no  doubt. 

The  deed  of  Isaac  R.  Trimble  of  the  30th  of  May,  1861, 

10  WalL  876. 
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conveyed  all  his  rights  under  the  patent,  whatever  they 
may  have  been,  to  the  grantees  in  that  instrument.  If  his 
title  was  sufficient,  theirs  is  so.  This  was  not  controverted 
by  the  counsel  for  the  plaintiffs  in  error,  and  needs  no 
further  remark. 

The  assignment  of  the  11th  of  June,  1864,  to  Aaron  E. 
Burton,  made  John  E.  Shaw,  as  receiver  appointed  in  the 
case  in  equity  in  the  Supreme  Court  of  Pennsylvania, 
wherein  Joseph  Stone,  administrator  of  Daniel  Stone,  was 
complainant,  and  Isaac  R.  Trimble  defendant,  was  a  nul- 
lity, and  as  such  may  be  laid  out  of  view.  Looking  into 
the  record  we  find  no  evidence  of  the  issuing  of  any  pro- 
cess against  Trimble,  or  that  he  was  notified  of  the  pen- 
dency of  the  suit  by  publication  or  otherwise.  It  does  not 
appear  that  there  was  any  step  whatever  taken  to  bring 
him  before  the  court.  The  entire  proceeding,  as  disclosed, 
was  coram  nonjudice  and  void.  It  may  be  added  that 
Trimble's  deed  to  his  co-plaintiffs  was  prior  in  date  to  the 
filing  of  the  bill,  and  that  the  title  of  the  grantees  in  that 
deed  could  not  be  affected  by  a  proceeding  to  which  they 
were  not  parties. 

If  Trimble,  at  the  date  of  that  deed,  held  the  title  under 
the  extended  patent,  which  the  defendants  in  error  insist 
he  had,  the  deed  of  confirmation  to  him  from  Howe's  ad- 
ministrator, of  the  18th  of  September,  1864,  touching  the 
patent  of  1846,  extended  by  the  one  in  question,  was  inop- 
erative and  useless.  It  was  referred  to  in  the  argument,  as 
showing  the  construction  put  by  the  parties  upon  the  deed 
of  Howe  to  Trimble  of  the  9th  of  July,  1844.  Where  there 
is  doubt  as  to  the  proper  construction  of  an  instrument, 
this  feature  of  the  case  is  entitled  to  great  consideration. 
But  where  its  meaning  its  clear  in  the  eye  of  the  law,  the  error 
of  the  parties  cannot  control  its  effect.  In  this  view  of  the 
subject,  conceding  that  Trimble  took  this  conveyance,  notoxxt 
of  abundant  caution  and  to  solve  in  his  a  favor  a  doubt 
which  might  otherwise  possibly  arise  against  him,  but  be- 

10  WaIL  876-877. 
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cause  he  deemed  it  necessary  to  give  him  a  title  which  he 
did  not  already  possess,  his  legal  rights  in  this  controversy 
are  just  what  they  would  have  been  if  that  instrument  had 
not  been  executed. 

If  the  construction  given  to  the  deed  of  Howe  by  the 
counsel  for  the  defendants  in  error  be  correct,  and  no  part 
of  the  title  vested  in  Trimble  by  that  deed  passed  to  Daniel 
Stone  by  the  agreement  of  the  30th  of  September,  1846,  be- 
tween him  and  Trimble,  as  the  counsel  for  the  defendants 
in  error  insist,  there  was  nothing  for  the  deed  of  Howe's 
administrator  to  Stone  of  the  1st  of  April,  1861,  nor  for 
the  deed  of  Stone's  administrator  of  March  6, 1865,  to  Bur- 
ton, to  operate  upon,  and  both  of  them  were  also  without 
effect  upon  the  rights  of  the  parties  in  this  litigation. 

This  brings  us  to  the  examination  of  the  deed  of  Howe 
to  Trimble,  and  of  the  agreement  between  Trimble  and 
Stone.  They  are  the  hinges  upon  which  the  controversy 
turns.  The  stress  of  the  argument  on  both  sides  was  prop- 
erly confined  to  these  subjects  in  their  several  aspects  of 
fact  and  of  law. 

The  deed  from  Howe  recites  that  he  had  obtained  from 
the  United  States  two  patents  for  new  and  useful  improve* 
ments  in  the  construction  of  truss  bridges  and  other  struc- 
tures,»one  dated  on  the  10th  of  July,  the  other  on  the  3d 
of  August  in  the  year,  1840.  The  instrument  is  a  deed  poll. 
After  setting  out  the  consideration,  it  proceeds  as  follows: 
"  I  have  assigned,  sold,  and  set  over,  and  do  hereby  assign, 
sell  and  set  over,  all  the  right,  title  and  interest  which  I 
have  in  said  invention^  as  secured  to  me  by  said  letters 
patent,  and  also  all  rlght^  title  and  interest  which  may  be 
secured  to  me  for  alterations  and  improvement  son  the  same 
from  time  to  time^  for,  to  and  in  the  following  States,  viz.," 
etc.,  *  *  *  ''the  same  to  be  held  and  enjoyed  by  the 
said  I.  R.  Trimble  for  his  own  use  and  behoof,  and  for  the 
use  and  behoof  of  his  legal  representatives  to  the  full  end 
of  the  term  for  which  said  letters  patent  are  or  may  he 

10  Wall.  377-378. 
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granted^  as  fully  and  entirely  as  the  same  would  have  been 
held  and  enjoyed  by  me  had  this  assignment  and  sale  not 
have  been  made."  A  careful  analysis  of  these  provisions 
eliminates  the  following  results  :  Howe  assigns  to  Trimble 
all  his  title  and  interest  in  the  inventions  secured  to  him 
by  the  two  patents  mentioned,  in  respect  to  the  territory 
specified,  and  also  all  the  right  and  title  which  should  be 
secured  to  him  for  alterations  and  improvements  in  the  in- 
ventions,/row  ^me  fo  <m^  thereafter,  for  the  same  terri- 
tory, to  be  held  and  enjoyed  by  Trimble  to  the  full  end  of 
the  terms  for  which  patents  had  been  theretofore,  or  might 
be  thereafter,  granted,  in  all  respects  as  they  would  have 
been  held  and  enjoyed  by  the  assignor  if  the  assignment 
had  not  been  made. 

The  language  employed  is  very  broad.  It  includes  alike 
the  patents  which  7tad  been  issued  and  all  which  might  be 
issued  thereafter.  No  discrimination  is  made  between  those 
for  the  original  inventions  and  those  for  alterations  and  im- 
provements, nor  between  those  which  were  first  issues  and 
those  which  were  reissues  or  renewals  and  extensions.  The 
entire  inventions  and  all  alterations  and  improvements,  and 
all  patents  relating  thereto,  whensoever  issued,  to  the  ex- 
tent of  the  territory  specified,  are  within  the  scope  of  the 
terms  employed.  No  other  construction  will  satisfy^them 
Upon  the  fullest  consideration  we  have  no  doubt  such  was 
the  meaning  and  intent  of  the  parties. 

The  effect  of  such  a  contract,  we  think,  has  been  settled  by 
this  court  inGayler  t?.Wilder,10How.477[5  Am.  &Eng.l88]. 
Fitzgerald,  the  inventor,  before  the  patent  was  issued,  as- 
signed his  entire  right  to  Enos  Wilder.  The  assignment  con- 
tained a  request  that  the  patent  should  be  issued  to  the  assig- 
nee, and  was  duly  recorded  in  the  Patent  Office.  This 
brought  the  case  within  the  terms  of  the  6th  section  of  the 
Act  of  1836,  Fitzgerald  made  no  assignment  after  the  patent 
was  issued  to  him.  Enos  Wilder,  his  assignee,  assigned  to 
Benjamin  Wilder,  who  was  the  plaintiff  in  the  action.     The 

10  WaII.  378-379. 
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defendants  insisted  that  Enos  Wilder  had  not  the  legal,  but 
only  an  equitable  title.  Upon  the  question  whether  an  assign- 
ment subsequent  to  the  issuing  of  the  patent  was  necessary 
to  pass  the  former  to  the  assignee,  this  court  said :  ^ '  We 
do  not  think  the  Act  of  Congress  requires  it,  but  that  when 
the  patent  issued  to  Fitzgerald,  the  legal  right  to  the  mon- 
opoly and  the  property  it  created  was,  by  the  operation  of 
the  assignment  then  on  record,  vested  in  Wilder. ' '  The  argn - 
ment  which  controlled  the  judgment  of  the  court  may  be 
thus  stated  :  Fitzgerald  had  an  inchoate  right  at  the  time 
of  the  assignment,  the  invention  being  then  complete  and 
the  specification  prepared.  It  appeared  by  the  language 
of  the  assignment,  that  it  was  intended  to  operate  upon 
the  perfect  legal  title,  which  he  then  had  a  lawful  right  to 
obtain,  as  well  as  upon  the  inchoate  right  which  he  then 
possessed.  There  was  no  sound  reason  for  defeating  the 
intention  of  the  parties  by  restricting  the  assignment 
to  the  latter  interest,  and  compelling  the  parties  to  exe- 
cute another  transfer,  unless  the  Act  of  Congress  re- 
quired it,  which,  in  the  opinion  of  the  court,  it  did  not. 
The  Act  of  1836  declares  that  every  patent  shall  be  assign- 
able in  law.  The  thing  to  be  assigned  is  not  the  mere  parch- 
ment on  which  the  grant  is  written,  but  the  monopoly 
which  the  grant  confers — the  right  of  property  which  it 
creates.  *' And  when  the  party  has  acquired  an  inchoate 
right  to  it,  and  the  power  to  make  that  right  perfect  and 
absolute  at  his  pleasure,  the  assignment  of  his  whole  inter- 
est, whether  executed  before  or  after  the  patent  issued,  is 
equally  within  the  provisions  of  the  Act  of  Congress." 
We  concur  in  these  views.  The  rule  laid  down  is  the  law 
of  this  tribunal  upon  the  subject.  There  the  patent  was 
an  original  one ;  here  it  is  an  extension.  The  question  be- 
fore us  arises  under  the  11th  and  18th  sections  of  the  Apt 
of  1836.  But  the  arguments  which  controlled  the  decision 
in  that  case  apply  in  this  with  equal  force.  The  same  con- 
siderations are  involved  in  both.     There  is  no  substantial 

10  Wall.  S79-8II0. 
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ground  of  distinction.  The  application  of  the  same  prin- 
ciple to  the  assignment  of  an  extended  patent,  made  before 
the  extension,  is  an  inevitable  corrollary  from  the  reason- 
ing and  ruling  of  the  court.  Without,  in  eflfect,  overrul- 
ing that  adjudication,  we  cannot  hold  that  Trimble  had  not  a 
legal  title  under  the  extended  as  well  as  under  the  original 
patent.     In  our  judgment  he  had  such  a  title. 

In  this  connection  our  attention  has  been  called  by  the 
counsel  for  the  plaintiffs  in  error  to  Wilson  v.  Rousseau,  4 
How.  682  [4  Am.  &  Eng.  436],  and  several  other  cases. 
None  of  them  turned  upon  the  question  we  have  been  con- 
sidering, and  neither  of  them  contains  anything  in  conflict 
with  the  proposition  established  by  Gayler  v.  Wilder  [6 
Am.  &  Eng.  188]. 

It  remains  to  consider  the  contract  between  Trimble  and 
Daniel  Stone. 

It  recites  the  agreement  between  Trimble  and  Howe,  and 
the  payments  thereby  stipulated  to  be  made  by  Trimble. 
Stone  covenants  to  pay  one- half  of  the  instalments  still  un- 
paid as  they  should  mature. 

This  clause  follows : 

"And  the  said  Isaac  R.  Trimble,  in  consideration  of  the 
said  payments^  promises  and  agreements  on  the  part  of 
the  said  Daniel  Stone  as  aforesaid,  for  and  on  the  part  of 
himself,  the  said  Isaac  R.  Trimble,  and  his  heirs,  executors 
and  administrators,  covenants  and  agrees,  and  by  these 
presents  doth  covenant  and  agree  to  sell  and  transfer,  and 
doth  hereby  sell  and  transfer^  unto  the  said  Daniel  Stone, 
his  heirs,  executors  and  administrators,  the  one  equal 
moiety  or  half  part  of  all  the  right,  title,  claim,  and  inter- 
est of  him,  the  said  Isaac  H.  Trimble^  of,  in  and  to  the 
patent  right  aforesaid,  which  he  purchased  as  aforesaid  of 
the  said  William  Howe,  the  sale  heretofore  made  to  Read- 
ing excepted." 

A  copartnership  between  the  parties  in  the  business  of 
building  bridges  under  Ho  we' s  patents  was  then  entered  into, 

10  Wall.  880-88t. 
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and  it  was  agreed  that  if  either  party  should  at  any  time 
desire  a  dissolution,  Trimble  should  name  a  sum  which  he 
would  be  willing  to  give  or  take  for  a  moiety  of  the  rights 
which  he  acquired  from  Howe,  including  the  payments  to 
Howe,  and  that  Stone  should  thereupon  decide  whether  he 
would  buy  or  sell.  It  was  lurther  provided  that  the  co- 
partnership might  be  dissolved  at  the  expiration  of  six 
months  after  notice  by  either  party. 

Trimble  was  examined  as  a  witness,  and  testified  as  fol- 
lows :  Stone  never  made  any  of  the  payments  which  he 
was  required  to  make  by  the  contract.  By  common  con- 
sent of  the  parties,  the  contract  never  went  into  operation 
in  any  way,  because  Stone  was  unable  to  comply  with  any 
of  his  engagements.  Trimble  was  compelled  to  pay,  and 
did  pay,  the  full  amount  of  the  instalments  still  due  on 
his  contract  with  Howe.  Stone  during  his  lifetime  never 
claimed  any  right  under  the  contract ;  but,  on  the  contrary, 
always  recognized  Trimble's  exclusive  right  to  the  interest 
referred  to  in  the  agreement,  and  acted  as  Trimble's  agent 
in  building  bridges,  under  a  power  of  attorney,  paying  Trim- 
ble a  part  of  the  profits  for  the  privilege.  There  was  no 
other  evidence  on  the  subject.  Trimble's  testimony  was 
uncontradicted. 

The  agreement  was  recorded  in  the  Patent  Office  on  the 
27th  of  July,  1864,  after  Stone's  death,  and  more  than 
eighteen  years  after  the  date  of  its  execution. 

The  words,  "and  do  hereby  sell  and  transfer,"  found  in 
the  copy  from  the  Patent  Office,  which  was  used  in  evi- 
dence in  the  court  below,  are  not  in  the  copy  annexed  to 
the  bill  filed  in  the  Supreme  Court  of  Pennsylvania.  But, 
conceding  that  they  were  in  the  contract  as  executed,  and 
that  the  contract  had  the  same  effect  in  transferring  to 
Stone  a  moiety  of  Trimble's  rights  and  interests,  which 
Trimble's  contract  with  Howe  had  in  transferring  the 
whole  to  Trimble,  then  a  question  arose  for  the  jury  as  to 
the  effect  of  the  facts  disclosed  in  Trimble's  testimony. 

10  WalL  381-88». 


276  PHILA.,  W.  &  B.  R.  CO.  v.  TRIMBLE.     [Sup.  Ot 

Opinion  of  the  oourt 

Upon  the  trial  the  court,  at  the  request  of  the  plantiflfs, 
charged  the  jury  in  effect,  that  if  they  found  the  facts  to  be 
as  testified  by  Trimble,  the  contract  between  Trimble  and 
Stone  "'was  not  to  be  regarded  as  passing  any  title  to 
Stone,  which  the  defendant  was  entitled  to  set  up  in  con- 
nection with  any  other  evidence  in  the  cause  as  a  bar  to 
the  right  of  the  plaintiffs  to  recover,"  provided  they  found 
also  the  execution  and  delivery  of  Trimble's  deed  to  his 
co-plaintiffs.  To  this  instruction  the  plaintiffs  in  error  ex- 
cepted. 

If  the  facts  were  as  alleged  by  Trimble,  his  contract  with 
Stone  was  stillborn.  It  never  had  any  vitality.  Neither 
the  legal  representative  of  Stone  nor  anyone  in  privity  with 
him  asserts  its  validity  in  this  litigation.  It  is  vicariously 
put  forward  by  the  plaintiffs  in  error.  They  seek  to  give 
it  life  and  vigor,  and  invoke  its  aid  for  their  protection. 

If  a  deed  of  real  estate  be  executed  and  recorded,  prima 
facie  it  conveys  the  legal  title  ;  but  if  it  be  shown  it  was 
not  delivered,  that  destroys  its  effect.  Maynard  ^>.  May- 
nard,  10  Mass.  466.  A  judgment  may  be  assigned  without 
written  evidence  of  the  transfer.  Ford  v,  Stuart,  19  Johns. 
342.  A  party  may  waive  a  constitutional  provision  which 
applies  in  his  favor.  Baker  v.  Bramin,  6  Hill,  48.  Fraud 
or  mistake  in  the  execution  of  a  deed  may  be  shown  at 
law.  Hartshorn  v.  Day,  19  How.  223  [6  Am.  &  Eng.  330]. 
Tile  most  solemn  contracts  under  seal,  where  the  Statute  of 
Frauds  is  not  involved,  may  be  changed  or  abrogated  by  a 
new  parol  agreement,  express  or  implied ;  and  a  contract 
within  the  statute  may  be  taken  out  of  it  by  the  conduct 
of  the  parties.  Emerson  v.  Slater,  22  How.  41.  If  Stone's 
administrator  were  to  sue  Trimble,  and  the  facts  should  be 
established  as  Trimble  alleged  them  to  be,  the  action  would 
be  barred  by  estoppel  in  pais.  We  think  the  instruction 
was  correct,  and  that  it  properly  submitted  this  part  of  the 
case  to  the  jury. 

The  plaintiffs  in  error  submitted  eight  prayers  for  in- 

10  WaU.  388-S88. 
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structions.  The  2d,  3d,  4th,  5th,  fith  and  8th  were  refused. 
The  refusal  was  excepted  to.  Some  of  the  points  which 
they  present  were  not  insisted  upon  in  the  argument  at  the 
bar.  The  others  are  sufficiently  answered  by  what  has  al- 
ready been  said. 

(a)  We  find  no  error  in  the  record^  and  the  judgment 
below  is  affirmed  (b). 

(a-b)  Wallace  substitutes  ^^  Judgment  affirmed  "  and  adds  ''  Mr.  Jus- 
tice Bradley  dissented  oa  the  ground  that  there  was  not  enough  lan- 
guage in  the  assignment  of  Howe  to  Trimble  to  show  that  a  transfer  of 
the  extension  was  intended." 

10  Wall.  S88. 

Noteat 

8.  Unqualified  assignment    of   '* invention"   distingoished    from 
"patent:" 

Hendrie  t?.  Sayles,  98  U.  S.  546. 


4.  Assignment  of  extended  term: 

Wilson  V.  BouBsean,  4  How.  646  [4  Am.  &  Eng.  436]. 
Pavement  Co.  v»  Jenkins,  14  Wall.  542.   [p.  516  post], 
'    Hendrie  v.  Sayles,  98  U.  S.  546. 


Held  not  an  assignment  of  extended  term: 
Mitchell  17.  Hawley,  16  Wall.  544 


Patent  In  snit  t 

No.  4,726.     Howe,  W.     Angnst  28,  1846.     Tmss  Bridga 
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THE  EUREKA  CLOTHES  WRINGING  MACHINE 
COMPANY,  APPELLANT,  v,  THE  BAILEY  WASH- 
ING &  WRINGING  MACHINE  COMPANY.* 

11  WalL  48S-492.    Dec.  Term,  1870. 

[Bk.  20,  L.  ed.  209;  2  Whit.  287.] 
Argued  April  11,  1871.     Decided  May  1,  1871. 

Contract     Corporation,     Signature.     Reissue.     Fraud.     Want  of 

Novelty.     Notice, 

1.  Where  the  agreement  of  the  defendant  corporation  was  signed 

by  its  treasurer,  who  affixed  his  private  seal,  held  that  neither 
the  failure  of  plaintiff  to  produce  an  order  in  writing  by 
the  board  of  directors,  nor  the  absence  of  the  corporate  seal 
were  essential  to  the  validity  of  the  contract;  and  that  the 
acting  of  the  company  upon  it  and  the  payment  of  money  un- 
der it  amounted  to  a  ratification,     (p.  284) 

2.  Doubted  that  after  an  agreement  relating  to  the  use  of  a  reis- 

sued patent  made  on  due  deliberation  and  intended  to  adjust 
conflicting  rights,  and  after  making  machines  thereunder,  de- 
fendants, licensees  under  the  agreement,  could  set  up  the  de- 
fense that  the  machines  were  not  covered  by  the  original  pat- 
ent, in  the  absence  of  frauds  or  surpise  shown  by  cross-bill  or 
in  the  answer,     (p.  285.) 

8.  A  reissue  cannot  be  attacked  collaterally  for  fraud  in  obtaining 
it;  it  can  only  be  considered  in  some  direct  suit  to  impeach 
and  set  aside  the  patent,     (p.  285.) 

4.  The  defense  of  want  of  novelty  of  the  patented  invention  cannot 
be  set  up  in  the  absence  of  notice,     (p.  286.) 

[Citations  in  opinion  of  the  court :] 

Rubber  Co.  v.  Goodyear,  9  Wall.  788.    [p.  150  ante],    p.  286. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 
The  bill  in  this  case  was  filed  in  the  court  below,  by  the 

*Se6  Explanation  of  Notes,  page  IIL 
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defendants  in  error,  for  an  accounting  and  a  decree  for  the 
payment  of  money,  according  to  the  provisions  of  certain 
agreements  for  the  use  of  a  patent.  A  decree  having  been 
rendered  in  favor  of  the  complainant,  the  respondent  took 
an  appeal  to  this  court. 
The  case  is  fully  stated  by  the  court. 

Mr.  Jas.  B.  Robb^  for  appellant. 

"A  promise  for  which  there  is  no  consideration  cannot 
be  enforced  at  law.'' 

*'The  rule  was  intended  to  protect  parties  from  mistake, 
inadvertence  or  fraud." 

1  Pars.  Cont.  427,  428. 

A  consideration  must  be  proved  where  the  contract  is  in 
writing,  as  much  as  if  the  contract  were  oral  only. 

1  Pars.  Cont.  429. 

An  exception  is  made  in  favor  of  contracts  under  seal ; 
but  the  indenture  relied  upon  not  being  sealed  with  the 
official  or  corporate  seal  of  the  Eureka  Company,  is  to  be 
treated  as  a  parol  contract. 

Gen.  Stat,  of  Mass.,  ch.  13,  sec.  7,  clause  15. 

The  consideration  must  have  some  real  value. 

1  Pars.  Cont.  436. 

The  only  consideration  to  support  the  defendant's  prom- 
ise, is  a  grant  of  a  right  to  use,  in  the  manufacture  of 
wringing  machines  for  sale,  such  parts  of  the  invention  of 
John  Allender,  secured  by  the  reissued  patent,  as  are  rep- 
resented in  defendant's  machine,  and  no  other. 

It  did  not  contain  any  part  of  the  invention.  Nothing 
passed  by  the  grant,  and  there  was  no  consideration  for 
the  promise. 

Messrs.  Charles  Levi  Woodbury  and  M.  E.  IngaUs^  for 
appellee. 

1.  A  corporation  may  adopt  any  seal  it  chooses,  for  the 
time  being,  as  well  as  an  individual. 

Perk.  1,  sec.  32 ;  Mill  Dam  Foundry  v.  Hovey,  21  Pick. 
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428;  Porter  t,  R.  R.  Co.,  37  Me.  349;  Bk.  v.  Rut.  R.  R. 
Co.,  30  Vt.  159. 

2.  Where  a  corporation  makes  a  contract  through  an 
agent,  who  puts  a  seal  to  it,  it  becomes  its  contract,  al- 
though it  has  not  its  common  seal. 

See  cases  cited  above. 

3.  A  corporation  may  appoint  an  agent  by  mere  vote,  or 
by  any  corporate  act  whatever. 

Ang.  &  Ames,  Corp.  313 ;  Bk.  v.  Patterson,  7  Cranch, 
305. 

4.  Such  appointment  may  be  inferred  or  implied  from 
his  being  held  out  as  such  agent  by  the  officers  of  the  cor- 
poration, or  from  the  recognition  of  his  acts  as  agent  by 
the  directors  or  by  the  corporation. 

2  Kent,  Com.  288 ;  Story,  Ag.  652 ;  Bk.  v.  .Dandridge, 
12  Wheat.  64  ;  Randall  v.  Van  Vechten,  19  Johns.  60 ;  Bk. 
V.  Guttschlick,  14  Pet.  29. 

5.  It  is  not  necessary  that  authority  from  a  corporation 
to  its  agent  to  contract  in  its  behalf,  should  be  given  at  an 
assembly  of  the  directors ;  but  their  assent  may  be  ob- 
tained separately. 

Bk.  v.  R.  R.  Co.,  30  Vt.  159. 

6.  Knowledge  and  concurrence  of  stockholders  in  all 
that  is  done  is  sufficient  authority  to  its  agents. 

Miller  v.  R.  R.  Co.,  86  Vt.  475. 

7.  A  corporation  becomes  bound  for  the  unauthorized 
acts  of  its  agents  by  a  subsequent  ratification,  the  same  as 
a  natural  person. 

See  cases  before  cited,  and  Turnpike  v,  Collins,  8  Mass. 
299 ;  Gordon  v,  Preston,  1  Watts,  386 ;  Curtis  v.  Leavitt, 
15  N.  Y.  49 ;  Hoyt  ^>.  Thompson,  19  N.  Y.  207. 

8.  This  ratification  may  be  inferred  from  the  silence  of 
the  corporation  upon  receiving  notice,  through  its  proper 
officers,  of  the  acts  of  one  assuming  to  act  as  its  agent. 

Gordon  v.  Preston,  1  Watts,  385 ;  Curtis  v,  Leavitt,  15 
N.  Y.  49  ;  Hoyt  v.  Thompson,  19  N.  Y.  207 ;  Frothingham 
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V.  Haley,  3  Mass.  70 ;  Shaw  v.  Nudd,  8  Pick.  9  ;  Thayer  v. 
White,  12  Met.  343. 

9.  Notice  to  an  agent  in  the  transactions  for  which  he  is 
employed,  is  notice  to  the  principal.  This  rule  applies 
equally  to  a  corporation,  as  to  a  natural  person. 

Ang.  &  Ames,  Corp.,  sec.  306,  and  cases  there  cited. 

10.  The  directors  of  a  corporation  are  its  authorized 
agents,  and  notice  to  them  in  their  official  capacity  is 
notice  to  the  corporation. 

Ang.  &  Ames,  Corp.,  sec.  306  ;  Burrill  v.  Bk.,  2  Met. 
163 ;  Sargent  v,  Webster,  13  Met.  497 ;  Bk.  v.  Lewis,  22 
Pick.  32 ;  Bk.  v.  Davis,  2  Hill,  451. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court: 
The  appellee  was  the  owner  of  a  reissued  patent  for  an 
improved  washing  and  wringing  machine,  the  original  of 
which  had  been  issued  to  John  AUender,  There  had  been 
several  surrenders  and  reissues  of  this  patent,  the  last  of 
which  is  on  the  22d  of  July,  1865.  The  appellant  being 
engaged  in  the  manufacture  of  clothes  wringing  machines 
under  other  patents,  entered  into  a  written  covenant,  as  the 
bill  of  the  appellee  charges,  with  the  appellant,  for  the 
privilege  of  using  their  patent,  and  the  bill  makes  ex- 
hibits of  two  written  agreements  on  this  subject. 

The  first  of  these  agreements  licenses  the  Eureka  Com- 
pany to  use  the  patent  of  the  Bailey  Company  during  the 
existence  of  the  patent  and  of  any  renewal  thereof,  for 
which  the  Eureka  Company  is  to  pay  a  royalty  of  fifty 
cents  for  every  machine  manufactured  by  it  in  which  the 
patent  is  used.  To  secure  the  performance  of  this,  and  to 
prevent  any  misunderstanding,  the  Eureka  Company  fur- 
nished a  sample  of  the  machines,  and  agreed  that  its  books 
should  at  all  times  be  open  to  the  examination  of  the  com- 
plainants, and  that  it  would  make  monthly  reports  and 
payments ;  and  it  covenanted  that  it  would  not  directly  or 

Omitted  tn  Wmlh 
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indirectly  infringe  the  reissued  patent  of  complainants,  or 
violate  the  conditions  of  their  agreement. 

The  second  covenant  was  made  to  arrange  the  prices  at 
which  the  machines  made  by  the  parties  should  be  sold,  so 
to  prevent  injurious  competition. 

The  bill  charges  that  these  covenants  were  the  result  of 
protracted  negotiations,  in  which  the  original  patent,  the 
reissues  and  the  character  of  the  invention  were  well  con- 
sidered, and  that  they  were  a  fair  adjustment  of  the  inter- 
ests of  the  parties. 

It  is  then  alleged  that,  in  the  first  month,  five  hundred 
machines  were  made  under  the  contract  and  paid  for  by 
defendant,  but  that  it  continued  to  make  and  sell  the  ma- 
chines, and  refused  to  account  or  pay  for  them.  It  then 
prays  for  a  discovery  of  the  number  made,  and  for  an  ac- 
count and  decree  for  the  sum  due,  and  for  an  injunction 
against  the  use  of  the  patent,  until  the  sum  found  due 
shall  be  paid. 

The  answer  denies  the  agreement,  denies  the  infringe- 
ment, asserts  that  the*  reissued  patent  was  obtained  by 
fraud  ;  that  it  was  a  device  to  cover  matter  not  invented  or 
claimed  by  John  Allender,  and  denies  that  the  machines 
made  by  defendants  have  anything  in  them  covered  by  the 
patent  of  plain tiflf. 

After  replication  and  testimony,  a  final  decree  was  ren- 
dered, according  to  the  prayer  of  the  bill. 

1.  (a)  We  are  satisfied  that  the  agreements  set  up  in  the 
bill  are  the  valid  contracts  of  the  defendant.  Though  the 
plaintiff  was  unable  to  produce,  any  resolution  or  order  in 
writing  by  the  trustees  or  board  of  directors  of  the  defend- 
ant corporation,  and  though  the  seal  used  was  the  private 
seal  of  one  of  its  officers,  instead  of  the  corporate  seal, 
neither  of  these  is  essential  to  the  validity  of  the  contract. 
We  entertain  no  doubt  that  Rindge,  the  agent  and  one  of 
the  directors  and  treasurer  of  the  Eureka  Company,  was 

(a)  Wallace,  begins  Opinion  here. 
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authorized  to  execute  the  agreement,  and  if  any  doubt  ex- 
isted on  that  point,  the  report  and  payment  for  five  hun- 
dred machines,  the  first  month's  use  of  the  patent  under 
that  agreement,  would  remove  the  doubt.  If  it  did  not,  it 
would  very  clearly  amount  to  a  ratification. 

2.  The  defendant  company  furnished  a  sample  of  the  ma- 
chine they  were  making.  That  machine'is  before  us.  We 
do  not  understand  that  it  is  seriously  contended  that  this 
machine  does  not  contain  some  part  of  the  invention  cov- 
ered by  the  reissue  of  the  Allender  patent.  The  effort  of 
defendant  is  to  show  that  it  is  not  covered  by  the  original 
patent  to  Allender.  This  latter  point  will  be  noticed  pres- 
ently. After  making  the  agreement  in  this  case,  an  agree- 
ment made  on  due  deliberation,  the  defendant  being  en- 
gaged in  the  business  of  making  the  machines  before  it 
took  the  license — an  agreement  manifestly  intended  to  ad- 
just conflicting  rights — ^and  after  furnishing  one  of  the  ma- 
chines as  a  sample  of  what  it  proposed  to  do  under  that 
agreement ;  and  after  having  made  and  sold  five  hundred 
of  them,  there  arises  a  very  strorije:  presumption  that  the 
denial  that  anything  in  those  machines  is  covered  by  plain- 
tiff's  patent  is  made  to  support  an  unwillingness  to  pay 
the  royalty  which  it  had  agreed  to  pay.  And  we  are  not 
at  all  satisfied  that,  in  equity,  it  can  be  permitted  to  set  up 
this  defense,  while  it  makes  no  attempt,  by  cross-bill  or 
even  in  the  answer,  to  show  that  the  agreements  were  ob- 
tained by  fraud,  surprise  or  imposition. 

But  if  this  could  be  permitted,  the  testimony  does  not 
repel  the  presumption  arising  from  the  making  of  thac  con- 
tract, and  the  defendant's  action  under  it,  that  the  ma- 
chines made  by  it  do  contain  matter  covered  by  the  reis- 
sued patent  of  plaintiff. 

3.  If  defendant  means,  by  the  very  vague  answer  to  the 
bill,  to  set  up  and  rely  on  a  fraud  by  which  the  commis- 
sioner was  misled  and  deceived  and  induced  to  reissue  the 
patent,  and  that  the  plaintiff  or  its  assignors  were  the 
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guilty  parties,  that  question  cannot  be  raised  in  this  col- 
lateral proceeding,  and  can  only  be  considered  in  some  di- 
rect suit  to  impeach  and  set  aside  the  patent.  Rubber  Co. 
V.  Goodyear,  9  Wall.  788  [p.  150  ante]. 

But  if  it  is  meant  merely  to  say  that,  in  point  of  fact,  the 
reissue  embraces  matter  which  was  no  part  of  Allender's 
original  invention,  then  there  is  no  evidence  in  the  record 
by  which  we  can  determine  that  question,  for  neither  the 
original  patent  to  AUender,  nor  any  part  of  it,  nor  any  of 
the  reissues  of  that  patent,  except  the  last,  which  is  the 
one  claimed  to  be  wrongfully  reissued,  is  in  the  record. 

4.  Some  attempt  is  made  to  assail  the  novelty  of  Allen- 
der's indention,  but  as  no  notice  was  given  of  any  such  at- 
tempt, or  of  the  witnesses  or  other  evidence  by  which  that 
charge  was  to  be  supported,  it  cannot  be  considered  in  this 
case. 

On  the  whole  case  we  concur  with  the  Circuit  Courts  and 
its  judgment  is  affi/rmed. 

11  WaU.  4e«. 
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Seymour  r.  Osborne,  11  Wall.  516  [p.        ,  post^ 
Bailroad  Go.  v.  Dubois,  12  Wall  47  [p.        ,  po8t'\ 


4  Want  of  novelty  cannot  be  set  up  without  notice: 

Blanchard  v.  Putnam,  8  Wall.  420.     [p.  107  anie[. 
Bailroad  Co.  v,  Dubois,  12  Wall.  47.     [p.        post].     See 
Wise  V.  AUis,  9  Wall.  737  [p.  143,  ante,  note  1]. 
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WILLIAM  H.    SEYMOUR  et  al.,   APPELLANTS,   v. 

DAVID  M.  OSBORNE  et  al.* 
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Patent  Evidence.  First  inventor.  Burden  of  proof.  RecitcUs 
in  letters  patent  Oath.  Description  of  machine  of  combina- 
tion. Particular  patents  construed.  Patent  cannot  be  collater- 
ally impeached  for  fraud.  Conclusiveness  of  Commissioner's  de- 
cision. Reissue.  Identity  of  invention  in  original  and  reissued 
patents.  Original  patent  in  evidence.  Construction  of  claims. 
Substantially  as  described.  Improvement  patentability.  Aban- 
doned experiments.  Prior  foreign  publication.  Combination. 
Infringement     Doctrine  of  equivalents.     Multifariousness. 

1.  Letters  patent  are  primd  facie  evidence  that  patentee  is  the 

otiginal  and  first  inventor,     (p.  859.) 

2.  Where  complainants  produce  their  patents  in  evidence,  it  casts 

on  defendant  the  burden  of  proving  that  patentees  were  not 
the  first  and  original  inventors,  (p.  860.) 
8.  Becitals  in  letters  patent,  original  and  reissued,  that  the  re- 
quired oath  was  taken  before  the  same  was  granted,  are  in  the 
absence  of  fraud  conclusive  evidence  that  the  necessary  oaths 
were  taken  by  the  applicants  before  the  letters  patent  were 
granted,     (p.  861.) 

4.  What  constitutes  a  sufficient  description  of  an  invention  when  it 

embraces  an  entire  machine;  or  a  combination  of  old  and  new 
elements;  or  a  new  combination  of  old  elements,     (p.  368.) 

5.  The  particular  patents    in  suit,  reissued  letters  patent  Nos. 

1,109,  January  1,  1861;  No.  1,682,  May  81,  1864;  No.  1,177 
(No.  72),  May  7,  1861;  No.  1,683,  May  81,  1864,  and  original 
patent  No.  10,459,  January  24,  1854,  Harvesters,  held  to  have 
sufficiently  pointed  out  in  their  specifications  and  claims  the 

*See  Explanation  of  Notes,  page  III. 
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parts,  improYemeDts  or  combinations  which  they  claim  as  their 
respective  inventions,  and  that  the  reissues  are  in  due  form, 
(p.  364.) 

6.  Neither  reissued  nor  extended  patents  can  be  abrogated  by  an 

infringer,  in  a  suit  against  him  for  infringement,  upon  the 
ground  that  the  letters  were  procured  by  fraud  in  prosecuting 
the  application  for  the  same  before  the  Commissioner,  (p. 
865.) 

7.  Where  the  Oommisaioner  grants  a  reissued  patent,  his  decision 

in  the  premises,  in  a  suit  for  infringement,  is  final  and  con- 
clusive, and  is  not  re-examinable  in  such  a  suit  in  the  Circuit 
Court,  unless  it  is  apparent  upon  the  face  of  the  patent  that 
he  has  exceeded  his  authority,  that  there  is  such  a  repugnancy 
between  the  old  and  new  patent  that  it  must  be  held  as  a  mat- 
ter of  legal  construction  that  the  new  patent  is  not  for  the 
same  invention  as  embraced  and  secured  in  the  original,  (p. 
365.) 

8.  Reissued  letters  patent  must  be  for  the  same  invention  as  that 

embraced  and  secured  in  the  original,  if  not  the  reissuejs  in- 
valid. Permissible  variation  between  the  original  and  reis- 
sued patent     (p.  366.) 

9.  All  matters  of  fact  involved  in  the  hearing  of  an  application  to 

reissue  are  conclusively  settled  by  the  Commissioner's  deci- 
sion. Matters  of  construction  arising  on  the  face  of  the  in- 
strument are  still  open.     (p.  367.) 

10.  Where  the  defense  -set  up  was  that  the  reissued  patents  were 
for  different  inventions  from  those  embraced  in  the  original 
patents,  held  that  it  was  a  matter  of  construction  for  a  court 
of  equity  to  be  determined  by  a  comparison  of  the  original 
and  reissued  patents  aided  or  not  by  the  testimony  of  expert 
witnesses,  and  that  respondents  having  failed  to  introduce  the 
original  patents  in  evidence,  the  defense  was  not  open  to 
them.     (p.  368.) 

11.  Where  the  claim  immediately  follows  the  description  of  the 
invention,  it  may  be  construed  in  connection  with  the  expla- 
nations contained  in  the  specifications,  and  where  it  contains 
words  referring  back  to  the  specifications,  it  cannot  properly 
be  construed  in  any  other  way.     And  where  the  defense  was 
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that  certaiu  claimis  were  for  an  effect,  and  not  for  any  particn-. 
lar  machinery,  held  that  in  view  of  the  words  '^  sabstantially 
as  described,"  or  "substantially  as  set  forth,"  or  words  of 
equivalent  import  employed  in  each  claim,  the  defense  was 
without  merit     (p.  369.) 

12.  Where  a  general  replication  is  filed  a  defense  in  the  answer 
setting  up  new  matter,  must  be  proved     (p.  370.) 

18.  Held  thai  the  four  reissued  letters  patent' Nos.  1,109,1,117, 
1,682  and  1,683,  are  for  improvements  on  a  machine  as  dis- 
tinguished from  a  machine  patentable  under  the  act  of  Con- 
gress, and  consist  of  new  combinations  of  old  elements,  and 
involve  invention,     (p.  370.) 

14  In  what  patentable  improvements  on  an  old  machine  may  con- 
sist,    (p.  371.) 

15.  Eeissue  No.  (72)  1,177,  May  7,  1861,  held  not  foticipated  by 
Hussey's  abandoned  experiment,  built  prior  to  the  perfecting 
of  the  patented  invention,  but  never  reduced  to  practice  as  an 
operative  machine,     (p.  372.) 

16.  Crude  and  imperfect  experiments  are  not  sufficient  to  confer  a 
right  to  a  patent;  but  in  order  to  constitute  an  invention  must 
have  been  reduced  to  practice  and  embodied  in  some  distinct 
form.     (p.  374) 

17.  He  is  the  first  inventor,  and  entitled  to  a  patent  for  his  inven- 
tion, who  first  perfected  and  adapted  the  same  to  use,  and  un- 
til the  invention  is  so  perfected  and  adapted  to  use,  it  is  not 
patentable,     (p.  375.) 

18.  The  two  claims  of  reissued  letters  patent  No.  (72)  1,177,  May 
7,  1861,  held  not  anticipated  by  Burrall's  prior  device  showing 
only  one  of  their  elements  in  a  substantially  different  combi 
nation,     (p.  375.) 

19.  Patented  inventions  cannot  be  superseded  by  the  mere  intro- 
duction of  a  foreign  publication,  though  of  prior  date,  unless 
the  description  and  drawings  contain  and  exhibit  a  substan- 
tial representation  of  the  patented  improvement,  in  such  full, 
clear  and  exact  terms  as  to  enable  any  person  skilled  in  the 
art  or  science  to  which  it  appertains  to  make,  construct  and 
practice  the  invention  to  the  same  practical  extent  as  they 
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would  be  enabled  to  do  if  the  information  were  derived  from 
a  prior  patent,     (p.  878.) 

20.  Mere  formal  alterations  in  a  combination  are  no  defense  to  the 

charge  of  infringement,  and  the  withdrawal  of  one  ingredient 
from  the  same  and  the  sabstitation  of  another  which  was  well 
known  at  the  date  of  the  patent  as  a  proper  substitute  for  the 
one  withdrawn,  is  a  mere  formal  alteration  of  the  combioation 
if  the  ingredient  substituted  performs  substantially  the  same 
function  as  the  one  withdrawn,     (p.  379.) 

21.  Patentees  are  entitled  in  all  cases  to  invoke  to  some  extent  the 
doctrine  of  equivalents,  but  they  are  never  entitled  to  do  so  in 
any  case  to  suppress  all  other  substantial  improvements,  (p. 
379.) 

22.  Reissued  letters  patent  No.  (4)  1,109,  January  1,  1861,  and 
No.  1,682,  May  31,  1864,  of  original  patent  No.  8,192,  Palmer 
and  Williams,  July  1,  1852,  Harvester;  and  reissued  letters 
patent  No.  (72)  1,177,  May  7,  1861,  and  No.  1,683,  May  31, 
1864,  of  original  patent  No.  8,212,  W.  H.  Seymour,  July  8, 
1851,  Harvester;  and  Letters  Patent  No.  10,459,  Palmer  and 
Williams,  January  24,  1854.  Harvester.  Examined  and  held 
infringed,     (p.  380.) 

23.  Semble  that  a  bill  joining  five  several  patents  in  the  charge  of 

infringement,  is  not  open  to  objection  where  aU  the  claims  ap- 
pertain to  the  same  general  subject,  and  it  requires  all  the  in- 
ventions in  question  to  constitute  a  complete  machine,  such  as 
complainants  make  and  furnish  the  public,     (p.  385.) 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  New  York. 

The  bill  in  this  case  was  filed  in  the  court  below,  by  the 
appellants,  to  recover  for  an  alleged  infringement  of  a  cer- 
tain patent.  A  decree  having  been  entered  dismissing  the 
bill,  the  complainants  took  an  appeal  to  this  court. 

The  case  is  very  fully  stated  in  the  opinion  of  the  court. 

The  specifications  and  drawings  of  the  reissued  and  or- 
iginal letters  patent  referred  to  in  the  opinion  of  the  court 
are  as  follows.  The  alleged  anticipating  Piatt  device  is 
also  added : 


led  Jun  I/.  iS-99 


Jf.PMl. 


Jflorrer. 


Jf'  6517 


PnXmUd  Jun-  IZ.  IS^ 
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NELSON  PLATT,  OF  OTTAWA,  ILLINOIS. 
Improvement  ik  Habvesteks. 

Specification  forming  part  of  Letters  Patent  No.   6^61 7^  dated 

June  12,  1849. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Nelson  Piatt,  of  Ottawa,  in  the 
county  of  La  Salle,  and  State  of  Illinois,  have  invented  cer- 
tain new  and  useful  improvements  in  machines  for  cutting 
and  raking  grain  or  grass  by  animal  power,  of  which  the 
following  is  a  full  and  exact  description,  reference  being 
had  to  the  annexed  drawings  of  the  same,  making  part  of 
this  specification,  in  which — 

Figure  1  is  a  perspective  view  of  the  apparatus,  showing 
its  several  parts  in  connection  and  ready  for  opemtion.  Fig.  2 
is  a  top  view.  Fig.  3  is  a  side  elevation,  a  portion  of  the  frame 
being  removed  to  expose  the  rake  and  sickle.  Fig.  4  is  a 
sectional  view  taken  through  the  line,  x  ar,  of  Fig.  2.  Fig. 
6  is  a  view  of  the  stop  and  catches  by  which  the  auxiliary 
rake  is  turned  down  to  take  the  sheaf  of  grain  from  the  first 
or  principal  rake  detached  from  the  machine.  Fig.  6  is  a 
view  of  a  section  of  the  chain  and  cutters  in  various  posi- 
tions. 

The  same  letters  indicate  the  same  parts  in  all  the  figures. 

The  machine  as  represented  in  the  accompanying  draw- 
ings, is  mounted  upon  three  wheels,  the  hindermost  of 
which.  A,  is  hung  upon  a  pivot  or  vertical  shaft,  a,  which 
is  turned  by  the  attendant,  to  govern  the  course  of  the  ma- 
chine when  in  motion,  by  means  of  a  steering-wheel,  ft,  se- 
cured upon  its  upper  end.  The  other  or  front  wheels,  B, 
are  secured  in  the  usual  manner  upon  the  opposite  ends  of 
an  axle,  C,  upon  which  the  frame  D  is  suspended,  together 
vnth  its  platform,  the  cutters,  E,  reel,  F,  first  rake,  G,  and 
second  rake,  H,  with  the  mechanism  required  to  operate 
them  severally.  The  frame  D  is  raised  and  lowered  upon 
the  axle  C,  which  acts  as  its  fulcrum  for  the  purpose  of 
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elevating  and  depressing  the  cutters  to  adapt  them  to  cut- 
ting off  the  grain  at  different  heights  from  the  ground  by 
means  of  the  segment-racks  c  and  pinions  d,  the  former  at- 
tached to  the  back  end  of  the  frame  D,  tlie  latter  the  beam 
J.  The  pinions  d  are  turned  by  the  quadrant  lever  or  sec- 
tor d\  and  the  latter  is  moved  by  a  rope  or  chain,  /,  which 
is  drawn  up  and  let  down  by  the  windlass  z,  to  which  it  is 
attached.  The  windlass  is  provided  with  a  pawl  or  stop  to 
hold  it  at  any  position  it  may  be  necessary  to  place  it  in 
the  adjustment  of  the  cutters,  and  for  the  purpose  of  raising 
the  cutters  up  to  be  out  of  the  way  and  pass  over  obstruc- 
tions with  which  it  might  otherwise  come  into  contact  in 
moving  along  the  road  from  one  place  to  another. 

The  horses  or  other  animals  employed  to  propel  this  ma- 
chine are  harnessed  to  a  whifletree,  (/,  attached  to  the  beam 
J,  on  either  side  of  which  they  travel.  The  beam  J  also 
connects  the  wheels  A  and  B  B,  and  supports  the  steering 
apparatus,  and  likewise  supports  the  man  who  guides  the 
machine  and  drives  the  team. 

The  swing-frame  D  consists  of  two  principal  beams,  D'  D', 
suspended  to  the  axle  C  by  arms  h  h^  projecting  from  their 
upper  side,  and  braced  so  as  to  give  them  the  requisite  firm- 
ness and  strength.  Upon  the  rear  end  of  these  beams  the 
studs  i  i  are  erected,  to  which  the  rack  c  c  are  secured. 
Upon  the  front  end  of  these  beams  D'  D'  the  double  plat- 
form K  is  placed,  in  which  the  endless- chain  cutter  E  and 
the  first  or  principal  rake  are  secured  and  operate,  and  also 
the  side  platform,  L,  upon  which  the  sheaf  is  conveyed 
by  the  second  rake.  Upon  these  platforms  are  placed 
the  frame  for  supporting  the  reel  F,  and  the  wheels  and 
shafts  which  operate  it,  also  the  frame  for  supporting  the 
wheels,  shafts,  &c.,  which  operate  the  rakes,  with  the 
guards  or  partitions^,  to  prevent  the  grain  both  from  fall- 
ing oflf  the  platform  and  also  from  getting  entangled  in  the 
machinery. 

The  object  for  which  I  use  the  reel  F  is  the  same  as  that 
for  which  it  is  used  by  others — namely,  pressing  the  grain 
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against  the  cutters ;  and  as  it  requires  to  be  elevated  and 
set  back  for  long  and  depressed  and  moved  forward  for 
short  grain,  in  order  that  they  may  be  respectively  cut  to 
the  best  advantage,  I  have  made  provision  for  varying  its 
adjustment  to  any  required  position  by  making  slots  h  in 
the  horizontal  bars  Z,  to  which  the  bearings  in  which  the 
axis  of  the  reel  rests  are  secured,  and  also  by  making  slots 
m  in  the  posts  n  for  the  bolts  to  pass  through  which  sup- 
port the  horizontal  bars. 

The  horizontal  shaft  o',  upon  which  the  wheels  are 
mounted  which  turn  the  reel,  slides  through  the  hollow 
axis  of  the  wheel  14,  by  which  it  is  driven,  and  has  a  long- 
itudinal groove  in  its  side,  into  which  a  stud  in  the  eye  of  the 
wheel  projects  to  drive  it.  The  object  of  this  sliding  connec- 
tion of  the  shaft  o*  and  wheel  14,  is  to  prevent  derangement  of 
the  driving-gear  when  the  reel  is  moved  in  and  out  for  the 
purpose  of  adjustment.  The  vanes  of  the  reel  are  placed 
obliquely  to  its  axis  for  the  purpose  of  bringing  the  'grain 
more  gradually  and  with  greater  regularity  into  contact 
with  the  cutters,  and  also  to  press  it  obliquely  against  them 
in  a  direction  contrary  to  their  motion  and  parallel  to  the 
inclination  of  the  identations  formed  in  their  edge,  which 
is  found  in  practice  greatly  to  facilitate  the  cutting.  The 
grain  has  a  tendency  to  slip  past  the  hindmost  end  of  the 
vanes  in  consequence  of  their  inclination,  and  thus  escape 
being  cut.  To  prevent  the  loss  of  grain  and  defect  in  the 
performance  of  the  machine  thus  occasioned,  I  place  a 
wedge  or  hook,  F',  upon  the  end  of  each  vane,  in  the  plane 
of  its  motion,  which  prevents  the  grain  from  slipping  over  it. 

The  cutter  or  sickle  E  consists  of  a  series  of  short  sec- 
tions of  uniform  shape,  each  corresponding  in  length  with 
and  secured  to  the  links  of  an  endless  chain,  N,  by  means 
of  screws — ^bolts  or  otherwise.  By  this  arrangement  each 
cutter  can  very  readily  be  removed  to  be  either  sharpened, 
repaired,  or  replaced  by  another,  and  as  the  cutters  form 
no  part  of  the  chain  they  are  not  liable  to  be  broken  or  de- 
ranged by  the  force  which  is  required  to  overcome  the 
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inertia  and  friction  of  the  chain  and  of  themselves,  as  that 
is  borne  by  the  chain  by  which  they  are  carried,  so  that 
they  have  to  sustain  only  the  force  required  to  make  the 
cut. 

The  chain  N  and  sectional  cutters  E  are  respectively 
formed  as  represented  in  Fig.  6,  each  section  being  nar- 
rowest at  the  end  which  goes  forward,  in  order  that  the  grain 
or  grass  may  be  the  more  readily  seized  and  cut  off.  The 
edges  of  the  cutters  are  serrated,  in  the  manner  of  a  sickle, 
and  one  end  is  sharpened  in  order  that  it  may  cut  off  any 
straw  or  other  obstruction  intervening  between  it  and  the 
plane  surface  of  the  adjacent  end  of  the  next  section.  This 
point  I  deem  of  much  importance,  because  it  renders  the 
cutters  capable  of  freeing  themselves  of  straw  and  grass,' 
which  otherwise  would  soon  choke  and  cause  them  to  break. 
The  chain,  with  its  attached  cutters,  is  stretched  round  pul- 
ley, o\  and  cog-wheel,  o.  Fig.  1,  the  teeth  of  which  take 
into  the  interstices  between  the  links,  so  that  when  the  cog- 
wheel revolves  it  carries  the  chain  with  it  at  its  own  veloc- 
ity. The  wheel  and  pulley  are  secured  upon  vertical  axes 
which  turn  in  suitable  bearings  attached  to  the  platform  or 
frame.  A  groove  is  formed  between  the  upper  and  under 
surface  of  the  platform  for  the  chain  to  run  in,  to  keep  it  in 
the  proper  position,  and  prevent  its  yielding  to  the  pres- 
sure exerted  by  the  grass  or  grain  against  the  cutters.  I 
contemplate  making  the  edge  of  (he  sectional  cutters  either 
smooth  or  serrated,  and  also  so  forming  them  that  when 
the  chain  is  in  a  straight  line  they  will  either  form  a  straight 
or  a  more  or  less  indented  edge,  as  the  particular  circum- 
stances of  the  case  may  render  it  advisable.  It  may  also 
be  found  advisable  to  make  the  sections  at  some  distance 
apart,  instead  of  making  them  contiguous. 

The  platform  K  is  double,  the  ui)per  portion  being  slotted 
for  the  teeth  q  of  the  rake  to  pass  through,  the  head  of 
the  rake  moving  between  the  top  and  the  bottom. 

The  rake-head  G  is  placed  in  a  sliding  stock,  Q,  which 
runs  backward  and  forward  on  a  guide-rod,  Q'.     The  end 
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of  the  rake- head  within  the  stock  has  a  pinion,  r,  or  a  seg- 
ment of  one  secured  upon  it,  into  which  a  quadrant-rack, 
r',  takes,  which  is  attached  to  the  end  of  a  lever,  r",  which 
turns  on  a  fulcrum  on  the  sliding  stock  Q,  the  lever  and 
fulcrum  being  so  arranged  that  the  chains  s\  which  draw 
the  stock  and  the  rake  backward  and  forward,  will  turn  the 
pinion  r  each  time  the  motion  is  reversed  far  enough  to 
turn  the  rake-teeth  q  through  an  angle  of  ninety  degrees, 
so  as  to  change  them  from  the  vertical  to  a  horizontal  po- 
sition, and  vice  versa,  in  order  to  stand  upright  to  sweep 
the  grain  from  the  first  to  the  second  platform,  and  then 
again  assume  a  horizontal  position  to  pass  beneath  the  plat- 
form to  be  in  position  again  to  rake  the  cut  grain  from  it. 
These  alterations  of  the  first  rake  are  produced  by  the  two 
chains  s\  one  end  of  each  of  which  is  attached  to  the  lever 
r",  and  the  other,  after  being  passed  over  the  pulleys  s'\ 
is  secured  to  the  periphery  of  the  flanged  drum  S,  which 
is  alternated  by  a  rack,  5 V  which  takes  into  a  pinion,  5*, 
upon  its  axis.  The  rack  s*  is  alternated  by  a  pitman,  s\ 
which  is  moved  by  a  crank-pin,  to  which  it  is  secured,  upon 
the  face  of  the  driving-wheel  5. 

The  second  rake,  H,  is  attached  by  one  end  of  its  head 
to  a  cogged  quadrant,  T,  in  such  a  manner  that  it  may  be 

turned  upon  its  own  axis  at  the  same  time  that  it  is  swung 
through  the  arc  of  vibration  of  the  quadrant  to  carry  the 
grain  received  from  the  first  rake  over  the  second  platform 
and  deposit  it  behind  the  latter  on  the  ground.  In  order 
that  the  ends  of  the  teeth  may  be  carried  above  and  placed 
behind  the  grain  or  grass  delivered  by  the  first  rake  upon 
the  second  platform,  they  are  turned  into  a  horizontal  po- 
sition when  moving  forward  by  a  weighted  lever,  T\  in 
which  position  they  remain  until  brought  over  and  behind 
the  grain  to  be  removed  by  them.  The  bent  arms  1 1  upon 
the  inner  end  of  the  head,  coming  against  and  sliding  upon 
an  irregular  fixed  catch  or  stop,  u^  Pigs.  2,  3,  and  6,  turn 
the  teeth  down  again  into  a  vertical  position,  when  the 
quadrant  is  reversed  in  its  motion,  engaging  an  arm,  T 
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which  holds  up  the  weighted  lever  and  keeps  the  rake  ver- 
tical until  it  has  discharged  the  grain,  when  the  quadrant 
T  being  reversed,  the  rakehead  comes  into  contact  with 
the  spring  t\  which  offers  sufficient  resistance  to  disengiage 
the  arm  T"'  from  the  catch  t'\  when  the  weighted  lever 
immediately  turns  up  the  teeth  again  into  the  horizontal 
position  to  prepare  them  for  a  repetition  of  the  operation 
just  described.  The  quadrant  T  gears  into  and  is  alter- 
nated by  the  rack  U,  which  is  moved  by  the  pitman  U', 
the  latter  receiving  its  motion  from  the  wheel  6,  to  which 
it  is  attached  by  a  wrist-pin  or  otherwise. 

Motion  is  communicated  to  the  cutter,  reel,  and  rakes 
from  one  of  the  wheels  B,  which  has  a  cog-wheel,  1,  secured 
to  it  in  any  suitable  manner,  which  gears  into  a  pinion,  2, 
mounted  upon  the  principal  driving- shaft  ^?,  upon  which 
are  placed  three  pinions,  3'  4'  5',  of  unequal  sizes,  and  hav- 
ing one  hollow  axis  which  is  common  to  all,  and  slides  upon 
the  shaft  t?,  so  that  any  one  of  the  pinions  may  be  placed 
into  gear  with  that  one  of  the  wheels  3,  4,  and  5  upon  the 
second  driving-shaft  with  which  it  mati'hes.  The  front 
wheel,  3,  upon  the  second  driving-shaft  gears  into  and  drives 
the  wheel  6  and  the  third  driving-shaft  upon  which  it  is 
mounted.  Upon  the  end  of  this  last  shaft  is  placed  a  crank, 
which  operates  the  pitman  U,  that  turns  the  quadrant  T, 
that  turns  second  rake,  which  crank  is  so  placed  as  to 
bring  this  rake  into  the  proper  position  to  receive  the  grain 
brought  forward  by  the  first  rake  immediately  after  the 
same  has  been  deposited  by  it  upon  the  second  platform. 
Upon  the  front  end  of  the  first  driving-shaft,  zj,  a  bevel- 
wheel,  7,  is  placed,  which  takes  into  a  similar  wheel.  8,  and 
drives  the  upright  shaft  8',  upon  which  it  is  mounted.  Upon 
the  upper  end  of  the  last  shaft  another  bevel-wheel,  9,  is 
placed,  which  gears  into  and  drives  a  like  wheel,  10,  which 
drives  the  shaft  10',  upon  which  it  is  mounted,  together 
with  the  two  wheels  11  and  12.  One  of  the  wheels,  11, 
gears  into  the  wheel  13,  which  is  secured  to  and  drives  the 
shaft  13',  upon  the  opposite  end  of  which  is  a  bevel-wheel, 
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15,  which  takes  into  and  drives  the  wheel  16,  which  is 
mounted  upon  and  drives  the  vertical  shaft  16',  upon  which 
is  the  driving-wheel  o  of  the  endless  chain,  to  which  the 
cutters  are  attached.  The  other  wheel,  12,  mounted  upon 
the  shaft  10',  takes  into  the  wheel  14,  whose  axis  is  hollow, 
and  is  mounted  upon  thQ  snaf  t  o',  which  it  drives,  the  other 
end  of  this  shaft  carrying  the  wheel  18,  which  gears  into 
and  drives  the  wheel  19,  mounted  upon  the  end  of  the  axis 
of  the  reel  and  turns  the  same. 

The  cone  of  pinions  3'  4'  5'  and  wheels  3  4  6  are  for  the 
purpose  of  governing  the  frequency  of  the  alternations  of 
the  rakes,  so  as  to  make  the  sheaves  of  a  size  correspond- 
ing to  the  growth  of  the  grain. 

The  train  of  wheels  above  described,  as  well  as  the  other 
devices  employed  to  give  to  the  cutter,  reel,  and  rakes  their 
requisite  movements  maybe  constructed  and  arranged  as 
represented,  and  in  various  other  ways  well  known  to  the 
machinist,  and  which  do  not  therefore  require  a  particular 
description.  These  motions  may  also  be  produced  by  belts 
or  chains  and  pulleys,  instead  of  gear,  if  the  same  should 
be  thouglit  preferable  by  the  constructer.  The  several  parts 
of  the  apparatus  may  be  made  of  such  materials  as  it  is 
deemed  best  by  the  constructer  to  employ. 

The  operation  is  analogous  to  that  of  other  harvesting- 
ing-macliines.  The  horses  being  attached  to  the  beam  J, 
and  the  several  parts  properly  adjusted,  the  conductor 
mounts  the  platform  M,  and,  starting  the  team,  advances 
the  machine,  guiding  it  by  means  of  the  steering-wheel  J, 
which  is  capable  of  turning  the  wheel  A,  so  as  to  turn  the 
machine  entirely  around  in  a  very  short  space.  The  reel 
presses  the  standing  grain  back  against  the  cutters,  which 
cut  it  olBf,  letting  it  fall  upon  the  platform,  whence  it  is 
taken  by  the  rakes,  which  remove  it  with  sufficient  fre- 
quency to  render  each  lot  taken  oflE  of  a  suitable  quantity 
for  a  sheaf. 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Parent,  is — 
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1.  The  combination  of  a  series  of  removable  cutters  with 
the  links  of  an  endless  revolving  chain,  which  carries  them 
successively  into  contact  with  the  grass  or  grain  to  be  cut, 
substantially  as  herein  described,  whether  the  cutters  be 
contiguous  or  placed  at  intervals  npon  the  chain. 

2.  Making  one  end  of  each  cutter  sharp,  in  order  that  by 
pressing  against  the  adjacent  end  of  the  next  cutter,  straw, 
grass,  or  other  intervening  obstructions  may  be  cut  in  two 
and  allowed  to  pass  out,  the  cutters  thus  freeing  themselves 
from  obstructions  which  might  otherwise  choke  or  break 
them. 

3.  placing  the  bundles  or  sheaves  of  grain  at  right  angles 
to  the  path  of  the  machine  by  means  of  a  second  rake,  H, 
combined  with  the  first,  substantially  as  herein  set  forth. 

4.  Moving  or  turning  the  first  rake  by  cords,  chains,  or 
belts,  arranged  and  operated  as  described  or  in  any  other 
substantially  similar  manner. 

5.  Vibrating  the  second  rake,  H,  and  turning  its  teeth, 
as  herein  set  forth,  whether  the  devices  employed  to  effect 
these  movements  be  such  as  described  or  others  equivalent 
thereto. 

6.  Changing  the  frequency  of  the  alternations  of  the 
rakes  by  means  of  the  cones  of  wheels  3  4  5  and  pinions 
8'  4'  6',  or  other  equivalent  device,  for  the  purpose  of  vary- 
ing the  size  of  the  sheaves,  as  herein  set  forth. 

In  testimony  whereof  I  have  hereunto  set  my  hand. 

NELSON  PLATT. 
Witnesses : 

P.  H.  Watson, 

S.  W-  Wood. 
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AARON  PALMER,  OF  BROCKPORT,  NEW  YORK, 
AND  STEPHEN  G.  WILLIAMS,  OP  JANESVILLE, 
WISCONSIN. 

Improvement  in  Grain-Harvesters. 

Specification  forming  part  of  Letters  Patent  No.   10^4595  dated 

January  24,  1854. 

To  all  whom  it  may  concern : 

Be  it  known  that  we,  Aaron  Palmer,  of  Brockport,  in  the 
county  of  Monroe  and  State  of  New  York,  and  Stephen 
G.  Williamg,  of  Jahesville,  in  Rock  county  and  State  of 
Wisconsin,  have  invented  a  new  and  useful  Improvement 
on  the  Harvesting  Machine  or  Reaper ;  and  we  do  hereby 
declare  that  the  iEoUowing  is  a  full  and  exact  description 
thereof,  reference  being  had  to  the  accompanying  drawings, 
making  a  part  of  this  specification — 

Fig.  I  being  a  top  view  of  the  entire  machine.  Fig.  II 
is  a  rear  elevation,  and  Fig.  Ill  is  an  end  elevation. 

Similar  letters  indicate  like  parts  in  all  the  figures. 

The  frame  of  our  harvesting-machine  or  reaper  is  com- 
posed of  the  front  piece,  A,  the  parallel  piece,  B,  and  the 
end  piece,  C,  and  the  transverse  pieces  D  and  E. 

The  driver' s  seat  is  composed  of  the  pieces  F  F  F  F,  cross- 
ing each  other,  so  as  to  form  an  X,  and  the  reel-bearers,  G 
G,  on  which,  at  H,  is  a  board  for  a  seat,  and  at  I  is  the 
foot-board. 

The  reel  is  made  with  a  shaft  nearly  five  feet  long,  with 
one  set  of  arms  projecting  from  the  middle  and  another 
set  from  one  end  of  the  shaft  at  right  angles.  To  these 
arms  are  attached  ribs,  X*,  running  parallel  with  the  shaft, 
and  projecting  beyond  the  end  of  the  shaft  nearly  half  their 
length,  of  which  K  is  a  top  view  of  the  reel.  This  reel  has 
its  bearings  on  the  end  of  the  reel-bearers  at  L  L,  and  is 
parallel  to  the  front  piece.  A,  and  revolves  on  its  bearings 
by  means  of  a  bolt  or  chain  connecting  it  with  the  hub  of 
the  main  driving- wheel. 
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The  main  driving-wheel  M  of  the  machine  is  placed  be- 
tween the  transverse  pieces,  D  and  E,  and  between  the 
front  piece,  A,  and  the  end  piece,  C,  of  the  frame,  and  has 
its  bearings  on  the  arch-supports  NN  arising  from  the 
transverse  pieces,  D  and  E.  On  the  side  of  the  main  driv- 
ing-wheel is  a  bevel-gear  meshing  into  the  pinion,  O,  which 
runs  on  the  transverse  crank-shaft,  P,  which  has  its  bear- 
ings on  the  arch-support,  N  at  R',  and  in  a  box  on  the 
front  piece  at  R.  This  pinion  runs  loose  on  the  crank- 
shaft, but  has  a  ratchet  formed  on  the  largest  end,  which 
receives  a  corresponding  ratchet,  which  is  connected  to  the 
shaft  by  a  key  or  feather,  and  is  slid  out  and  into  gear  by 
the  lever  S. 

T  is  a  curved  platform  for  receiving  the  stalks  and  heads 
of  grain  as  they  are  severed  by  the  cutting  apparatus,  and 
is  in  form  a  sector  of  a  circle. 

The  cutting  apparatus  is  on  the  front  edge  of  a  platform, 
and  may  be  constructed  in  any  well-known  or  usual  man- 
ner, and  is  operated  by  the  crank  on  the  end  of  the  crank- 
shaft, P. 

A  straight  guard  is  placed  on  the  inner  side  of  the  plat- 
form, and  is  fastened  to  the  platform  near  the  driver's  seat. 
The  curved  guard  U  arises  from  the  outer  edge  of  the  plat- 
form, T,  to  guide  the  grain  as  it  is  raked  oflf. 

V  is  the  operating-lever,  vibrating  on  the  center  of  a  cir- 
cle of  which  the  platform  T  forms  a  sector.  At  one  end  of 
this  lever  are  attached  two  sets  of  the  segments  of  a  bevel- 
wheel,  one  on  the  lower  and  the  other  on  the  upper  side  of 
the  lever,  and  one  of  which  passes  above  and  the  other  be- 
low one  of  the  arch-supports,  N.  The  pin  W  passes  through 
these  segments  and  the  arch -support,  N,  and  forms  the  ful- 
crum on  which  the  lever  turns.  A  corresponding  set  of 
bevel- wheels  are  placed  on  the  shaft  of  the  main  driving- 
wheel,  so  as  to  mesh  into  these  segments,  and  so  arranged 
that  as  soon  as  one  set  of  cogs  cease  to  operate  the  other 
set  commences,  and  thus  carries  the  lever  alternately  back- 
ward and  forward.    The  ratchet-ring  Y  is  connected  with 
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the  bevel- wheels  Z  by  means  of  a  key  or  feather,  and  slides 
freely  backward  and  forward  on  their  hub,  and  connects 
with  a  corresponding  ratchet  on  the  hub  of  the  main  driv- 
ing-wheel, and  is  thrown  in  and  out  of  gear  by  the  person 
driving  the  team  by  means  of  the  lever,  a,  so  as  to  regulate 
the  size  of  the  gavels,  whether  in  heavy  or  light  grain,  h 
ft  J  is  the  rake  and  rake-frame,  with  the  iron  arm  c  attached 
on  one  side  and  the  joint  d  formed  by  a  hole  in  the  arm  at 
the  other  side.  The  operating- lever  passes  through  the 
holes  a  and/,  allowing  the  rake- frame  to  operate  freely  on 
the  lever.  A  mortise  is  made  on  the  upper  edge  of  the 
iron  arm  at  A,  into  which  the  spring-latch  falls  when  the 
rake-head  is  up.  As  the  operating-lever  is  carried  back 
the  iron  arm  c  strikes  the  foot-piece,  k^  and  the  rake-head 
is  carried  up  sufficiently  high  to  pass  over  the  next  bundle 
of  grain.  The  latch  falls  into  the  mortise,  A,  and  holds  it 
np  as  the  rake  is  carried  forward  The  latch  p  passes  un- 
der the  wedge,  Z,  and  is  raised  out  of  the  mortise  when  the 
rake-head  falls.  The  teeth  striking  into  the  fallen  grain 
are  held  firmly  down  by  the  spring,  m,  which  causes  an 
even  pressure,  whether  the  grain  is  heavy  or  light,  in  thick 
or  thin  layers,  until  it  is  drawn  off  the  platform  by  the 
operation  of  the  lever,  V,  and  so  on  alternately. 

The  lever  V  may  be  operg^ted  by  a  crank,  or  by  a  com- 
bination of  levers,  instead  of  the  bevel-gear.  It  will  be 
perceived  that  the  grain  is  discharged  from  the  platform 
in  such  a  position  as  to  be  entirely  out  of  the  way  of  the 
horses  which  draw  the  machine  during  their  succeeding 
tour  around  the  field,  and  that  any  number  of  acres  can  be 
cut  before  any  of  it  is  obliged  to  be  bound  or  removed. 

We  do  not  claim  the  discharging  the  cut  stalks  and  heads 
of  grain  from  a  platform  by  means  of  the  combination  of  a 
rake  with  a  lever,  and  the  co-operation  therewith  of  a  series 
of  teeth  on  the  face  of  the  main  driving-wheel,  and  an  in- 
clined rail  rising  above  the  guard  of  the  platform,  as  these 
are  already  secured  to  us  by  Letters  Patent  bearing  date 
July  1,  1851 ;  but 
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We  do  claim — 

1.  The  method  of  transferring  motion  to  the  rake  on  the 
platform  from  the  driving-wheel  by  means  of  the  double- 
curved  rack  and  pinion  on  the  axle  of  the  driving-wheel, 
the  iron  arm  c,  latch  p^  and  spring  m,  as  herein  described. 

2.  The  method  of  hanging  the  reel  so  as  to  dispense  with 
any  post  or  reel-bearer  next  to  the  standing  grain,  as  herein 
described,  thereby  preventing  the  grain  from  getting  caught 
and  being  held  fast  between  the  divider  and  a  reel-sup- 
porter. 

AARON  PALMER. 

STEPHEN  Q.  WILLIAMS. 
Witnesses : 

Joseph  Ganson, 
Fbedk.  Landon. 


WM.  H.  SEYMOUR,  OP  BROCKPORT,  NEW  YORK, 
ASSIGNOR  TO  HIMSELF,  DAYTON  S.  MORGAN, 
AARON  PALMER,  AND  S.  G.  WILLIAMS. 

Improvement  in  Reaping-Machines.* 

Specification  forming  part  of  LetterB  Patent  No.  8,212,  dated  July 
8,  1851;  Reissue  No.  1,005,  dated  July  10,  1860;  Reissue  No. 
1,177,  dated  May  7,  1861. 

To  all  whom  it  may  concern : 

Be  it  known  that  William  H.  Seymour,  of  Brockport,  in 
the  county  of  Monroe,  and  State  of  New  York,  did  invent 
certain  new  and  usefnl  Improvements  in  Reaping- Machines, 
(for  which  Letters  Patent  were  issued  to  him,  dated  July 
8,  1851,  and  that  said  Letters  Patent  were  surrendered  by 
reason  of  a  defective  specification  and  reissued  on  the  10th 
day  of  July,  1860,  to  William  H  Seymour,  Dayton  S.  Mor- 

*The  drawings  in  this  reissue  are  identical  with  those  in  Reissue  No. 
1,688.    p.  828  i>08t. 
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gan,  and  Aaron  Palmer,  of  said  Brockport,  and  to  Stephen 
G.  Williams,  of  Janesville,  in  Rock  county,  and  State  of 
Wisconsin,  as  his  assignees,  and  that  said  reissued  patent 
was  numbered  1,005 ;)  and  we  do  hereby  declare  that  the 
following  is  a  full,  true,  and  exact  description  of  said  im- 
provements, reference  being  had  to  the  accompanying 
drawings,  making  a  part  of  this  specification,  in  which — 

Fig.  1  represents  a  view  in  perspective  of  a  reaping-ma- 
chine to  which  said  improvements  are  applied  as  it  would 
appear  to  a  spectator  in  the  rear,  on  the  stubble  side  thereof. 
Fig.  2  represents  an  isometrical  view  of  what  we  term  "a 
combination  of  boxes  in  one  casting,"  in  which  the  gearing 
is  mostly  supported.  Fig.  3  represents  a  view  in  perspec- 
tive of  the  gearing-frame  as  it  would  appear  to  a  spectator 
'stationed  at  the  point  of  the  divider  and  looking  toward 
the  driving-wheel. 

Previous  to  the  date  of  the  invention  herein  described, 
the  discharge  of  the  cut  grain  from  the  platform  of  a  har- 
vesting-machine was  mainly  accomplished  in  one  of  the 
three  following  ways,  viz:  first,  by  discharging  it  heads 
foremost  directly  in  rear  of  the  platform ;  secondly,  by 
drawing  or  conveying  it  in  a  rectilinear  path  to  the  stubble 
or  gearing  side  of  the  machine  and  there  depositing  it  upon 
the  ground ;  and,  thirdly,  by  conveying  it  to  one  end  of 
the  platform,  upon  which  the  grain  falls  when  cut,  in  a 
rectilinear  path,  and  delivering  it  upon  a  secondary  plat- 
form upon  which  the  grain  was  swept  around  in  a  curvi- 
linear path  and  discharged  upon  the  ground  at  the  side  of 
the  machine. 

Some  of  the  above  operations  have  been  effected  by  man- 
ual labor,  some  by  automatic  mechanism,  and  some  by  both 
of  these  means.  The  first  of  these  methods  is  undoubtedly 
preferable  for  its  simplicity  and  the  ease  with  which  the 
discharge  of  the  grain  is  effected ;  but  as  the  gavels  fall  di- 
rectly into  the  path  traversed  by  the  team  in  cutting  the 
next  swath,  they  must  necessarily  be  removed  before  the 
return  of  the  machine.     For  this  reason,  when  the  grain  is 
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too  wet  or  too  green  to  bind,  or  hands  are  wanting  to  do 
the  work  in  time,  it  becomes  important  to  discharge  the 
grain  at  the  side  of  the  machine  and  far  enough  removed 
from  the  standing  grain  to  have  room  for  the  team  to  pass 
in  cutting  the  next  swath  without  treading  on  the  gavels. 
This  desideratum  is  attained  to  some  extent  by  the  second 
method  above  named,  but  not  in  a  manner  so  practically 
successful  as  is  desirable,  for  unless  the  gavel  is  swept  from 
the  platform  by  a  very  quick  motion  some  of  its  parts  are 
liable  to  touch  the  ground  while  the  others  are  still  upon 
the  platform  ;  and  as  the  former  are  at  rest  while  the  latter 
still  partake  of  the  forward  movement  of  the  machine,  the 
gavel  is  liable  to  be  scattered^  or,  as  the  farmers  term  it, 
the  grain  "  straggles  "  so  much  as  to  interfere  very  seriously 
with  the  labors  of  the  binders.  The  third  of  the  above- 
mentioned  methods,  viz.,  that  of  discharging  the  gavels  in 
a  curvilinear  path  at  the  side  of  the  machine — we  regard  as 
superior  to  all  others  in  practical  eflSciency ;  bnt  the  ar- 
rangements heretofore  adopted  for  carrying  out  that  object 
have  not,  in  our  opinion,  been  such  as  to  accomplish  the 
result  sought  to  be  attained  in  a  satisfactory  manner. 

The  invention  claimed  in  this  patent  consists  in  construct- 
ing the  platform,  upon  which  the  cut  grain  falls  as  it  is 
cut,  in  the  shape  of  a  quadrant,  or  of  a  sector  of  a  circle, 
and  placing  it  just  behind  the  cutting  apparatus,  and  in 
such  relation  to  the  main  frame  that  the  grain,  whether 
raked  off  by  hand  or  by  machinery  located  behind  the  cut- 
ting apparatus,  can  be  swept  around  on  the  arc  of  a  circle 
and  dropped  on  the  ground  far  enough  from  the  standing 
grain  to  leave  room  for  the  team  and  machine  to  pass  be- 
tween the  gavels  and  the  standing  grain,  thereby  obviating 
the  inconvenience  of  taking  up  the  grain  as  fast  as  it  ig^cut. 

In  .the  accompanying  drawings  the  improvement  herein 
described  is  represented  as  applied  to  a  reaping-machine 
having  an  automatic  raking  mechanism  ;  but  it  is  obviously 
equally  applicable  to  machines  in  which  the  grain  is  raked 
oflf  by  hand,  the  mode  of  operation  in  either  case  being  sub- 
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stantially  the  same.  The  said  improvement  is  also  equally 
applicable  to  machines  in  which  the  several  parts — such  as 
the  main  frame,  driving-wheel,  supporting-wheels,  gear- 
ing, &c. — occupy  somewhat  different  positions  relatively  to 
each  other  from  those  shown  in  the  drawings,  so  long  as 
the  platform  is  quadrant- shaped,  located  immediately  be- 
hind the  cutting  apparatus,  and  so  arranged  as  to  allow  the 
grain  to  be  discharged  from  the  position  in  which  it  falls 
in  the  arc  of  a  circle  behind  the  driving-wheel  and  out  of 
the  path  of  the  horses  in  cutting  the  next  swath. 

In  the  accompanying  drawings,  the  main  or  wheel  frame 
A  is  constructed  of  two  pieces  of  timber  framed  parallel  to 
each  other,  and  connected  by  three  girts — one  in  the  rear 
of  the  driving-wheel  and  two  in  front.  The  tongue,  B,  to 
which  the  team  is  attached,  is  bolted  to  the  front  end  of 
the  inner  side  piece  of  the  wheel-frame.  The  finger-beam 
C  is  attached  to  the  inner  side  piece  of  the  fmme.  A,  di- 
rectly under  the  axle  of  the  driving-wheel,  by  means  of  a 
cast-iron  bracket  and  bolts. 

To  the  opposite  end  of  the  finger-beam  C  is  attached  the 
divider-piece,  D,  which  extends  about  three  feet  back  of  it 
and  about  two  and  a  half  feet  in  fronf  of  it.  A  brace,  d, 
extends  from  the  back  end  of  the  wheel-frame  A  to  the 
back  end  of  the  divider- piece,  D.  The  reel-bearer  E  is  sup- 
ported by  the  posts,  F  and  G,  which  extend  up  from  the 
divider-piece,  D.  The  reel-bearer  extends  in  front  of  the 
reel-posts  F  about  three  feet,  and  has  one  end  of  the  reel- 
shaft  hung  upon  its  front  end.  The  divider-board  H  is 
made  fast  to  the  front  end  of  the  divider-piece.  It  is  also 
secured  to  the  reel-post  F  about  two  feet  above  the  divid- 
ing-piece. 

The  seat  I  for  the  operator  is  constructed  of  four  braces 
extending  up  from  the  wheel-frame,  A — one  from  each  cor- 
ner of  the  frame — forming  two  triangles  parallel  to  each 
other,  to  the  top  of  which  a  seat  is  attached.  The  foot- 
board J  is  bolted  to  these  braces. 

The  reel-post,  K,  the  lower  end  of  which  is  inserted  into 
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a  mortise  in  the  inner  side  piece  of  the  frame,  A,  near  its 
front  end,  passes  up  by  the  side  of  the  diagonal  brace,  L, 
to  which  it  is  attached  by  a  bolt  passing  through  a  slot  in 
it,  and  also  through  one  in  the  brace.  This  post,  to  the 
upper  end  of  which  one  end  of  the  reel-shaft  is  hung,  is 
supported  in  this  manner  to  admit  of  its  being  raised  and 
lowered  to  vary  the  height  of  the  reel.  A  guard-board,  M, 
extends  from  the  tongue  B  to  the  finger-beam,  C,  for  the 
purpose  of  bringing  the  grain  to  the  sickle.  A  brace  of 
three-fourths  inch  round  iron  extends  from  the  tongue  to 
the  finger-beam,  C,  directly  under  the  guard-board. 

The  driving-wheel  N  (three  feet  or  more  in  diameter)  is  of 
cast-iron,  but  might  be  made  of  wood,  and  is  hung  on  an 
axle  that  has  its  bearings  of  cast-iron  bolted  upon  the  up- 
j>er  side  of  the  frame,  A.  An  internal  spur  cog-wheel,  O, 
is  cast  upon  the  arms  of  the  driving-wheel.  A  pinion,  O', 
which  is  hung  on  a  transverse  shaft,  O',  that  has  its  bear- 
ings attached  to  the  cast  frame,  P,  in  the  manner  herein- 
after described,  meshes  into  the  spur-wheel,  O.  A  bevel- 
wheel,  O*,  about  one  foot  in  diameter,  is  hung  on  this  shaft 
and  meshes  into  a  bevel-pinion,  O*,  hung  on  a  vertical  crank- 
shaft, O*,  that  has  its  upper  bearing  in  a  box  supported  in 
the  cast  frame,  P,  and  its  lower  bearing  in  a  step  bolted 
upon  the  inner  side  piece  of  the  frame  A. 

The  combination-box  or  cast  frame,  P,  Fig.  2,  in  which 
the  gearing  is  mainly  hung,  has  a  long  broad  base,  and  is 
bolted  to  the  inner  side  piece  of  the  frame  A.  Near  the 
back  end  of  the  base  is  an  elevation  of  six  or  eight  inches, 
to  the  back  part  of  which  is  bolted  another  piece  of  casting, 
and  thus  two  boxes  are  formed — one  above  the  other — for 
the  inner  end  of  the  axle  of  the  driving-wheel,  which  axle 
is  shifted  from  one  to  the  other  of  these  boxes  to  vary 
the  height  of  the  cut.  There  is  another  elevation  at  the 
front  end  of  the  base,  corresponding  in  height  nearly  with 
the  one  at  the  back  end,  and  the  upper  plate  of  said  cast 
frame  or  combination -box  extends  from  one  of  these  eleva- 
tions to  the  other,  as  shown  at  A,  Pig.  2,  and  is  made  broader 
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than  the  base  or  elevation,  so  as  to  project  beyond  them, 
as  shown  at  3,  Pig.  2.  Near  the  center  of  this  upper  plate 
there  is  a  slot  made,  in  which  the  bevel- wheel  is  placed,  its 
shaft  being  supported  at  each  end  by  bearings  on  this  plate. 
The  upper  crank-box,  4,  is  bolted  to  the  inner  side  of  this 
plate  directly  under  the  bevel-wh6el  box,/.  By  this  ar- 
rangement of  the  gearing  it  is  more  compact  than  it  could 
otherwise  be  made,  and  admits  of  a  pitman-rod  of  sufficient 
length  being  used,  without  the  necessity  of  widening  the 
machine  to  make  room  for  the  pitman-rod,  which  would 
have  to  be  done  were  the  gearing  not  thus  compactly  ar- 
ranged. 

The  mechanism  may  be  thrown  into  or  out  of  gear  at  will 
by  means  of  a  disconnecting  lever,  p.  Fig.  3,  which  ope- 
rates a  sliding  clutch  on  the  shaft,  O*. 

The  sickles  eee  are  attached  to  the  crank  by  means  of  a 
rod  or  pitman  one  and  a  half  feet  long,  which  gives  the 
sickles  a  quick  vibratory  motion.  The  crank  is  two  inches 
in  length,  and  gives  the  sickles  a  stroke  of  four  inches. 

There  is  a  pulley,  O*,  four  and  a  half  inches  in  diameter 
on  the  inner  end  of  the  bevel- wheel  shaft,  and  another  pul- 
ley, O",  of  nineteen  inches  in  diameter  on  the  reel-shaft  in 
range  with  it,  over  which  pulleys  runs  a  belt  that  gives  mo- 
tion to  the  reel. 

The  guard -teeth,  oooo^  eighteen  in  number,  more  or  less, 
are  six  inches  long,  made  of  cast-iron,  and  attached  to  the 
finger-beam  C  by  means  of  wood-screws.  These  guard- 
teeth  have  slots  through  them,  through  which  tlie  sickle 
vibrates,  which  slots  are  enlarged  back  of  the  sickle  to  pre- 
vent clogging. 

The  side  of  the  machine  opposite  the  driving-wheel  is 
carried  on  a  wheel  two  and  a  half  feet  in  diameter,  the  axle 
of  which  slides  vertically  in  guides  secured  upon  the  post 
F,  in  which  guides  it  is  raised  or  lowered  by  means  of  a 
rack  and  pinion,  F'. 

The  platform,  Q,  instead  of  being  made  of  a  square  form, 
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and  extending  back  of  the  sickle  only  three  or  four  feet, 
as  heretofore,  is  extended  back  in  a  circular  form,  as  shown 
in  the  drawings,  so  that  the  grain,  instead  of  being  raked 
off  behind  the  machine,  as  heretofore,  making  it  necessary 
to  take  up  each  swath  as  it  is  cut,  is  swept  off  on  a  circle, 
and  dropped  far  enough  from  the  standing  grain  to  be  out 
of  the  way  of  cutting  the  next  swath,  thereby  obviating 
the  necessity  of  taking  up  each  swath  before  another  can 
be  cut. 

The  guards  Z  Z'  prevent  the  grain  from  falling  off  the 
platform  and  from  becoming  entangled  in  the  gearing. 

The  dl-awings  also  represent  the  machine  as  having  an 
automatic  rake  ;  but  a  detailed  description  of  said  rake  is 
deemed  unnecessary  here,  as  it  forms  no  part  of  the  sub- 
ject matter  herein  claimed,  and  is,  besides,  fully  set  forth 
in  Divisions  A  and  B  of  the  original  patent  hereinbefore 
mentioned,  for  which  Letters  Patent  were  issued  on  the 
lOth  day  of  July,  1860. 

The  operation  of  the  machine  is  as  follows :  As  the 
wheels  revolve,  the  gearing  is  put  in  motion,  and  the  stalks 
are  severed  by  the  cutting  apparatus  and  swept  backward 
upon  the  platform  by  the  reel.  They  are  then  swept  around 
upon  the  platform  on  an  arc  of  a  circle  and  discharged 
heads  foremost  upon  the  ground  at  the  side  of  the  machine, 
behind  but  somewhat  inside  of  the  driving-wheel,  and  out 
of  the  path  of  the  horses  in  cutting  the  next  swath. 

What  is  claimed  under  this  patent,  and  for  which  Let- 
ters Patent  are  desired,  is — 

A  quadrant-shaped  platform  arranged  relatively  to  the 
cutting  apparatus,  substantially  as  herein  described,  for 
the  purpose  set  forth. 

WM.   H.  SEYMOUR. 
D.  S.  MORGAN. 
AARON  PALMER. 
S.  G.  WILLIAMS. 
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Witnesses  as  to  signature  of  Wm.  H.  Seymour,  D.  S. 
Morgan,  and  Aaron  Palmer : 
Geo.  H.  Allen, 
William  Stoughton. 
Witnesses  as  to  signature  of  S.  G.  Williams : 
G.  H.  Benham, 
T.  S.  Paddock. 


WM.  H.  SEYMOUR,  OP  BROCKPORT,  NEW  YORK, 
ASSIGNEE,  BY  MESNE  ASSIGNMENTS,  TO  DAY- 
TON S.  MORGAN,  OP  SAME  PLACE. 

Improvement  in  Reaping- Machines. 

Specification  forming  pcurt  of  Letters  Patent  No.  8,212,  dated  July 
8,  1851;  Reissue  No.  1,003,  dated  July  10,  1860;  Reissue  No. 
1,683^  dated  May  31,  1864 

To  all  whom  it  may  concern  I 

Be  it  known  that  I,  William  H.  Seymour,  of  Brockport, 
in  the  county  of  Monroe,  and  State  of  New  York,  have  in- 
vented new  and  useful  Improvements  in  Rea ping-Machines 
for  Cutting  all  Kinds  of  Small  Grain ;  and  I  do  hereby  de- 
clare that  the  following  is  a  full  and  exact  description  of 
the  construction  and  operation  of  the  same,  reference  being 
had  to  the  annexed  drawings,  making  a  part  of  this  speci- 
fication, in  which — 

Figure  1  represents  a  view  in  perspective  of  a  reaping- 
machine  to  which  my  improvements  are  applied  as  it  would 
appear  to  a  spectator  in  the  rear  and  on  the  stubble  side 
thereof.  Fig.  3  represents  a  similar  view  of  the  gearing- 
frame  as  it  would  appear  to  a  spectator  stationed  at  the 
point  of  the  divider  and  looking  toward  the  driving-wheel ; 
and  Fig.  2  represents  an  isometrical  view  of  what  I  term  a 
"combination  of  boxes  in  one  casting,"  in  which  the  gear- 
ing  is  mostly  supported. 
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The  first  part  of  the  invention,  which  constitutes  the 
subject  matter  of  this  patent,  consists  of  the  combination, 
in  a  harvesting-machine,  of  the  following  three  members, 
viz :  first,  a  cutting  apparatus  composed  of  a  finger- beam, 
with  its  fingers  and  cutter ;  second,  a  reel  to  bear  the  grain 
against  said  cutting  ai)paratus  and  insure  its  delivery  upon 
a  platform  in  the  rear  thereof;  third,  a  quadrant-shaped 
platform  in  the  rear  of  the  cutting  apparatus,  with  its  de- 
livery side  arranged,  substantially  as  hereinafter  described, 
at  an  angle  to  the  finger-beam,  so  that  the  grain  cut  by 
the  cutting  apparatus  and  compelled  by  the  reel  to  fall 
backward  upon  the  platform  can  be  moved  from  the  cut- 
ting apparatus  head  foremost,  swept  round  in  a  curve,  and 
dischaged  upon  the  ground  crosswise  to  the  direction  of 
the  swath  and  out  of  the  track  of  the  horses  when  cutting 
the  succeeding  swath. 

The  second  part  of  the  invention  consists  of  the  combi- 
nation, in  a  harvesting-machine,  of  the  following  members, 
viz  :  first,  a  cutting  apparatus,  as  above  specified  ;  second, 
a  quadrant-shaped  platform,  as  above  specified ;  third,  a 
sweep-rake,  or  rake  arranged  to  sweep  in  a  circular  curve 
over  said  platform  when  acting  on  the  grain ;  fourth,  me- 
chanism for  moving  the  same ;  fifth,  devices  for  prevent- 
ing the  rake-teeth  from  rising  out  of  the  cut  grain  on  the 
platform,  so  that  when  this  part  of  my  invention  is  used 
the  cut  grain  falling  upon  the  platform  is  delivered  there- 
from with  certaintj'-  automatically  head  foremost  and  in 
circular  curves. 

A  convenient  arrangement  of  mechanism  for  carrying  my 
invention  into  effect  is  shown  in  the  accompanying  draw- 
.  ings,  which  represent  a  harvesting-macliine  having  an  au- 
tomatic rake  and  embodying  the  improvements  which  con- 
stitute the  subject-matter  of  this,  patent,  as  well  as  others 
which  are  set  forth  more  particularly  in  other  patents  ex- 
j)iring  at  the  same  date.  The  main  or  wheel  frame  A  is 
constructed  of  two  pieces  of  timber  framed  parallel  to  each 
other  and  connected  by  three  girts,  one  in  the  rear  of  the 
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driving-wheel  and  two  in  front.  The  tongue  B,  to  which 
the  team  is  attached,  is  bolted  to  the  front  end  of  the  inner 
side  piece  of  the  wheel-frame.  The  finger-beam  or  guard- 
piece  C  is  attached  to  the  inner  side  piece  of  the  frame  A, 
directly  under  the  axle  of  the  driving-wheel,  by  means  of 
a  cast-iron  bracket  and  bolts.  To  the  opposite  end  of  the 
guard-piece  C  is  attached  the  divider-piece  D,  which  ex- 
tends about  three  feet  back  of  it  and  two  and  a  half  feet  in 
front  of  it.  A  brace,  d,  extends  from  the  back  end  of  the 
wheel-frame  A  to  the  back  end  of  the  divider-piece  D. 

The  reel-bearer  E  is  supported  by  the  posts  F  and  G, 
which  extend  up  from  the  divider-piece  D.  The  reel- 
bearer  extends  in  front  of  the  wheel-post  F  about  three  feet, 
and  has  one  end  of  the  reel-shaft  hung  upon  its  front  end. 
The  divider-board  H  is  made  fast  to  the  front  end  of  the 
divider-piece.  It  is  also  secured  to  the  wheel-post  F,  about 
two  feet  above  the  divider-piece.  The  seat  I  for  the  ope- 
rator is  constructed  of  four  braces,  extending  up  from  the 
wheel-frame  A,  one  from  each  corner  of  the  frame,  form- 
ing two  triangles,  parallel  to  each  other,  to  the  top  of 
which  the  seat  is  attached.  The  foot-board  J  is  bolted  to 
three  braces.  The  reel-post  K,  the  lower  end  of  which  is 
inserted  into  a  mortise  in  the  inner  side  piece  of  the  frame 
A,  near  its  front  end,  passes  up  at  the  side  of  the  diagonal 
brace  L,  to  which  it  is  attached  by  a  bolt  passing  through  a 
slot  in  it,  and  also  through  one  in  the  brace.  This  post  (to 
the  upper  end  of  which  one  end  of  the  reel-shaft  is  hung) 
is  supported  in  this  manner  to  admit  of  its  being  raised 
and  lowered  to  vary  the  height  of  the  reel.  A  guard-board, 
M,  extends  from  the  tongue  B  to  the  guard-piece  C  for  the 
purpose  of  bringing  the  grain  to  the  sickle  e.  A  brace  of 
three-fourths-inch-round  iron  extends  from  the  tongue  to 
the  guard-piece  directly  under  the  guard-board. 

The  driving  wheel  N  (three  feet  or  more  in  diameter)  is 
of  cast-iron,  but  might  be  made  of  wood,  and  is  hung  on 
an  axle  that  has  its  bearings  (of  cast  iron)  bolted  upon  the 
upper  side  of  the  frame  A.     An  internal  spur  cog-wheel, 
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O,  is  cast  upon  the  arms  of  the  driving-wheel.  A  pinion, 
o\  which  is  hung  on  a  transverse  shaft,  o',  that  has  its 
bearings  attached  to  the  cast  frame  P  in  manner  hereinaf- 
ter described,  meshes  into  this  spur-wheel  o.  A  bevel- 
wheel,  0*,  about  one  foot  in  diameter,  is  hung  on  this  shaft, 
and  meshes  into  a  bevel-pinion,  o\  hung  on  a  veriicnl 
crank-shaft,  o*,  that  has  its  upper  bearing  in  a  box  sup- 
ported in  the  cast-iron  frame  P,  and  its  lower  beai'ing  in  a 
step  bolted  upon  the  inner  side  piece  of  the  frame  A. 

The  combination-box  or  cast  frame  P,  Fig.  2,  in  which 
the  gearing  is  mainly  hung,  has  a  long  broad  base,  and  is 
bolted  to  the  inner  side  piece  of  the  frame  A.  Near  the 
back  end  of  the  base  is  an  elevation  of  six  or  eight  inches, 
to  the  back  part  of  which  is  bolted  another  piece  of  cast- 
ing, and  thus  two  boxes  are  formed  (one  above  the  other) 
for  the  inner  end  of  the  axle  of  the  driving-wheel,  which 
axle  is  shifted  from  one  to  the  other  of  these  boxes  to  vary 
the  height  of  cut.  There  is  another  elevation  at  the  front 
end  of  the  base  corresponding  in  height  nearly  with  the  one 
at  the  back  end,  and  the  upper  plate  of  said  cast  frame  or 
combination-box  extends  from  one  of  these  elevations  to 
the  other,  as  shown  at  A,  Pig.  2,  and  is  made  broader  than 
the  base  or  elevations,  so  as  to  project  beyond  them,  as 
shown  at  3,  Fig.  2. 

Near  the  center  of  this  upper  plate  there  is  a  slot  made, 
in  which  the  bevel-wheel  is  placed,  its  shaft  being  sup- 
ported at  each  end  by  bearings  on  this  plate.  The  upper 
crank-box,  4,  is  bolted  to  the  under  side  of  this  plate  di- 
rectly under  the  bevel- wheel  box  /.  By  this  arrangement 
of  the  gearing  it  is  more  compact  than  it  could  otherwise 
be  made,  and  admits  of  a  pitman-rod  of  sufficient  length 
being  used  without  the  necessity  of  widening  the  machine 
to  make  room  for  the  pitman-rod,  which  would  have  to  be 
done  were  the  gearing  not  thus  compactly  arranged.  The 
mechanism  can  be  thrown  into  or  out  of  gear  at  will  by 
means  of  a  disconnecting-lever,  p^  which  operates  a  sliding 
clutch  on  the  driving  shaft  o*. 
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The  sickle  e  e  ei%  attached  to  the  crank  by  means  of  a 
rod  or  pitman  one  and  a  half  feet  long,  which  gives  the 
sickle  a  quick  vibrating  motion.  The  crank  is  two  inches 
in  length  and  gives  the  sickle  a  stroke  of  four  inches.  There 
is  a  pulley,  o*,  four  and  a  half  inches  in  diameter,  on  the 
inner  end  of  the  bevel-wheel  shaft,  and  another  pulley,  o\ 
of  nineteen  inches  in  diameter,  on  the  reel  shaft,  in  range 
with  it,  over  which  pulleys  runs  a  belt  that  gives  motion 
to  the  reel.  The  reel  is  made  and  operated  in  the  usual 
manner. 

The  guard- teeth  or  fingers  o  o  o  o^  eighteen  in  number, 
(more  or  less,)  are  six  inches  long,  made  of  cast-iron,  and 
attached  to  the  guard-piece  or  finger-beam  C  by  means  of 
wood-screws  in  their  front  edges  and  on  their  tops.  These 
guard-teeth  have  slots  through  them,  through  which  the 
sickle  e  e  €  vibrates,  which  slots  are  enlarged  back  of  the 
sickle  to  prevent  clogging.  The  side  of  the  machine  op- 
posite the  driving-wheel  is  carried  on  a  wheel  two  and  half 
feet  in  diameter,  the  axle  of  which  slides  vertically  in 
guides  secured  upon  the  post  F,  in  which  guides  it  is 
raised  or  lowered  by  means  of  a  rack  and  pinion,  F. 

The  platform  Q,  instead  of  being  made  in  a  square  form 
and  extending  back  to  the  sickle  only  three  or  four  feet, 
as  heretofore,  is  of  what  I  denominate  a  ''quadrant"  form — 
that  is  to  say,  that  edge  of  it  g',  at  which  the  grain  is  delivered 
forms  a  considerable  angle  with  that  edge  of  it,  p\  at 
which  the  grain  is  received,  so  that  the  grain,  instead  of 
being  raked  off  behind  the  machine,  making  it  necessary 
to  take  up  each  swath  as  it  is  cut,  is  swept  off  in  a  circular 
curve  and  dropped  far  enough  from  the  standing  grain  to 
be  out  of  the  way  of  the  team  while  cutting  the  next  swath, 
thereby  obviating  the  necessity  of  taking  up  each  swath 
before  another  can  be  cut.  That  side  of  the  platform 
which  is  nearest  the  standing  grain  is  curved  from  the 
outer  end  of  the  cutting  apparatus  to  the  hinder  edge  of  the 
delivery  side,  and  is  provided  with  a  fence,  Z',  or  guard,  so 
as  to  prevent  the  escape  of  the  cut  grain  and  guide  it  along 
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the  platform  to  its  delivery-edge.  The  other  guard,  Z. 
prevents  the  grain  from  escaping  laterally  from  the  side  of 
the  platform  which  is  nearest  the  driving-wheel. 

The  grain  is  raked  from  the  platform  of  the  machine  by 
means  of  a  rake  that  is  made  to  travel  back  and  forth  in  the 
following  manner :  The  rake  consists  of  the  head  V,  into 
which  the  teeth  are  inserted,  the  attachments  W  W  W, 
the  lower  ends  of  which  are  firmly  secured  to  the  rake- 
head,  the  guide-rod  X,  passing  through  the  attachments 
W  W  W  parallel  to  the  rake-head  V,  and  about  the  center  of 
the  rake,  and  the  lever-arm  or  rake  rod  R,  which  extends 
horizontally  across  the  platform  and  through  the  upper 
ends  of  the  attachments  W  W  W,  so  as  to  revolve  freely 
therein. 

A  pinion,  r,  of  twelve  cogs,  (may  be  more  or  less,)  is 
secured  upon  the  end  of  the  rake-rod  R,  which  pinion 
meshes  into  the  internal  spur-wheel  o  and  causes  the  rod 
to  revolve.  This  rod  is  provided  with  a  universal  joint,  r\ 
a  few  inches  from  the  pinion  r.  The  short  section  of  the 
rod,  between  the  joint  and  the  pinion  is  supported  in  hori- 
zontal transverse  position  with  respect  to  the  plane  of  the 
driving-wheel  by  bearings  secured  upon  the  wheel-frame 
A,  the  universal  joint  thus  forming  the  center  of  motion  of 
rake,  as  hereinafter  more  fully  described.  Another  pin- 
ion, S,  is  secured  on  the  rake- rod  near  its  outer  end,  and 
is  provided  with  cogs  (or  some  irregular  surface)  to  corres- 
pond with  those  of  an  endless  rack,  T,  having  internal 
teeth,  in  which  it  travels.  This  endless  rack  T  has  par- 
allel sides  and  semi-circular  ends,  and  it  is  to  be  made  of 
the  shape  required  to  produce  the  desired  motions  of  the 
rake,  as  hereinafter  described.  It  is  secured  upon  the 
outer  or  grain  end  of  the  platform,  and  is  so  curved  that  in 
its  top  view  it  forms  the  arc  of  a  circle  of  which  the  xiniver- 
sal  joint  r'  forms  the  center  and  the  rake-rod  R  the  radius. 
This  rod  R  also  extends  through  the  pinion  S,  and  projects 
beyond  it — say  half  an  inch — in  order  that  it  may  roll 
along  the  edge  of  the  guide-plate  U,  which  plate  is  secured 
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in  the  center  of  the  endless  rack  with  its  edges  parallel  to 
the  sides  thereof,  and  holds  the  pinion  S  in  contact  with 
the  teeth  of  the  rake  in  every  part  of  its  circuit,  and  also 
acts  as  a  support  to  the  outer  end  of  the  rake-rod. 

The  guide-rod  X  passes  through  one  or  more  of  the  at- 
tachments W  W  W,  and  extends  beyond  the  pinion  S  into 
the  horizontal  groove  y  in  the  center  of  the  endless  rack  T, 
as  well  as  in  that  of  the  guide-plate  U.  It  also  projects  be- 
vond  the  outer  end  of  the  rake-rod  R,  that  it  mav  at  all 
times  continue  in  the  groove. 

The  operation  of  the  machine  is  as  follows:  As  it  is 
drawn  forward  the  grain  in  front  of  the  machine  is  divided 
from  the  remainder  by  the  divider  at  the  outer  end  of  the 
finger-beam  and  its  heads  are  borne  by  the  reel  toward  the 
cutting  apparatus,  which  severs  the  stalks.  The  cut  grain 
is  compelled  to  fall  backward  upon  the  platform  in  the  rear 
of  the  cutting  apparatus  by  the  continued  action  of  the 
reel.  As  the  platform  is  quadrant-shaped,  it  permits  the 
cut  grain  to  be  moved  backward  head  foremost  from  the 
cutting  apparatus,  swept  around  in  a  circular  curve,  and 
delivered  at  the  angular  side  of  the  platform.  In  the  pres- 
ent machine  the  movement  of  the  grain  on  the  platform 
and  its  delivery  are  effected  by  the  automatic  rake,  which 
operates  as  follows :  Sxippose  the  parts  to  occupy  the  posi- 
tion shown  in  Fig.  1.  As  the  machine  advances  the  pin- 
ion r  and  rake-rod  R  are  caused  to  revolve,  which  causes 
the  pinion  S  to  roll  along  from  front  to  rear  of  the  plat- 
form in  contact  with  the  teeth  of  the  upper  side  of  the  end- 
less rack  T,  against  which  it  is  held  by  the  projecting  end 
of  the  rake-rod  R,  which  rolls  along  the  upper  edge  of  the 
guide-plate  U,  and  which  supports  the  outer  end  of  the 
rake.  The  guide-rod  X  travels  in  the  groove  Y,  and,  as  it 
is  below  the  level  of  the  pinion  S,  while  the  latter  is  in  con- 
tact with  the  upper  teeth  of  the  rack,  the  points  of  the 
rake-teeth  are  held  firmly  down  upon  the  platform  while 
raking  oflf  the  grain,  which  is  swept  around  on  an  arc  of  a 
circle  (of  which  the  universal  joint  r'  forms  the  center)  and 
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discharged  heads  foremost  upon  the  gi'ound,  at  the  side  of 
the  machine,  behind  the  driving-wheel,  crosswise  to  the  di- 
rection of  the  swath,  and  far  enough  removed  from  the 
standing  grain  to  be  out  of  the  path  of  the  team  when  the 
machine  comes  round  in  cutting  the  next  swath.  When 
the  pinion  S  has  arrived  at  the  rear  end  of  the  rack  T, 
which  point  is  marked  4  in  the  drawings — that  is,  when 
the  gavel  has  been  discharged — it  descends  until  the  lower 
side  of  the  rack  is  reached,  when  it  begins  to  run  forward, 
being  held  down  upon  the  teeth  of  the  rack  by  the  lower 
side  of  the  guide-plate  u.  As  the  pinion  descends  it 
passes  below  the  level  of  the  groove  y,  in  which  the  guide- 
rod  X  travels,  and  as  this  rod  forms  the  fulcrum  of  the  rake 
its  teeth  are  correspondingly  elevated  and  held  jip  until 
the  pinion  S  reaches  the  limit  of  its  forward  motion,  which 
point  is  marked  3  in  the  drawings.  When  the  pinion  S  be- 
gins to  ascend  the  curved  end  of  the  rack  the  guide-rod 
slips  into  a  slot  in  the  forward  end  of  the  rack,  which  slot 
forms  a  continuation  of  the  groove  y,  and  is  of  a  depth 
sufficient  to  permit  the  pinion  S  to  rise  without  obstruc- 
tion from  the  guide-rod.  As  the  pinion  rises  the  rake- 
teeth  are  correspondingly  depressed,  the  guide-rod  X  still 
forming  the  fulcrum,  and  by  the  time  the  pinion  has 
reached  the  upper  side  of  the  endless  rack  the  rake-teeth 
are  firmly  pressed  toward  the  platform  and  prevented  from 
rising  out  of  the  grain  which  may  have  been  received 
thereon. 

I  have  called  the  platform  above  described  ''quadrant- 
shaped"  because  it  is  a  convenient  name  to  indicate  its 
form,  and  not  because  the  platform  has  the  form  of  an  ex- 
act quadrant  of  a  circular  disk,  for  it  will  be  noticed  that 
as  the  center  of  the  universal  joint  on  which  the  rake 
moves  is  a  little  in  the  rear  of  the  cutting  apparatus  the 
front  portion  of  the  platform  is  straighter  than  the  corres- 
ponding part  of  a  geometrical  quadrant,  while  the  delivery 
side  of  the  platform  q*  is  not  at  a  right  angle  with  the  front 
edge  thereof  next  the  finger-beam.     The  triangular  point 
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of  the  quadrant  is  also  removed  as  unnecessary.  The  pre- 
cise form  of  the  platform  is  not  important  so  long  as  the 
same  mode  of  operation  is  preserved,  by  which  I  mean  so 
long  as  the  platform  is  so  shaped  and  arranged  in  the  rear 
of  the  cutting  apparatus  that  the  grain  received  thereon 
can  be  moved  from  the  cutting  apparatus  head  foremost  and 
in  a  curve,  and  discharged  crosswise  in  the  direction  of  the 
swath  and  out  of  the  way  of  the  team  or  the  machine  when 
cutting  the  succeeding  swath.  Neither  is  it  a  matter  of 
necessity  that  the  rake,  the  mechanism  for  operating  it, 
and  the  devices  for  preventing  its  teeth  from  rising  out  of 
the  grain  should  be  constructed  as  represented  in  the 
drawings,  provided  their  construction  is  such  that  their 
mode  of  operation  is  preserved — that  is  to  say,  provided 
the  rake-teeth  are  compelled  to  sweep  over  the  platform  in 
circular  curves  while  moving  the  grain,  and  are  also  pre- 
vented from  rising  from  their  proper  positions  over  the 
platform  at  that  time  by  mechanism  substantially  as  de- 
scribed. 

The  operations  of  the  other  parts  of  the  machine  are  so 
well  known  to  those  skilled  in  the  art  of  constructing  reap- 
ing-machines that  any  further  description  of  them  is 
deemed  unnecessary  here,  especially  as  they  form  no  part 
of  the  subject-matter  herein  claimed. 

What  I  claim  under  this  patent  as  my  invention  is — 

1.  The  combination,  in  a  harvesting- machine,  of  the  cut- 
ting apparatus  to  sever  the  stalks  with  a  reel  and  with  a 
quadrant-shaped  platform  located  in  the  rear  of  the  cutting 
apparatus,  these  three  members  being  and  operating  sub- 
stantially as  set  forth. 

2.  The  combination,  in  a  harvesting-machine,  of  the  cut- 
ting apparatus  with  a  qnadrant-shaped  platform  in  the 
rear  of  the  cutting  apparatus,  a  sweep-rake,  mechanism 
for  operating  the  same,  and  devices  for  preventing  the  rise 
of  the  rake-teeth  when  operating  on  the  grain,  these  five 
members  being  and  operating  substantially  as  set*  forth. 
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In  testimony  whereof  I  have  hereunto  subscribed  my 
name. 

WILLIAM  H.  SEYMOUR. 
Witnesses : 

William  STOUGHToir, 
Geo.  H.  Allen. 


A.  PALMER  AND  S.  G.  WILLIAMS,  OP  BROCKPORT, 
NEW  YORK,  ASSIGNORS,  BY  MESNE  ASSIGN- 
MENTS, TO  D.  S.  MORGAN,  WM.  H.  SEYMOUR,  S. 
G.  WILLIAMS,  AND  AARON  PALMER. 

Improvement  in  Harvesters. 

Specification  forming  part  of  Letters  Patent  No.  8,192,  dated  Jnlj 
1,  1851  ;  Reissue  No.  305,  dated  April  10,  1855 ;  Reissue  Na 
1,109,  dated  January  1,  1861. 

To  all  whom  it  may  concerii : 

Be  it  known  that  we,  Aaron  Palmer,  of  Brockport,  in 
the  county  of  Monroe,  and  State  of  New  York,  and  Stephen 
G.  Williams,  formerly  of  the  same  place,  but  now  of 
Janesville,  in  the  county  of  Rock,  and  State  of  Wisconsin, 
have  invented  a  new  and  Improved  Harvesting  Machine ; 
and  we  do  hereby  declare  that  the  following  is  a  full,  clear, 
and  exact  description  thereof,  reference  being  had  to  the 
accompanying  drawings,  making  part  of  the  specification, 
in  which — 

Fig.  1  represents  a  view  in  perspective  of  a  harvesting 
machine  to  which  our  improvements  are  applied  ;  and  Pig. 
2,  a  similar  view  of  the  driving-wheel  and  a  portion  of  the 
vibrating  arm  or  lever  which  carries  the  rake,  showing 
more  particularly  the  mechanism  by  which  the  latter  is 
operated. 

The  invention  claimed  under  this  patent  consists  in  ar- 
ranging an  automatic  sweep- rake  in  such  relation  to  a  quad- 


Palmer  t  Willidms. 

ffdrreslsr  Bake . 


^ 


Dec,  1870.]  SEYMOUR  v.  OSBORNE.  339 

statement  of  the  case. 

ranr-shaped  platform,  upon  which  the  grain  falls  as  it  is 
cut,  that  it  shall  vibrate  over  the  same  at  suit^ible  intervals 
to  discharge  the  cut  grain  upon  the  ground.  f 

The  accompanying  drawings  represent  a  convenient  ar- 
rangement of  parts  for  carrying  out  the  object  of  our  in- 
vention. 

The  frame  is  composed  of  three  longitudinal  beams,  H  I 
J,  and  two  transverse  beams,  F  G,  the  whole  being  securely 
fastened  to  each  other  at  their  points  of  intersection.  The 
main  or  driving  wheel  A  is  placed  between  the  outer  longi- 
tudinal beam,  I,  and  the  central  beam,  H,  and  has  its  bear- 
ings in  arched  supports  or  brackets  E,  rising  from  each  of 
these  beams. 

Guard  fingers  t,  through  which  a  sickle,  M,  vibrates, 
are  secured  upon  the  front  edge  of  a  platform,  D,  upon 
which  the  heads  and  upper  portion  of  the  stalks  of 
grain  fall  as  they  are  severed  by  the  cutting  apparatus, 
which  may  be  constructed  and  operated  in  any  suitable 
manner.  This  platform  is  shaped  like  a  quadrant  or  sec- 
tor of  a  circle,  of  which  the  arm  or  lever  which  carries  the 
rake-head  forms  the  radius,  and  the  fulcrum-pin  on  which 
said  leVer  vibrates  the  center,  in  order  that  the  grain  may 
be  swept  round  on  an  arc  of  a  circle  and  be  discharged 
upon  the  ground  behind  the  driving-wheel.  A  tongue  for 
the  team  to  draw  by  is  secured  rigidly  to  the  frame  in  line 
with  the  central  beam,  H,  and  projects  forward  at  a  right 
angle, or  thereabouts,  to  the  front  edge  of  the  frame.  A 
fence  or  guard,  O,  which  may  either  be  made  straight  or 
curved  to  correspond  with  the  sweep  of  the  inner  end  of 
the  rake,  arises  from  the  inner  edge  of  the  platform  and 
prevents  the  grain  from  falling  oflf  or  becoming  entangled 
in  the  gearing.  The  front  end  of  this  guard  may  also  be 
curved  outward  and  secured  to  the  tongue,  and  thus  act  as 
a  guide  to  bring  the  grain  in  toward  the  cutting  apparatus. 
A  curved  fence  or  guard,  N,  rises  from  the  outer  edge  of 
the  platform,  with  which  it  corresponds  in  curvature,  and 
serves  to  prevent  the  grain  from  being  deflected  fron\  its 
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path  or  thrown  from  the  platform  by  the  centrifugal  force 
generated  by  the  vibrating  movements  of  the  rake. 

The  vibrating  arm  or  lever  B,  whieh  carries  the  rake,  has 
lugs  or  projections  n  b  secured  upon  the  upper  and  lower 
sides  of  its  inner  end,  on  each  of  which  lugs  cogs  or  teeth 
are  arranged,  so  as  to  form  a  rack.  These  plates  embrace 
brackets  or  ears  e  e,  projecting  horizontally  from  the  wheel- 
support  E,  and  are  held  in  place  by  a  fulcrum-pin,  S.  which 
passes  through  both  ears  and  lugs.  This  fulcrum  pin  thus 
serves  not  only  to  hold  the  arm  or  lever  B  in  a  horizontal 
I)osition  without  support  at  its  outer  end,  but  also  forms 
the  center  of  motion  on  which  it  vibrates  freely  over  the 
platform.  This  arm  or  lever  is  vibrated  by  means  of  teeth 
or  cogs  secured  upon  the  inner  face  of  the  driving-wheel 
in  such  manner  as  to  form  segments  of  a  pinion,  as  shown 
in  Fig.  2.  The  teeth  q  of  the  segment  which  gears  into  the 
rack  on  the  lower  lug,  6,  of  the  arm  or  lever  B  are  placed 
nearer  to  the  axis  of  the  driving-wheel  than  the  teeth  p  of 
the  segment  which  gears  into  the  rack  of  the  upper  lug,  ti, 
of  the  lever.  This  arrangement  is  necessary  in  order  that 
each  segment  of  a  pinion  or  set  of  teeth  may  gear  only  with 
its  own  rack.  The  teeth  q  of  the  inner  segment  project 
outwardly,  while  those  p  of  the  outer  set  project  inwardly. 

The  rake-head  C,  into  which  the  rake  teeth  are  insei-ted, 
may  be  connected  to  the  opeiuting- lever  B  by  any  suitable 
hinge  or  joint  that  will  allow  it  the  proper  degree  of  ver- 
tical play.  A  guide-rod,  c,  projects  from  the  outer  end  of 
the  rake-head  in  the  same  axial  plane,  for  a  purpose  here- 
inafter explained.  A  guide-rail,  d,  which  slopes  gradually 
from  front  to  rear  of  the  machine,  is  supported  above  the 
outer  frame,  N,  with  which  it  conforms  in  curvature,  by 
means  of  brackets  d*  d*,  curved  outwardly,  to  permit  the 
end  of  the  guide-rod  c  to  travel  beneath  the  guide-rail 
when  running  backward.  A  short  section  of  the  rear  end 
of  the  rail  d  is  hinged,  so  as  to  form  a  joint  or  gate,  /", 
capable  of  moving  vertically  on  its  pivot,  the  rear  end  of 
which  section  rests  upon  the  guard  N.    A  guard-rail,  g. 
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having  an  upward  inclination,  surmounts  the  after  end  of 
the  guard  N.  The  outer  or  grain  end  of  the  machine  is 
supported  by  a  wheel,  ^,  having  its  bearings  in  the  outer 
longitudinal  beam,  J. 

The  operation  of  the  machine  is  as  follows  :  As  the  wheel 
to  which  the  gearing  is  attached  travels  over  the  ground  the 
machinery  is  set  in  motion,  and  the  cutters  sever  the  stand- 
ing grain,  which  falls  upon  the  platform.  Suppose  the 
rake  to  occupy  the  position  shown  in  Fig.  1— that  is,  to  be 
running  forward.  When  in  this  position  the  teeth  q  are 
in  gear  with  the  rack  6,  and  the  rake-head  C  is  held  above 
the  falling  grain  by  the  guide-rod  c  on  its  outer  end  slid- 
ing upon  the  inclined  guide-rail  d.  The  continued  rotation 
of  the  driving-wheel  causes  the  lever  9  (which  always  vi- 
brates in  the  same  horizontal  plane)  to  push  the  rake  be- 
fore it  until  the  guide-rod  c  has  passed  beyond  the  front 
end  of  the  guide-rail  eZ,  when  the  rake  drops  suddenly  upon 
the  platform,  its  teeth  strking  into  the  butts  of  the  fallen 
grain  as  it  lies  thereon.  By  this  time  the  teeth  q  have  es- 
caped from  the  rack  &,  and  the  forward  movement  of  the 
rack  ceases.  The  two  sets  of  teeth  p  and  q  are  arranged 
upon  the  face  of  the  driving-wheel  in  such  relation  to  each 
other  that  the  moment  the  latter  escapes  from  the  lower 
rack,  6,  of  the  vibrating  arm  the  former  engage  with  the 
upper  rack,  n  and  reverse  the  motion  of  the  lever.  The 
rake  then  travels  backward  (describing  an  arc  of  a  circle  of 
which  the  fulcrum-pin  S  forms  the  center  and  the  operat- 
ing lever  B  the  radius),  drawing  the  grain  with  it,  and  dis- 
charges it  heads  foremost  upon  the  ground  behind  the  ma- 
chine, with  its  stalks  at  right  angles,  or  thereabout,  there- 
to, and  sufficiently  removed  from  the  standing  grain  to  be 
out  of  the  path  of  the  team  during  their  succeeding  tour 
around  the  field.  As  the  rake  approaches  its  extreme  rear- 
ward point  the  guide-rod  c  lifts  the  jointed  rod/ and  passes 
beyond  it,  when  the  jointed  rod  immediately  resumes 
its  former  place.  The  guard -rod  g  on  the  rear  of  the 
guard  N  prevents  the  rake  from  going  back  so  far  as  to 
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drop  oflf  the  end  of  the  guard.  The  teeth  p  and  g  are  so 
arranged  upon  the  driving-wheel  that  when  the  backward 
movement  of  the  rake  has  ceased  (by  reason  of  the  teeth 
p  escaping  from  the  upper  rack  ti),  the  teeth  q  do  not  im- 
mediately engage  with  lower  rack,  5,  to  start  the  rake  for- 
ward, but  the  rake  remains  at  rest  while  the  driving  wheel 
makes  about  two-thirds  of  a  revolution,  by  which  means 
a  sufficient  pause  is  made  to  allow  a  quantity  of  grain  suffi- 
cient to  form  a  gavel  to  accumulate  upon  the  platform. 
The  rake  then  begins  its  forward  movement,  the  guide-rod  c 
now  sliding  on  the  inclined  guide  and  elevating  the  rake- 
head  until  it  reaches  the  front  edge  of  the  platform,  when 
the  rake  falls  and  the  operations  above  described  are  re- 
peated. 

By  this  description,  then,  it  will  be  seen  that  the  opera- 
tion of  the  rake  is  such  that  it  runs  rapidly  forward 
(rising  as  it  goes  to  pass  over  the  fallen  grain),  drops  sud- 
denly upon  the  platform,  at  once  begins  to  move  quickly 
back  (drawing  the  grain  oflf  on  an  arc  of  a  circle  and  dis- 
charging it  behind  the  driving-wheel)  until  it  reaches  the 
termination  of  its  backward  movement,  pauses  a  moment 
for  a  gavel  to  accumulate,  and  then  moves  rapidly  forward, 
as  before. 

What  we  claim  under  this  patent  as  our  invention  is — 

Discharging  the  cut  grain  from  a  quadrant-shaped  plat- 
form, on  which  it  falls  as  it  is  cut,  by  means  of  an  auto- 
matic sweep-rake  sweeping  over  the  same,  substantially  as 
described. 

•  In  testimony  whereof  we  have  hereunto  subscribed  our 
names. 

AARON  PALMER, 
STEPHEN  G.  WILLIAMS. 

Witnesses  : 

T.  H.  Sparbow, 
D.  S.  Morgan. 
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A.  PALMER,  OP  BROCKPORT,  NEW  YORK,  AND 
STEPHEN  Q.  WILLIAMS,  OP  JANESVILLE,  WIS- 
CONSIN, ASSIGNORS  TO  DAYTON  S.  MORGAN 
AND  WM.  H.  SEYMOUR,  OP  BROCKPORT,  N.  Y. 

Improvement  in  Harvesters.* 

Specification  forming  part  of  Letters  Patent  No.  8,192,  dated  July 
1,  1851  ;  Reissue  No.  5,  dated  January  1,  1861  ;  Reissue  No. 
1,682,  dated  May  31,  1864. 

To  all  wliom  it  may  concern : 

Be  it  known  that  we,  Aaron  Palmer,  of  Brockport,  in 
the  county  of  Monroe  and  State  of  New  York,  and  Stephen 
G.  Williams,  formerly  of  the  same  place,  but  now  of  Janes- 
ville,  in  the  county  of  Rock,  and  State  of  Wisconsin,  have 
invented  certain  new  and  useful  improvements  in  harvest- 
ing machines ;  and  we  do  hereby  declare  that  the  follow- 
ing is  a  full,  clear,  and  exact  description  thereof,  reference 
being  had  to  the  accompanying  drawings,  making  a  part  of 
this  specification,  in  which — 

Fig.  1  represents  a  view  in  perspective  of  a  harvest- 
ing machine  to  which  our  improvements  are  applied  ;  and 
Fig.  2,  a  similar  view  of  the  driving-wheel  and  a  portion 
of  the  arm  or  lever  which  carries  the  rake,  showing  more 
particularly  the  mechanism  by  which  the  latter  is  operated. 

The  object  of  the  invention  claimed  under  this  patent'  is 
to  discharge  the  grain  from  the  platform  on  which  it  falls 
as  it  is  cut  by  sweeping  it  automatically  from  said  platform 
in  curved  lines,  heads  foremost,  and  delivering  it  upon  the 
ground  with  the  stalks  crosswise  to  the  direction  of  the 
swath,  and  out  of  the  track  of  the  horses  when  cutting  the 
succeeding  swath. 

To  this  end  our  invention  consists,  first,  of  the  combina- 
tion, in  a  harvesting  machine,  of  the  following  members, 

*The  drawinpfs  in  this  reissue  are  identical  with  those  of  Reissue  No. 
1,109,  p.  836,  anUy  and  that  the  letter  F  of  the  frame  and  c  for  the  guide 
rod  projecting  from  the  outer  end  of  the  rake  head. 
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viz :  the  cutting  apparatus  to  sever  the  stalk  of  grain,  a 
quadrant-shaped  platform  arranged  behind  the  cuttin«;  ap- 
paratus to  receive  the  stalks  of  grain  as  they  fall  after  cut- 
ting, a  sweep- rake,  and  mechanism  to  operate  the  rake  in 
such  manner  that  its  teeth  are  caused  to  move  in  circular 
curves  over  the  platform  when  they  are  acting  on  the  grain. 

The  second  part  of  the  invention  consists  of  the  combi- 
nation in  the  harvesting  machine,  of  the  following  mem- 
bers,* viz:  a  quadrant-shaped  platform,  a  sweep-rake, 
mechanism  which  causes  the  said  rake  to  move  alternately 
in  opposite  directions  or  vibrate,  an  inclined  guide-rail  to 
raise  the  rake  when  it  is  moved  forward,  and  a  gate  or 
switch  to  cause  the  rake  to  be  acted  upon  by  said  ndl. 

The  accompanying  drawings  represent  a  convenient  ar- 
rangement of  parts  of  a  harvesting  machine  for  carrying 
out  the  object  of  our  invention. 

The  frame  is  composed  of  three  longitudinal  beams,  H  I 
J,  and  two  transverse  beams,  F  G,  the  whole  being  securely 
fastened  together  at  their  points  of  intersection.  The  main 
or  driving  wheel  A  is  placed  between  the  outer  longitudi- 
nal beam,  I,  and  the  central  beam,  H,  and  has  its  bearings 
in  arched  supports  or  brackets  E  rising  from  each  of  these 
beams. 

Guard-fingers  ^,  through  which  a  sickle,  M,  vibrates,  are 
secured  upon  the  front  edge  of  a  platform,  D,  upon  which 
the  heads  and  upper  portions  of  the  stalks  of  grain  fall  as 
they  are  severed  by  the  cutting  apparatus,  which  may  be 
constructed  and  operated  in  any  suitable  manner.  The 
platform  resembles  in  shape  a  quadrant  or  sector  of  a  circle 
(with  the  triangular  point  removed),  of  which  the  arm  or 
lever  which  carries  the  rake-head  forms  the  radius,  and  the 
fulcrum-pin  on  which  said  lever  vibrates  the  center,  in  order 
that  the  grain  may  be  swept  round  in  an  arc  of  a  circle  and 
be  discharged  upon  the  ground  behind  the  driving-wheel. 
A  tongue  for  the  team  to  draw  by  is  secured  rigidly  to  the 
frame  in  line  with  the  central  beam,  H,  and  projects  for- 
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ward  at  a  right  angle,  or  thereabout,  to  the  front  edge  of 
the  frame. 

A  fence  or  guard,  O,  which  may  either  be  made  straight 
or  curved  to  correspond  with  the  sweep  of  the  inner  end  of 
the  rake,  arises  from  the  innner  edge  of  the  platform,  and 
prevents  the  grain  from  falling  oflf  or  becoming  entangled 
in  the  gearing.  The  front  end  of  this  guard  may  also  be 
curved  outward  and  secured  to  the  tongue,  and  thus  act  as 
a  guide  to  bring  the  grain  in  toward  the  cutting  apparatus. 
A  curved  fence  or  guard,  N,  rises  from  the  outer  edge  of 
the  platform,  with  which  it  corresponds  in  curvature,  and 
serves  to  prevent  the  grain  from  being  deflected  from  its 
path  or  thrown  from  the  platform  by  the  centrifugal  force 
generated  by  the  circular  movement  of  the  rake. 

The  arm  or  lever  B,  wliich  carries  the  rake,  has  lugs  or 
projections  n  b  secured  upon  the  upper  and  lower  sides  of 
its  inner  end,  on  each  of  which  lugs  cogs  or  teeth  are  ar- 
ranged so  as  to  form  a  circular  rack  or  cog- segment.  These 
lugs  embrace  brackets  or  ears  e  e,  projecting  horizontally 
from  the  wheel-support  E,  and  are  held  in  place  by  a  ful- 
crum-pin, S,  which  passes  through  both  ears  and  lugs. 
This  fulcrum -pin  thus  serves  not  only  to  hold  the  arm  or 
lever  B  in  a  horizontal  position  without  support  at  its  outer 
end,  but  also  forms  the  center  of  motion  on  which  itmoves 
freely  over  the  platform.  This  arm  or  lever  is  operated  by 
means  of  teeth  or  cogs  secured  upon  the  inner  face  of  the 
driving-wheel  in  such  manner  as  to  form  segments  of  pin- 
ions, as  shown  in  Pig.  2.  The  teeth  q  of  the  segment  which 
gears  into  the  rack  on  the  lower  lug,  &,  of  the  arm  or  lever 
B  are  placed  nearer  to  the  axis  of  the  driving-wheel  than 
the  teeth  ^  of  the  segment  which  gears  into  the  rack  of  the 
upper  lug,  7i,  of  the  lever.  The  teeth  q  of  the  inner  seg- 
ment project  outwardly  while  those  jp  of  the  outer  set  pro- 
ject inwardly. 

The  rake-head  C,  into  which  the  rake- teeth  are  inserted, 
is  connected  to  the  operating-lever  B  by  hinge-joints  that 
allow  it  the  proper  degree  of  vertical  play.     A  guide-rod, 
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c,  projects  from  the  outer  end  of  the  rake-head  in  the  same 
axial  plane  for  a  purpose  hereinafter  explained.  An  in- 
clined guide-rail,  d,  which  slopes  gradually  from  front  to 
rear  of  the  machine,  is  supported  above  the  outer  fence,  N, 
with  which  it  conforms  in  curvature,  by  means  of  brackets 
d^  d^^  curved  outwardly  to  permit  the  end  of  the  guide-rod 
c  to  travel  beneath  the  guide-rail  when  running  backward. 
A  short  section  of  the  rear  end  of  the  rail  d  is  hinged,  so 
as  to  form  a  switch  or  gate,y,  capable  of  moving  vertically 
on  its  pivot,  the  rear  end  of  which  section  rests  upon  the 
guard  N.  A  guard-rail,  (7,  having  an  upward  inclination, 
surmounts  the  after  end  of  the  guard  N.  The  outer  or 
grain  end  of  the  machine  is  supported  by  a  wheel,  K,  hav- 
ing its  bearings  in  the  outer  longitudinal  beam,  J. 

The  operation  of  the  machine  is  as  follows :  As  the  wheel 
to  which  the  gearing  is  attached  travels  over  the  ground 
the  machinery  is  set  in  motion  and  the  cutters  sever  the 
standing  grain,  which  falls  upon  the  platform  behind  it 
with  the  heads  of  the  stalks  towards  the  rear  of  the  ma- 
chine. Suppose  the  rake  to  occupy  the  position  shown  in  Fig. 
1 — that  is,  to  be  running  forward.  When  in  this  position  the 
teeth  q  are  in  gear  with  the  rack  &,  and  the  rake-head  C  is 
held  above  the  falling  grain  by  the  guide-rod  c  on  its  outer 
end  sliding  upon  the  inclined  guide-rail  d.  The  continued  ro- 
tation of  the  driving-wheel  causes  the  lever  B  (which  al- 
ways moves  in  the  same  horizontal  plane)  to  push  the  rake 
before  it  until  the  guide-rod  c  has  passed  beyond  the  front 
end  of  the  guide-rail  d,  when  the  rake  drops  suddenly  upon 
the  platform,  its  teeth  striking  into  the  butts  of  the  fallen 
grain  as  it  lies  thereon.  By  this  time  the  teeth  g  have  es- 
caped from  the  rack  b  and  the  forward  movement  of  the 
take  ceases.  The  two  sets  of  teeth  p  and  q  are  arranged 
upon  the  face  of  the  driving-wheel  in  such  relation  to  each 
other  that  the  moment  the  latter  escape  from  the  lower 
rack,  &,  of  the  lever  B,  the  former  engage  with  the  upper 
rack,  n,  and  reverse  the  motion  of  the  lever.  The  rake 
then  travels  backward  (describing  an  arc  of  a  circle,  of 
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which  the  fulcrum  pin  S  forms  the  center  and  the  operat- 
ing-lever B  the  radius),  drawing  the  gmin  with  it,  and  dis- 
charges it  head  foremost  upon  the  ground  behind  the  ma- 
chine, with  its  stalks  crosswise  to  the  direction  of  the 
swath  and  sufficiently  removed  from  the  standing  grain  to 
be  out  of  the  path  of  the  team  during  their  succeeding  tour 
around  the  field.  As  the  rake  approaches  its  extreme  rear- 
ward point  the  guide-rod  c  lifts  the  switch/ and  passes  be- 
yond it,  when  the  switch  immediately  resumes  its  former 
place.  The  guard-rod  g  on  the  rear  of  the  guard  N  pre- 
vents the  rake  from  going  back  so  far  as  to  drop  off  the 
end  of  the  guard.  The  teeth  jp  and  g  are  so  arranged  upon 
the  driving-wheel  that  when  the  backward  movement  of 
the  rake  has  ceased,  by  reason  of  the  teeth  p  escaping  from 
the  upper  rack,  ti,  the  teeth  q  do  not  immediately  engage 
with  the  lower  rack,  &,  to  start  the  rake  forward,  but  the 
rake  remains  at  rest  while  the  driving-wheel  makes  about 
two-thirds  of  a  revolution,  by  which  means  a  sufficient 
pause  is  made  to  allow  a  quantity  of  grain  sufficient  to  form 
a  gavel  to  accumulate  upon  the  platform.  The  rake  then 
begins  its  forward  movement,  the  guide-rod  a  now  sliding 
on  the  inclined  guide-rail  and  elevating  the  rake-head  until 
it  reaches  the  front  edge  of  the  platform,  when  the  rake 
falls  and  the  operations  above  described  are  repeated.  By 
this  description,  then,  it  will  be  seen  that  the  operation  of 
the  rake  is  such  that  it  is  moved  to  the  front  of  the  plat- 
form without  interfering  with  the  falling  grain  ;  then  that 
its  teeth  are  caused  to  sweep  backward  in  circular  curves 
over  the  platform,  so  as  to  remove  the  grain  heads  foremost 
therefrom,  and  to  discharge  it  with  the  stalks  crosswise  to 
the  direction  of  the  swath,  or  the  track  pursued  by  the 
machine-  The  arrangement  of  the  operating-lever  B  is 
such  as  to  enable  the  gearing  which  moves  it  to  be  located 
at  the  stubble  side  of  the  platform  and  near  one  end  of 
the  cutting  apparatus,  where  it  is  out  of  the  way  securely 
protected  from  dirt,  stalks,  &c.,  and  close  to  its  prime 
mover,  while  the  lever  which  carries  the  rake  moves  di- 
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rectly  behind  the  cutting  apparatus  in  the  most  favorable 
position  for  acting  upon  the  grain  as  it  falls  upon  the  plat- 
form. 

We  have  called  the  platform  above  described  a  **  quad- 
rant-shaped" platform  because  it  is  a  convenient  name 
to  indicate  its  form,  and  not  because  it  has  the  form  of 
an  exact  quadrant  of  a  circular  disk,  for  it  will  be  noticed 
that  as  the  center  of  the  fulcrum-pin  on  which  the 
rake-lever  moves  is  a  little  in  the  rear  of  the  line  of  the 
cutting  apparatus  the  front  jmrtion  of  the  platform  is 
straighter  that  the  corresponding  part  of  a  geometrical 
quadrant,  while  the  delivery  side  of  the  platform  is  not  at 
a  right  angle  with  the  front  edge  thereof  at  the  cutting 
apparatus.  The  triangular  point  is  also  removed.  The 
precise  form  of  the  platform  is  not  important  so  long  as 
the  mode  of  operation  is  preserved,  by  which  we  mean  so 
long  as  the  platform  is  so  shaped  and  arranged  in  the  rear 
of  the  cutting  apparatus  that  the  grain  received  thereon 
can  be  removed  from  the  cutting  apparatus  heads  foremost 
and  in  a  curve,  and  discharged  therefrom  crosswise  to  the 
direction  of  the  swath  and  out  of  the  way  of  the  team  or 
the  machine  when  cutting  the  next  swath.  So,  also,  it 
is  not  necessary  that  the  mechanism  for  operating  the 
rake  should  be  constructed  as  represented  in  the  drawings 
in  order  to  embody  the  first  part  of  our  invention,  pro- 
vided the  rake  be  caused  to  operate  in  the  same  manner 
while  its  teeth  are  acting  on  the  grain — that  is  to  say,  pro- 
vided the  rake- teeth  are  then  caused  to  sweep  over  the 
platform  in  circular  curves.  Moreover,  it  is  not  necessary 
that  the  mechanism  for  operating  the  rake  should  be  con- 
structed as  represented  in  the  drawings  in  order  to  embody 
the  second  part  of  our  invention,  provided  the  rake  be 
caused  to  move  alternately  backward  and  forward. 
What  we  claim  under  this  patent  as  our  invention  is — 
1.  The  combination  of  the  cutting  apparatus  of  a  har- 
vesting machine  with  a  quadrant-shaped  platform  arranged 
in  the  rear  thereof,  and  a  sweep-rake  operated  by  mechan- 
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ism  in  such  manner  that  its  teeth  are  caused  to  sweep  over 
the  platform  in  curves  when  acting  on  the  grain,  these  parts 
being  and  operating  substantially  as  hereinbefore  set  forth. 
2.  The  combination  of  a  quadrant-shaped  platform,  a 
sweep  rake  operated  by  mechanism  which  causes  the  rake 
to  move  in  alternately  opposite  directions,  an  inclined  rail 
to  raise  the  rake,  and  a  switch,  these  parts  being  and 
operating  substantially  as  hereinbefore  set  forth. 

In  testimony  whereof  we  have  hereunto  subscribed  our 
names. 

AARON  PALMER, 
STEPHEN  G.  WILLIAMS. 
Witnesses  as  to  Aaron  Palmer : 
Geo.  H.  Allen, 
Chas.  W.  Palmer. 
Witnesses  as  to  S.  G.  Williams : 
I.  B.  Doe, 
Geo.  G.  Williams. 

Messrs.  Oeo.  Olfford  and  E.  W.  Stoughton^  for  appel- 
lants. 

The  law  respecting  the  necessary  quantity  of  invention 
to  sustain  a  patent  is  well  settled,  and  has  been  ever  since 
the  first  administration  of  the  patent  laws  in  England. 
There  has  been  one  unbroken  line  of  decisions,  to  the  effect 
that,  if  the  thing  invented  be  new,  the  quantity  of  inven- 
tion employed  to  produce  it  cannot  be  measured  from  the 
appearance  of  the  thing  itself,  but  that  the  change  made 
must  be  taken  in  connection  with  the  usefulness  of  the 
thing  produced  by  the  change. 

In  the  case  of  Crane's  patent,  which  was  for  the  use  of 
anthracite  and  hot  air  blast  in  the  manufacture  of  iron,  in 
the  place  of  bituminous  coal  and  hot  air  blast,  the  English 
Court  of  Common  Pleas  said : 

*' We  are  of  the  opinion,  that,  if  the  result  produced  by 
such  a  combination,  be  either  a  new  article  or  abetter  arti- 
cle or  a  cheaper  article  to  the  public  than  that  produced 
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before  by  the  old  method,  such  a  combination  is  an  inven- 
tion or  manufacture  intended  by  the  statute,  and  may  well 
become  the  subject  of  a  patent." 

In  the  case  of  Rex  v.  Arkwright,  Web.  Pat.  Cas.  71  [1 
Am.  &  Eng.  29],  Buller,  J.,  said: 

"If  there  be  anything  material  or  new  which  is  an  im- 
provement of  the  trade,  that  will  be  suificient  to  support  a 
patent." 

Mr.  Curtis,  in  his  book  on  patents,  sec.  25,  3d  ed.,  says: 

''There  are  many  cases  where  the  materiality  and  nov- 
elty of  the  change  can  be  judged  of  only  by  the  eflPect  on 
the  result." 

Mr.  Curtis,  after  a  full  examination  of  the  English  cases, 
on  the  subject  of  the  sufficiency  of  invention  to  support  a 
patent,  at  section  39,  concludes  thus  : 

"It  appears,  then,  according  to  English  authorities,  that 
the  amount  of  invention,  as  being  sufficient  or  insufficient 
to  support  a  patent,  may  be  estimated  from  a^compound 
view  of  the  change  effected  and  the  consequences  of  that 
change.  The  change  alone  may  be  very  slight  or,  in  point 
of  fact  accidental ;  yet,  if  it  leads  to  consequences  and  re- 
sults of  great  practical  utility,  and  others  above  mentioned, 
the  condition  of  a  sufficiency  of  invention  is  satisfied." 

The  rule  is  the  same  in  this  country. 

In  Furbush  v.  Cook,  2  Fish.  Pat.  Cas.  668,  it  was  held, 
Curtis.  J.  : 

"If  the  patentee  first  made  a  new  and  useful  combina- 
tion, he  is  entitled  to  a  patent  for  it." 

It  was  also  held  in  that  case  as  follows : 

"It  is  decisive  evidence  that  a  new  mode  of  operation 
has  been  introduced  if  the  practical  effect  of  the  new  com- 
bination is  either :  a  new  effect  or  a  materially  better  effect, 
or  as  good  an  effect  more  economically  attained.  And  in 
such  case  it  is  not  material  how  much  study,  thought,  time, 
expense  or  experiment  was  required  to  make  the  change." 

The  action  of  the  Commissioner  of  Patents  in  accepting 
a  surrender  of  a  patent  and  granting  a  reissue,  is  conclusive 
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that  the  prerequisites  to  the  surrender  did  exist  unless 
fraud  be  shown. 

Stimpson  v,  R.  R.  Co.,  4  How.  380  [4  Am.  &  Eng.  398]  ; 
R.  R.  Co.  V.  Stimpson,  14  Pet.  448  [4  Am.  &  Eng.  324]  ; 
Woodworth  v.  Stone,  3  Story,  749,  753  ;  Allen  v.  Blunt,  3 
Story,  742,  743;  Carver  v.  Mnfg.  Co.,  2  Story,  432 ;  Good- 
year V.  Day,  2  Wall.,  Jr.  283 ;  O'Reilly  v.  Morse,  15  How. 
112  [5  Am.  &  Eng.  483]  :  Battin  v.  Tuggert,  17  How.  84  [6 
Am.  &  Eng.  243]  ;  Allen  v.  Blunt,  2  Wood.  &  M.  138; 
French  v,  Rogers,  1  Fish.  Pat.  Cas.  133. 

In  the  case  of  Woodworth  v.  Stone,  3  Story,  749,  and  2 
Robb,  Pat.  Cas.,  Judge  Story  holds  thus : 

"I  have  already,  in  another  cause,  had  occasion  to  de- 
cide that,  where  the  Commissioner  of  Patents  accepts  a  sur- 
render of  an  old  patent  and  grants  a  new  one,  under  the 
act  of  1836,  ch.  357,  his  decision  being  an  act  expressly 
confided  to  him  by  law,  and  dependent  upon  his  judgment, 
is  not  re-examinable  elsewhere  ;  and  that  the  court  must 
take  it  to  be  a  lawful  exercise  of  his  authority,  unless  it  is 
apparent  upon  the  very  face  of  the  patent  that  he  has  ex- 
ceeded his  authority,  and  there  is  a  clear  repugnancy  be- 
tween the  old  and  the  new  patent,  or  the  new  one  has  been 
obtained  by  collusion  between  the  Commissioner  and  the 
patentee." 

A  patent  may  be  valid,  and  may  have  been  held  so  to  be 
by  a  court,  without  being  broad  enough  to  cover  the  whole 
invention.  In  such  cases  the  act  of  Congress  tenders  the 
patentee  relief  by  reissuing  to  make  his  claim  broader. 

The  statute  does  not  limit  the  right  to  reissue  to  cases 
where  the  surrendered  patent  was  void,  but  it  expressly 
gives  this  right  also  where  the  patent  is  inoperative ;  mean- 
ing, of  course,  inoperative  to  cover  all  the  patentee  has  a 
right  to. 

Law,  Am.  Dig.  612,  616. 

This  has  been  repeatedly  held,  both  by  the  Supreme 
Court  and  in  the  several  circuits.    In  the  case  of  Goodyear 
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V.  Day,  2  Wall.,  Jr.  283,  in  the  District  of  New  Jersey,  the 
court  expressed  the  principle  in  the  following  words : 

"The  mistake  of  claiming  too  little  in  the  original  pat- 
ent, has  an  equal  claim  to  correction  with  that  of  claiming 
too  much." 

The  decision  in  the  Supreme  Court  in  the  case  of  Bat  tin 
V,  Taggert,  17  How.  83  [6  Am.  &  Eng.  242],  is  also  in  point. 

To  determine  whether  or  not  a  patent  is  good  as  a  reis- 
sue, the  court  will  look  to  only  two  things  :  first,  to  what 
was  the  invention  actually  made  by  the  patentee  and  made 
known  in  the  original  patent ;  second,  to  what  invention  is 
covered  by  the  patent  which  is  sought  to  be  enforced.  The 
comparison  of  the  court  will  be  only  between  such  inven- 
tion and  such  patent,  and  when  it  finds  that  the  patent  is 
no  broader  than  such  invention,  it  will  be  found  to  be  no 
broader  than  it  ought  to  be.  The  comparison  should  not 
be  between  previous  reissues  nor  between  the  existing  pat- 
ent and  any  previous  reissue  which  has  been  surrendered, 
or  between  the  original  and  any  previous  reissue  which  has 
been  surrendered ;  but  it  should  be  only  between  the  exist- 
ing reissue  and  the  invention  made  by  the  patentee  and 
made  known  in  the  original  patent. 

In  the  case  of  French  v.  Rogers,  1  Fish.  Pat.  Cas.  138, 
Judge  Kane  and  Justice  Grier  held  thus : 

''The  surrender  and  the  reissue,  no  matter  how  of  ten 
they  recur,  are  reciprocal — each  in  consideration  of  the 
other — forming  together  but  a  single  act." 

In  an  earlier  case,  that  of  Sloat  v.  Spring,  Justice  Grier, 
in  charging  the  jury,  said ; 

**  A  difference  in  the  description  of  these  two  patents 
does  not,  necessarily,  make  them  describe  different  inven- 
tions as  the  inventor  is  authorized  by  law  to  correct,  in  the 
reissued  patent,  all  the  errors  or  deficiencies  in  the  fii*st, 
and  make  the  second  what  he  might  have  made  the  first." 

See,  also,  O'Reilly  v.  Morse,  15  How.  112  [5  Am.  &  Eng. 
483]. 

A  very  early  and  leading  case  on  the  subject  of  prior  in- 
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ventiojis,  was  that  of  Bedford  v.  Hunt,  1  Mason,  302,  which 
was  contested  by  two  very  able  counsel  on  each  side,  and 
was  before  the  most  distinguished  judge  of  his  time. 

On  this  question  Judge  Story  instructed  the  jury  that — 

''The  first  inventor  who  has  put  the  invention  in  prac- 
tice, and  he  only,  is  entitled  to  a  patent." 

In  speaking  of  the  rights  of  the  defendant  he  said : 

"He  may  stand  upon  the  defense,  that  the  plain tiflf  is 
not  the  first  inventor  who  put  the  invention  in  use." 

"The  intent  of  the  statute  was  to  guard  against  defeat- 
ing patents  by  the  setting  up  of  a  prior  invention,  which 
had  never  been  reduced  to  practice.  If  it  were  the  mere 
speculation  of  a  philosopher  or  a  mechanician,  which  had 
never  been  tried  by  the  test  of  experience,  and  never  put 
into  actual  operation  by  him,  the  law  would  not  deprive 
a  subsequent  inventor,  who  had  employed  his  labor  and  his 
talents  in  putting  it  into  practice,  of  the  reward  due  to  his 
ingenuity  and  enterprise." 

Much  less  would  the  law  deprive  him  of  his  invention  by 
virtue  of  a  prior  experiment,  which  proved  only  a  failure. 

See,  also,  Reed  v.  Cutter,  1  Story,  590 ;  Woodcock  v, 
Parker,  1  Gall.  438 ;  Washburn  v.  Gould,  3  Story,  122 ; 
Allen  V.  Blunt,  2  Wood.  &  M.  121 ;  Curt.  Pat,  sec.  43. 

In  the  case  of  Parkhurst  v.  Kinsman,  1  Blatchf.  488,  494, 
the  court  says : 

"Crude  and  imperfect  experiments,  equivocal  in  their 
results,  and  then  given  up  for  years,  cannot  be  permitted 
to  prevail  against  an  original  inventor,  who  has  perfected 
his  improvement." 

Sickles  ^J.  Borden,  3  Blatchf.  535  ;  Hindm.  Pat.,  ed. 
printed  at  Harrisburg,  Pa.,  1847,  pp.  106-109. 

Judge  Leavitt,  in  the  case  of  Judson  v.  Moore,  1  Pish. 
Pat.  Cas.  544,  tried  in  the  District  Court  of  Ohio  in  1860, 
in  charging  the  jury,  said : 

''Neither  will  experiments  defeat,  even  if  known  to  the 
patentee,  if  it  appear  that  he  prosecuted  such  experiments 
to  final  success." 
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See,  also,  Allen  v.  Hunter,  9  McLean,  321 ;  Foote  n. 
Silsby,  2  Blatchf.  266 ;  Howe  zj.  Underwood,  1  Fish.  Pat. 
Cas.  160;  Spra<?ue,  J.,  1854;  Ransom  v.  Mayor  of  N.  Y., 
1  Fish.  Pat.  Cas.  252,  Hall,  J.,  1856. 

A  leading  case  on  this  subject  is  that  of  Cahoon  v.  Ring, 
1  Fish.  Pat.  Cas.  399,  which  was  tried  before  Justice  Clif- 
ford, in  the  District  of  Maine,  in  1869.  In  that  case  the 
learned  justice,  in  charging  the  jury  and  speaking  of  a  ma- 
chine set  up  against  the  patent,  as  a  prior  invention,  said : 

''  Unless  it  appears  to  your  satisfaction  that  such  ma- 
chine was  actually  used  as  a  seed  sower,  in  sowing  seed  for 
agricultural  purposes,  you  are  warranted  in  presuming 
that  it  was  a  mere  experiment ;  and  if  so,  you  are  in- 
structed that  it  would  not  invalidate  the  plaintiff's  patent, 
provided  Cahoon  was  an  original  inventor  of  his  improve- 
ments, without  knowledge  of  that  machine,  and  did  not 
derive  any  of  tliem  from  Luce." 

Jones  V.  Pearce,  1  Web.  Pat.  Cas.  122  [1  Am.  &  Eng. 
473]. 

Mr.  D.  Wright^  for  appellees: 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court: 
Controversies  respecting  the  infringement  of  letters  pat- 
ent possess,  in  many  cases,  a  degree  of  importance  much 
beyond  the  profits  or  damages  claimed  for  the  alleged  un- 
lawful use  of  the  invention,  as  the  pleadings  usually  put 
in  issue,  in  one  form  or  another,  the  validity  of  the  letters 
patent  alleged  to  be  infringed,  and  frequently  involve,  di- 
rectly or  indirectly,  the  same  inquiry  in  regard  to  the  let- 
ters patent  set  up  in  defense  as  superseding  the  patent  on 
which  the  suit  is  founded.  Such  being  the  state  of  the 
pleadings,  the  result,  whatever  it  may  be,  whether  for  the 
party  suing  or  for  the  party  defending,  must  oftentimes 
determine  rights  of  proi)erty  of  much  greater  value  than 
the  amount  of  the  profits  or  damages  claimed  for  the  al- 
leged infringement  of  the  letters  patent. 

11  Wall.  033. 
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Inventions  secured  by  letters  patent  are  property  in  the 
holder  of  the  patent,  and  as  such  are  as  much  entitled  to 
protection  as  any  other  property,  consisting  of  a  franchise, 
during  the  term  for  which  the  fmnchise  or  the  exclusive 
right  is  granted. 

Letters  patent  are  not  to  be  regarded  as  monopolies, 
created  by  the  executive  authority  at  the  expense  and  to 
the  prejudice  of  all  the  community  except  the  persons 
therein  named  as  patentees,  but  as  public  franchises  granted 
to  the  inventors  of  new  and  useful  improvements  for  the 
purpose  of  securing  to  them,  as  such  inventors,  for  the 
limited  term  therein  mentioned,  the  exclusive  right  and 
liberty  to  make  and  use  and  vend  to  others  to  be  used 
their  own  inventions,  as  t-ending  to  promote  the  progress 
of  science  and  the  useful  arts,  and  as  matter  of  compen- 
sation to  the  inventors  for  their  labor,  toil  and  expense  in 
making  the  inventions,  and  reducing  the  same  to  practice, 
for  the  public  benefit,  as  contemplated  by  the  Constitution 
and  sanctioned  by  the  laws  of  Congress. 

Five  several  letters  patent  were  owned  by  the  complain- 
ants when  the  present  suit  was  commenced,  and  they  al- 
lege in  the  bill  of  complaint  that  the  respondents  have  in- 
fringed their  exclusive  rights  as  secured  to  them  in  each 
and  every  one  of  those  letters  patent.  Four  of  the  letters 
patent  are  reissued  letters  patent,  and  are  numbered  and 
described  as  follows :  (1)  Reissued  letters  patent  No.  4, 
dated  January  1,  1861,  for  a  new  and  useful  improvement 
in  harvesters,  being  one  of  a  second  reissue  in  two  separate 
patents,  on  amended  specifications,  as  more  fully  ex- 
plained in  the  pleadings  and  the  patents  annexed  to  the 
printed  record.  (2)  Reissued  letters  patent  No.  1,682, 
dated  May  31,  1864;  also  for  a  new  and  useful  improve- 
ment in  harvesters,  being  the  second  reissue  from  the  be- 
fore mentioned  reissue  when  the  invention  was  divided  into 
two  parts.  They  both  purport  to  be  founded  upon  the 
original  patent  granted  to  Aaron  Palmer  and  Stephen  G, 

11  Wall.  633-584. 
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Williams,  dated  Jnly  1,  1851,  which  was  for  a  new  and 
useful  improvement  in  harvesters,  and  the  reissued  pat- 
ents were  duly  extended  for  seven  years  from  the  expira- 
tion of  the  original  term. 

(3)  Reissued  letters  patent  No.  72,  dated  May  7,  1861, 
being  a  reissue  of  one  of  three  parts  of  a  prior  reissue  of 
the  original  patent,  dated  July  8,  1851,  which  was  granted 
to  William  H.  Seymour  for  a  new  and  useful  improvement 
in  reaping-machines.  (4)  Reissued  letters  patent  No.  1,683, 
dated  May  31,  1864,  being  a  reissue  of  another  of  three 
parts  of  the  prior  reissue  of  that  patent,  as  more  fully  ex- 
plained in  the  pleadings ;  the  charge  being  that  the  re- 
spondents have  infringed  the  first  claim.  (5)  Superadded 
to  those  several  charges  against  the  respondents  is  the  fur- 
ther one  that  they  have  also  infringed  certain  original  let- 
ter patent  owned  by  the  complainants,  dated  January  24, 
1854,  which  secures  to  them,  as  assignees  of  Palmer  and 
Williams,  certain  other  new  and  useful  improvements  in 
grain  harvesters  besides  those  embodied  in  the  several  re- 
issued letters  patent  to  which  reference  has  been  made. 

Founded  upon  those  several  letters  patent,  the  bill  of 
complaint,  which  is  drawn  in  the  usual  form,  alleges  that 
the  respondents  have  unlawfully  made,  and  used  and 
vended  to  others  to  be  used,  the  respective  inventions 
therein  described,  and  the  complainants  pray  for  an  ac- 
count and  for  an  injunction.  Service  was  made  upon  the 
respondents,  and  they  appeared  and  filed  an  answer,  set- 
ting up  several  defenses  to  each  of  the  patents  described  in 
the  bill  of  complaint.  Responsive  to  the  answer  the  com- 
plainants filed  the  general  replication,  and  the  cause  being 
at  issue  they  put  in  evidence  the  five  several  letters  patent 
on  which  the  suit  is  founded,  the  respondents  consenting 
that  copies  of  the  same,  and  of  the  respective  certificates 
of  extension  mentioned  in  the  pleadings,  might  be  substi- 
tuted in  the  record  in  the  place  of  the  original  as  intro- 
duced in  evidence. 

11  WaU.  584-585. 
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Other  proofs  were  introduced  and  the  parties  were  fully 
heard,  but  the  circuit  coui-t  was  of  the  opinion  that  the 
proofs  introduced  by  the  complainants  were  not  sufficient 
to  show  any  infringement  of  their  rights  and,  accordingly, 
entered  a  decree  for  the  respondents,  dismissing  the  bill  of 
complaint.  Dissatisfied  with  that  conclusion  the  com- 
plainants appealed  to  this  court  and  now  seek  to  reverse 
that  decree. 

Sepamte  defenses  having  been  set  up  in  the  answer  to 
each  of  the  five  letters  patent,  it  will  be  necessary  to  a 
clear  understanding  of  the  controversy,  and  to  prevent  any 
misunderstanding  as  to  the  views  of  the  court,  to  describe 
somewhat  more  fully  the  nature  of  the  several  inventions 
and  the  objects  which  they  were  designed  to  accomplish. 

I.  Explained  in  general  terms,  the  invention  secured  in 
the  first  mentioned  reissued  patent,  numbered  four,  con- 
sists in  arranging  an  automatic  sweep  rake  in  a  harvesting 
machine  in  such  relation  to  a  quadrant-shaped  platform, 
upon  which  the  cut  grain  falls  as  it  is  cut,  that  it  shall 
vibrate  over  the  same  at  suitable  intervals  to  discharge  the 
cut  grain  in  gavels  upon  the  ground. 

Specific  description  is  given,  in  the  first  place,  of  the 
frame  of  the  machine,  which,  as  represented,  is  comjiosed 
of  three  longitudinal  beams  and  two  transverse  beams 
securely  fastened  to  each  other  at  their  points  of  intersec- 
tion. Next  follows  a  reference  to  the  driving-wheel,  which 
as  represented,  is  placed  between  the  outer  longitudinal 
beam  and  the  central  beam,  having  its  bearings  on  arched 
supports  or  brackets  rising  from  each  of  the  beams  com- 
posing the  frame.  Guard-fingers,  through  which  a  sickle 
vibrates,  are  secured  upon  the  front  edge  of  a  platform 
shaped  like  a  quadrant  or  sector  of  a  circle,  of  which  the 
arm  or  lever  that  carries  the  rake  head  forms  the  radius, 
and  the  fulcrum  pin  on  which  the  arm  or  lever  vibrates 
constitutes  the  center,   the  whole  operating  so  that  the 
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grain  is  swept  round,  on  an  arc  of  a  circle,  and  discharged 
in  gavels  upon  the  ground  behind  the  driving  veheel. 

Minute  details  of  all  the  other  elements  of  the  machine 
are  also  given  in  the  subsequent  parts  of  the  specifications, 
and  of  their  modes  of  operation,  and  the  specification  con- 
cludes M^ith  the  claim  which,  in  substance,  is  discharging 
the  cut  grain  from  a  quadrant-shaped  platform  on  which  it 
falls  as  it  is  cut,  by  means  of  aii  automatic  sweep  rake 
vibrating  over  the  same,  substantially  as  described,  which 
must  be  understood  as  referring  back  to  the  description 
contained  in  the  body  of  the  specification. 

II.  Two  combinations  are  mentioned  in  the  specification 
of  the  reissued  letters  patent  No.  1,682,  but  it  is  only 
necessary  to  refer  to  the  first,  as  it  is  not  alleged  that  the 
respondents  have  infringed  the  second  claim.  Described 
separately,  the  ingredients  of  the  first  claim  are  as  follows : 
(1)  The  cutting  apparatus  to  sever  the  standing  stalks  of 
grain.  (2)  The  quadrant-shaped  platform  arranged  behind 
the  cutting  apparatus  to  receive  the  severed  stalks  of  grain 
as  they  fall.  (3)  The  sweep  rake  and  the  described  me- 
chanism to  operate  the  same  in  such  manner  that  the  teeth 
shall  move  in  circular  curves  over  the  platform  when  they 
are  acting  on  the  grain. 

Reference  must  also  be  made  to  the  other  two  reissued 
letters  patent  embraced  in  the  pleadings.  Both  have  re- 
spect to  an  improvement  made  in  reaping-machines,  and 
they  were  both  granted  to  secure  material  parts  of  an  orig- 
inal invention  once  before  surrendered  and  reissued  because 
the  letters  patent  were  defective  and  inopemtive.  Before 
the  term  'of  the  original  patent  expired,  the  patents  were 
extended  for  the  further  term  of  seven  years. 

III.  Number  seventy-two  consists  in  constructing  the 
platform  of  a  reaping-machine,  upon  which  the  cut  grain 
falls  as  it  is  cut,  in  the  shape  of  a  quadrant,  or  of  a  sector 
of  a  circle,  placed  just  behind  the  cutting  apparatus,  and 
in  such  relation  to  the  main  frame  that  the  grain,  whether 
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raked  off  by  hand  or  by  machinery  located  behind  the 
cutting  apparatus,  can  be  swept  around  on  tlie  arc  of  a 
circle  and  be  drop|)ed,  heads  foremost,  on  the  ground  faf 
enough  from  the  standing  grain  to  leave  looni  for  the  team 
and  machine  to  pass  between  the  gavels  and  the  standing 
grain  without  the  necessity  of  taking  up  tlie  gavels  before 
the  machine  comes  round  to  cut  the  next  swath. 

IV.  They  also  acquired  title  to  the  invention  secured  in 
the  remaining  reissued  letters  patent  mentioned  in  the  bill 
of  complaint,  to  wit :  number  1,683 ;  but  it  will  be  suffici- 
ent to  refer  to  tlie  first  claim  of  the  same,  as  the  second 
is  not  the  subject  of  controversy  in  this  suit. 

As  described  in  the  specification  the  ingredients  of  the 
first  claim  are  the  cutting  apparatus  to  sever  the  stalks, 
the  reel  to  incline  the  heads  of  the  stalks  toward  the  cut- 
ting apparatus,  and  the  quadrant-shaped  platform,  located 
in  the  rear  of  the  cutting  apparatus,  to  receive  the  cut 
stalks  as  they  fall  before  the  operation  of  the  sweep  rake 
begins. 

Designed  as  the  improvements  were  to  accomplish  the 
same  object  as  the  other  two  improvements  previously  de- 
scribed, the  patentees  or  owners  of  the  several  letters  pat- 
ent elected  to  compromise  rather  than  litigate,  and  the  re- 
sult was  that  the  entire  interest  became  ultimately  vested 
in  the  appellants. 

V.  Patented  improvements  in  the  method  of  transferring 
motion  from  the  driving-wheel  of  a  reaping-machine  to  the 
rake  on  the  platform  of  the  machine,  and  in  the  method  of 
hanging  the  reel  so  as  to  dispense  with  any  post  on  the 
side  of  the  machine  next  the  grain,  were  also  acquired  by 
the  appellants  as  a  part  of  the  same  arrangement,  and  they 
charge  in  the  bill  of  complaint  that  the  second  claim  of  the 
original  letters  patent,  embodying  that  improvement,  is 
also  infringed  by  the  respondents. 

Power  to  grant  letters  patent  is  conferred  by  law  upon 
the  Commissioner  of  Patents,  and  when  that  power  has 
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been  lawfully  exercised,  and  a  patent  has  been  duly  granted, 
it  is  of  itselt  prima  facie  evidence  that  the  patentee  is  the 
original  and  first  inventor  of  that  which  is  therein  described, 
and  secured  to  him  as  his  invention.  White  v.  Allen,  2 
Cliflf.  228. 

Persons  seeking  redress  for  the  unlawful  use  of  letters 
patent,  in  which  they  have  an  interest,  are  obliged  to  al- 
lege and  prove  that  they,  or  those  under  whom  they  claim, 
are  the  original  and  first  inventors  of  the  improvement  em- 
bodied in  the  letters  patent  on  which  the  suit  is  founded, 
and  that  the  same  have  been  infringed  by  the  party  against 
whom  the  suit  is  brought. 

Undoubtedly,  the  burden  to  establish  both  of  those  alle- 
gations is,  in  the  first  place,  upon  the  party  instituting  the 
suit,  as  they  lie  at  the  foundation  of  every  such  claim,  but 
the  law  is  well  settled  that  the  letters  patent  in  question, 
where  they  are  introduced  in  evidence  in  support  of  the 
claim,  if  they  are  in  due  form,  afford  a  prima  facie  pre- 
sumption that  the  first  named  allegation  is  true,  and  the 
rule  is  equally  well  settled  that  that  presumption,  in  the 
absence  of  satisfactory  proof  to  the  contrary,  is  sufficient 
to  entitle  the  party  instituting  the  suit  to  recover  for  the 
alleged  violation  of  the  exclusive  rights  secured  to  him  in 
the  letters  patent. 

Availing  themselves  of  that  rule  of  law,  the  complainants 
in  this  case  introduced  the  five  several  letters  patent  on 
which  the  suit  is  founded,  and  they  contend,  and  well  con- 
tend, that  their  effect  as  evidence  is  to  cast  the  burden  of 
proof  upon  the  respondents  to  show  that  the  respective 
patentees  are  not  the  original  and  first  inventors  of  the  im- 
provements embodied  in  the  several  letters  patent,  as  they 
have  alleged  in  their  answer. 

Parties  defendant,  sned  as  infringers,  are  not  allowed 
in  an  action  at  law  to  set  up  the  defence  of  a  previous  in- 
vention, knowledge,  or  use  of  the  thing  patented  ;  unless 
they  have  given  notice  of  such  a  defence  thirty  days  before 
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the  trial,  and  have  stated  in  the  notice  ^^  the  names  and 
places  of  residence  of  those  whom  they  intend  to  prove  to 
have  possessed  a  prior  knowledge  of  the  thing,  and  where 
the  same  had  been  used ;"  and  the  settled  practice  in  equity 
is  to  require  the  respondent,  as  a  condition  precedent  to 
such  defense,  to  give  the  complainant  substantially  the 
same  information  in  his  answer.  Agawam  Co.  v.  Jordan, 
7  Wall.  596  [p.  24,  ante] ;  Teese  v.  Huntingdon,  23  How. 
10  [7  Am.  &  Eng.  72]. 

Notices  of  the  kind  were  given  by  the  respondents  in 
this  case,  but  it  will  be  more  convenient  to  examine  cer- 
tain special  defenses  set  up  in  the  answer  before  entering 
upon  that  inquiry,  as  the  decree  must  be  affirmed,  in  any 
event,  if  any  one  of  those  defenses  is  well  founded,  whether 
the  issues  of  novelty  and  of  infringement  are  determined 
in  favor  of  the  complainants  or  respondents. 

All  of  the  special  defenses  apply  to  the  original  patent, 
as  well  as  to  those  which  have  been  reissued,  except  such  as 
are  founded  upon  the  acts  or  omissions  of  the  Commis- 
sioner in  granting  the  reissues,  which,  of  course,  are  not  ap- 
plicable to  the  former.  They  are  eight  in  number,  as  ex- 
hibited in  the  answer,  the  respondents  alleging  in  each  that 
the  letters  patent  are  void  and  of  no  eflfect  for  the  reasons 
therein  set  forth  ;  and  they  will  be  briefly  examined  in  the 
order  in  which  they  are  pleaded. 

1.  That  the  letters  patent  are  void  and  of  no  effect  be- 
cause the  patentees  did  not  make  oath  before  the  patents 
were  granted,  that  they  did  verily  believe  that  they  were 
the  original  and  first  inventors  of  the  improvements  for 
which  tke  letters  patent  were  solicited. 

Congress  possesses  the  power  to  pass  laws  to  secure  to 
inventors,  for  limited  times,  the  exclusive  right  to  their  in- 
ventions, and  Congress,  in  pursuance  of  that  article  of  the 
Constitution,  has  conferred  the  power  to  grant  letters  pat- 
ent for  that  purpose  upon  the  Commissioner  of  Patents. 
Persons  who  have  made  an  invention,  and  who  desire  to 
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obtain  an  exclusive  property  therein,  may  make  applica- 
tion in  writing  to  the  Commissioner  of  Patents,  and  the 
provision  is  that  the  Commissioner,  on  due  proceedings  had, 
may  grant  a  patent  for  the  said  invention. 

Inventors  of  machines  are  required,  before  they  receive 
a  patent,  to  deliver  a  written  description  of  their  inventions, 
and  of  the  manner  and  process  of  making,  constructing  and 
using  the  same,  in  such  "full,  clear  and  exact  terms"  as 
to  enable  any  person  skilled  in  the  art  or  science  to  make, 
construct  and  use  the  same,  and  fully  to  explain  the  prin- 
ciple by  which  the  invention  may  be  distinguished  from 
others  of  like  kind  ;  and  they  are  also  required  to  specify 
and  point  out  the  part,  improvement  or  combination  which 
they  claim  as  their  invention. 

Doubtless  these  several  requirements  may  be  regarded 
as  conditions  precedent  to  the  right  of  the  Commissioner 
to  grant  the  application,  as  they  must  appear  on  the  face 
of  the  letters  patent,  and  are  always  open  to  legal  construc- 
tion as  to  their  sufficiency. 

Drawings  are  also  required  in  certain  cases,  and  where 
the  invention  is  such  that  it  may  be  represented  by  a 
model,  the  applicant  for  a  patent  is  required  to  furnish  a 
model  of  the  same  ;  and  the  further  requirement  is  that  he 
shall  make  oath  or  affinuation  that  he  does  verily  believe 
that  he  is  the  original  and  first  inventor  of  the  improve- 
ment for  which  he  solicits  a  patent,  and  that  he  does  not 
know  that  the  same  was  ever  before  known  or  used. 

Importance,  it  is  conceded,  must  be  attached  to  the  lat- 
ter requirement,  but  it  is  certain  that  the  oath  or  affirma- 
tion may  be  taken  elsewhere  than  before  the  Commissioner, 
as  the  same  section  provides  that  it  "may  be  made  before 
any  person  authorized  by  law  to  administer  oaths."  5  Stat, 
at  L.  119. 

Extended  examination  of  the  question,  however,  is  un- 
necessary, as  every  one  of  the  letters  patent  on  which  the 
suit  is  founded  contains  the  recital  that  the  required  oath 
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was  taken  before  the  same  was  granted,  and  the  coart  is 
of  the  opinion  that  those  recitals,  in  the  absence  of  fraud, 
are  conclusive  evidence  that  the  necessary  oaths  were  taken 
by  the  applicants  before  the  letters  patent  were  granted. 

2.  That  the  letters  patent  are  void  and  of  no  effect  be- 
cause the  patentees  did  not  specify  and  point  out  in  their 
speciflcations  and  claims  the  parts,  improvements  or  com- 
binations which  they  claim  as  their  respective  inventions. 
Grant  the  theory  of  fact  assumed  in  the  proposition  and 
the  conclusion  would  follow,  but  the  whole  theory  of  the 
proposition  as  applied  to  the  present  case  is  founded  in 
error. 

Inventions  secured  by  letters  patent  sometimes,  though 
rarely,  embrace  an  entire  machine,  and  in  such  cases  it  is 
sufficient  if  it  appear  that  the  claim  is  co- extensive  with 
the  invention.  Other  inventions  embrace  only  one  or  more 
parts  of  a  machine,  as  the  coulter  of  a  plough,  or  the  di- 
vider or  sweep  rake  of  a  reaping  machine ;  and  in  such  cases 
the  part  or  parts  claimed  must  be  specified  and  pointed  out 
so  that  constructors,  other  inventors  and  the  public  may 
know  how  to  make  the  invention,  and  what  is  withdrawn 
from  general  use. 

Patented  inventions  are  also  made  which  embrace  both  a 
new  ingredient  and  a  combination  of  old  ingredients  em- 
bodied in  the  same  machine.  Even  more  particularity  of 
description  is  required  in  such  a  case,  as  the  property  of 
the  patentee  consists,  not  only  in  the  new  ingredient,  but 
also  in  the  new  combination,  and  it  is  essential  that  his  in- 
vention shall  be  so  fully  described  that  others  may  not  be 
led  into  mistake,  as  no  other  person  can  lawfully  make,  use 
or  vend  a  machine  containing  such  new  ingredient,  or  such 
new  combination.  They  may  make,  use  or  vend  the  ma- 
chine without  the  patented  improvements,  if  it  is  capable 
of  such  use,  but  they  cannot  use  either  of  those  improve- 
ments without  making  themselves  liable  as  infringers. 

Improvements  in  machines  protected  by  letters  patent 

11  WalL  541. 


364  SEYMOUR  v.  OSBORNE.  [Sup.  Ot 

Opinion  of  tlie  court 

may  also  be  mentioned,  of  a  mnch  more  namerons  class, 
where  all  the  ingredients  of  the  invention  are  old,  and 
where  the  invention  consists  entirely  in  a  new  combination 
of  the  old  ingredients,  whereby  a  new  and  useful  result  is 
obtained,  and  many  of  them  are  of  great  utility  and  value, 
and  are  just  as  much  entitled  to  protection  as  those  of  any 
other  class.  Union  Sugar  Ref.  v.  Matthiessen,  2  Pish.  Pat. 
Cas.  605. 

Such  a  combination  is  sufficiently  described  if  the  ingre- 
dients of  which  it  is  composed  are  named,  their  mode  of 
operation  given,  and  the  new  and  useful  result  to  be  ac- 
complished pointed  out,  so  that  those  skilled  in  the  art  and 
the  public  may  know  the  extent  and  nature  of  the  claim 
and  what  the  parts  are  which  co-operate  to  produce  the  de- 
scribed new  and  useful  result.  Tested  by  these  rules,  it  is 
clear  that  the  objection  under  consideration  cannot  prevail 
in  respect  to  any  one  of  the  several  lettera  patent  on  which 
the  suit  is  founded. 

3.  That  the  reissued  letters  patent  are  void  and  of  no  ef- 
fect, because  the  Commissioner  of  Patents  never  obtained 
jurisdiction  to  receive  the  surrender  of  the  originals,  nor  to 
grant  the  reissues,  as  no  evidence  was  produced  before  him 
to  show  that  the  originals  were  inoi)erative  or  invalid  for 
any  reason  or  cause  whatsoever. 

Whenever  any  patent  is  inoperative  or  invalid  by  reason 
of  a  defective  or  insufficient  description  or  specification,  if 
the  error  arose  by  inadvertency,  accident  or  mistake,  and 
without  any  fraudulent  or  deceptive  intention,  it  is  lawful 
for  the  Commissioner,  upon  the  surrender  to  him  of  such 
patent,  and  on  the  payment  to  him  of  a  certain  duty,  to 
cause  a  new  patent  to  be  issued  to  the  inventor  for  the  same 
invention  for  the  residue  of  the  term  then  unexpired,  in 
accordance  with  the  patentee's  corrected  description  and 
specification.     5  Stat  at  L.  122. 

Whether  adjudged  to  be  valid  or  invalid,  it  is  clear  that 
the  several  reissued  letters  patent  are  all  in  due  form,  and 
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that  they  contain  all  the  usual  recitals  asserting  a  com- 
pliance with  the  requirements  specified  in  the  PiUent  Act, 
and  it  is  equally  certain  that  the  respondents  did  not  in- 
troduce any  proofs  to  establish  the  theory  of  fad  assumed 
in  the  answer. 

Authority  to  accept  the  surrender  of  original  patents  in 
certain  cases,  and  to  grant  new  patents  to  the  inventor,  was 
conferred  upon  the  Commissioner  by  the  act  of  the  3d  of 
Jaly,  1832,  and  in  a  case  arising  under  that  act  it  was  held 
by  this  court,  more  than  thirty  years  ago,  that  where  an 
act  was  to  be  done  or  a  patent  granted,  upon  proofs  to  be 
laid  before  a  public  officer,  upon  which  he  was  to  decide 
the  fact  that  such  public  officer  had  done  the  act  or  granted 
the  patent  was  ^rma/ac/^  evidence  that  the  proofs  had 
been  regularly  made,  and  that  they  were  satisfactory,  even 
though  the  patent  did  not  contain  any  recitals  that  the 
prerequisites  to  the  grant  had  been  fulfilled ;  and  such  con- 
tinued to  be  the  rule  until  the  question  came  up  again  for 
consideration  under  the  existing  Patent  Act,  when  it  was 
held  by  this  court  that  the  fact  of  the  granting  of  the  re- 
issued patent  closed  all  inquiry  into  the  existence  of  inad- 
vertence, accident  or  mistake,  and  left  open  only  the  ques- 
tion of  fraud  for  the  jury. 

R.  R.  tj.  Stimpson,  14  Pet.  458  [4  Am.  &  Eng,  324] ; 
Stimpson  v.  R.  R.,  4  How.  384  [4  Am.  &  Eng.  398] ;  4  Stat. 
at  L.  659. 

Since  that  time  it  has  been  definitely  settled  that  neither 
reissued  nor  extended  patents  can  be  abrogated  by  an  in- 
fringer, in  a  suit  against  him  for  infringement,  upon  the 
ground  that  the  letters  patent  were  procured  by  fraud  in 
prosecuting  the  application  for  the  same  before  the  Com- 
missioner. Rubber  Co.  v,  Goodyear,  9  Wall.  797  [p.  160, 
arUe\ ;  S.  C,  2  CliflP.  375. 

Where  the  Commissioner  accepts  a  surrender  of  an  origi- 
nal patent  and  grants  a  new  patent,  his  decision  in  the 
premises,  in  a  suit  for  infringement,  is  final  and  conclusive, 
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and  is  not  re-examiaable  in  such  a  suit  in  the  Circuit  Court, 
unless  it  is  apparent  upon  the  face  of  the  patent  that  he 
lias  exceedt;^  his  authority,  that  there  is  such  a  repugnancy 
between  the  old  and  the  new  patent  that  it  must  be  lield, 
as  matter  oT  legal  construction,  that  the  new  patent  is  not 
for  the  same  invention  as  that  embraced  and  secured  in 
the  original  patent.  Battin  v.  Taggert,  17  How.  83  [6  Am. 
&  Eng.  243]  ;  O'Reilly  v.  Morse,  IS  How.  Ill,  112  [5  Am. 
&  Eng.  483] ;  Sickles  v.  Evans,  2  Cliff.  222 ;  Allen  v.  Blunt, 
3  Story,  744. 

4.  That  the  reissued  letters  patent  are  void  and  of  no  ef- 
fect because  they  were  not  granted  for  the  same  invention 
as  that  embodied  in  the  original  letters  patent,  nor  for  any 
invention  made  by  the  patentees  before  the  original  letters 
patent  were  granted. 

Reissued  letters  patent  must  by  the  express  words  of 
the  section  authorizing  the  same,  he  foT  the  same  inzentifiTi 
and,  consequently,  where  it  appears  on  a  comparison  of  the 
two  instruments,  as  matter  of  law,  that  the  reissued  patent 
is  not  for  the  same  invention  as  that  embraced  and  secured 
in  the  original  patent,  the  reissued  patent  is  invalid,  asthat 
state  of  facts  shows  that  the  Commissioner,  in  granting  the 
new  patent,  exceeded  his  jurisdiction.  Power  is,  unques- 
tionably^ conferred  upon  the  Commissioner  to  allow  the 
speciticarion  to  be  amended  if  the  patent  is  inoperative  or 
invalid,  and  in  that  event  to  issue  the  patent  in  proper 
form  ;  and  he  may,  doubtless,  under  that  authority,  allow 
the  patentee  to  re-describe  liLs  invention  and  to  include  in 
the  description  and  claims  of  the  patent  not  only  what  was 
well  described  before,  but  whatever  else  was  suggested  ()r 
substantially  indicated  in  the  specification  or  drawings 
which  properly  belonged  to  the  invention  as  actually  made 
and  perfected.  Interpolations  of  newfeaturea,  ingredients, 
or  devices,  which  were  neither  described,  suggested  nor  in- 
dicated in  the  original  patent,  or  patent  office  model,  are 
not  allowed,  as  it  is  clear  that  the  Commissioner  has  no 
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jurisdiction  to  grant  a  reissue  unless  it  be  for  the  same  in- 
vention as  that  embodied  in  the  original  letters  patent, 
which,  necessarily,  excludes  the  right  on  such  an  applica- 
tion to  oi>en  the  case  to  new  parol  testimony  and  a  new 
hearing  as  to  the  nature  and  extent  of  the  improvement, 
except  in  certain  special  cases,  as  provided  in  a  recent  en- 
actment not  applicable  to  the  case  before  the  court.  16 
Stat,  at  L.  206 ;  Cahart  o.  Austin,  2  Cliflf  .536 ;  Curt.  Pat. 
(3d  ed.)  276 ;  Woodworth  v.  Stone,  3  Story,  753. 

Corrections  may  be  made  in  the  description,  specification 
or  claim  where  the  patentee  has  claimed  as  new  more  than 
he  had  a  right  to  claim,  or  where  the  description,  specifica- 
tion or  claim  is  defective  or  insufficient,  but  he  cannot, 
under  such  an  application,  make  material  additions  to  the 
invention  which  were  not  described,  suggested,  nor  substan- 
tially indicated  in  the  original  specifications,  drawings  or 
patent  office  model. 

Prior  to  the  decision  of  this  court  that  a  person  sued  as 
an  infringer  cannot  abrogate  a  reissued  or  extended  patent 
by  showing  that  the  Commissioner  had  been  induced  to 
grant  it  by  fraudulent  representations,  it  had  sometimes 
been  supposed  that  every  such  new  patent  was  open  to  that 
defense  and  that  the  question  was  one  of  fact  dependent 
upon  evidence,  but  since  it  has  been  determined  that  such 
a  party  cannot  be  heard  to  make  such  a  defense  to  the 
charge  of  infringement,  it  has  come  to  be  regarded  as  the 
better  opinion  that  all  matters  of  fact  involved  in  the  hear- 
ing of  an  application  to  reissue  a  patent,  and  in  granting 
it,  are  conclusively  settled  by  the  decision  of  the  Commis- 
sioner granting  the  application.  Matters  of  construction 
arising  upon  the  face  of  the  instrument  are  still  open,  but 
all  matters  of  fact  connected  with  the  surrender  and  reissue 
are  closed  in  such  a  suit  by  the  decision  of  the  Commis- 
sioner in  granting  the  reissued  patent.  Rubber  Co.  v. 
Goodyear,  9  Wall.  796  [  p.  160,  ante]  ;  Stimpson  v.  R.  R. 
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Co.,  4  How.  404  [4  Am.  &  Eng.  398] ;  R.  R.  Co.  v.  Stimp- 
son,  14  Pet.  458  [4  Am   &  Eng.  324]. 

Letters  patent  reissued  for  an  invention  substantially  dif- 
ferent from  that  embodied  in  the  original  patent  are  void 
and  of  no  effect,  as  no  jurisdiction  to  grant  such  a  patent 
is  conferred  by  any  Act  of  Congress  upon  the  Commis- 
sioner, and  he  possesses  no  power  in  that  behalf  except 
what  the  Acts  pf  Congress  confer.  Whether  a  reissued 
patent  is  for  the  same  invention  as  that  embodied  in  the 
original  patent  or  for  a  different  one,  is  a  question  for  the 
court  in  an  equity  suit  to  be  determined  as  a  matter  of  con- 
struction on  a  comparison  of  the  two  instruments,  aided 
or  not  by  the  testimony  of  expert  witnesses,  as  it  may  or 
may  not  appear  that  one  or  both  may  contain  techical  terms 
or  terms  of  art  requiring  such  assistance  in  ascertaining  the 
true  meaning  of  the  language  employed.  Sickles  v.  Evans, 
2  Cliff.  203. 

Where  the  specification  and  claim,  both  in  the  original 
and  reissued  patents,  are  expressed  in  ordinary  language, 
without  employing  any  technical  terms  or  terms  of  art,  the 
question  whether  the  reissued  patent  is  for  the  same  inven- 
tion as  that  described  in  the  original  patent  or  for  a  differ- 
ent one,  is  purely  a  question  of  construction,  but  where 
both  or  either  contain  technical  terms  or  terms  of  art  the 
court  may  hear  the  testimony  of  scientific  witnesses  to  aid 
the  court  in  coming  to  a  correct  conclusion.  Cases,  doubt- 
less, arise  where  the  language  of  the  specification  and 
claim,  both  of  the  surrendered  and  reissued  patents,  is  so  in- 
terspersed with  technical  terms  and  terms  of  art  that  the 
testimony  of  scientific  witnesses  is  indispensible  to  a  cor- 
rect understanding  of  its  meaning.  Both  parties  in  such 
a  case  would  have  a  right  to  examine  such  witnesses,  and 
it  would  undoubtedly  be  error  in  the  court  to  reject  the 
testimony,  but  the  case  before  the  court  is  not  of  a  charac- 
ter to  render  it  expedient  to  pursue  the  inquiry.     Bischofl 
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V.  Wethered,  9  Wall.  814  [p.  213,  ante] ;  Betts  v.  Menzies, 
4  B.  &  S.  Q.  B.  999. 

Apply  the  rule  to  the  present  case,  that  the  question  is 
one  of  construction,  and  it  is  clear  that  the  defense  under 
consideration  is  not  open  to  the  respondents,  as  they  did 
not  introduce  in  evidence  the  original  letters  patent  from 
which  the  reissued  patents  were  derived. 

Persons  owning  reissued  letters  patent,  and  seeking  re- 
dress from  those  who  have  invaded  their  exclusive  rights, 
are  not  obliged  to  introduce  in  evidence  the  surrendered 
patent,  and  if  the  old  patent  is  not  introduced  by  the  party 
sued,  he  cannot  have  the  benefit  of  such  a  defense. 

6.  That  the  several  letters  patent  are  void  and  of  noeflFect 
because  the  claims  therein  patented  are  for  an  effect,  and 
not  for  any  particular  machinery. 

Founded,  as  the  defense  is,  upon  an  obvious  misconstruc- 
tion of  the  claims  of  the  several  patents,  it  does  not  seem 
to  require  much  explanation.  Omit  the  words  "substan- 
tially as  described,"  or  '* substantially  as  set  forth,"  and 
the  question  presented  would  be  a  very  different  one,  but 
inasmuch  as  those  words,  or  words  of  equivalent  import, 
are  employed  in  each  of  the  claims,  the  defense  is  without 
merit.  Where  the  claim  immediately  follows  the  descrip- 
tion of  the  invention  it  may  be  construed  in  connection 
with  the  explanations  contained  in  the  specifications,  and 
where  it  contains  words  referring  back  to  the  specifications, 
it  cannot  properly  be  construed  in  any  other  way.  Curt. 
Pat.  (3d  ed.),  sees.  225-227. 

6.  That  the  several  reissued  letters  patent  are  void  and 
of  no  effect  because  the  claims  therein  made  are  too  broad 
and  embrace  that  of  which  the  patentees  were  not  the  orig- 
inal and  first  inventors  prior  to  the  granting  of  the  original 
letters  patent. 

Properly  understood  the  defense  is  substantially  the 
same  as  that  set  up  in  the  fourth  defense,  and  it  must  be 
overruled  for  the  same  reasons,  which  need  not  be  repeated. 
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7.  That  the  several  letters  patent  are  void  and  of  no 
effect  because  what  is  claimed  therein  as  new  was  in  public 
use,  with  the  consent  and  allowance  of  the  original  paten- 
tees, more  than  two  years  before  they  applied  for  the  sev- 
eral patents. 

Such  a  defense  set  up  in  a  case  where  the  complainants 
file  the  general  replication  is  of  no  avail  unless  sustained 
by  proof,  and  the  respondents  did  not  introduce  any  proofs 
to  sustain  it,  which  is  all  that  need  be  said  upon  the  sub- 
ject.      ^ 

8.  That  the  combination  claimed  in  each  of  the  several 
letters  patent  is  a  combination  of  old  parts,  the  combining 
of  which  involved  no  invention,  but  merely  the  skill  of  an 
intelligent  mechanic  or  other  persons  skilled  in  the  manu- 
facture and  use  of  harvesting  machines. 

Reduced  to  a  proposition,  the  defense,  as  set  up  in  the 
answer,  is  that  the  several  improvements  were  old  and  not 
patentable  on  that  account,  as  no  improvements  were  made 
which  required  invention.  Specific  objection  is  made  under 
this  head  to  each  of  the  four  reissued  letters  patent,  but 
the  grounds  of  the  several  objections  are  substantially  the 
same,  so  that  the  several  propositions  may  be  considered 
together. 

New  and  useful  machines  are  the  proper  subjects  of  an 
application  for  a  patent,  and  so,  by  tlie  express  words  of 
the  Act  of  Congress,  are  new  and  useful  improvements  on 
any  machine.  All  of  the  patents  embraced  in  the  suit  fall 
under  the  second  clause  of  the  provision,  and  are  of  the 
fourth  class  of  patents  before  described,  that  is,  they 
consist  of  a  new  combination  of  old  elements  whereby  a 
new  and  useful  result  is  obtained. 

Particular  changes  may  be  made  in  the  construction  and 
operation  of  an  old  machine  so  as  to  adapt  it  to  a  new  and 
valuable  use  not  known  before,  and  to  which  the  old  ma- 
chine had  not  been,  and  could  not  be,  applied  without  those 
changes  and,  under  those  circumstances,  if  the  machine, 
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as  changed  and  modified,  produces  a  new  and  useful  result, 
it  may  be  patented,  and  the  patent  will  be  upheld  under 
existing  laws.  Bray  v.  Hartshorn,  1  Cliflf.  541 ;  Losh  v. 
Hague,  1  Web.  Pat.  Cas.  207  [2  Am.  &  Eng.  501]  ;  Hind. 
Pat.  95 ;  Phillips  v.  Page,  24  How.  166  [7  Am.  &  Eng.  97] ; 
Norm.  Pat.  25. 

Such  a  change  in  an  old  machine  may  consist  merely  of 
a  new  and  useful  combination  of  the  several  parts  of  which 
the  old  machine  is  composed,  or  it  may  consist  of  a  mate- 
rial alteration  or  modification  of  one  or  more  of  the  several 
devices  which  entered  into  its  construction,  and  whether  it 
be  the  one  or  the  other,  if  the  change  of  construction  and 
operation  actually  adapts  the  machine  to  a  new  and  valu- 
able use  not  known  before,  and  it  actually  produces  a  new 
and  useful  result,  then  a  patent  may  be  granted  for  the 
same,  and  it  will  be  upheld  as  a  patentable  improvement. 
Park  V.  Little,  3  Wash.  (C.  C),  196. 

Improvements  for  which  a  patent  may  be  granted  must 
be  new  and  useful,  within  the  meaning  of  the  patent  law, 
or  the  patent  will  be  void,  but  the  requirement  of  the  Pat- 
ent Act  in  that  respect  is  satisfied  if  the  combination  is  new 
and  the  machine  is  capable  of  being  beneficially  used  for 
the  purpose  for  which  it  was  designed,  as  the  law  does  not 
require  that  it  should  be  of  such  general  utility  as  to  super- 
sede all  other  inventions  in  practice  to  accomplish  the  same 
object.  Lowell  v,  Lewis,  1  Mason  182 ;  Bedford  v.  Hunt,  1 
Mason  302 ;  Many  v.  Jagger,  1  Blatchf .  372 ;  Barrett  v. 
Hall,  1  Mason,  447. 

Unsuccessful  in  those  defenses,  the  respondents  in  the 
next  place  attack  the  respective  inventions  as  destitute  of 
originality,  and  allege  that  the  patentees  were  not  the  orig- 
inal and  first  inventors  of  the  several  improvements  sup- 
posed to  be  secured  in  the  letters  patent.  Separate  de- 
fenses of  the  kind  are  set  up  in  the  answer  to  each  of  the 
letters  patent,  but  the  nature  and  character  of  the  objec- 

11  WftU.  548-540 


873  SEYMOUK  v.  OSBOfiNE.  [Sup.  Ct. 

Opinion  of  the  court. 

tiona  are  such  that  the  whole  series  may  property  be  con- 
sidered together. 

Prior  Dotice  in  the  answer  is  required  in  such  a  case  as  a 
condition  precedent  to  the  right  to  introduce  proofs  to  sup- 
port such  a  defense,  and  it  is  certainly  proper  that  the  re- 
spondent should  be  allowed  to  comply  with  that  require- 
ment, but  it  is  an  abuse  of  the  privilege  to  give  such  notices 
without  some  reason  to  suppose  that  sucb  a  defense  can  suc- 
cessfully be  made,  and  that  the  proofs,  if  required,  can  be 
obtained,  as  it  exposes  the  complainant  to  unnecessary  ex 
pense  and  trouble  in  preparing  his  case  for  trial.  Where 
no  proofs  were  introduced  in  support  of  the  answer  no 
mention  will  be  made  of  the  notices,  as  a  notice  without 
proof  to  support  it  is  of  no  avail. 

Out  of  all  the  alleged  prior  inventions  set  up  in  the  an- 
swer, only  four  were  made  the  subject  of  proof  to  any  sub- 
stantial extent.  Two  of  these  are  the  inventions  of  Obed 
Hussey  and  of  Thomas  D.  Burral,  of  the  combination  of 
the  quadrant-shaped  platform  located  behind  the  cutting 
apparatus.  Those  patents  wereintroducedastendingmore 
particularly  to  supersede  the  reissued  patent  number  sev- 
enty-two, before  described. 

Strong  doubts  are  entertained  whether  any  of  the  patents 
given  in  evidence  by  the  respondents  as  superseding  the 
particular  patent  of  the  complainants,  involved  in  this 
issue,  are  of  a  charactwr  to  have  that  effect,  even  if  the  in- 
ventions which  they  purport  to  secure  were  of  prior  dat«, 
but  it  is  not  absoluteiy  necessary  to  decide  that  point,  ex- 
cept as  to  one  of  the  exhibits,  as  the  court  is  of  the  opin- 
ion that  none  of  the  others  antedate  the  invention  secured 
in  that  patent.  Conclusions  are  all  that  will  be  useful  on 
this  branch  of  the  case,  especially  as  the  question  is  one  of 
fact  dependent  upon  theproofs,  which  are  somewhat  conflict- 
ing, and  where  a  full  analysis  of  the  evidence  would  hardly 
be  practicable,  as  it  would  extend  the  opinion  to  an  uurea- 
souable  length. 
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Proofs  entirely  satisfactory  to  the  court  are  exhibited  by 
the  complainants  showing  that  their  invention,  as  described 
in  the  patent  in  question,  was  perfected  early  in  the  sum- 
mer of  1849,  as  a  material  part  of  a  harvesting  machine, 
and  that  the  same  was  reduced  to  practice  as  an  operative 
machine  during  the  harvesting  season  of  that  year. 

Hussey,  from  1839,  or  earlier,  to  the  time  of  his  death, 
in  the  summer  of  1860,  was  much  engaged  in  the  manufac- 
ture of  reaping  machines  of  various  kinds.  Most  of  his 
machines,  however,  were  constructed  without  any  reel  and 
with  square  platforms,  so  as  to  drop  the  cut  grain  at  the 
rear  of  the  platform,  differing  so  widely  from  the  patented 
machine  of  the  complainants  as  to  require  no  argument  to 
show  that  they  aflford  no  support  to  the  present  defense. 
Other  machines  were  constructed  by  him  with  a  straight 
guide  board  on  the  platform,  which  was  adjustable  within 
certain  limits,  and  the  apparatus  was,  doubtless,  capable, 
to  a  limited  extent,  of  causing  the  cut  grain  to  be  moved 
sufficiently  out  of  the  path  of  the  machine  to  give  room 
for  a  single  team. 

Evidence  to  show  that  the  invention  of  the  complainants 
is  embodied  in  those  machines  is  entirely  wanting,  and  it  is 
quite  clear  that  if  any  such  had  been  introduced  it  could 
not  have  been  credited,  as  the  differences  between  them 
are  too  palpable  and  material  to  be  overcome  by  parol  evi- 
dence. Machines  were  also  made  by  him  with  two  plat- 
forms or  with  a  platform  in  two  parts,  the  one  being  at- 
tached to  the  rear  of  the  other,  but  it  required  two  men  to 
do  the  work  which,  with  the  complainants'  machine,  is 
easily  and  much  better  accomplished  by  one,  which  is  cer- 
tainly ail  the  explanation  which  need  be  given  of  those 
machines  in  the  present  case. 

Apart  from  these  he  also  made  one  experimental  ma- 
chine, with  a  square  platform,  to  which  was  bolted  an  an- 
gular addition,  giving  the  whole,  when  the  addition  was 
attached,  an  angular  form.    Examined  when  the  addition 
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is  bolted  to  the  main  plalforiu,  irrespective  of  the  other  in- 
gredients of  the  combination,  it  approaches  mnoh  nearer 
to  the  invention  of  the  complainants  than  anyot  the  other 
exhibits  introdaced  in  evidence  by  the  respondents.  Con- 
ceding all  that,  still  it  would  not  be  difficult  to  show  that- 
the  two  are  substantially  different  in  several  respects^  but 
it  is  unnecessary  to  enter  that  field  of  inquiry,  as  the  proofs 
are  entirely  satisfactory  to  the  conri,  that  the  machine,  as 
constructed,  was  merely  an  experiment,  and  that  it  was 
never  reduced  to  practice  as  an  operative  machine.  Un- 
doubtedly, it  was  built  in  the  aututnn  of  184S,  subsequent 
to  the  close  of  the  harvest  season  ;  but  the  respondents' 
testimony  shows  that  it  was  not  used  for  cutting graindur- 
ing  that  harvesting  season. 

Some  obscurity  surrounds  its  early  history,  nor  is  it  of 
much  importance  that  it  should  be  better  known.  It  ap- 
pears that  it  was  sent  to  the  railroad  depot  to  be  trans- 
ported to  some  other  place  for  trial ;  but  there  is  no  posi- 
tive evidence  that  it  was  ever  forwarded  or  used,  or  that  it 
was  capable  of  any  beneficial  use.  Where  it  was  trans- 
ported, if  at  all,  from  the  depot,  does  not  appear ;  but  it 
does  appear  that  it  was  returned  the  next  year  to  the  sliop 
of  the  maker,  and  that  it  was  set  against  tlie  wall  by  the 
side  of  the  street,  in  front  of  the  shop,  where  it  remained 
for  some  time  ;  that  it  was  then  removed  to  the  new  shop 
of  the  maker,  where  it  remained  until  it  was  taken  to 
pieces  and  broken  up  by  his  order,  and  never  restored  till 
long  subsequent  to  the  complainants'  patent. 

Original  and  first  inventors  are  entitled  to  the  benefit  of 
their  inventions  if  they  reduce  the  same  to  practice,  and  sea- 
sonably comply  with  the  requirements  of  the  patent  law 
in  procuring  letters  patent  for  the  protection  of  their  ex- 
clusive rights.  Crude  and  imperfect  experiments  are  not 
sufficient  to  confer  a  right  to  a  patent ;  but  in  order  to  con- 
atitute  an  invention,  the  party  must  have  proceeded  so  far 
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as  to  have  reduced  his  idea  to  practice,  and  embodied  it  in 
some  distinct  form. 

Desertion  of  an  invention  consisting  of  a  machine,  never 
patented,  may' be  proved  by  showing  that  the  inventor, 
after  he  had  constructed  it,  and  before  he  had  reduced  it 
to  practice,  broke  it  up  as  something  requiring  more 
thought  and  experiment,  and  laid  the  parts  aside  as  incom- 
plete, provided  it  appears  that  those  acts  were  done  with- 
out any  definite  intention  of  resuming  his  experiments, 
and  of  restoring  the  machine  with  a  view  to  apply  for  let- 
ters patent.  Johnson  v.  Root,  2  Cliflf.  123 ;  Gayler  v.  Wil- 
der, 10  How.  498  [6  Am.  &  Eng.  188] ;  Parkhurst  v.  Kins- 
man, 1  Blatchf.  494 ;  White  v.  Allen,  2  Cliff.  230. 

He  is  the  first  inventor,  in  the  sense  of  the  patent  law, 
and  entitled  to  a  patent  for  his  invention,  who  first  per- 
fected and  adapted  the  same  to  use,  and  it  is  well  settled 
that  until  the  invention  is  so  perfected  and  adapted  to  use 
it  is  not  patentable  under  the  patent  laws.  Washburn  v. 
Gould,  3  Story,  122 ;  Cahoon  v.  Ring,  1  Cliff.  612. 

Argument  is  hardly  necessary  to  show  that  nothing  else 
introduced  in  evidence  by  the  respondents  as  having  been 
constructed  by  that  inventor  is  of  a  character  to  interfere, 
in  any  substantial  respect,  with  the  novelty  of  the  inven- 
tion held  by  the  complainants,  as  the  weight  of  the  evi- 
dence plainly  tends  to  disprove  the  allegations  of  the  an- 
swer, and  the  inferences  to  be  drawn  from  a  comparison  of 
the  exhibits  would  establish  the  opposite  theory  even  if 
the  other  proofs  were  less  decisive  to  that  effect. 

Prior  invention  by  Thomas  D.  Burral  is  the  next  de- 
fense set  up  by  the  respondents  to  the  particular  patent 
under  consideration.  They  attempt  to  show  that  he  con- 
structed a  harvesting  machine  having  a  square  platform, 
to  which  he  attached  an  apron  quadrant  formed,  which 
would  deliver  the  cut  grain,  heads  foremost,  at  the  side  of 
the  machine  and  out  of  the  way  of  the  team  in  cutting  the 
next  swath. 
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Concede  the  fact  that  the  machine,  together  with  the 
circular  apron,  was  constructed  by  the  pei-son  named  as 
alleged,  and  that  the  machine  in  that  form  antedates  the 
invention  held  by  the  complainants,  still  the  Court  is  of 
the  opinion  that  it  is  not  of  a  character  to  defeat  the  com- 
plainants' patent,  as  it  had  no  reel,  was  not  a  self-raker  in 
any  view  of  the  case,  and  consisted  beyond  doubt  of  a  sub- 
stantially different  combination.  Compared  with  that,  the 
invention  described  in  the  complainants'  patent  is  both 
new  and  useful,  and  is  plainly  sufficient  to  support  a  pat- 
ent as  a  new  arrangement. 

Suppose  it  to  be  otherwise,  still  the  conclusion  as  to  this 
defense  must  be  the  same,  as  the  court  is  unhesitatingly  of 
the  opinion  from  the  proofs  that  the  supposed  inventor  did 
not  construct  the  circular  apron,  and  attach  the  same  to 
the  square  platform,  and  use  the  two  in  conjunction  until 
after  the  complainants'  invention  was  perfected  and  re- 
duced to  practice  as  an  operative  machine. 

Evidence  was  also  introduced  by  the  respofadents  re- 
si>ecting  the  invention  of  Nelson  Piatt,  but  extended  dis- 
cussion upon  that  topic  is  unnecessary,  as  it  is  hardly  con- 
tended by  the  respondents  that  the  machine  contains  a 
quadrant-shaped  platform  with,  and  immediately  behind, 
the  cutting  apparatus,  and  in  such  relation  to  the  main 
frame  as  that  described  in  the  specification  of  the  com- 
plainants' patent.  They  appear  to  shrink  from  that  prop- 
osition, which  is  the  only  one  involved  in  this  defense,  and 
seek  shelter  under  another,  of  a  very  different  character, 
which  is  that  the  difference  between  the  two  is  so  very 
slight  that  it  required  no  invention  to  pass  from  the  former 
to  the  latter,  which  is  a  matter  appertaining  to  another 
head  of  the  defense  that  has  previously  been  fully  consid- 
ered and  the  point  distinctly  overruled. 

Properly  understood,  that  machine  does  not  contain  a 
combination  of  the  quadrant-shaped  platform  with  the  cut- 
ting appartus  in  any  practical  sense.    On  the  contrary,  it 
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has  a  square  platform  combined  with  the  cutting  apparatus, 
and  the  qnadrant-shaped  platform  is  combined  with  the 
square  platform ;  nor  does  it  contain  any  quadrant-shaped 
platform  to  receive  the  grain  as  it  falls,  but  the  ingredients 
of  the  invention,  as  well  as  the  combination,  are  different 
from  those  in  the  complainants'  machine,  and  the  mode  of 
operation  is  also  different,  which  is  all  that  need  be  said  in 
response  to  that  defense. 

Substantially  the  same  defenses  were  also  set  np  to  the 
other  reissued  letters  patent,  to  the  extent  that  those  pat- 
ents were  put  in  issue  in  the  pleadings,  but  it  will  not  be 
necessary  to  restate  the  objections  to  their  originality  nor 
to  present  any  response  to  the  same,  as  to  do  so  would 
only  be  to  repeat  what  has  been  said  in  respect  to  the  one 
more  particularly  assailed  in  argument. 

Attempt  is  also  made  to  show  that  the  original  letters 
patent  described  in  the  bill  of  complaint  are  also  invalid, 
because  the  patentees  are  not  the  original  and  first  inven- 
tors of  the  improvements  therein  secured.  Whether  they 
were  or  were  not  the  original  and  first  inventors  of  the  im- 
provement in  the  first  claim  is  a  matter  of  no  importance 
in  this  case,  as  the  pleadings  do  not  put  that  claim  in  issue. 
They  only  put  in  issne  the  second  claim,  which  embodies 
the  described  method  of  hanging  the  reel  so  as  to  dispense 
with  any  post  or  reel  bearer  next  to  the  standing  grain,  to 
prevent  the  grain  from  getting  caught  between  the  divider 
and  the  reel  supporter,  and  the  only  evidence  introduced 
of  prior  invention  is  what  is  contained  in  an  article  pub- 
lished in  London,  in  the  Mechanics'  Magazine.  Expert 
witnesses  were  examined  in  respect  to  it  by  both  sides. 
One  examined  by  the  respondents  testified  that  he  did  not 
understand  that  it  had  any  reel  support  on  the  grain  side 
of  the  machine,  which  in  that  respect  is  like  the  machine 
of  the  complainants ;  but  three  expert  witnesses  examined 
by  the  complainants  testify  that  neither  the  description 
nor  the  drawings  of  the  same,  as  exhibited  in  that  maga- 
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zine,  show  anything  which  is  embodied  in  the  complain- 
ants' patent,  and  the  court  is  of  the  same  opinion. 

Patented  inventions  cannot  be  sujwrBeded  by  the  mere  in- 
troduclion  of  a  foreign  publication  of  the  kind,  though  of 
prior  date,  anless  the  description  and  drawings  contain  and 
exhibit  a  substantial  representation  of  the  patented  im- 
provement, in  such  full,  clear  and  exact  terms  as  to  enable 
any  person  skilled  in  the  artor  science  to  which  it  appertains 
to  make,  construct  and  practice  the  invention  to  the  same 
practical  extent  as  they  would  be  enabled  lo  do  if  the  in- 
formation was  derived  from  a  prior  patent.  Mere  vague 
and  general  represents  tions  will  not  support  such  a  defense, 
as  the  knowledge  supposed  to  be  derived  from  the  publi- 
cation must  be  sufficient  to  enable  those  skilled  in  the  art 
or  science  to  understand  the  nature  and  operation  of  the 
invention,  and  to  carry  it  into  practical  use.  Whatever 
may  be  the  particular  circumstances  under  which  the  pub- 
lication takes  place,  the  account  published,  to  be  of  any 
effect  to  support  such  a  defense,  must  be  an  account  of  a 
complete  and  operative  invention  capable  of  being  put  into 
practical  operation.  Web.  Pat.  Gas.  719 ;  Curt.  Pat.  (3d 
ed.),  sec.  278,  a;  Hill  v.  Evans,  6  Law  T.,  N.  S.  90;  Belts 
T.  Menzies,  4  Best  &  S.  Q.  B.  999. 

None  of  these  defenses,  however,  were  sustained  in  the 
court  below,  but  the  Circuit  judges  were  of  the  opinion 
that  the  proofs  failed  to  show  that  the  respondents  had  in- 
infringed  the  letters  patent  of  the  complainants. 

Actual  inventors  of  a  combination  of  two  or  more  ingre- 
dients in  a  machine,  secured  by  letters  patent  in  due  form, 
are  entitled,  even  though  the  ingredients  are  old,  if  the 
combination  produces  a  new  and  useful  result,  to  treat  every 
one  as  an  infringer  who  makes  and  uses  or  vends  the  ma- 
chine toothers  to  be  used  withoottheirauthority  or  license. 
Pitts  B.  Whitman,  2  Story,  619  ;  Ames  v.  Howard,  1  Sumn. 
487. 

They  cannot  suppress  subsequent  improvements  which 
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are  substantially,  different,  whether  the  new  improveraents 
consist  in  a  new  combination  of  the  same  ingredients  or  of 
the  substitution  of  some  newly-discovered  ingredient,  or  of 
some  old  one  performing  some  new  function  not  known  at 
the  date  of  the  letters  patent,  as  a  proper  substitute  for  the 
ingredient  withdrawn  from  the  combination  constituting 
their  invention.  Mere  formal  alterations  in  a  combination 
in  letters  patent,  however^  are  no  defense  to  the  charge  of 
infringement,  and  the  withdrawal  of  one  ingredient  from 
the  same  and  the  substitution  of  another  which  was  well 
known  at  the  date  of  the  patent  as  a  proi)er  substitute  for 
the  one  withdrawn,  is  a  mere  formal  alteration  of  the  com- 
bination if  the  ingredient  substituted  performs,  substan- 
tially, the  same  function  as  ttie  one  withdrawn. 

Patentees,  therefore,  are  entitled  in  all  cases  to  invoke  to 
some  extent  the  doctrine  of  equivalents,  but  they  are  never 
entitled  to  do  so  in  any  case  to  suppress  all  other  substan- 
tial improvements,  and  the  rule  which  disallows  such  pre- 
tensions, if  properly  understood  and  limited,  is  as  appli- 
cable to  the  inventor  of  a  device,  or  even  of  an  entire  ma- 
chine, as  to  the  inventor  of  a  mere  combination,  except 
that  the  inventor  of  the  latter  cannot  treat  anyone  as  an 
infringer  whose  machine  does  not  contain  all  of  the  material 
ingredients  of  the  prior  combination,  as  in  that  state  of  the 
case  the  subsequent  invention  is  regarded  as  substantially 
different  from  the  former  one,  unless  the  latter  machine 
employs  as  a  substitute  for  the  ingredient  left  out,  to  per- 
form the  same  function,  some  other  ingredient  which  was 
well  known  as  a  proper  substitute  for  the  same  when  the 
former  invention  was  patented.  Prouty  v.  Ruggles,  16 
Pet.  341  [4  Am.  &  Eng.  351] ;  Johnson  ».  Root,  2Cliflf.  123. 

Bona  fide  inventors  of  a  combination  areas  much  enti- 
tled to  suppress  every  other  combination  of  the  same  ingre- 
dients to  produce  the  same  result,  not  substantially  differ- 
ent from  what  they  have  invented  and  caused  to  be  pat- 
entedy  as  any  other  class  of  inventors.    All  alike  have  the 
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right  to  sappress  every  colorable  invasion  of  that  which 
is  secured  to  them  by  their  letters  patent,  and  it  is  a  mis- 
take to  suppose  that  this  conrt  ever  intended  to  lay  down 
any  different  rule  of  decision.  Guided  by  these  rules,  the 
remaining  qnestion  for  the  determination  of  the  court  is 
whetlier  the  respondents  have  infringed  the  several  pat- 
ents described  in  the  bill  of  complaint. 

Infringement  is  alleged  by  the  complainants,  and  the 
bnrden  is  upon  them  to  prove  the  allegation,  as  it  imputes 
a  wrongful  act  to  the  respondents.  All  controversy  as  to 
the  character  of  the  machines  made  and  sold  by  the  re- 
spondents, is  closed  by  their  admission  set  forth  in  the 
record.  Exhibit  six,  it  is  conceded  by  the  respondents,  is 
an  accurate  representation  of  the  machines  which  tliey 
made  and  sold,  and  the  complainants  accept  the  admission 
as  correct.  Absolute  certainty,  therefore,  attends  that  in- 
quiry, and  there  is  very  little,  if  any,  more  difficulty  in  as- 
certaining the  construction  of  the  patented  machines  made 
and  furnished  to  the  pabllcby  the complainants,so that  the 
only  substantial  inquiry  is,  whether  the  machines  made  and 
sold  by  the  respondents  infringe  the  patented  machines  of 
the  complainants,  as  the  latter  embody  all  the  inventions 
of  the  complainants  except  the  claims  pointed  out  as  not 
infringed,  and  the  proofs  satisfy  the  court  that  the  exhibits 
ere  constructed  in  accordance  with  the  mechanism  described 
in  the  several  letters  patent. 

Properly  construed  the  reissued  patent  number  4  is  the 
combination  of  a  quadrant-shaped  platform  located  behind 
the  cutting  apparatus  of  the  harvester  so  as  to  receive  the 
grain  as  it  falls  after  it  is  cut,  with  an  automatic  sweep 
rake  so  constructed  as  to  sweep  over  the  platform  in  circu- 
lar curves,  and  to  move  forward  and  backward,  or  towards 
and  from  the  cutting  apparatus,  so  as  to  seize  upon  the 
grain  as  it  falls,  after  being  cut,  sweeping  it  over  the  plat- 
form in  circular  curves  and  delivering  it  upon  the  ground 
behind  the  machine  with  its  stalks  at  right  angles,  or  nearly 
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SO,  with  the  line  of  progression  of  the  machine,  and  to  re- 
tnm  by  a  forward  movement  towards  the  cutting  apparatus 
to  the  original  position  when  the  first  operation  commenced. 

Number  1,682  is  divided  into  two  parts,  the  first  of  which 
may  be  used  without  the  second,  and  it  is  not  charged  that 
the  second  part  has  been  infringed  by  the  respondents. 
Briefly  described  it  consists  of  a  combination  of  the  cutting 
apparatus  of  a  harvester  with  a  quadrant  shaped  platform 
arranged  in  the  rear  thereof,  and  with  a  sweep  rake  ope- 
rated by  mechanism  in  such  a  manner  that  its  teeth  are 
caijsed  to  sweep  over  the  platform  in  curves  when  acting  on 
the  grain,  and  to  discharge  the  stalks  crosswise  in  the  di- 
rection of  the  swath  and  out  of  the  way  of  the  team  on  the 
return  of  the  machine. 

Two  combinations  are  also  contained  in  the  reissued  pat- 
ent 1,683,  but  the  respondents  are  not  charged  with  in- 
fringing the  second,  so  that  it  is  only  necessary  in  this  con- 
nection to  refer  to  the  first  and  describe  its  operation.  It 
consists  of  a  combination  of  the  cutting  apparatus  with  a 
reel  and  with  a  quadrant-shaped  platform  located  in  the 
rear  of  the  cutting  apparatus,  operating  as  follows:  the 
cutting  apparatus  severing  the  grain,  the  reel  bearing  the 
grain  against  the  cutting  apparatus  and  insuring  its  deliv- 
ery upon  the  quadrant-shaped  platform  in  the  rear  thereof, 
and  the  quadrant-shaped  platform  receiving  the  grain  from 
the  cutting  apparatus  and  reel,  and  supporting  it  in  such  a 
manner  that  it  can  be  moved  from  the  cutting  apparatus, 
heads  foremost,  swept  round  in  a  curve  and  discharged 
upon  the  ground  crosswise  to  the  direction  of  the  swath 
and  out  of  the  track  of  the  horses  when  the  machine  comes 
round  to  cut  the  next  swath. 

Patent  numbered  72  is  also  an  arrangement  of  the  quad- 
rant-shaped platform  immediately  behind  the  cutting  ap- 
paratus of  a  reaping  machine,  so  that  the  platform  will  re- 
ceive the  grain  as  it  falls  from  the  cutting  apparatus,  and 
will  support  it  in  such  a  manner  that  it  may  be  swept 
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around  in  a  cnrvilinear  path  and  discharged,  heads  fore- 
most, upon  the  ground  at  the  side  of  the  platform  out  of 
the  path  of  the  horses  when  they  return. 

Reference  will  only  be  made  to  the  second  part  of  the 
original  patent  embraced  in  the  suit,  as  it  is  not  charged 
that  the  respondents  have  infringed  the  other  claim.  Sepa- 
rated from  the  second  claim  the  first  consists  in  a  mode  of 
hanging  the  reel  in  a  reaping  machine  so  as  to  dispense 
with  any  post  or  reel-bearer  on  the  side  next  to  the  stand- 
ing grain,  without  any  projection  of  the  reel  shaft  or  bear- 
ing therefor  on  that  side  of  the  machine,  so  that  the  reel 
overhangs  the  bearings  on  the  one  side  and  is  without  sup- 
port on  the  other  side. 

Prior  to  the  act  of  Congress  allowing  several  patents  to 
be  issued  for  distinct  and  separate  parts  of  the  thing  pat- 
ented, it  is  not  probable  that  a  bill  of  complaint  joining 
five  several  patents  in  the  same  charge  of  infringement 
would  have  escaped  objection  from  the  respondent,  but  it 
will  be  noticed  that  all  the  claims  appertain  to  the  same 
general  subject,  and  that  it  requires  all  of  the  inventions  in 
question  to  constitute  a  complete  self  raking  harvester  or 
reaping  machine,  and  that  they  are  all  embodied  in  the  ma- 
chines which  the  complainants  make  and  furnish  to  the 
public.  Viewed  in  that  light  the  court  is  of  the  opinion 
that  the  objection,  if  it  had  been  made,  could  not  have  been 
sustained.    6  Stat,  at  L.  192. 

Where  the  invention  or  inventions  are  embodied  in  a 
machine,  the  question  of  infringement  is  best  determined 
by  a  comparison  of  the  machine  made  by  the  respondent 
with  the  mechanism  described  in  the  comi)lainanf  s  patent 
or  patents,  where  more  than  one  is  embraced  in  the  same 
suit.     Blanchard  v.  Putnam,  8  Wall.  426  [p.  107  ante]. 

Comparisons  of  the  kind  have  been  carefully  made  by 
the  court,  aided  by  the  evidence  of  the  expert  witnesses,  as 
exhibited  in  the  record,  and  the  court  is  of  the  opinion  that 
the  several  inventions  of  the  complainants,  excepting  the 
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claims  pointed  out  as  not  infringed,  are  embodied  in  the 
machines  made  and  sold  by  the  respondents.  Two  of  the 
expert  witnesses  testify  to  that  effect  without  qualification, 
and  the  reasons  which  they  assign  for  that  conclusion  are, 
in  the  opinion  of  the  court,  decisive  of  the  question.  Some 
attempt  was  made  in  the  cross-examination  of  those  wit- 
nesses to  elicit  an  answer  that  the  sweep  rake  employed  by 
the  respondents  operated  differently  from  the  correspond- 
ing device  of  the  complainants  in  the  several  reissued  pat- 
ents, but  the  attempt  was  wholly  unsuccessful,  and  called 
forth  explanations  which  confirm  the  conclusion  that  the 
two  devices  have  substantially  the  same  operation. 

Special  reference  is  made  in  the  opinion  of  the  district 
judge  to  the  means  employed  by  the  respondents  in  sup- 
porting the  reel,  as  showing  that  the  machines  which  they 
have  made  and  sold  do  not  infringe  the  second  claim  of  the 
original  patent.  His  vi^js  that  their  machines  do  not  in- 
fringe  that  claim  because  they  do  not  employ  but  one  reel 
postlnstead  of  twQ»  jis  shown,  in  the  complainants'  patent, 
but  it  is  so  obvious. ..that  the  one  post  with  the  frame  at- 
tachedTto  the  ujpper  end  is  substantially  the  same  thing 
that  it  is  not  deemed  necessary  to  pursue  the  argument. 
~Tor  these  reasons  we  are  all  of  the  opinion  that  the  com- 
plainants are  entitled  to  a  decree  that  their  several  patents 
are  valid,  and^or  an  account  and  for  a  perpetual  injunction, 
except  as  to  such,  if  any,  as  have  expired. 

Decree  reversed  with  costSj  and  the  cause  remanded  for 
further  proceedings^  in  conformity  to  the  opinion  of  the 
court 
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WILLIAM  N.  WHITELEY  et  al.,  APPELLANTS,  v. 
WILLIAM  A.  KIRBY  AND  DAVID  OSBORNE.* 
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Particular  patent.     Infringement, 

1.  Beissned  letters  patent  No.  1,262,  B.  Densmore,  Jannary  28, 

1862,  Harvester,  of  ori^nal  patent  No.  8,720,  February  10, 
1852,  held  not  anticipated  by  patents  No.  6,517,  N.  Piatt, 
June  12,  1849,  and  No.  2,007,  A.  Churchill,  March  1,  1841, 
Harvesters,     (p.  428.) 

2.  Claim  1  of  reissued  letters  patent  No.  1,262,  B.  Densmore,  Jan- 

uary 28, 1862,  Harvester,  for  '^  hanging  the  driving-wheel  in  a 
supplementary  frame,  or  its  equivalent,  which  is  hinged  at 
one  end  by  the  main  frame,  while  its  opposite  end  may  be  ad- 
justed and  secured  at  various  heights,  or  be  left  free  as  de- 
sired, whereby  the  cutting  apparatus  maybe  held  at  any  desired 
height  for  reaping  or  be  left  to  accommodate  itself  to  the  un- 
dulations of  the  ground,  substantially  as  described,"  held  in- 
fringed by  a  harvester  constructed  with  a  main  frame  which 
carries  the  cutting  apparatus,  and  having  attached  to  the  main 
frame  a  secondary  (supplemental)  frame,  which  carries  the 
driving-wheel,  the  secondary  frame  being  prolonged  beyond 
the  driving-wheel  to  a  standard  in  the  form  of  an  arc,  having 
holes  at  various  heights,  by  which  the  secondary  frame  and 
with  it  the  axis  of  the  driving-wheel  is  secured  at  fixed  dis- 
tances above  the  main-frame,     (p.  429.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  Ohio. 

.The  bill  in  this  case  was  filed  in  the  court  below,  by  the 
defendants  in  error,  for  an  injunction  against  making, 
using  or  selling  certain  harvesting  machines.    A  decree 

•See  Explanation  of  Notes,  page  III. 
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haTing  been  entered  in  said  court  in  favor  of  the  complain- 
ants, the  respondents  took  an  appeal  to  this  court. 

The  drawing  and  specifications  of  Densmore's  patent  are 
as  follows :  Churchill's  alleged  anticipating  patent  is  also 
given.  For  Nelson  Piatt's  patent  No.  6,517  of  June  12, 
1849,  Harvesters.    See  p.  299,  ante^  where  it  is  given  in  full. 


BYRON  DENSMORE,  OF  SWEDEN,  ASSIGNOR  TO 
D.  M.  OSBORNE,  OF  AUBURN.  AND  W.  A.  KIRBY, 
OF  BUFFALO,  NEW  YORK. 

Improvement  in  Harveste  s. 

Specification  forming  part  of  Letters  Patent  No.  8,720,  dated  Feb- 
ruary 10,  1852;  BeisBue  No.  1^262^  dated  January  28,  1862. 

To  all  whom  it  may  coTicern : 

Be  it  known  that  Byron  Densmore,  of  the  town  of  Swe- 
den, in  the  county  of  Monroe,  and  State  of  New  York, 
assignor  to  David  M.  Osborne,  of  the  city  of  Auburn,  and 
William  A.  Kirby,  of  the  city  of  Buffalo,  and  State  afore- 
said, heretofore  invented  certain  new  and  useful  Improve- 
ments in  Harvesting-Machines.  Now,  therefore,  we  the 
said  David  M.  Osborne  and  William  A.  Kirby,  assignees 
of  the  whole  interest  of  the  said  Byron  Densmore,  as  afore- 
said, do  hereby  declare  that  the  following  is  a  full,  clear, 
and  exact  description  of  the  construction  and  operation  of 
the  said  invention  and  improvements,  reference  being  had 
to  the  accompanying  drawings,  making  a  part  of  this  spe- 
cification, in  which — 

Figure  I  is  a  perspective  view  of  the  machine.  Fig.  II 
is  a  vertical  longitudinal  section  on  line  xy  oi  Fig.  III. 
Fig.  Ill  is  a  top  plan  of  the  machine.  Pig.  IV  is  a  vertical 
longitudinal  section  through  the  driving-wheel,  showing 
the  combination  of  the  main  and  supplemental  frames. 
Fig.  V  is  a  view  of  the  outer  side  of  the  grooved  cam, 


B.  DENSMORL 
Harvester. 


■Reissued  Jan'y  28,  t86Z 
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showing  also  the  ratchet-wheel.  Fig.  VI  is  an  elevation  of 
the  guard-finger.  Fig.  VII  is  a  section  of  a  plate  or  secon- 
dary finger  placed  intermediate  between  a  portion  of  the 
guard-fingers  to  support  the  sickle  or  cutters.  Fig.  VIII 
is  a  view  of  the  back  todth  of  the  rake.  Fig.  IX  is  a  view 
of  the  outside  ground- wheel. 

The  nature  and  principles  of  the  said  invention  relate, 
first,  to  the  construction  and  combination  of  two  frames — 
the  one  for  supporting  the  driving-wheel  and  the  other  for 
supporting  the  cutting  apparatus — and  hinging  the  said 
frames  together  in  such  manner  that  the  driving-wheel  and 
cutting  apparatus  may  each  follow  the  inequalities  of  the 
ground  independently  of  the  other,  and  also  that  they 
may  be  bolted  rigidly  together  for  supporting  the  cutting 
apparatus  at  any  desired  height;  second,  in  providing  a 
ground-wheel  with  crank  and  lever  for  raising  and  lower- 
ing the  outer  end  of  the  finger-bar. 

Letters  of  like  name  and  kind  refer  to  like  parts  in  each 
of  the  figures. 

A  represents  the  main  frame  of  the  machine,  which  con- 
sists of  several  pieces  of  timber  properly  framed  and  bolted 
together.  This  frame  carries  the  finger-bar  and  cutting 
apparatus,  as  herein  described. 

B  are  two  upright  posts  forming  part  of  the  main  frame 
for  the  purpose  of  supporting  the  driver's  seat  and  for 
forming  an  adjustable  connection  with  the  supplemental  or 
wheel  frame. 

C  represents  a  supplemental  frame,  in  which  the  driving- 
wheel  is  hung.  It  is  hinged  to  the  main  frame  by  means 
of  bolt  and  hinge-plate,  as  shown  at  e2,  so  as  to  allow  it  to 
have  a  hinge  or  joint-like  movement,  the  object  being  to 
have  a  hinge  or  joint-like  connection  between  the  two 
frames,  so  as  to  allow  an  independent  movement  of  each 
frame.  The  particular  manner  of  forming  the  hinge  or 
joint  connection  is  not  deemed  important.  Any  mechani- 
cal means  by  which  the  end  is  secured  will  answer  the 
principle  of  the  invention.    The  opposite  end  of  the  frame 
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moves  in  the  arc  of  a  circle,  and  in  close  proximity  to  the 
upright  posts  B^  so  that  it  may  be  made  fast  to  said  posts 
by  means  of  bolts  passing  through  said  posts  and  frame  at 
either  of  the  several  bolt-holes  &',  by  which  means  an  ad- 
justability is  secured,  and  the  cutting  apparatus  thereby 
raised  and  lowered  and  supported  at  any  desired  height 
from  the  ground  when  reaping. 

When  desired  the  adjusting-bolts  may  be  removed  en- 
tirely, and  this  end  of  the  frame  left  free  to  oscillate  or 
swing  from  its  hinges,  according  to  the  unevenness  of  the 
ground  over  which  the  driving-wheel  passes  may  require. 
By  this  combination  and  connection  of  the  two  frames  it  is 
evident  that  the  driving-wheel,  when  mowing,  may  pass 
over  uneven  surfaces  without  causing  an  elevation  or  de- 
pression of  the  finger-bar  and  cutting  apparatus,  and  the 
finger-bar  and  cutting  apparatus  may  also  conform  to  the 
inequalities  of  the  ground  independently  of  the  position  of 
the  driving-wheel,  and  a  uniform  flexibility  between  the 
two  frames  constantly  maintained,  the  elevation  or  depres- 
sion of  the  driving-wheel  and  the  elevation  or  depression  of 
the  cutting  apparatus  (occasioned  by  the  uneven  surfaces 
of  the  ground  over  which  the  machine  passes)  not  being 
simultaneous  nor  dependent  one  upon  the  other.  The 
axle  of  the  driving-wheel  has  appropriate  bearings  upon 
the  side  pieces  of  the  supplemental  frame,  as  shown  at  c\ 
Fig.  III. 

The  gear-wheels  for  communicating  motion  to  the  cutters 
are  shown  at  1  2  3  4,  each  hung  in  a  common  manner  upon 
its  appropriate  shaft,  as  shown  in  Fig.  III. 

The  ground-wheel  F  (shown  in  Figs.  I,  III,  and  IX)  is 
hung  on  the  crank  A,  which  crank  is  supported  by  boxes 
on  each  side  of  the  wheel,  made  fast  to  the  frame  G ;  or  it 
may  be  supported  on  the  finger-bar  or  divider  in  any  con- 
venient manner,  so  that  the  wheel  may  be  made  to  adjust 
and  carry  the  outer  end  of  the  finger-bar,  as  desired.  One 
object  of  hanging  this  wheel  on  a  crank-shaft  with  a  lever 
attachment  thereto  is  to  provide  a  means  for  conveniently 
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raising  and  carrying  the  outer  end  of  the  cutting  apparatus 
free  from  the  ground  when  it  is  desirable  to  move  the  ma- 
chine from  place  to  place.  Another  object  is  to  afford  a 
means  for  raising,  lowering,  and  supporting  the  outer  end 
of  the  finger-bar  and  cutting  apparatus  at  different  heights 
from  the  ground  when  the  machine  is  used  for  reaping. 
The  essential  feature  of  this  part  of  the  invention  is  hang- 
ing the  wheel  upon  a  crank-shaft  with  the  crank  and  lever 
for  operating  the  same,  so  that  the  purpose  of  raising  and 
lowering  the  outer  end  of  the  finger-bar  is  attained.  The 
precise  details  of  the  arrangement  are  not  deemed  important. 

The  finger-bar  H  is  made  fast  to  the  side  pieces  of  the 
main  frame  upon  the  upper  side  of  the  said  pieces  by  bolts 
or  otherwise,  as  shown  at  a\  so  that  the  inner  side  piece 
will  serve  as  an  extension-shoe  or  runner  to  slide  over  the 
stubble  or  mown  grass,  and  protect  the  heel  of  the  cutters. 

D  71  is  the  driving-wheel ;  Z,  draft  pole  attached  to  the 
main  frame,  and  to  which  the  team  is  harnessed  in  the 
common  manner. 

Having  thus  fully  described  the  construction  and  opera- 
tion of  the  said  improvement,  what  we  claim  as  the  inven- 
tion of  the  said  Byron  Densmore,  is — 

1.  Hanging  the  driving-wheel  in  a  supplementary  frame 
or  its  equivalent,  which  is  hinged  at  one  end  to  the  main 
frame,  while  its  opposite  end  may  be  adjusted  and  secured 
at  various  heights  or  be  left  free,  as  desired,  whereby  the 
cutting  apparatus  may  be  held  at  any  desired  height  for 
reaping,  or  be  left  free  to  accommodate  itself  to  the  undu- 
lations of  the  ground  for  mowing,  substantially  as  described. 

2.  The  employment  in,  a  harvesting-machine,  of  a  wheel 
provided  with  a  crank  and  lever  for  the  purpose  of  raising 
and  lowering  the  outer  end  of  the  finger-bar  to  cut  high  or 
low,  substantially  as  described. 

DAVID  M.  OSBORNE. 
Witnesses:  WM.  A.  KIRBY. 

Chas.  H.  Garlock, 
Jno.  H.  Osborke. 
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ALFRED  CHURCHILL,  OF  GENEVA,  ILLINOIS. 

Improvement  in  the  Mode  of  Harvesting  Grain. 

Specification  forming  part  ot  Letters  Patent  No.   3,007,  dated 
March  16,  1841. 

To  all  whom,  it  Tfiay  concern  : 

Be  it  known  that  I,  Alfred  Chnrchill.  of  Geneva,  in  the 
county  of  Kane,  and  State  of  XHinois,  have  invented  a  new 
and  Improved  Mode  of  Harvesting ;  and  I  do  hereby  de- 
clare that  the  following  is  a  full  and  exact  descriptioa ; 

The  nature  of  my  invention  conaists  in  thrashing  and  sav- 
ing all  kinds  of  small  grain  when  standing  in  the  field  with- 
out catting  the  straw. 

To  enable  others  skilled  in  the  art  to  make  and  nse  my 
invention,  I  will  proceed  to  describe  a  combination  of  ma- 
chinery to  perform  the  operation. 

I  construct  the  thrashing  part  of  my  machine  similar  to 
the  thrashing  part  of  a  common  thrashing  machine  and  get 
the  power  from  one  of  the  hind  wheels  of  the  carriage,  c, 
l-'ig.  1,  upon  which  the  machine  is  placed.  The  cylinder, 
d.  Fig.  2,  which  thrashes  the  grain,  is  placed  at  one  side  of 
the  front  end  of  the  frame  or  grain-box,  a  a,  Fig.  1,  of  the 
machine,  so  ae  to  allow  the  team  that  moves  the  machine 
to  travel  by  the  side  of  the  grain  npon  which  the  thrasher 
is  to  operate.  The  forward  wheels,  cc.  Pig.  1,  are  of  nar- 
row track  and  a  few  feet  in  front  of  the  opposite  corner  of 
the  box  to  which  the  thrashing-cylinder  is  attached  and 
connected  to  the  hind  wheels  by  coupling-bars,  mm.  Pig. 
1,  on  which  the  front  end  of  the  grain-box  rests.  I  attach 
also  to  the  machine  what  I  call  a  "gatherer."  Its  place  of 
action  is  in  front  of  the  cylinder.  It  serves  to  gather  ihe 
grain  to  the  thrasher,  and  raise  the  cap  which  covers  the 
cylinder  and  grain  while  thrashing. 

One  kind  of  gatherer  may  be  constructed  by  erecting  at 
each  end  of  the  cylinder,  d.  Fig.  2,  and  projecting  a  suffi- 
cient distance  forward  and  of  a  sufficient  height,  sides  or 
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supports,  &,  Fig.  2,  on  the  inner  sides  of  which  are  fixed  to  ' 
each  four  small  wheels,  cccCy  Fig.  2,  or,  pulleys  at  proper 
distances — two  at  or  near  the  top  and  two  near  the  bottom 
of  each  support  or  side  piece,  b.  The  two  at  the  top  near- 
est the  cylinder  d  have  a  shaft  or  rod,  r,  Fig.  1,  passing 
through  them,  to  which  they  are  attached,  which  shaft  and 
wheels  are  made  to  revolve  by  the  power  obtained  from  one 
of  the  hind  wheels  of  a  carriage.  A  chain  belt,  J,  Fig.  2, 
is  put  round  the  four  wheels  thus  arranged  on  each  side. 
To  each  of  these  chain  belts  are  attached  the  ends  of  rods, 
h  7i  h,  Fig.  2,  which  extend  from  one  chain  to  the  other  at 
such  distances  from  each  other  that  when  one  rod  is  at  the 
cylinder,  d.  Fig.  2,  the  next  above  it  shall  be  at  the  upper 
wheel,  so  that  while  the  rod  a  is  gathering  the  grain  to  the 
cylinder,  &,  Fig.  7,  the  rod,  c.  Fig.  7,  preceding,  may  raise 
the  cap,  €y  Fig.  7,  to  a  suflBcient  height  for  the  grain,  rf. 
Fig.  7,  to  pass  under  and  be  dropped  as  the  rod,  c.  Fig.  7, 
passes  forward  over  the  upper  pulleys,/.  Fig.  7.  Another 
form  may  be  constructed  by  attaching  the  cap,  e,  Fig.  4,  to 
proper  machinery  to  raise  it,  move  it  forward,  let  it  de- 
scend into  the  grain,  and  then  draw  it  back  to  the  thrasher, 
d  m^  Fig.  4,  bending  the  straw,  N,  Fig.  4,  over  the  edge  of 
the  concave,  7i,  Fig.  4,  down  to  the  cylinder,  rf.  Fig.  4,  and 
covering  it  while  the  grain,  N,  Fig.  4,  is  thrashed  out ; 
but;  the  modes  of  gathering  are  so  numerous,  and  your  pe- 
titioner, believing  it  to  be  unnecessary,  will  not  attempt  to 
describe  all  of  them.  The  cap,  c,  Fig.  2,  of  the  cylinder, 
d.  Fig.  2,  may  be  made  of  any  convenient  form  to  cover 
the  cylinder,  d,  Fig.  2,  while  the  grain  is  thrashed,  and  at 
the  same  time  so  that  it  will  assist  to  bend  the  straw,  N, 
Fig.  2,  over  the  edge  of  the  concave  down  to  the  cylinder, 
dy  Fig.  2,  that  the  grain  may  be  thrashed  out,  and  at  the 
ends  fitted  to  grooves  or  guides,  /,  Fig.  2,  attached  to  the 
sides,  J,  Fig.  2,  or  supports  of  the  gatherer,  and  hooks,  g^ 
Fig.  2,  may  be  attached  to  the  front  of  cap  e,  Fig.  2,  so 
that  the  gathering-rods,  A,  Fig.  2,  may  raise  it  and  drop  it 
at  the  proper  time,  which  is  when  the  succeeding  rod  has 
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brought  the  grain,  N,  Fig.  2,  to  the  thrasher  i  and  dy  Fig. 
2.  The  concave  or  apron  of  the  thrasher  is  placed,  as  usual, 
under  the  cylinder,  and  raised  about  one-third  of  the  circle 
up  in  front,  and  projects  sufficiently  forward  and  under  the 
gatherer,  as  at  i,  Fig.  2,  to  enable  the  gathering- rods,  //, 
Fig.  2,  to  break  the  grain,  N,  Fig.  2,  down  upon  the  cylin- 
der. Under  and  attached  to  the  lower  edge  of  the  sides 
or  supports  of  the  gatherer  are  dividing-bars,  2,  Fig.  2,  of 
sufficient  width  to  divide  the  grain  so  that  the  gatherer 
may  receive  it,  which  project  forward  of  the  sides  and  ter- 
minate in  a  point.  The  carriage- wheel  in  the  rear  of  the 
cylinder  or  thrasher  is  placed  in  a  recess  of  the  grain-box, 
a,  Eig.  5,  so  as  to  track  where  the  grain  is  harvested.  The 
other  hind  wheel  of  the  carriage  is  placed  nearly  in  a 
direct  line  of  the  draft  of  the  team,  from  which  I  prefer  to 
take  the  power  to  propel  the  other  machinery. 

The  forward  end  of  the  grain-box  thrasher,  gatherer,  &c., 
should  be  so  arranged  that  it  may  be  raised  and  lowered  to 
suit  the  height  of  the  grain,  all  of  which  is  represented  in 
the  accompanying  drawings,  of  which — 

Fig.  1  is  a  perspective  view.  The  parts  by  letters  are  : 
a  acta  a  a  is  a  box  for  receiving  the  grain  ;  b  &,  sides  and 
supports  of  the  gatherer;  ccCy  carriage-wheels;  dddd^ 
wheels  for  propelling  the  thrashing-cylinder  and  gatherer, 
connected  by  chain  belts,  or  cog-gearing  may  be  used;  e, 
w^heel  and  rod  to  move  the  gatherer ;  /,  wheel  and  rod  to 
move  the  thrashing-cylinder;  g g g ff,  wheels  which  move, 
and  on  which  the  gathering-chains  move ;  7i,  cap  to  cylin- 
der ;  9  i  i,  gathering-rods  ;  j\  concave  or  apron  of  thrasher; 
A-,  hook  by  which  the  gathering- rods  raise  the  cap ,  I Z,  bars 
to  divide  the  grain ;  m m,  connecting-bars  \  nnn^  stand- 
ards and  lever  to  raise  and  lower  the  forward  end  of  ma- 
chine ;  j9,  guide  to  the  cap ;  q,  gathering-chain ;  r,  rod 
passing  through  gathering-pulleys. 

Fig.  2  is  a  sectional  view.  The  parts  by  the  letters  are : 
a  is  the  side  of  the  box  ;  &,  sides  and  supports  of  gatherer; 
cccc,  wheels  of  the  gatherer;  d,   thrashing-cylinder;  e, 
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cap  of  cylinder ;  /,  guide  of  the  cap  ;  g^  hook  by  which  the 
cap  is  raised ;  hhh^  gathering-rods ;  /,  concave  or  apron  ; 
j\  gathering-chain  ;  Z,  dividing  bars  ;  N,  grain  or  straw  bent 
to  thrasher. 

Fig.  4  is  a  sectional  view  of  another  gatherer :  a,  side  of 
box;  &,  side  and  support  of  gatherer;  c.  bar  by  which 
gatherer  is  moved;  d^  cylinder;  e^  gatherer;/,  movable 
guide,  in  the  groove  of  which  a  pin  attached  to  the  gath- 
erer slides ;  N,  grain  bent  to  thrasher ;  g^  eccentric  wheel 
attached  to  the  crank-shaft  A,  which  moves  the  points  /  / 
up  and  down,  which  are  attached  to  the  lever,  y,  which  is 
connected  by  k  to  the  movable  guide,  f\  11^  bars  to  con- 
fine the  end  of  box.  The  back  and  forward  motion  is  made 
by  the  crank,  A.  * 

Fig.  5  is  a  ground-plot  of  the  machine :  a,  grain-box ;  h 
J,  sides  and  support  of  gatherer;  cccc,  wheels  of  gather- 
ing-chains ;  dy  cap ;  e  e^  hooks  ;  //,  guides  ;  g  g^  dividing 
bars  ;  A,  rod,  and  i  wheel  to  move  gatherer ;  y,  wheel  and 
rod  to  move  cylinder ;  A:  A:  A:,  wheels  to  propel  cylinder  and 
gatherer ;  I Z,  connecting  bars  ;  77^,  support  to  machinery  ; 
0  0,  carriage- wheels. 

Fig.  6  is  a  ground-plot  of  carriage  at  a  a.  The  axle  is 
rounded  to  fit  clasps  which  confine  the  box  and  carriage 
together. 

On  the  carriage-wheel  that  propels  the  machinery  may 
be  affixed  spikes  or  teeth  or  other  thing  to  prevent  it  from 
sliding. 

The  back  part  of  the  grain-box  may  be  hung  on  hinges 
to  be  let  down,  with  proper  side  pieces  attached  to  unload 
conveniently. 

Another  modification  of  form  and  action  of  the  cap,  so 
as  to  make  of  it  the  "cap-gatherer,"  may  be  constructed 
by  attaching  to  the  cap,  ^,  Fig.  4,  an  arm,  c,  which  is  con- 
nected with  and  moved  by  the  crank,  A,  which  crank,  when 
in  motion,  gives  the  cap  a  forward  and  backward  motion. 
To  the  shaft  of  the  crank,  o  o.  Fig.  9,  may  be  attached  ec- 
centric wheels,  g^  Figs.  4  and  8,  which,  when  in  motion. 
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raise  and  lower  the  guides  /  of  the  cap  by  means  of  the 
lever  J  and  points,  i  i,  which  are  connected  with  the  lever, 
J.     The  guides  of  the  cap,  /,  are  made  so  as  to  receive  the 
points  or  pivots,  n  n^  Fig.  9,  in  a  groove  or  slot  in  which 
the  points  move  when  the  cap  is  in  motion.     The  eccentric- 
wheels  should  be  made  of  such  form  that  the  cap  may  be 
raised  while  it  is  moved  forward  by  the  crank,  and  descend, 
nearly  in  a  perpendicular  line  when  the  crank  has  driven 
the  cap  to  its  greatest  extent  forward,  and  let  the  t)ap  re- 
main in  that  position  until  it  is  drawn  back  by  the  crank 
to  the  thrasher,  m  tZ,  Pigs.  4  and  8.     The  crank  shaft,  o  o. 
Pig.  9,  may  pass  through  the  grain-box  and  be  connected 
with  the  other  machinery  with  such  convenient  gearing  as 
will  give  it  the  requisite  motion  ;  or  any  other  machinery 
may  be  used  that  will  give  the  cap  the  requisite  motion, 
oscillating  or  revolving,  to  constitute  it  a  gatherer. 

Fig.  8  is  the  same  as  Fig.  4,  with  the  cap  c  raised,  show- 
ing the  guide,  /. 

Fig.  9  represents  the  top  of  the*  cap  e  as  attached  to  the 
arm,  c,  in  connection  with  the  crank  h  and  eccentric- wheels, 
g  g,  connected  with  the  crank-shaft  o  o  and  the  points  or 
pivots,  nn. 

To  guide  the  cap  and  keep  it  in  its  proper  place  of  action, 
a  groove  may  be  made  in  the  end  of  the  front  piece  of  the 
cap,  as  at  Fig.  13,  and  the  guide  an  angular  rib  or  tongue- 
piece  attached  to  the  sides  or  supports  of  gatherer,  as  rep- 
resented at  Figs.  13  and  15,  (also  see  Fig.  7),  or  by  attach- 
ing to  the  sides  or  supports  of  gatherer  a  piece  of  firm  wood 
or  metal,  in  which  is  formed  a  groove,  as  represented  by 
Figs.  10,  11,  12,  and  the  ends  of  the  caps  fitted  to  said 
grooves,  as  at  Fig.  14.  The  hooks  must  be  made  of  metal 
of  sufficient  strength  to  raise  the  weight  of  the  cap  by  a 
quick  motion,  and  attached  to  the  cap  by  bolts  and  screws 
or  rivets.  The  upper  part  is  turned  at  a  right  angle  with 
the  part  attached  to  the  cap.  (See  Figs.  16,  17,  and  18.)  I 
should  also  say  that  for  the  purpose  of  shortening  the 
length  of  the  gathering-chain  the  hook  may  be  attached  to 
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the  cap  lower  down  than  represented  by  Pig.  16,  for  the 
place  of  attaching  the  hooks  in  that  respect  depends  en- 
tirely upon  the  perpendicular  length  of  gathering-chain 
and  the  distance  to  which  the  cap  is  to  be  raised. 

Fig.  34  represents  a  part  of  gathering-chains  in  connec- 
tion with  the  gathering-rods.  The  rods  are  connected  to 
the  chains  by  a  knob  made  of  metal  of  the  length  and  width 
of  one  of  the  blank  links,  to  which  it  is  attached  by  screws 
or  rivets  at  each  end.  Through  the  center,  in  the  contrarj'- 
direction  of  the  screws,  is  made  a  hole  to  receive  the  rod, 
where  it  should  be  properly  coniined  by  a  pin  through  the 
knob  or  screw  on  the  end.     (Knob  represented  by  Fig.  36.) 

To  construct  the  cap  as  used  with  the  revolving  rods,  the 
front  is  a  plane  surface,  with  hooks  and  grooves,  as  de- 
scribed, the  perpendicular  height  from  one  and  a  half  to 
two  feet,  less  or  more,  according  to  the  size  of  the  cyl- 
inder. That  part  that  covers  the  top  of  the  cylinder 
should  be  of  sufficient  width  to  cover  the  whole  of  the 
space  from  front  of  the  cap  to  the  grain-box,  and  may  be 
made  either  plane  or  concave,  to  fit  the  shape  of  cylin- 
der; or  the  top  part  of  gatherer  may  be  stationary  by 
confining  the  ends  to  the  sides  or  supports  of  gatherer,  in 
which  case  it  will  be  necessary  to  place  it  sufficiently  high 
to  allow  of  the  grain  passing  under  it,  when  the  grain  is 
gathered  to  the  cylinder,  which  will  be  about  two  feet.  The 
cap,  after  being  raised  by  means  of  the  gathering-rods  and 
the  hooks  attached,  as  .the  rod  moves  forward  over  the  pul- 
leys, leaves  the  hooks,  and  the  cap  descends  by  its  own 
gravitation,  by  which  and  its  accelerated  motion  it  strikes 
the  grain  with  sufficient  momentum  to  break  the  grain  down 
upon  the  cylinder  after  being  bent  over  the  edge  of  the  con- 
cave by  the  gathering-rods.  It  is  necessary  that  the  front 
part  of  the  cap  should  be  made  of  some  heavy  material,  as 
wood  and  iron,  or  iron  alone. 

To  further  elucidate  and  describe  the  modified  form  and 
action  of  the  cap :  Believing  that  the  motion  caused  by  the 
crank  has  been  sufficiently  explained,  I  will  only  refer  to 
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the  motion  and  effect  of  the  eccentric-wheels.  The  size  and 
eccentricity  are  not  material,  as  the  motion  caused  by  them 
can  be  varied  by  moving  the  fulcrum  a,  Fig.  31,  nearer  to 
or  farther  from  ^,  and  it  may  also  be  varied  to  give  the  cap 
a  greater  or  less  elevation,  to  suit  the  state  of  the  grain — 
/.  e.,  if  some  should  be  short  and  some  long  at  the  same 
place,  rendering  it  necessary  to  strike  deeper  into  the  grain. 
The  center  of  motion,  and  also  the  crank-shaft,  is  d^  Fig. 
31,  tlie  eccentric-wheel  c,  dotted  line.  When  the  side  of 
the  wheel  that  extends  furthest  from  the  center  of  mo- 
tion descends,  it  presses  upon  c  and  causes  it  to  descend,  as 
represented.  Continue  the  motion,  and  the  wheel  presses 
upon  h  and  drives  it  up,  these  points  being  connected  with 
the  lever  e/hj  the  circular  bars  g  g,  and  the  lever  being 
confined  by  the  fulcrum  a,  when  e  rises/  must  necessarily 
descend,  and  vice  versa,  the  end  of  the  lever  /  being  con- 
nected by  a  rod,  A:,  Fig.  8,  to  a  guide,  /i  Fig.  8,  which  guide 
is  confined  at  the  opposite  end  by  a  bolt,  o.  Fig.  8.  The 
ends  of  the  lever  and  guide  thus  connected  necessarily  have 
equal  motion.  The  guide  may  be  made  of  either  hard  wood 
or  metal,  or  a  combination  of  both,  of  suiBcient  width  and 
thickness  to  give  it  strength,  and  at  the  same  time  to  admit 
of  a  groove  or  a  slot  being  cut  in  the  center  of  the  width 
nearly  from  end  to  end.  The  length  of  the  groove  is  de- 
termined by  the  length  of  the  crank,  and  the  guide  must 
be  so  much  longer  than  the  slot  as  is  necessary  to  admit  of 
its  being  properly  connected,  as  described  above. 

The  length  of  the  crank  is  determined  by  the  motion  that 
is  given  to  it,  as  the  quicker  the  motion  is  the  shorter  should 
be  the  gatherers  or  strokes  of  the  gatherer  or  cap,  and  a 
slow^  motion  requires  long  gathers,  and  all  should  be  so  ar- 
ranged that  the  grain  may  be  gathered  as  fast  as  the  ma- 
chine comes  to  it  when  in  motion,  and  as  the  motion  is  de- 
rived from  one  of  the  wheels  of  the  carriage,  the  team  or 
moving  power  moving  fast  or  slow  will  make  no  difference 
in  this  arrangement. 

The  points  that  move  in  the  slot  of  the  guide  should  be 
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made  of  metal.  That  part  which  is  inserted  into  the  slot 
is  of  elliptic  form,  as  at  Fig.  19  ;  that  part  flat  which  is  at- 
tached to  the  cap,  with  bolt-holes,  as  at  Fig.  20.  The  con- 
nection with  the  cap  is  by  screw-bolts  near  the  back  part  of 
the  top  of  cap,  as  at  y,  Figs.  30  and  33. 

The  form  of  the  eccentric- wheels  is  nearly  that  of  a  heart, 
the  circle  that  forms  the  side  that  is  in  front  whenihe  point 
is  down  being  of  greater  diameter  than  the  opposite,  as  at 
Fig.  36.  Fig.  10  is  a  groove-guide  to  cap;  Fig.  11,  same, 
with  end  view  of  cap ;  Fig.  12,  end  view  of  groove-guide ; 
Fig.  13,  front  of  cap  used  with  rib-guide ;  Fig.  14,  same, 
with  groove-guide ;  Fig.  15,  rib-guide,  as  attached  to  side 
of  gatherer;  Fig.  16,  end  view  of  cap  with  a  hook  attached; 
Figs.  17  and  18,  different  views  of  hook  ;  Fig.  19,  end  view 
of  point  in  modified  form,  and  action  of  cap  ;  Fig.  20,  ex- 
tended view  ;  Fig.  30,  end  view  of  cap  and  section  of  arm  ; 
Fig.  31,  f  Cj  section  of  lever ;  a,  fulcrum  ;  b  c,  points ;  c 
dotted  circle,  eccentric- wheel ;  ff  g^  circular  l)ars  to  connect 
the  points  h  and  c ;  d^  center  of  motion  and  crank-shaft ; 
h  A,  fixtures  to  keep  the  points  in  their  proper  place,  should 
enclose  the  lower  part  of  the  bar,  so  that  it  may  move  up 
and  down  through  it ;  Fig.  32,  guide  representing  slot ; 
Fig.  33,  section  of  cap,  under  side,  showing  the  connection 
of  the  point  or  pivot ;  Fig.  37,  side  view  of  bar  to  which 
the  points  used  with  eccentric-wheel  are  connected,  and  end 
view  of  lever  showing  the  connection.  Figs.  34  and  35  have 
been  referred  to ;  Fig.  36,  the  shape  of  eccentric-wlieel ;  a, 
section  of  arm  ;  J,  crank ;  d  eZ,  points  ;  cc,  wheel,  all  in  the 
position  that  they  should  stand  when  the  cap  is  raisd  and 
at  its  greatest  extent  forward. 

Fig.  38  is  front  view  of  the  revolving-rod  gatherer. 
The  parts  by  the  letters,  a  a,  section  of  grain-box ;  6  6, 
sides  or  supports  of  the  gatherer ;  g  g  g  g^  pulleys  for  the 
chain  ;  i  i  2,  gathering-rods  ;  J,  front  edge  of  concave  ;  Jck^ 
hooks ;  r,  shaft  of  the  driving-pulleys ;  z^  shaft  of  cylin- 
der ;  I Z,  dividing-bars ;  y  y,  chains. 

Fig.  39 :  a  a  is  section  of  grain-box  •  6,  cap  ;  c,  cylinder ; 
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d^  arm  which  moves  the  cap  by  means  of  a  crank ;  /  y, 
levers  that  raise  the  guides ;  e  e,  guides ;  g  g^  sides  of  gath- 
erers ;  hy  front  edge  of  concave ;  i  /,  dividing-bars ;  J  J, 
rods  connecting  lever  and  guides ;  A:,  shaft  of  cylinder. 
This  figure  represents  the  front  view  of  the  modified  form 
and  action  of  the  cap  with  the  cap  raised,  as  in  Fig.  8. 

In  the  construction  of  the  revolving -rod  gatherer,  the 
construction  of  the  small  wheels  or  pulleys  upon  which  the 
chains  act,  and  which  act  upon  the  chains,  may  be  varied 
to  suit  the  chain  used,  and  also  the  mode  of  confining  the 
ends  of  the  rods  may  be  varied  to  suit  the  form  of  the  chain, 
as  the  form  of  the  chain  is  immaterial,  provided  the  other 
machinery  is  adapted  to  it.  In  the  modified  form  and  action 
of  the  cap  two  guides  are  required — one  at  each  end  of  the 
cap — also  two  levers  to  move  said  guides,  and  two  eccen- 
tric-wheels, one  arm  in  the  center  of  the  cap  at  right  angle 
with  the  top  of  the  cap,  as  represented  by  Pig.  9.  Figs.  4 
and  8  represent  the  guide,  lever,  eccentric-wheel,  points 
and  their  connection  with  each  other.  The  extended  side 
view  of  the  arm  and  end  view  of  cap,  and  by  the  diflFerent 
position  in  which  the  machinery  is  placed,  is  intended  to 
represent  its  action.  As  stated  before,  two  sets  of  the 
guide,  lever,  eccentric- wheel,  points  and  their  connections 
are  required,  one  at  each  end  of  the  cap,  the  wheels  each  side 
of  the  crank. 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Patent,  is — 

The  method  herein  described  of  gathering  and  thrashing 
grain  at  the  same  time  by  means  of  the  revolving  rods  or 
oscillating  or  revolving  cap  constituting  the  gatherer,  in 
combination  with  the  thrasher  and  concave,  the  whole  being 
constructed  and  operating  substantially  in  the  manner  set 
forth. 

A.  CHURCHILL. 

Witnesess : 

Samuel  Platt, 
Nehemiaha  Platt. 
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Mr.  Samuel  S.  Fishery  for  appellants^  says : 

It  is  believed  that  the  Supreme  Court  in  Battin  v.  Tag- 
gert,  17  How.  74  [6  Am.  &  Eng.  242],  which  has  been  the 
authority  relied  upon  for  the  enlargement  of  claims,  never 
intended  to  open  the  door  to  such  an  extent  as  to  enable  a 
patentee  to  lay  down  one  invention  and  take  up  another  at 
pleasure,  or,  to  abandon,  in  his  reissue,  all  trace  of  the  im- 
provement of  the  original  patent,  and  substitute  another 
device,  in  another  part  of  the  machine,  performing  an  en- 
tirely different  function. 

Burr  V.  Duryee,  1  Wall.  631  [7  Am.  &  Eng.  224] ;  Sickles 
t.  Evans,  2  Fish.  435 ;  Cahart  v.  Austin,  2  Pish.  643. 

An  examination  of  the  state  of  the  art  at  the  time  of  the 
invention  of  Densmore  will  show  that  he  was  not  the  in- 
ventor of  the  idea  of  hanging  the  driving  wheel  of  the 
harvester  in  one  frame,  while  the  cutting  apparatus  was  in 
another,  so  as  to  secure  independent  action  between  the  two 
frames,  or  so  that  the  cutting  apparatus  might  be  raised  or 
lowered  with  reference  to  the  driving  wheel,  while  the  wheel 
itself  remained  on  the  ground.  Some  modes  in  which  this 
result  was  accomplished  will  be  found  in  the  patents  of 
Churchill  and  Piatt,  and  the  rejected  application  of  Cavett. 

The  driving-wheel  of  the  defendants  is  hung  in  a  sup- 
plementary frame,  having  this  in  common  with  the  Piatt, 
Churchill,  Cavett  &  Densmore  machines,  but  it  contains  a 
feature  not  found  in  any  of  those  machines,  which  consists 
in  the  hanging  of  the  supplemental  frame  to  the  pinion 
shaft  of  the  machine  so  that  the  frame  will  vibrate  around 
the  pinion  shaft  as  a  center.  The  effect  of  this  is  to  enable 
the  pinion  to  be  placed  upon  the  main  frame,  and  the  driv- 
ing-wheel upon  the  supplemental  frame,  and  yet  to  keep 
them  always  in  gear,  whatever  may  be  their  relations  to 
each  other.  This  feature  is  covered  by  the  Steadman  pat- 
tent  reissue  985, 

Mr,  David  Wright^  for  appellees,  says : 

Hence  from  the  answer  alone,  it  appears  that  so  far  as 
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the  Densmore  machine  is  decribed  as  a  reaper,  the  defend- 
ant's machine  is  not  only  substantially,  but  almost,  if  not 
quite,  literally  the  same  thing,  and  used  to  perform  the 
same  functions,  in  the  same  manner  and  precisely  with  the 
same  result.  The  proof  also  shows  the  same  thing.  And 
the  question  recurs :  Is  this  an  infringement  of  the  plain- 
tiffs patent? 

The  principle  was  settled  by  Judge  Nelson  in  the  case  of 
Blanchard  v.  Beers,  2Blatch.  411.  *'  The  machine  of  Blanch- 
ard  embraces  in  its  scope  and  operation  the  cutting  of  al- 
most every  species  of  irregular  form  by  means  of  the  com- 
bination or  principle  which  he  has  discovered,  and  it  is 
claimed  that  the  defendants  have  appropriated  this  com- 
bination or  principle,  in  order  to  obtain  the  benefit  of  one 
of  the  uses  of  his  machine.  If  this  be  so,  they  have  in- 
fringed upon  the  rights  of  Blanchard,  although  their  ma- 
chine has  been  so  constructed  as  to  perform  but  one  of  the 
functions  of  Blanchard' s,  if  they  can  appropriate  the  plain- 
tiflTs  combination  for  one  of  the  uses  or  functions,  and 
another  person  may  appropriate  another  function,  and  so 
on  until  there  is  nothing  left  of  the  machine  unappro- 
priated." 

Complainant's  specification  of  claim  is  the  following: 

"First.  Hanging  a  driving-wheel  in  the  supplemental 
frame  or  its  equivalent,  which  is  hinged  at  one  end  to  the 
main  frame,  while  its  opposite  end  may  be  adjusted  and 
secured  at  various  heights  or  be  left  free  as  desired,  where- 
by the  cutting  apparatus  maybe  held  atany  desired  height 
for  reaping,  or  be  left  free  to  accommodate  itself  to  the  un- 
dulations of  the  ground  for  mowing  substantially  as  de- 
scribed." 

I  submit  that  we  have  found  the  defendant's  machine  to 
contain  every  element  of  this  combination,  and  that  they  in 
combination  possess  the  same  functions  and  have  precisely 
the  same  operation  or  result,  as  is  expressed  in  this  claim. 

And  thus  I  submit  we  have  proved  the  infringement  fully. 
Not  only  that  the  defendants'  infringed  complainants'  patent 
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by  nsing  a  substantial  part  of  their  patented  improvement 
where  they  use  their  machine  as  a  reaper,  but  that  they 
also  use  the  residue  of  it,  when  they  use  their  machine  as 
a  mower. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  au  appeal  from  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  Ohio. 

The  bill  was  filed  in  this  case  to  enjoin  the  defendants 
below,  Whiteley  and  others,  from  infringing  the  complain- 
ant's patent,  originally  issued  to  Byron  Densmore,  Febru- 
ary 10,  1852,  assigned  to  the  complainant,  Kirby  and  Os- 
born,  July  2,  1859,  and  surrendered  in  1859,  and  reissued 
28th  January,  1862. 

(a)  The  patent  is  for  improvements  in  harvesting  and 
mowing  machines,  and  consists  chiefly  in  this,  namely: 
The  constrnction  and  combination  of  two  frames,  the  one 
for  supporting  the  driving-wheel,  and  the  other  for  sup- 
porting the  cutting  apparatus  and  hinging  the  same  to- 
gether in  such  manner  that  the  driving-wheel  and  cutting 
apparatus  may  each  follow  the  inequalities  of  the  ground 
independently  of  each  other,  and  to  be  bolted  rigidly  to- 
gether for  supporting  the  cutting  apparatus  at  any  desired 
height.  After  giving  a  description  of  the  machine  suffi- 
ciently exact  and  precise  to  enable  anyone  skilled  in  the 
art  to  construct  it,  the  claim  is  as  follows : 

"The  hanging  of  the  driving-wheel  in  a  supplemental 
frame  or  its  equivalent,  which  is  hinged  at  one  end  to  the 
main  frame,  whilst  its  opposite  end  may  be  adjusted  and 
secured  at  various  heights,  or  be  left  free  as  desired,  where- 
by the  cutting  apparatus  may  be  held  at  any  given  height 
for  reaping,  or  be  left  free  to  accommodate  itself  to  the 
undulations  of  the  ground,  for  mowing,  substantially  as 
described." 

The  surrender  of  this  patent  was  made  by  the  assignees 

(a)  Wallace  begins  Opinion  here. 

11  Wall.  678. 
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on  account  of  a  defect  in  the  claim,  the  patentee  having 
failed  to  embrace  within  it  the  hanging  of  the  driving- 
wheel  in  the  supplemental  frame,  and  its  connections  with 
the  main  frame  to  which  the  cutting  apparatus  is  attached, 
and  by  means  of  which  both  the  driving-wheel  and  cutting 
apparatus  were  made  to  follow  the  inequalities  of  the  ground 
independently  of  each  other.  These  devices  were  fully  de- 
scribed in  the  specification,  drawings  and  model,  and  were 
embodied  in  the  construction  of  the  first  machines.  The 
patent,  we  have  seen,  was  granted  February  10,  1862.  The 
first  machine  was  built  and  successfully  tried  in  the  har- 
vest of  1860.  Twenty-one  were  made  and  sold  the  next 
year  (1861),  and  fifty  or  sixty  the  year  following,  all  en- 
tirely successful. 

The  defendants  set  up  in  their  answer,  and  gave  in  evi- 
dence, two  patents  for  harvesters,  which  they  claimed  ante- 
dated this  invention  of  Densmore. 

The  first,  Nelson  Platts',  of  La  Salle  county,  Illinois, 
June  12, 1849  ;  the  second,  Alfred  Churchill's,  Kane  county, 
same  State,  March  3,  1841.  There  is  no  proof  in  the  record 
in  respect  to  these  patents.  Whether  any  machine  was 
ever  constructed  under  either  of  them,  or  went  into  prac- 
tical use  if  constructed,  or  whether  each  were  but  an  imper- 
fect and  abandoned  experiment,  are  matters  apparently  re- 
garded by  the  counsel  who  introduced  them  as  of  no  great 
importance.  Nothing  appears  to  be  known  in  respect  to 
them,  except  that  they  were  found  among  the  records  of 
the  patent  office,  and  have  relation  to  the  subject  of  grain 
harvesters.  Whatever  may  have  been  their  merit,  how- 
ever, as  harvesters,  they  can  have  no  material  bearing  that 
we  can  perceive  upon  this  invention  of  the  complainants, 
for,  as  it  respects  the  peculiar  device  for  which  the  present 
patent  was  granted,  it  is  not  to  be  found  in  either  of  them  ; 
neither  in  the  specification  or  claims. 

A  rejected  specification  and  drawing  were  also  given  in 
evidence  of  E.  P.  Covett,  of  Philadelphia,  on  the  part  of 

11  WaU.  679. 
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the  defendants,  on  the  point  of  novelty  ;  but  this  was  an 
application  made  to  the  patent  office  as  late  as  1852,  two 
years  after  the  invention  of  Densmore. 

This  closes  all  the  evidence  in  the  case  on  the  question  of 
novelty,  and  which  requires  no  further  comment. 

The  only  remaining  question  is  as  to  the  infringement. 
The  defendant's  answer  itself  goes  far  towards  making  out 
an  infringement,  stripped  of  the  coloring  generally  given 
to  a  case  stated  in  the  pleadings.  It  is  admitted,  the  de- 
fendant's harvester  is  constructed  with  a  main  frame  which 
carries  the  working  parts  of  the  machine — that  is,  the  cut- 
ting apparatus — and  to  this  main  frame  is  attached  a  secon- 
dary (supplemental)  frame,  which  carries  the  driving- 
wheel.  The  secondary  frame,  it  is  said,  is  not  left  free  to 
play  up  and  down,  but  is  prolonged  beyond  the  driving- 
wheel  to  a  standard  in  the  form  of  an  arc,  that  rises  from  the 
rear  of  the  main  frame.  This  standard  is  provided  at  vari- 
ous heights  with  holes,  which  secure  said  secondary  frame, 
and  with  it,  the  axle  of  the  driving-wheel,  at  certain  fixed 
distances  above  the  main  frame.  Defendants  say  that 
their  driving-wheel  is  not  hung  upon  a  crank  shaft,  and 
that  their  main  and  secondary  frames  are  hinged  in  the 
opposite  direction  from  that  in  which  they  are  attached  in 
the  machine  patented  to  Densmore.  We  have  a  model  of 
the  defendants'  machine  before  us,  and  the  above  is  a 
pretty  fair  description  of  it ;  and  it  will  be  seen  to  embrace 
every  substantial  element  found  in  the  construction  and 
arrangement  of  the  Densmore  machine.  There  are  the  two 
frames,  the  main  and  secondary,  or  supplemental,  the  one 
supporting  the  cutting  apparatus,  the  other  the  driving- 
wheel,  hinging  the  two  frames  together  in  such  a  way  that 
the  driving-wheel  and  cutting  apparatus  may  each  follow 
the  inequalities  of  the  ground  independently  of  each  other, 
and  may  also  be  bolted  rigidly  together  for  supporting  the 
cutting  apparatus  at  any  fixed  height.  Every  advantage 
in  reaping  or  mowing  uneven  or  stony  ground  by  the  new 

11  Wall.  680, 
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and  peculiar  device  of  Densmore  in  the  construction  and 
arrangement  of  his  machine,  is  found  in  that  of  tlie  de- 
fendants. The  form  in  some  parts  is  changed ;  their  two 
frames  are  hinged  at  different  ends,  different  names  are 
given  to  the  same  things,  and  different  mechanical  arrange- 
ments in  the  gearing  are  used  to  produce  corresponding 
results,  and,  as  is  claimed,  better  results,  although  we  per- 
ceive no  evidence  of  this  in  the  record. 

An  expert,  Mr.  Young,  an  experienced  machinist,  en- 
gaged in  building  this  class  of  machines,  who  had  a  model 
of  the  defendants  before  him,  was  inquired  of  if  he  found 
in  its  construction  two  powers — the  one  for  supporting  the 
driving-wheel,  and  the  other  for  supporting  the  cutting 
apparatus.  He  answered  that  he  did.  He  was  inquired  of 
if  he  found  the  two  frames  hinged  together  in  such  a  man- 
ner that  the  driving-wheel  and  cutting  apparatus  may  each 
follow  the  irregularities  of  tlie  ground  independently  ;  and 
also,  if  they  were  bolted  rigidly  together  for  supporting 
the  cutting  apparatus  at  any  desired  height.  He  answered 
that  he  did.  He  was  asked  if  he  found  the  driving-wheel 
represented  in  the  model  as  hung  in  a  supp!emenhu-y 
frame.  He  answered  that  he  did.  Also,  if  he  found 
the  supplementary  frame  hinged  at  one  end  to  the  main 
frame.  He  answered  that  he  did,  and  that  its  opposite 
end  could  be  adjusted  at  various  heights,  or  left  free  as  de- 
sired. Do  you  find  these  sevei-al  parts  so  constructed  and 
arranged  that  the  cutting  apparatus  may  be  held  at  any  de- 
sired height  for  reaping,  or  be  left  free  to  accommodaie 
itself  to  the  undulations  of  the  ground  for  mowing  t  He 
answered  he  did. 

Another  witness,  Mr.  Dunning,  supports,  in  all  respects, 
the  evidence  above  given  ;  and  there  is  no  substantial  con- 
tradiction of  this  accoant  of  the  construction  and  arrange- 
ment of  the  defendants'  machine. 

There  is  a  good-  deal  of  conflicting  evidence  on  a  point 
that  is  not  at  all  controlling  in  the  caae,  namely :  whether 

11  Wall,  esi, 
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the  defendants'  machine  would  work  well  in  mowing  with- 
out adjusting  the  wheel  frame  to  the  standard  firmly  at  a 
given  height.    There  are  respectable  witnesses  on  both 
sides  of  this  question. 
The  decree  below  affirmed. 

11  Wall.  681. 
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qnestion  whether  patentee  is  the  first  inventor  in  the  absenot 
ot  the  statutory  notice  ot  sach  prior  knowledge  and  ose.  (p 
453.) 

[Citations  in  opinion  of  the  court:] 

Rubber  Co.  v.  Goodyear,  9  Wall.  788  [p.  160,  ante],    p.  4S8. 
HiU  V.  Epley,  31  Fa.  331.    p.  453. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Maryland. 

Suit  was  brought  in  the  court  below,  by  the  defendant 
in  error,  to  recover  for  the  alleged  infringement  of  a  certain 
patent.  Judgment  having  been  given  for  the  plaintiff,  the 
defendant  sued  out  this  writ  of  error. 

The  case  ia  sufficiently  stated  in  the  opinion  of  the  court. 

The  specifications  and  drawings  of  the  letters  patent,  re- 
ferred to  in  the  opinion  of  the  court,  are  as  follows : 


JOHN  DU  BOIS,    OP   WILLIAMSPORT,  PENNSYL- 
VANIA. 

Letters  Patent  No.  36,512,  dated  September  23d,  1862. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 
of  the  same. 

To  all  whom  it  rnay  concern  : 

Be  it  known  that  I,  John  Dn  Bois,  of  Williamsport,  in 
the  county  of  Lycoming,  and  State  of  Pennsylvania,  have 
invented  a  new  and  useful  improvement  in  building  piers 
for  Bridges,  and  other  structures,  and  setting  the  same ; 
and  I  do  hereby  declare  that  the  following  is  a  full,  clear, 
and  exact  description  thereof,  reference  being  had  to  the 
accompanying  drawings  forming  part  of  this  specification, 
in  which — 

Fig.  1  is  a  sectional  view  illustrating  a  pier  partly  built. 

Fig.  3  a  similar  view  iUustrating  a  pier  in  a  further  stage 
of  progress. 
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THE  PHILADELPHIA,  WILMINGTON  AND  BALTI- 
MORE RAILROAD  COMPANY,  PLAINTIFF  IN 
ERROR,  V.  JOHN  DUBOIS.* 

12  Wall.,  47-60.    Dec  .Term,  1870. 

[Bk.  20,  L.  ed.  266 ;     2  Whit.  329.] 
Argaed  March  1,  1871.     Decided  April  3,  1871. 

Particular  patent     Acquiescence.     Inventor.     Estoppel. 

1.  Claim  1  of  letters  patent  No.  36,512,  J.  Dubois,  September,  28, 

1862,  Pier  for  Bridge,  for  "  building  and  setting  piers  bj 
means  of  a  floating  coffer-dam,  substantially  as  set  forth," 
construed  to  be  for  the  instrument  being  the  coffer-dam,  con- 
structed as  described  in  the  specification,  and  not  to  be  for  a 
process,     (p.  448.) 

2.  The  2nd  claim  for  '^  the  use  of  the  tube  which  constitutes  the 

dam  for  encasing  and  strengthening  the  pier,  substantially 
as  set  forth,"  construed  to  be  for  the  use  of  the  tube,  whether 
longer  or  shorter,  no  matter  what  its  shape  or  material,  or  of 
how  many  parts  consisting,     (p.  451.) 

8.  Where  patentee  remained  silent  and  made  no  claim  of  inven- 
tion at  the  time  when  defendant,  while  preparing  to  construct 
the  thing  subsequently  patented,  described  it  in  his  presence, 
but  without  the  production  of  drawings,  held  that  it  did  not 
tend  to  show  fraud  upon  the  Patent  Office,  and  much  less  did 
it  constitute  a  fraud  in  law;  neither  did  it  amount  to  an  es- 
toppel in  pais  against  patentee,  unless  it  misled  defendant  to 
his  hurt     (p.  452.) 

4  Defendants,  when  sued  for  infringement,  are  not  at  liberty  to 
set  up  as  a  defense  that  the  patent  has  been  fraudulently  ob- 
tained, no  fraud  appearing  upon  its  face.     (p.  452.) 

5.  Silence  does  not  estop  a  party,  unless  it  has  misled  another  to 

his  hurt     (p.  453.) 

6.  While  the  court  may  properly  consider  the  state  of  the  art  in 

the  construction  of  the  patent,  it  has  no  bearing  upon  the 

*See  Explanation  of  Notes,  page  III. 
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Fig.  8  is  also  a  similar  section  showing  a  pier  set  and 
nearly  completed  according  to  my  invention. 

Fig.  4  is  a  horizontal  section  showing  the  means  which 
are  employed  in  the  building  and  setting  of  piers  according 
to  my  invention. 

Fig.  5  is  a  plan  of  one  section  of  the  water-tight  casing 
within  which  the  stone  work  is  laid.  Similar  letters  of 
reference  in  the  several  figures  indicate  corresponding  part«. 

In  the  building  and  setting  of  piers  for  bridges  and  other 
structures  in  beds  of  rivers  or  streams,  it  has  been  found 
necessary  in  most  instances  to  erect  stationary  coflfer-dams 
at  the  points  where  the  piers  are  to  be  located.  This  opera- 
tion requires  a  water-tight  chamber  to  be  constructed  up 
from  the  bed  of  the  river,  and  then  emptied  of  its  water  by 
a  pumping  process  before  the  building  of  the  pier  can  be 
proceeded  with.  The  expense  and  inconvenience  of  this 
operation,  as  well  as  that  of  all  other  modes  of  building 
and  setting  piers  in  rivers,  greatly  enhances  the  cost  of 
building  bridges. 

With  my  invention  much  of  the  inconvenience  and  ex- 
pense thus  incurred  will  be  obviated,  and  a  much  firmer 
structure  obtained. 

To  enable  others  skilled  in  the  art  to  perform  with  my 
invention,  I  will  proceed  to  describe  its  construction  and 
operation. 

To  construct  piers  for  a  bridge  across  a  river  or  stream, 
form  a  solid  foundation  by  first  driving  long  temporary 
piles,  A  A,  into  the  bed  of  the  stream  outside  of  a  given 
space.  These  piles  are  left  extending  up  above  the  surface 
of  the  water  as  represented.  Then  either  drive  down  be- 
tween and  near  about  the  long  piles,  A  A,  other  short  piles, 
C  C,  or  firmly  embed  rock  or  other  substantial  material  into 
the  earth  or  river  bed,  as  represented  at  D,  and  if  desirable 
slip  down  over  the  piles  A  A  one  or  more  broad  and  heavy 
stones  or  timbers,  C,  and  embed  the  same  firmly  into  the 
soil  so  that  they  rest  down  upon  the  foundation  and  form 
a  flat  surface.     Next  construct  a  strong;  timber  or  other 
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suitable  character  of  platform,  E,  and  bolt  to  its  upper  side 
one  section  of  a  hollow  rectangular  or  other  desirable  form 
of  box:  or  tube,  P,  F',  F',  F',  F',  which  is  used  to  encase 
and  strengthen  the  pier.  The  said  tube  bt'iiig  cumptised  of 
boiler  plate  metal  or  other  suitable  material,  and  its  lower 
section  P  having  a  bolting  Oauge,  «,  on  its  lower  edge  run- 
ning inward  at  right  angles  to  its  sides,  so  as  to  bolt  hori- 
zontally to  the  platform,  E,  as  represented.  This  platform 
and  section  of  the  tube  are  corked  and  pitched  or  cemented 
flo  as  to  be  water-tight  at  bottom  and  on  all  sides  except  at 
top,  where  it  is  fully  open  as  shown.  The  first  nnd  several 
other  sections  of  the  tube  should  be  strengthened  laterally 
and  longitudinally  from  sides  and  ends  by  means  of  strong 
rods,  bb,  as  represented. 

The  strncture,  EJ^,  should  now  be  fitted  to  slide  down 
over  the  sustaining  and  guide  piles,  A  A,  by  cutting  verti- 
cal holes,  c,  corresponding  with  the  shape  of  the  piles, 
through  the  platform.  E.  The  structure  when  thus  fitted 
to  the  piles  and  let  down  to  the  surface  of  the  water  floats 
by  reason  of  its  buoyancy.  The  upper  ends  of  the  piles 
are  now  framed  together  with  ties,  d  d,  so  as  to  stand  firm. 
The  preparatory  steps  for  building  and  setting  the  pier  hav- 
ing thus  been  consummated,  and  additional  sections,  F',  F', 
F*,  F',  provided  so  as  to  be  brought  into  use  as  required ; 
the  stone  mason  commences  to  lay  the  solid  pier  within 
the  floating  coffer-dam,  using  for  the  pnrpose  common 
stone  or  other  material  deemed  suitable,  as  shown  in  Fig. 
1,  at  Q.  As  soon  as  a  snfficient  heiglit  of  mason  work  has 
been  set  in  the  section  F,  to  cause  the  strncture  E  and  F  to 
descend  nearly  level  with  the  surface  of  the  water,  another 
section.  P",  is  bolted  or  otherwise  lirmly  fastened  upon  the 
top  edge  of  section  F,  so  as  to  give  the  proper  buoyancy 
and  safety  for  continuing  the  work  as  illustrated  in  Fig.  1. 
This  done  the  mason  proceeds  farther  with  his  work  and 
builds  up  the  pier  aniil  it  again  becomes  necessary  to  in- 
crease the  buoyancy,  when,  as  illustrated  in  Fig.  2,  he  bolta 
on  other  sectionSi  F',  P',  P',  of  boiler  tubing,  as  shown  in 
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Fig.  2,  and  proceeds  with  the  be 
platform,  E,  and  pier,  G,  rests 
upon  the  foundation,  as  shown  i 
the  pier  above  water  without  u 
tubing,  and  may,  if  he  deems  1 
other  finished  material,  or  he  i 
the  tubing  to  the  top  of  the  pier 
strength. 

When  the  pier  is  completed  t 
just  above  the  top  of  the  platfor 
connection  with  the  weight  of  tl 
eral  movement  of  the  platform  a 

A  metal  sectional  boiler  plate 
the  casing  for  the  pier,  because 
strength  at  small  expense,  and  m 
port  the  masonry  of  the  pier.  I 
a  floating  water-tight  coffer-dam 
described  might  be  made  of  wo( 
boiler  plate  metal,  and  when  the 
ing  cofferdam  may  be  removed 
pier  wholly  uncovered  from  base 

The  removed  structure  may 
piers  if  desirable. 

I  have  given  a  minute  descripl 
out  my  invention  ;  but  I  do  not 
means,  but  desire  to  be  protectee 
tion  embodied  in  a  floating  coffe 
scribed  for  building  and  setting 
structures. 

Having  described  one  mode  of 
what  I  claim  and  desire  to  secur 

1st.  Building  and  setting  pie 
coffer  dam,  substantially  as  set  i 

2d.  The  use  of  the  tube,  whia 
encasing  and  strengthening  the 
forth. 

3d.  The  guide  piles,  A  A,  in  c 
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coffer  dam,  substantially  as  and  for  the  parpose  set  forth. 
Witness  my  hand  and  seal  in  the  matter  of  my  applica- 
tion for  letters  patent  on  improved  mode  of  building  and 
setting  piers  for  bridges  and  other  structures. 

JOHN  DU  BOIS. 
Witnesses : 

EoBT.  W.  Fenwiok, 
De  Witt  C.  Laurence. 

Messrs.  J.  H.  B.  Latrobe,  William  Schley  and  Thomat 
Donaldson,  for  plaintiff  in  error. 

The  first  claim  of  the  plaintiff  is  for  the  specified  means 
of  effecting  the  result ;  of  placing  a  pier  in  the  river  or 
Bti'eam,  in  a  condition  of  preparedness  for  the  reception  of 
the  bridge,  intended  to  be  thrown  over  such  river  or 
stream.  Those  means  embmced  a  floating  coffer-dam  con- 
structed, used  and  guided  as  described  in  the  specification ; 
and  also  embraced  the  specified  devices  and  contrivances 
for  constructing,  uBtng  and  guiding  the  said  coffer-dam,  up 
to  the  point  of  the  completeness  of  the  pier. 

That  this  comprehensive  interpretation  is  true,  is  shown 
by  the  language  of  the  claim  itself.  It  is  for  building  and 
setting  piers.  It  is  not  for  the  cofferdam  nor  for  the  use 
of  the  coffer-dam  separately  ;  but  for  the  use  of  the  coffer- 
dam described  in  the  specification,  constructed  as  therein 
mentioned,  gradually  lowered  by  the  weight  of  the  ma- 
sonry, and  guided  in  its  descent  by  guide  piles,  in  the 
manner  mentioned  in  the  specification,  all  co-operating  to 
produce  the  result  to  be  accomplished,  namely :  building 
and  setting  a  finished  pier  in  a  river  or  stream. 

The  correctness  of  this  interpretation  is  further  shown 
by  the  language  used  in  the  first  paragraph  of  the  specifi- 
cation, where  he  claims  to  have  invented  a  new  and  useful 
improvement  in  building  piers  for  bridges  and  other  struc- 
tures, and  setting  the  same.  His  first  claim  is  for  this  im- 
provement, and  was  intended  to  cover  rhe  whole. 

In  another  part  of  the  specification,  after  mentioning  t-er- 
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tain  preparatory  steps,  he  proceeds  to  show  how  the  plat- 
form was  to  be  constructed  ;  the  first  section  of  the  hollow 
tube  to  be  bolted  thereon,  etc.,  for  the  building  and  setting 
of  the  pier ;  and  then  follows  a  description  of  the  whole 
process  of  building  and  lowering  the  pier  in  its  gradually- 
guided  descent  until,  in  his  own  language,  **  the  pier  rests 
down  and  becomes  set  upon  the  foundation." 

A  further  argument  in  support  of  the  construction  that, 
in  his  claim,  he  meant  to  include  the  entirety  of  his  alleged 
improvement,  is  furnished  by  the  second  claim,  which  is 
"For  the  use  of  the  tube  which  constitutes  the  dam,  for 
encasing  and  strengthening  the  pier,  substantially  as  set 
forth."  This  second  claim  being  for  the  tube,  substantially 
as  set  forth,  shows  that  the  like  words  '*  substantially  as 
set  forth,"  used  in  the  first  claim,  refers  not  to  the  floating 
coflfer-dam,  which  is  another  name  for  the  tube  mentioned 
in  the  second  claim,  but  refers  to  the  process  of  building 
and  setting  the  pier,  as  described  in  the  specification  in  its 
entirety.  A  claim  for  a  process  must,  of  necessity,  be  de- 
finite, precise  and  comprehensive.  It  must  be  for  an  en- 
tirety ;  not  for  separate  parts  of  the  means  described  as 
necessary  to  produce  the  result. 

The  first  claim  is  for  a  process.  A  process  may,  un- 
doubtedly, be  the  basis  of  the  patent,  where  no  part  of  the 
means  employed,  separately  considered,  is  new  or  claimed 
as  new.  The  combination  of  co-operating  constituent  ele- 
ments, so  combined  and  operating  as  to  produce  a  new  and 
useful  result,  or  a  known  result  in  a  new  and  useful  way, 
is  patentable.  In  such  a  case,  the  patent  stands  upon  the 
combination  or  process. 

Prouty  V.  Draper,  1  Story,  668;  Prouty  i).  Ruggles,  16 
Pet.  336  [4  Am.  &  Eng.  351] ;  Davis  v.  Palmer,  2  Brock. 
298 ;  McCormick  v.  Talcott,  20  How.  406  [6  Am.  &  Eng. 
410] ;  Vance  v.  Campbell,  1  Black,  427  [7  Am.  &  Eng.  117] ; 
Burr  V.  Duryee,  1  Wall.  672  [7  Am.  &  Eng.  224] ;  Eames 
V.  Godfrey,  1  Wall.  79  [7  Am.  &  Eng.  168]  ;  Turrill  v.  R. 
R.  Co.,  1  Wall.  491  [7  Am.  &  Eng.  202]  ;  Case  v.  Brown,  2 
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Wall.  320  [7  Am.  &  Eng.  360] ;  Palmer  v.  Wagstaffe,  25 
Eng.  L.  &  E.  537 ;  Unwin  d.  Heath,  32  Eng.  L.  &  E.  36. 

In  the  construction  given,  as  to  the  first  claim,  it  is  lim- 
ited to  so  much  of  the  process  as  is  necessary  to  building 
the  pier.  It  ignores  the  idea  of  a  process  for  building  and 
setting.  It  does  not  regard  the  guide  pile  as  embraced  by 
the  first  claim,  nor  the  holes  in  the  platform  as  part  of  the 
means  employed,  in  the  mode  of  accomplishing  what  he 
claims  as  his  invention  in  this  first  claim. 

This  first  claim  is  for  designated  means  to  produce  a  spe- 
cified result,  which  result  embraces  the  setting  of  the  pier ; 
and  the  means  designated  for  the  accomplishment  of  this 
result,  comprehend  the  apparatus,  devices  and  contrivances 
plainly  set  forth  in  the  specification  as  the  means  employed, 
in  connection  with  the  buoyancy  of  the  water,  to  produce 
the  result ;  said  means  combined  and  co-operating  substan- 
tially as  set  forth  in  the  specification.  And  second,  when 
the  same  or  a  like  result  has  been  produced  by  other  and 
different  means,  such  result  would  be  attained  without 
any  infringement  of  the  plaintiff's  first  claim. 

It  becomes  a  question  of  identity.  The  doctrine  as  to 
''mechanical  equivalents"  and  as  to  '' fraudulent  evasion  " 
can  have  no  rightful  application  in  a  question  of  this  kind. 

We  used  a  platform  but  not  a  platform  perforated  with 
holes  for  the  insertion  of  guide  piles.  We  used  an  iron 
tube  of  boiler  plate  metal ;  but  not  a  hollow  tube,  with  a 
bolting  flange  on  its  lower  edge,  so  as  to  be  bolted  horizon- 
tally to  the  platform.  We  used  no  calk,  pitch  or  cement ; 
our  tube  had  an  iron  bottom,  part  of  the  tube  itself.  We 
used  the  buoyancy  of  the  water;  but  not  in  combination 
with  plaintiff's  apparatus.  The  buoyancy  of  w^ater  is  a 
property  of  nature  which  no  one  can  appropriate. 

Now,  it  was  very  material  that  the  jury  should  have 
been  properly  instructed  as  to  this  first  claim.  Pier  No.  3, 
the  pier  in  the  deepest  water,  was  guided  by  screws  alone, 
without  the  use  even  of  a  shaping  frame.  Pier  No.  2  was 
partly  lowered  by  screws  and  subsequently  by  fall  and 
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block ;  and  was  guided  by  furring,  constituting  a  shaping 
frame.     Piles  were  not  used  at  all  to  guide  the  platform. 

The  second  claim  of  the  plaintiffs  is  "For  the  use  of  the 
tube,  which  constitutes  the  dam  for  encasing  and  strength- 
ening the  pier,  substantially  as  set  forth." 

The  words  ''substantially  as  set  forth,"  require  that  we 
should  recur  to  the  specification,  to  see  what  sort  of  a  tube 
is  there  described.  And  it  seems  to  be  plain  that  he  claims 
a  sectional  caisson.  His  direction  is,  to  bolt  to  .the  upper 
side  of  the  platform  one  section  of  a  hollow  rectangular 
box  or  tube.  He  speaks  again  of  the  first  and  several 
other  sections,  and  of  additional  sections. 

But  the  court  construes  this  claim  as  embracing  the  use 
of  the  tube,  *' whether  it  be  first  placed  in  position  entire, 
or  be  built  in  sections  as  the  masonry  progresses."  Now, 
there  was  evidence  that  one  at  least  of  the  caissons  was 
constructed  entire,  on  shore,  and  then  floated  to  its  place, 
and  set  on  its  foundation  before  any  masonry  was  put  in. 
But  the  court's  inistruction  declares  the  building  of  a  pier, 
in  such  tube,  to  be  an  infringement  of  the  second  claim.  In 
this  ruling,  the  court,  we  think,  was  in  error. 

The  defendant's  first  prayer  ought  to  have  been  granted, 
in  terms  as  propounded.  It  embodied  a  true  interpreta- 
tion of  the  principle  of  operation,  as  it  is  denominated  in 
the  specification,  and  which,  in  fact,  is  a  process  for  build- 
ing and  setting  piers  in  rivers  and  streams.  We  use  the 
word  "process"  because  it  is  generally  used  in  cases  of 
this  character.  The  word  "method"  "mode"  "plan"  or 
other  like  term,  would  equally  well  express  the  idea.  The 
distinction  between  a  patent  for  a  process  and  a  patent  for 
a  machine,  is  shown  in  the  various  cases  cited  in  Corning 
V.  Burden,  15  How.  259  [6  Am.  &  Eng.  69],  and  in  the 
opinion  in  that  case,  p.  267. 

The  eighth  prayer  of  the  defendant  ought  to  have  been 
granted. 

Fraud  and  imposition  in  obtaining  the  patent  were  di- 
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rectly  charged.  Strong  evidence  was  given  tending  to 
show  the  alleged  frand. 

In  the  conversation  between  them,  Dn  Bois  did  not  dis- 
close the  fact,  if  such  was  the  fact,  nor  even  pretend  that 
he  was  the  inventor  of  the  mode  of  building  and  setting 
bridges,  which  Mr.  Parker,  as  the  engineer  of  the  defend- 
ant, intended  to  follow  in  constructing  and  setting  the 
piers.  It  is  a  strong  case  for  the  application  of  the  doc- 
trine of  estoppel  in  pais.  His  silence  was  jodtification  to 
Mr.  Parker,  in  pursning  the  conrse  which  he  had  ex- 
plained to  Du  Bois  he  intended  to  pursue.  The  following 
cases  are  cited  on  this  point : 

Doe  V.  Oliver,  3  Sm.  Lead.  Gas.,  7th  ed.  605 ;  5  M.  &  R. 
202.  and  notes ;  Dezell  v.  Odell,  3  Hill,  219 ;  Stephens  v. 
Baird,  9  Cow.  2T7;  Hatch  e.  Kimball.  16  Me.  146;  Range- 
ley  V.  Spring,  21  Me.  137  ;  Tongue  v.  Nutwell,  17  Md.  212 ; 
Alexander  v.  Walter,  8  Gill.  247;  McClellan  z.  Kennedy, 
8  Md.  330;  Bk.  p.  Lee,  13  Pet.  319 ;  Pickard  v.  Sears,  6 
Ad.  &  El.  469. 

The  ninth  prayer  was  framed  on  the  the  theory  that  the 
evidence  in  relation  to  the  state  of  the  art  of  building  and 
setting  piers,  known  at  the  date  of  plaintiff's  patent,  was 
proper  to  be  considered  by  the  jury  on  the  question 
whether  the  plaintiff  was  the  first  and  original  inventor  of 
what  he  claimed  as  new.  The  court,  in  its  sixth  instruc- 
tion, limited  the  consideration  of  the  state  of  art,  to  the 
question  of  damages  alone.  See,  Vance  v.  Campbell,  1 
Black,  437  [7  Am.  &  Eng.  117]. 

Messrs.  William  H.  Armstrong,  Samuel  Linn  and  L. 
M.  Reynolds,  for  d^endant  in  error: 

It  was  competent  for  Mr.  Du  Bois  to  claim  and  to  obtain 
a  jjatent  for  a  combination,  and  alao  for  such  of  the  ele- 
mental parts  of  the  combination  as  were  new  and  useful. 

Curt.  Fat.,  Sded.,  sees.  110,  249.  332;  Wyeth  v.  Stone, 
1  Story,  273  ;  Hogg  v.  Emerson,  6  How.  437  [5  Am.  &  Eng. 
1] ;  S.  C.  11  How.  587  [5  Am.  &  Eng.  279] ;  Moody  v. 
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Fiske,  2  Mas.  117 ;  Pitts  v.  Whiti 
7).  Haworth,  4  McLean,  870. 

The  proper  construction  of  the 
given  to  it  by  the  court  below,  in  h 
that  it  is  not  for  a  process  for  set 
contended  for  by  defendant,  but 
paratus  to  be  used  in  building  oi 
for  a  platform  and  water-tight 
thereto,  as  described  as  an  impn 
dams  formerly  used  for  such  pui 
tube  as  a  protection  to  the  pier  a 
and  for  a  combination  of  the  cofl 
as  described,  for  the  purpose  of  ^ 
pier  to  its  foundation  at  the  bottc 
ing  it  against  lateral  motion,  by  i 
to  be  cut  off  above  the  platform 
structures,  apparatus  or  devices, 
cations,  and  which  are  to  be  used 
ing  and  setting  piers.     It  is  for  tl 
-whatever  name  they  should  be  ca 
cess  in  which  they  are  used. 

The  plaintiff,  after  describing  oi 
his  invention,  proceeds  to  specify 
ters  patent,  thus : 

1.  Building  and  setting  piers 
coflfer-dam,  substantially  as  set  fo 
defendant's  counsel  argue,  that  tl 
as  set  forth"  refer  to  the  preced 
elude  the  entire  means  used  as  des 
setting  a  pier.  We  contend  that 
ment  of  a  cofifer-dam,  substantiall 
the  building  and  setting  of  piers. 

The  patent  granted  to  plaintiff  is 
viz :  a  coflfer-dam,  such  as  describe 
ting  piers ;  the  tube,  constituting  1 
ing  the  pier ;  and  the  coflfer-dam  ii 
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guide  piles.  Each  of  these  constitutes  a  distinct  claim,' 
and  is  susceptible  of  a  separate  infringemeot. 

Tlie  first  claim  is  not  For  a  process,  but  for  the  use  of 
certain  specififd  :ipparatiis  in  the  building  and  setting  of 
piers  which  may  Vie  infringed  without  the  use  of  certain 
other  elements  which,  in  combination  therewith,  are  made 
the  subject  of  the  third  claim.  In  support  of  this  propo- 
sition we  refer  to  Corning  v.  Burden,  15  How.  252  [6  Am. 
&  Eng.  69]. 

"  The  tube  or  caisson  which,  with  the  platform,  constitutes 
the  coflfer-dam,  is  not  necessarily  to  be  built  iu  sections,  but 
may  consist  of  one  entire  tube,  and  after  one  section  has 
been  bolted  or  fastened  to  the  platform,  in  the  manner  de- 
scribed in  the  specification,  other  sections  are  to  be  added, 
only  as  the  same  may  be  required  by  the  depth  of  the 
water  in  which  the  pier  is  to  be  set. 

Du  Bois  was  under  no  obligation  to  disclose  to  Mr,  Parker 
his  invention  and,  therefore,  no  estoppel  can  result  from 
his  alleged  silence;  and  even  if  undercertain  circumstances 
silence  would  estop  him,  the  case  as  presenied  lacks  one 
essential  element  of  an  estoppel  ia  pais,  in  that  there  is  no 
evidence  that  anything  of  value  was  expended  by  Mr. 
Parker  or  the  defendant  in  ignorance  of  Du  Bois'  right. 
The  defendant  was  not  influenced  to  act  by  thti  silence  of 
Dn  Bois,     On  this  point  the  following  cases  are  cited. 

Com.  V.  Moltz,  10  Pa.  630;  Wallis  ».  Trnesdeli,  6  Pick. 
455  ;  Whitney  p.  Holmes,  15  Mass.  152  ;  Miller  r.  Cresson, 
6  Watts  &  9.  284 ;  Can.  Co.  v.  Hathaway,  8  Wend.  480 ; 
Hill  V.  Epley,  31  Pa.  334  ;  Ream  v.  Harnish,  45  Pa.  379; 
Millingar  v.  Sorg,  55  Pa.  235 ;  Chapman  v.  Chapman,  59 
Pa.  214. 

The  facts  necessary  to  establish  an  estoppel  in.  pais,  must 
appear  affirmatively  and,  therefore,  there  being  no  evidence 
in  the  case  showing  that  defendant  or  Mr.  Parker  was  mis- 
led to  their  hurt,  there  can  be  no  estoppel,  even  assuming 
the  fact  of  DuBois'  silence. 

Com.  V.  Mollz,  10  Pa.  630 ;  Hill  ».  Epley,  31  Pa.  334. 
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Mr.  Justice  Strong  delivered 
The  merits  of  the  controversy 
case,  relate  mainly  to  the  inquir 
correctly  construed  the  patent,  ] 
of  which  the  suit  was  brought, 
material  question,   for  what  ii 
jgranted,  and  especially  what  th( 
was  intended  to  cover.     Was  it  i 
instrument  designed  for  use  in  a 
cess  itself?    The  defendants,  no 
tended  that  the  patent,  so  far  as 
was  for  a  process  of  building  and  i 
consisted  of  driving  temporary  p 
outside  of  a  given  space ;  then  ] 
dation  for  a  pier ;  then  making 
suitable  character  of  platform  ai 
surface  a  section  of  a  hollow  rec 
form  of  box,  to  be  made  of  boile 
able  material,  strengthened  }at< 
from  sides  and  ends,  by  means  o 
slide  down  and  over  the  guide  pi 
vertical  holes  through  the  platfc 
sonry  of  the  pier  in  this  box  ma^ 
tions  from  time  to  time,  as  the 
masonry  required,  and  as  the  bo: 
until  the  platform,  and  pier,  enc; 
tions  of  the  box,  rested  and  beca 
tion  prepared,  when  the  guide  pil 
the  top  of  the  timber  or  other 
stumps,  in  connection  with  the 
serve  to  prevent  lateral  movemen 
on  the  foundation.     Holding  8U< 
of  the  invention,  the  defendants 
construe  the  patent  and  to  instru 
"substantially  as  described"  ii 
speaking  of  the  "principle  of  o] 


448  PHILA.,  W.  &  B.  R.  CO.  v.  DUBOI&        [Sap.  Ct 

Opinion  of  the  court 

entee  desired  to  have  protected,  and  the  words  "substan- 
tially as  set  forth,"  in  the  first  claim,  refer  to  that  process ; 
and  hence,  that  unless  the  defendants  used  that  process  as 
detailed,  as  well  as  the  platform  composing,  in  part,  the 
floating  coflfer-dam  fitted  to  slide  down  the  guide  piles  re- 
ferred to,  by  cutting  vertical  holes  through  it  and  sawing 
of  the  stumps  of  the  piles  just  above  the  top  of  the  plat- 
form when  the  pier  is  completed,  as  also  the  other  parts  of 
the  process  claimed  in  the  first  claim,  the  plaintiff  could 
not  recover  for  an  infringement  of  that  claim,  (a)  This  in- 
struction the  court  refused  to  give,  construing  the  claim 
to  be,  (&)  not  for  a  process,  but  for  a  device  or  instru- 
ment to  be  employed  in  a  process,  the  instrument  be- 
ing a  floating  coffer-dam,  constructed  as  described  in  the 
specification,  in  which  the  masonry  of  the  pier  might  be 
laid  and  sunk  to  the  foundation  by  its  own  gravity. 

In  this,  it  is  now  insisted  the  court  erred.  We  are  of 
opinion,  however,  that  the  construction  given  to  this  claim 
was  correct,  and  that  the  defendants  were  not  entitled  to 
an  aflirmative  response  to  their  prayer.  Undoubtedly,  a 
patentee  may  claim  and  obtain  a  patent  for  an  entire  com- 
bination or  process,  and  also  for  such  parts  of  the  combi- 
nation or  process  as  are  new  and  useful,  or  he  may  claim 
and  obtain  a  patent  for  both.  That  this  i)atentee  did  not 
intend  by  his  first  claim  to  appropriate  the  process  of 
building  and  setting  piers  which  he  had  previously  de- 
scribed in  his  specification  is  made  evident  by  several  con- 
siderations. The  words  by  which  the  claim  is  immediately 
preceded  tend  strongly  to  show  this.  The  patentee  had 
described  the  common  method  of  building  and  setting 
piers,  by  a  stationery  coffer-dam  built  up  from  the  bottom, 
out  of  which  the  water  was  pumped.  The  inconvenience 
and  expense  of  this,  he  proposes  to  obviate.    He  then  ad- 

19  Wall.  59-60. 

(a)  Wallace  begins  opinion  here  and  substitutes  for  from  a-h. :  ''  The 
court  below  refusing  to  give  the  first  instruction  asked  for  by  the  defend- 
ants, construed  the  first  claim  in  the  plaintiff's  patent  to  be." 
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ded,  "to  enable  others  to  perfo 
will  proceed  to  describe  its  cons 
Did  he  mean  construction  of  a 
was  a  description  of  a  floating  ca 
all  the  details  of  its  construction, 
with  a  mode  for  their  use  in  direc 
descent  with  the  pier  to  the  foun 
"  I  have  given  a  minute  descripti 
out  my  invention,  but  I  do  not  wii 
means  (by  which  he  plainly  meai 
be  protected  in  the  principle  of 
floating  coflfer-dam,  substantially 
ing  and  setting  piers  for  bridges 
This  can  hardly  mean  anything  < 
principle  of  operating  in  building  j 
the  instrumentality  of  a  floating  < 
such  as  he  had  previously  desci 
awkward,  but  it  is  reasonably  intc 
principle  of  operating  by  what  wa 
such  as  had  been  described,  that  hi 
in,  but  that  embodied  or  wholly  co 
This  he  had  described  as  an  impro 
tionary  dam.     If  it  was  not  the  m< 
sought  protection,  for,  it  is  incredi 
described  it  as  einhodied  (that  is,  c< 
one  of  the  devices  used  in  the  pro< 
first  claim  in .  connection  with  this 
cation  that  immediately  precedes  i 
the  claim  is  for  the  instrument  oj 
floating  coflfer-dam,  substantially  s 
specification,  to  be  used  in  buildin 
is  clear  the  invention  was  regarde( 
different  thing  from  the  mode  of 
said  he,  "described  one  mode  of  ( 
tion,  what  I  claim  and  desire  to  seci 
1,  building  and  setting  piers  by  me 
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The  plaintiffs  in  error  also  complain  that  the  court  con- 
strued the  second  claim  of  the  patent  to  be  for  the  use  of 
the  tube,  or  material  of  which  the  dam  is  made,  for  encas- 
ing and  strengthening  the  pier,  no  matter  whether  it  be 
first  placed  in  position  entire  or  be  built  in  sections  as  the 
masonry  progi'esses.  It  is  argued  the  claim  embraced  only 
an  iron  sectional  cube  or  caisson.  It  is  verj^  manifest, 
however,  that  the  construction  given  to  it  was  right.  The 
specification  expressly  describes  the  tube  as  "composed  of 
boiler  plate  metal  or  other  suitable  material ;"  and,  again, 
it  states  "that  a  floating  water  tight  coffer  dam,  operating 
on  the  principle  described,  might  be  made  of  wood  or 
other  material  than  boiler  plate  metal."  It  is  equally 
plain  that  a  tube  composed  of  sections  was  not  exclusively 
meant.  The  claim  refers  to  the  specification,  and  that  ex- 
plains both  its  construction  and  its  possible  use  in  strength- 
ening the  piers.  By  reference  to  it,  it  will  be  seen  that  the 
tube  is  not  necessarily  constituted  of  several  sections.  It« 
formation  is  described  to  be,  constructing  a  strong  timber 
or  other  suitable  character  of  platform,  and  bolting  to  its 
upper  side  one  section  of  a  hollow  rectangular,  or  other 
desirable  form  of  box  or  tube,  which  is  used  to  encase  or 
strengthen  the  pier,  the  tube  being  composed  of  boiler  plate 
metal  or  other  suitable  material.  This  platform  and  sec- 
tion of  the  tube  are  then  calked  and  pitched,  or  cemented, 
so  as  to  be  water-tight  at  bottom  and  on  all  sides,  except 
at  top,  and  strengthened,  laterally  and  longitudinally,  by 
means  of  strong  rods.  It  is  then  complete  and  ready  for 
all  the  uses  for  which  it  is  designed.  Sections  are  added 
only  when  required  by  the  depth  of  the  water,  and  when 
the  tube  has  sunk  in  consequence  of  the  masonry  laid  in  it 
nearly  to  a  level  of  the  water  surface,  although,  if  desired, 
they  may  be  continued  to  the  top  of  the  pier.  There  is 
nothing  that  would  justify  our  holding  that  the  claim  de- 
mands a  tube  composed  of  more  than  one  section.  It  is 
the  use  of  the  tube,  whether  longer  or  shorter,  no  matter 

19  Wan.  68-63, 
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what  its  shape  or  material,  or  of  how  many  parts  consist- 
ing, that  the  claim  sought  to  cover. 

What  has  been  said  is  sufficient  to  show  that,  in  onr 
opinion,  the  Circuit  Court  did  not  misinterpret  the  first, 
the  second  or  the  third  claim  of  the  patentee. 

The  next  assignment  of  error,  not  disposed  of  by  the  ob- 
servations we  have  already  made,  is,  that  the  court  refused 
to  charge  the  jury  as  requested  by  the  defendants'  eighth 
prayer  (c).  That  prayer  was,  "That  if  the  jury  should  tind 
that  the  plaintiff,  in  the  spring  of  1861,  explained  his  in- 
vention to  the  witnesses  who  testified  upon  the  subject,  by 
verbal  statements  only,  but  without  reducing  the  same  to 
practice  by  making  a  drawing,  model,  or  written  specifica- 
tion thereof ;  and  that,  prior  to  the  application  of  the  plain- 
tiff for  a  patent,  Gteorge  A.  Parker,  the  engineer  of  the  de- 
fendants, superintending  the  construction  of  their  bridge 
across  the  Susquehanna,  had  devised  and  perfected  the 
plan  afterwards  pursued  for  building  and  setting  the  piers 
of  the  said  bridge,  and  was  actually  engaged  in  preparing 
for  the  work  of  actual  construction  when,  as  testified  by* 
the  said  Parker,  the  plaintiff  called  on  him  and  heard  the 
plan  described  without  making  any  claim  thereto,  but  af- 
tei'wards  applied  for  and  obtained  the  patent  on  which  the 
present  action  is  founded,  then  the  plaintiff  was  not  enti- 
tled to  recover  (rf)."  The  theory  of  this  prayer  was  twofold. 
The  defendants  had  pleaded  that  the  letters  patent  of  the 
plaintiff  were  obtained  by  fraud  and  imposition  on  the 
Patent  Office,  and  the  prayer  assumed  that  his  not  claim- 
ing the  invention  when  Parker  desciibed  his  plan  for  build- 
ing and  setting  the  piers  of  the  bridge  established  the  fraud 
pleaded.  The  prayer  also  assumed  that  the  plaintiff's  si- 
lence, when  Parker's  plans  were  revealed,  coupled  with  the 
facts  that  Parker  was,  at  the  time,  preparing  for  the  work 
of  actual  construction,  that  he  subsequently  proceeded  with 
his  plan,  and  that  the  plaintiff's  patent  was  afterwards  ap- 

(e-d)  Wallace  omits  from  c-d, 

1%  WalL  63. 
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plied  for  and  obtained,  9mounte< 
It  is  impossible,  however,  to  disc 
lence  on  the  occasion  mentioned 
fraud  upon  the  Patent  Office,  mn 
a  fraud  in  law,  so  aa  lo  justify  tl 
could  not  maintain  his  action.  1 
sued  for  an  infringement,  were  n( 
defense  that  the  patent  had  been 
fraud  appearing  upon  its  face. 
9  Wall.  .788  [p.  150,  ante]. 

Nor  was  there  any  case  prese 
amounted  to  an  estoppel.     No  ] 
than  that  a  party  is  not  estopi)e( 
has  misled  another  to  his  hurt. 
There  was  no  evidence  of  any  sncl 
prayer  or  found  in  the  case.    The 
tember  23,  1862.     It  nowhere  app 
the  defendants  had  expended  one 
.piers.     Moreover  the  point  does 
by  Parker  of  the  plaintiflfs  invent 
tion  of  which  it  speaks  took  p] 
reason  found  in  the  evidence  for 
tiff's  plans  had  been  revealed  to 
whom  the  plaintiff  had  partially 
that  conversation.     The  court  co 
given  the  instruction  asked,  even  i 
obligation  to  disclose  his  inventio 
we  are  not  prepared  to  assert. 

The  only  remaining  assignment  < 
declined  instructing  the  jury  as  re 
ering  the  question  whether  the  pla 
first  and  original  inventor  of  the  in 
his  patent,  they  might  and  ought  f 
in  the  cause  in  relation  to  the  stat 
and  setting  piers  known  at  the  tin 
tion  of  the  plaintiff.     Upon  this  sub 
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the  jnry  that  they  had  a  right  to  take  into  consideration 
the  knowledge  which  tbey  might  find  to  have  been  pos- 
sessed, prior  to  the  date  of  the  plaintiffs  patent,  by  the 
several  witnesses  whose  names  were  given  in  the  notice  oj 
defense,  and  who  had  been  examined ;  and  also  the  de- 
scription of  sucii  construction  in  Mahan's  Civil  Engineer- 
ing, and  the  patent  of  George  A.  Parker,  and  also  all  de- 
scription of  his  invemion  made  by  the  plaintiff  to  any 
one  pri*)r  to  the  date  of  his  patent  in  1861  or  1862.  and 
also  the  conversation  (whatever  they  might  find  it  to 
have  been)  between  the  plaintiff  and  the  engineer  of  the 
defendants  in  1862,  prior  to  the  date  of  the  plaintiff's 
application  for  a  p.Ttent.  This  was  all  the  defendants  had 
aright  to  ask.  They  had  given  notice  of  nothing  more. 
Tliey  had  not  apprised  the  plaintiff  that  the  novelty  of  liis 
invention  would  be  assailed  by  any  other  evidence  than 
snch  as  they  had  particularized  in  their  notice  of  defense. 
While,  therefore,  evidence  in  regard  to  the  state  of  the  art 
was  proper  to  be  considered  by  the  court  in  construing  the 
patent  and  determining  what  invention  was  claimed,  it  had 
no  legitimate  bearing  upon  the  question  vphether  the  pat- 
entee was  the  first  inventor. 

77te  decree  of  Ike  Circuit  Court  is  affirmed. 

la  Hall  64-Sa. 

Moteai 

1.  Patent  claiins  construed  to  be  for  a  machine  and  not  for  a  pro- 
cees: 

Le  Hoy  r.  Tatham,  14  How.  156  [5  Am.  &  Eng.  3)3]. 
Corning  v.  Burden,  15  How.  252  [6  Am.  &  Eng   69]. 
Grier  v.  AVilt,  120  U.  S.  412. 
Dryfoos  v.  Wiese,  124  U.  S.  32. 


4.  In  infringemeiit  proceedings  letters  patent  cannot  bo  collater- 
ally impeached  for  fraud: 
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Rubber  Co.  r.  Goodyear,  9  Wall.  788.     [p.  150,  ante.'] 
Eureka  Co.  v.  Bailey  Co.,  11  Wall.  488.     [p.  280,  ante.] 
Seymour  v.  Osborne,  11  Wall.  516.   [p.  290,  ante.^ 


6.  Evidence  of  the  state  of  the  art  admissible  without  notice: 

Vance  t?.  Campbell,  1  Black.  427  [7  Am.  &  Eng.  117]. 

Brown  t?.  Piper,  91  U.  S.  37. 

Dunbar  v.  Myers,  94  U.  S.  187. 

Bridge  Co.  t?.  Iron  Co.,  95  U.  S.  274 

Eachus  V.  Broomall,  115  U.  S.  429. 

Grier  v.  Wilt,  120  U.  S.  412. 


Want  of  novelty  (prior  knowledge  and  use)  cannot  be  set  up 
without  notice: 
Blanchard  v,  Putnam,  8  Wall  420.     [p.  107,  ante.] 
Eureka  Co.  v,  Bailey  Washing  Co.,  11  Wall.  488  [p.  280, 

ante\\  and  see 
Wise  V.  Allis,  9  Wall.  737.     [p.  143,  ante,  note  1.] 


Patent  in  Suit  s 

No.  36,512.    Du  Bois,  J.     September  23,  1862.     Pier  for 
Bridge. 


Otheb  Suits  on  Same  Patent  : 


Du  Bois  V.  Phila.,  Wil.  &  B.  R.  Co.,  1871.     5  Fish.  208, 


f^m^mfmrnttm 
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UNITED  STATES,  APPELLANT,  v.  WILLIAM  W. 

BURNS.* 

12  W^lL  246-204.    Dec.  Term,  1870. 

[Bk.  20,  L.  ed.  888 ;  2  Whit.  344.] 

Affirming  Bums'  case.     4  Ci  of  Claims,  118. 

Argued  October  20,  1871.     Decided  November  6,  1871. 

Contract  Army  officer.  Right  to  patent  Government  cannot 
use  patent  Rebellion,  Pleading  and  practice  in  Court  of 
Claims. 

1.  A  contract  entered  into  on  behalf  of  the  United  States  with  an 

army  officer,  which  amounted  to  a  license  from  him  to  the  gov- 
ernment to  manufacture  or  procure  his  patented  tent  and  use 
it,  upon  payment  of  a  stipulated  sum,  and  which  was  ap- 
proved by  the  Secretary  of  War,  held  a  valid  contract  and  not 
within  the  prohibition  of  army  regulation  No.  1,002,  forbidding 
certain  purchases  and  contracts  by  and  with  officers  or  agents 
in  the  military  service.  That  regulation  does  not  apply  to 
contracts  on  behalf  of  the  United  States,  which  require  for 
their  validity  the  approval  of  the  Secretary  of  War.     (p.  464.) 

2.  If  an  officer  in  the  military  service,  not  specially  employed  to 

make  experiments  with  a  view  to  suggesting  improvements, 
devises  a  new  and  valuable  improvement  in  arms,  tents  or  any 
other  kind  of  war  material,  he  is  entitled  to  the  benefit  of  it, 
and  to  letters  patent  for  the  improvement  from  the  United 
States,  equally  with  any  other  citizen  not  engaged  in  such  ser- 
vice; and  the  government  cannot,  after  the  patent  is  issued 
make  use  of  the  improvement  any  more  than  a  private  indi- 
vidual, without  license  from  the  inventor  or  making  compen- 
sation to  him,     (p.  464.) 

3.  Where  a  license  to  make  and  use  a  patented  tent  was  granted 

by  an  army  officer,  the  patentee,  to  the  United  States,  stipu- 
lating for  the  payment  of  a  certain  sum,  and  to  continue  be- 
yond a  certain  date  unless  licensee  gave  notice  to  the  con- 

*See  Explanation  of  Notes,  page  III. 
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irary,  and  subsequently  licensee  directed  the  payment  to  be 
discontinued  and  withheld,  but  continued  to  manufactare  and 
use  the  tents,  h^Jd  that  it  was  no  termination  of  the  contract, 
neither  was  it  a  repudiation  of  licensee's  liability  for  the  tents 
made  prior  or  subsequent  to  the  withholding  of  the  payments, 
(p.  465.) 

4  Where  subsequent  to  a  contract  made  with  the  United  States 
respecting  a  patented  article  the  owner  of  the  patent,  an  army 
officer,  assigned  a  half  interest  in  the  same,  to  another  officer 
B.,  and  A.  joined  the  rebels  while  B.  remained  loyal,  held  on 
suit  brought  by  B.  in  the  Court  of  Claims  to  recover  certain 
payments  under  the  contract  that  B.'s  interest  could  not  be  af- 
fed  by  the  disloyalty  of  his  joint  owner  A. ;  and  that  the  Gov- 
ernment having  recognized  B.'s  half  interest  and  paid  him  a 
moiety  of  the  royalty  due  under  the  contract,  his  interest  be- 
came severed  from  the  claim  of  bis  joint  owner  A.,  and  that 
the  necessity  of  pleading  in  their  joint  name,  if  both  were  liv- 
ing, did  not  apply  to  a  case  in  the  Court  of  Claims,     (p.  466.) 

5.  The  Court  of  Claims  in  deciding  upon  the  rights  of  claimants  is 
not  bound  by  any  special  rules  of  pleading,     (p.  466.) 

Appeal  from  the  Court  of  Claims. 

The  petition  in  this  case  was  filed  in  the  court  below  by 
the  appellee,  to  recover  for  the  use  of  a  certain  patent  for 
making  conical  tents.  The  court  found  the  facts  to  be  as 
follows:  ''That  a  patent  for  making  an  improved  conical 
tent  was  issued  to  H.  H.  Sibley,  in  1856;  that  in  1858  a 
proposition  was  made  to  Jones,  agent  for  the  Sibley  tent, 
by  Assistant  Quartermaster  General  Thomas,  to  pay  $5.00 
royalty  for  every  such  tent  made  by  the  United  States,  as 
long  as  this  agreement  may  be  confirmed  by  the  War  De 
partment,  which  proposition  was  accepted,  to  liold  good 
until  January  1, 1859,  and  longer,  unless  notice  to  the  con- 
trary should  be  given  by  the  patentee ;  that  an  assignment 
of  one-half  interest  in  said  patent  was  made  by  the  pat- 
entee to  the  petitioner;  that  the  patentee  at  tlie  time  of 
perfecting  said  patent  was  an  officer  of  the  United  States 
Army;  but  that,  subsequently,  he  resigned  his  commis- 
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sion  and  joined  the  Confederates ;  that  the  petitioner  was 
also  an  officer  in  the  United  States  army  and  continued 
loyal ;  that  the  United  States  used  a  large  number  of  said 
tents,  on  which  the  royalty  had  not  been  paid  ;  that  Quar- 
termaster General  Meigs,  by  letter  called  the  attention  of 
the  Secretary  of  War,  in  connection  with  this  royalty,  Xa^ 
paragraph  1002  Revised  Regulations  of  the  Army,  1861, 
which  is  as  follows : 

'1002.  No  officer  or  agent  in  the  military  service  shall 
purchase  from  any  other  person  in  the  military  service,  or 
make  any  contract  with  any  such  person  to  furnish  sup- 
plies or  services,  or  make  any  ijurchase  or  contract  in 
which  such  person  shall  be  admitted  to  any  share  or  part, 
or  to  any  benefit  to  arise  therefrom.' 

Upon  this  communication  Secretary  Cameron  indorsed 
as  follows : 

'  No  further  payments  will  be  made  to  Major  W.  W. 
Burns  on  accounit  of  royalty  on  the  Sibley  tent. 

Simon  Cameron, 
Secretary  of  War.' " 

And  the  court  found  as  conclusion  of  law : 

1.  That  the  contract  between  the  United  States  and  Major 
Sibley,  made  February  18,  1858,  was  valid  in  law,  and  was 
not  determined  by  the  order  of  Secretary  Cameron  of  De- 
cember 26,  1861. 

2.  That  the  assignment  of  Major  Sibley  to  the  petitioner, 
made  April  16.  1858,  was  valid  in  law,  and  that  by  that 
and  the  facts  above  found,  the  petitioner  became  entitled 
to  one-half  of  the  royalty  of  $5.00  on  40,497  tents,  made 
and  procured  by  the  United  States,  as  above  stated ;  that 
this  sole  action  of  the  petitioner  for  said  one-half  of  the 
royalty  is  well  brought  under  act  of  March  3,  1862,  ch.  92. 

Judgment  is  to  be  entered  for  the  petitioner  for  one-half 
of  the  royalty  or  $2.50  on  each  of  40,497  tents,  amounting 
to  the  sum  of  $101,242.50. 

Whereupon  the  defendant  took  an  appeal  to  this  court. 
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Messrs.  B.  If,  BristoWy  Solicitor  Oeneral^  T,  H,  Talbot^ 
and  C.  Hs  SiU^  Assistant  Attorney  OeneraL  for  appel- 
lant : 

The  court  has  found  as  a  fact,  that  the  terms  proposed 
in  the  letter  of  Jones  to  Thomas  were  approved  by  tlie  Sec- 
retary of  War,  and  a  contract  was  made  between  the  United 
States  and  Jones  according  thereto,  and  without  regard  to 
Thomas'  previous  letter.  But  this  finding  was  erroneous 
in  point  of  law.  Jones'  letter  tendering  the  contract,  must  be 
read  in  the  light  of  Thomas'  letter,  to  which  it  was  a  reply, 
and  the  question  as  to  what  is  the  meaning  of  these  two 
letters  together,  is  a  question  of  law  and  not  of  fact. 

Turner  v.  Yates,  16  How.  14 ;  Macbeth  v.  Haldimand,  1 
T.  R.  172 ;  Hutchison  v.  Bowker,  5  M.  &  W.  534 ;  Smith 
^).  Faulkner,  12  Gray,  251. 

The  terms  proposed  in  Thomas'  letter,  to  pay  a  certain 
sum  for  each  tent  ''  As  long  as  this  agreement  may  be  con- 
firmed by  the  War  Department"  was  a  direct  reservation 
of  a  power  to  the  War  Department  to  determine  the  con- 
tract. 

The  natural  and  proper  construction  is,  that  those  prop- 
ositions in  Thomas'  letter  whicli  did  not  conflict  with 
Jones'  reply,  and  particularly  this  one  now  referred  to, 
were  adopted  by  Jones  as  the  basis  upon  which  he  founded 
his  proposition. 

The  agreement  of  April  16,  1858,  between  Bums  and 
Sibley,  was  an  agreement  of  partnership.  Sibley  and 
Bums  were  going  into  the  business  of  introducing  and 
selling  this  patent,  and  towards  the  joint  undertaking 
Sibley  gives  Bums  an  interest  in  the  nature  of  a  license 
jointly  with  him.  No  apt  words  are  used  from  beginning 
to  end,  for  assigning  any  interest  to  Burns  in  the  patent 
itself,  or  giving  him  any  right  to  bring  a  suit  in  his  own 
name  respecting  it.  ^ 

This  construction  is  strengthened  by  the  fact  that  this 
instrument  was  never  recorded  in  the  Patent  Office,  in  a 
manner  directed  by  section  11  of  the  Patent  Law  of  1836 
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(5  Stat,  at  L.  121)  for,  although  an  assignment  of  a  patent 
is  not  avoided  by  the  omission  to  record  it,  yet  in  the  case 
of  an  instrument  whose  meaning  is  doubtful,  the  fact  that 
it  is  not  recorded  is  strong  evidence  that  the  parties  did 
not  regard  it  as,  in  legal  eflFect,  an  assignment. 

If  this  agreement  gave  Burns  a  right  to  have  one-half  in- 
terest in  the  patent  assigned  to  him,  it  was  a  merely  equit- 
able right,  which  could  not  operate  as  an  assignment  as 
against  third  p^irties,  until  an  actual  assignment  had  been 
made  in  pursuance  of  it. 

But  if  he  had  any  interest  in  this  contract,  it  was  purely 
an  equitable  one,  and  not  one  upon  which  he  could  sue  the 
Government.     Bonner  t?.  U.  S,  9  Wall.  156. 

But  the  partnership  existing  between  Sibley  and  Bums, 
and  the  rights  of  Burns  thereunder  in  the  contract,  previ- 
ously made  between  Sibley  and  the  United  States,  would 
be  terminated  by  Sibley  becoming  a  public  enemy  at  the 
breaking  out  of  the  war.  That  a  partnership  is  dissolved 
by  one  of  the  partners  becoming  a  public  enemy,  admits  of 
no  question. 

Griswold  v.  Waddington,  15  Johns.  57 ;  S.  C,  16  Johns. 
438 ;  Story,  Part.  sees.  315,  316. 

By  Sibley's  becoming  a  public  enemy,  too,  the  contract 
between  him  and  the  United  States  became,  to  say  the 
least,  suspended  during  the  continuance  of  the  war.  It  is, 
therefore,  diflScult  to  conceive  how  Burns,  whatever  his 
rights  may  have  been  before,  had  any  longer  any  rights 
against  the  United  States.  It  may  be  doubtful  whether, 
by  becoming  a  rebel,  Sibley  did  not  forfeit  all  his  rights 
under  the  letters  patent,  but  certainly  the  continued  use  of 
his  patent  by  the  Government  during  the  war  (as  appears 
by  the  Quartermaster  General's  letter)  was  not  under  the 
contract ;  and  as  Burns  was  no  party  to  the  contract,  and 
had  no  rights  under  it,  except  through  Sibley,  his  rights 
could  be  no  greater  than  those  of  Sibley  himself. 

October  26,  1861,  the  Quartermaster  General  called  the 
attention  of  the  Secretary  of  War  to  the  matter  of  the  roy- 
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alty  allowed  Burns,  and  the  Secretary,  December  26,  di- 
rected that  no  further  payment  should  be  made  to  him. 
If  the  counsel  for  the  United  States  are  right  in  their  con- 
struction of  the  contract  originally  made  between  the 
United  States  and  Sibley,  the  Secretary  of  War  had  a 
right  to  determine  it  at  any  time,  and  it  is  insisted  that 
this  direction  did  so  terminate  it.  It  is  said  that  no  notice 
of  this  direction  was  given  to  Burns.  But  the  Government 
ceased  to  pay  any  royalty  to  him,  which  would  seem  to  be 
a  very  effective  form  of  notice.  If  no  particular  form  of 
terminating  the  contract  had  been  agreed  upon,  any  action 
of  the  Secretary  of  War  which  was  totally  irreconcilable 
with  the  continuance  of  the  contract  would  operate  as 
a  termination  of  it;  and  forbidding  the  Quartermas- 
ter General  to  pay  the  royalty  which  the  Government 
had  agreed  to  pay  under  the  contract,  was  certainly  totally 
irreconcilable  with  an  assumed  continued  existence  of  it. 

Messrs,  James  Hughes^  Denver  &  Peck,  and  M,  H.  Car- 
penter^ for  appellees : 

1.  General  Bums  was  a  joint  owner  of  the  invention 
(Sibley  Tent)  with  Sibley,  and  his  interest  antedated  the 
letters  patent  and  the  contract  with  the  United  States. 

2.  Bums  occupied  toward  Sibley  the  relation  both  of  a 
joint  owner  and  a  partner  in  the  invention  and  in  all  its  ben- 
efits, including  the  letters  patent  and  the  contract  with  the 
United  States  for  a  royalty. 

3.  The  contract  of  the  United  States,  to  pay  a  royalty 
for  the  use  of  the  tent,  was  made  with  W.  E.  Jones,  **as 
the  agent  for  the  Sibley  Tent"  and  as  it  stood  originally, 
was  a  joint  contract  with  Sibley  and  Bums. 

4.  On  this  contract,  upon  the  facts  found,  a  separate  ac- 
tion by  Burns  in  the  Court  of  Claims  was  well  brought. 

5.  The  acts  of  the  parties,  after  discontinuing  the  pay- 
ment of  Sibley's  moiety  of  the  stipulated  royalty,  consti- 
tute a  new  contract  with  Bums  separately,  upon  which  his 
suit  was  well  brought. 
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6.  Sibley  can  maintain  no  suit  against  the  United  States, 
nor  enforce  any  claim  against  them,  without  the  express 
assent  of  Congress. 

7.  In  the  United  States,  the  treason  of  one  partner  does 
not  forfeit  the  rights  or  property  of  another. 

Story,  Part.,  sees.  9,  240,  316,  316,  and  n.;  also  sec.  304, 
and  n.  4. 

Mr.  Justice  Field  delivered  the  opinion  of  the  court. 

Upon  the  facts  found  by  the  Court  of  Claims,  we  are  of 
opinion  that  tll^  contract  entered  into  on  behalf  of  the 
United  States  with  Major  Sibley,  by  which  the  Govern- 
ment was  authorized  to  make  and  procure  as  many  of  the 
Sibley  tents  as  it  might  require,  by  paying  the  sum  of  $5 
for  each  tent,  was  a  valid  contract,  and  not  within  the  pro- 
hibitions of  the  Army  Regulation,  number  1,002.  That 
Regulation  does  not  apply  to  contracts  on  behalf  of  the 
United  States,  which  require  for  their  validity  the  ap- 
proval of  the  Secretary  of  War.  Though  contracts  of  that 
character  are  usually  negotiated  by  subordinate  oflScers  or 
agents  of  the  Government,  they  are  in  fact  and  in  law  the 
acts  of  the  Secretary,  whose  sanction  is  essential  to  bind 
the  United  States.  The  Secretary,  though  the  head  of  the 
War  Department,  is  not  in  the  military  service  in  the  sense 
of  the  regulation,  but,  on  the  contrary,  is  a  civil  officer 
with  civil  duties  to  perform,  as  much  so  as  the  head  of 
any  other  of  the  Executive  Departments. 

It  would  be  carrying  the  regulation  to  an  absurd  extent 
to  hold  it  was  intended  to  preclude  the  War  Department 
from  availing  itself,  by  purchase  or  any  other  contract,  of 
any  property  which  an  officer  in  the  military  service  might 
acquire,  if  its  possession  or  use  were  deemed  important  to 
the  Government.  If  an  officer  in  the  military  service,  not 
specially  employed  to  make  experiments  with  a  view  to 
suggest  improvements,  devises  a  new  and  valuable  im- 
provement in  arms,  tents,  or  any  other  kind  of  war  mate- 
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rial,  he  is  entitled  to  the  benefit  of  it  and  to  letters  patent 
for  the  improvement,  from  the  United  States,  equally  with 
any  other  citizen  not  engaged  in  such  service ;  and  the 
Government  cannot,  after  the  patent  is  issued,  make  use  of 
the  improvement  any  more  than  a  private  individual,  with- 
out license  of  the  inventor  or  making  compensation  to 
him. 

In  the  present  case  there  is  no  question  of  the  right  of 
Sibley  to  the  improved  conical  tent.  He  received  a  patent 
for  the  improvement  in  April,  1856,  and,  by  the  contract 
with  him,  the  United  States  recognized  his  right  to  it,  and 
to  compensation  for  its  use. 

The  contract  was  nothing  more,  in  fact,  than  a  license 
from  him  to  the  Government  to  manufacture  or  procure 
the  tent,  and  use  it,  upon  payment  of  a  stipulated  sum. 
By  its  terms  the  license  extended  until  the  1st  of  January, 
1859,  and  longer  unless  the  United  States  were  notified  to 
the  contrary.  The  power  of  determining  this  license  thus 
remained  with  the  patentee  after  that  period,  but  the 
United  States  could  also  at  any  time  have  determined  their 
liability  by  ceasing  to  make  the  tents.  It  does  not  appear 
that  either  party  ever  desired  the  termination  of  the 
license.  Neither  Sibley  nor  Burns,  who  had  become,  as  here- 
after stated,  equally  interested  with  Sibley  in  the  contract, 
ever  expressed  any  intention  to  withdraw  the  license  ;  and 
the  United  States  continued  to  make  and  use  the  tents  un- 
til the  whole  number  were  obtained,  for  which  the  present 
claim  is  asserted.  The  order  of  the  Secretarv  in  December, 
1861,  declaring  that  no  further  payment  should  be  made  to 
Burns  on  account  of  the  royalty  on  the  tent,  was  not  in- 
tended, in  our  judgment,  either  as  a  repudiation  of  the  lia- 
bility pf  the  United  States  to  him  for  the  tents  previously 
procured,  amounting  to  over  38,000,  or  of  their  liability  to 
him  for  any  tents  that  might  be  subsequently  made,  but 
only  to  leave  the  rights  of  Bums,  connected  as  they  were 
with  a  patent  issued  to  one  who  had  resigned  his  commis- 
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sion  in  the  National  army  and  entered  the  Confederate  ser- 
vice, to  be  determined  by  the  proper  jadicial  tribunals.  If 
the  Secretary  had  intended  to  terminate  the  contract, 
something  more  would  have  been  required  on  his  part, 
whilst  the  United  States  continued  to  manufacture  and  use 
the  tents,  than  a  mere  direction  to  withhold  the  payments 
stipulated  for  such  manufacture  and  use. 

Bums,  as  we  have  said,  had  become  equally  interested 
with  Sibley  in  the  contract  with  the  United  States.  In 
April,  1858,  Sibley  had  executed  to  him  an  assignment  of 
'*the  one-half  interest  in  all  the  benefits  and  net  profits 
arising  from  and  belonging  to  the  invention,"  from  and 
after  the  22d  of  February,  1856,  a  period  anterior  to  the 
issue  of  the  patent.  Whether  this  assignment  be  held  to 
have  transferred  a- legal  title  to  one-half  of  the  patent  itself 
is  not,  in  our  judgment,  important.  It  passed  a  half  in- 
terest in  the  contract  of  Sibley  with  the  Government,  and 
the  right  to  a  moiety  of  the  royalty  stipulated  by  that 
contract. 

The  War  Department  recognized  this  half  interest  of 
Burns  and,  until  the  order  of  the  Secretary  in  December, 
1861,  paid  a  moiety  of  the  royalty  to  him.  It  thus  severed 
his  claim  under  the  contract  from  that  of  Sibley.  But  in- 
dependent of  this  fact,  the  rights  of  Burns  in  the  contract 
and  the  compensation  stipulated  could  not  be  forfeited  nor 
impaired  by  the  disloyalty  of  his  associate.  He  was  true 
in  his  allegiance  to  the  Government  and  served  in  the  army 
of  the  Union.  His  claim  could,  therefore,  be  presented 
and  considered  in  the  Court  of  Claims  by  the  act  of  March 
3d,  1863.  His  associate,  Sibley,  is  at  the  same  time  barred 
by  that  act  of  any  action  there,  either  joint  or  several,  by 
reason  of  his  disloyalty.  The  act  does  thus,  in  fact,  sever 
their  claims,  allowing  the  claim  of  one  to  be  prosecuted, 
and  barring  that  of  the  other.  The  technical  rule  of  plead- 
ing in  an  action  in  a  common  law  court,  by  which  a  con- 
tract with  two  must  be  prosecuted  in  their  joint  names,  if 

Ift  Wall.  903-9154. 


Dec,  1870.]        UNITED  STATES  v.  BURNS. 


467 


Notes  and  Citations. 


both  are  living,  has  no  application  to  a  case  thus  sitnated. 
And  the  Court  of  Claims,  in  deciding  upon  the  rights  of 
claimants,  is  not  bound  by  any  special  rules  of  pleading. 

We  see  no  error  in  the  ruling  of  that  courts  and  there- 
fore its  judgment  is  affirmed. 


12  WaU.  904. 


Potest 


2.  The  United  States  cannot  use  a  patent  without  oompensating 
inventor: 

Cammeyer  v.  Newton,  94  U.  S.  225. 
James  v,  Campbell,  104  U.  S.  356. 
United  States  v.  McKeever,  28  O.  G.  1530. 


On  the  jnrisdiotion  of  Court  of  Claims  in  suits  under  letters 
patent  against  the  United  States  or  its  officers.     See 
James  v.  Campbell,  104  U.  S.  356. 
United  States  v.  McKeever,  23  O.  G.  1530. 
Hollister  v.  Benedict  Mnfg.  Co.,  113  U.  S.  50. 


Patentinsititi 


No.  14,740.     Sibley,  H.  H.     April  22,  1856.     Tent 


Other  Suits  on  Same  Patent  : 
Bums'  Case,  1868.     4  Court  of  Claims,  118. 
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FRANKLIN  PHILP  et  al.,  PLAINTIFFS  IN  ERROR, 

V.  JOSEPH  NOCK.* 

18  WaU.,  185-187.    l>ec  Term,  1871. 

[Bk.  20,  L.  ed.  567 ;  2  Whit.  361.] 

Argned  February  0,  1872.     Decided  Febroarj  19,  1872. 

Right  of  appeal     Act  1861.     Act  1870. 

1.  The  patent  law  of  February,  1861,  gives  to  parties  to  suits  aris^ 
ing  under  any  law  of  the  United  States  giving  to  inventors 
the  exclusive  right  to  their  inventions  or  discoveries  a  writ  of 
error  on  appeal  without  regard  to  the  sum  in  controversy. 
The  Act  of  1870  does  not  alter  the  right  of  appeal  or  to  a 
writ  of  error  in  this  respect,     (p.  472.) 

In  error  to  the  Supreme  Court  of  the  District  of  Co- 
lumbia. 

This  was  an  action  in  the  court  below  by  Nock,  as  an 
original  inventor  of  a  hinge  for  inkstands,  for  the  infringe- 
ment of  his  patent.  The  plaintiff  laid  his  damages  at  $5,- 
000.  The  defendants  pleaded  the  general  issue.  The  plain- 
tiff  obtained  a  verdict  and  judgment  for  $600,  and  the  de- 
fendants sued  out  this  writ  of  error. 

A  motion  is  now  made  to  dismiss  for  want  of  jurisdiction. 

Mr.  Oeorge  W,  Paschal^  for  dtfendant  in  err  or  ^  in  sup- 
port of  the  motion. 

It  is  insisted  for  the  plaintiffs  in  error  that  appellate  ju- 
risdiction is  given  under  the  Act  of  February  18,  1861,  12 
Stat,  at  L.  130,  because  it  is  a  controversy  in  law,  arising 
under  a  law  of  the  United  States,  granting  and  confirming 
to  an  inventor  the  exclusive  right  to  his  invention,  etc. 

We  submit  that  a  suit  against  a  naked  infringer  of  a 
patent  is  not  within  the  letter  and  certainly  not  within  the 
spirit  of  that  act.  That  act  may  well  apply  to  the  inter- 
ference cases  arising  between  rival  patentees,  or  to  controver- 

*  See  Explanation  of  Notes,  page  III. 
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sies  between  such  patentees,  or  tliose  claiming  under  them, 
without  allowing  a  naked  trespasser  the  benefit  of  appeal, 
simply  because  he  disputes  the  validity  of  the  patent.  The 
assumption  really  is,  that  the  validity  of  every  patent  may 
be  attacked  by  any  trespasser,  in  a  collateral  way,  which 
is  wholly  inadmissible.  The  grounds  of  defense  which 
may  be  urged,  as  decided  by  this  court,  are  embodied  in 
sec.  51  of  the  Act  of  1866. 

See  Rubber  Co.  v.  Goodyear,  9  Wall.  797  [p.  150,  ante]; 
Eureka  Co.  v.  Bailey  Co.  [p.  280,  ante], 

A  careful  reading  of  the  cases  under  section  17  of  the 
Act  of  1836,  leads  to  the  conclusion  that  such  appeals  only 
lie  in  cases  which  properly  involve  the  construction  of  the 
patent  laws  ;  where  no  amount  can  be  said  to  be  involved, 
but  only  the  rights  of  inventors  to  the  benefit  of  their  dis- 
coveries, as  against  the  government  or  other  inventors. 

Hogg  V,  Emerson,  6  How.  478  [5  Am.  &  Eng.   1]  ;  AUen 

V,  Blunt,  2  Wood.  &  M.  155  ;  Wilson  v.  Sandford,  10  How. 

101  [5  Am.  &  Eng.  122]. 
It  is  insisted,  however,  that  all  doubt  upon  the  subject  is 

removed  by  sec.  56  of  the  patent  law  of  July,  1870, 16  Stat. 

at  L.  207. 

This  act  was  not  in  force  when  the  judgment  was  ren- 
dered, and  the  writ  of  error  sued  out. 

The  argument  is,  that  the  words  "touching  patent 
rights'*  are  sufficiently  comprehensive  to  embrace  every 
possible  controversy  in  which  patentees  may  be  engaged 
about  their  patents.  But,  taken  in  connection  with  the 
preceding  sections,  it  is  clear  that  the  appeal  has  reference 
only  to  such  jurisdiction  as  is  given  by  that  act  itself. 

It  will  be  seen  by  reference  to  the  bills  of  exception  that 
the  defense  was  in  no  manner  bronght  within  the  purview 
of  section  61  of  the  act,  and  hence  the  appeal  is  not  within 
the  purview  of  section  56, 

No  defense  was  admissible  touching  patent  rights,  or  the 
validity  of  the  patent,  under  the  pleadings,  as  is  settled  in 
Silsby  V,  Foote,  14  How.  218  [5  Am.  &  Eng.  411  ] ;  Rubber 
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Co.  V.  Goodyear,  9  Wall.  797  [p.  150,  ante] ;  Seymour  v. 
Osborne  [p.  290,  ante] ;  Agawam  Co.  «.  Jordan,  7  Wall. 
696  [p.  24,  ajite] ;  Teese  v.  Huntingdon,  23  How.  10  [  7  Am. 
&  Eng.  72]. 

M?'.  R.  D.  Mussey^  in  opposition  to  motion. 

Mr.  Chief  Justice  Chase  delivered  the  opinion  of  the 
court. 

The  patent  law  of  February,  1861  (12  Stat,  at  L.  130), 
gives  to  parties  to  suits  arising  under  any  law  of  the  United 
States  giving  to  inventors  the  exclusive  right  to  their  inven- 
tions or  discoveries,  a  writ  of  error  or  appeal  to  the  Supreme 
Court  of  the  United  States  without  regard  to  the  sum  in 
controversy.  The  Act  of  1870  (16  Stat,  at  L.  207)  does  not 
alter  the  right  of  appeal  or  to  a  writ  of  error  in  this  respect. 

The  motion  to  dismiss  the  vyrit  qf  error  in  this  case 
mtbst^  therefore^  he  denied. 

18  WaU.  187. 

Patent  in  Suitt 

No.  10,310.     Nock,  Joseph.    Dea  13,  1853.     Inkstand  Lid. 


Otbeb  Suits  on  Same  Pateitt  : 
Philp  V.  Nock,  17  Wall.  460. 
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2  Abb.  Pat  Law,  1886.     p.  278. 
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WILLIAM  TUCKER,  PLAINTIFF  IN  ERROR  v.  NA- 

THAN  W.  SPAULDING.* 

13  WalL  4G8-456.    Dec.  Term,  1870. 

[Bk.  20,  L.  ed.  615;  2  Whit.  336;  1  O.  G.  144.1 

Argued  November  20,  1871.     Decided  January  22,  1872. 

Infringement  a  question  for  jury.     Invention,     Double  use.     Ex- 

pert  evidence.     Prior  patent. 

1.  When  suit  for  the  infringement  of  a  patent  is  brought  in  the 

law  in  preference  to  the  equity  side  of  the  court,  the  question 
of  the  diversity  or  identity  of  the  invention  covered  by  plain- 
tiff's patent  with  an  alleged  prior  invention,  must  be  submit- 
ted to  the  jury,  if  there  is  such  resemblance  as  raises  the  ques- 
tion at  alL     (p.  490.) 

2.  Where  a  prior  instrument  for  '*  cutting  tongues  and  grooves, 

mortises,  &c,"  was  set  up  as  invalidating  a  patent  for  a  saw 
in  some  respects  similarly  constructed.  Held  that  if  what  the 
former  instrument  actually  did  was  in  its  nature  the  same  as 
sawing,  and  its  structure  and  action  suggested  to  the  mind  of 
an  ordinarily  skillful  mechanic  this  double  use  to  which  it 
could  be  adapted,  without  material  change,  then  such  adapta- 
tion to  the  new  use  was  not  a  new  invention  and  was  not  pat- 
entable,    (p.  491.) 

3.  Where  the  bill  of  exceptions  showed  that  in  a  suit  at  law  for 

the  infringement  of  a  patent  the  court  below  refused  to  admit 
the  testimony  of  experts  to  prove  the  identity  of  the  invention 
with  that  covered  by  a  prior  patent,  confessedly  prior  in  date 
to  that  of  plaintiff,  and  refused  to  permit  such  prior  patent  to 
be  read  to  the  jury.  Held  that  these  rulings  were  erroneous, 
and  a  new  trial  was  ordered,     (p.  491.) 

[Citations  in  opinion  of  the  court :] 

Bischoff  u.  Wethered.  9  Wall.  812  fp.  213,  awte].    p. 

This  case  came  up  on  a  writ  of  error  to  the  Circuit  Court 
of  the  United  States  for  the  District  of  California.     The 

*  See  Explanation  of  Notes,  page  III. 
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suit  was  brought  by  Nathan  W.  Spaulding,  for  an  alleged 
infringement  of  certain  letters  patent  granted  him  Septem- 
ber 10,  1861,  and  reissued  April  21,  18685  for  an  improve- 
ment in  saws,  the  improvement  consisting  substantially  in 
the  use  of  detachable  teeth,  secured  in  sockets  in  the  saw 
plate,  by  means  of  rivets,  and  having  the  front,  back  and 
base  formed  on  right  lines,  while  the  corners  were  made 
circular. 

The  defendant  for  the  purpose  of  disproving  the  claim  of 
originality  in  the  alleged  invention  described  in  the  plain- 
tiff's patent,  offered  to  the  court  and  the  jury  a  certified 
copy  of  certain  letters  patent  granted  to  Jonah  Newton, 
June  19,  1865,  for  "anew  and  useful  method  of  securing 
cutters  to  rotary  disks. ' ' 

The  object  of  the  Newton  invention,  as  stated  in  the 
specification,  is  for  ''cutting  tongues,  and  grooves,  mortises, 
&c.,"  and  the  patent  shows  a  plate  of  square  form  hung 
upon  a  rotating  shaft,  and  having  a  projection  at  each 
angle.  In  these  projections  there  are  formed  concave  seats, 
and  a  corresponding  form  is  given  to  the  cutters,  which  are 
then  secured  in  said  seats  by  means  of  screw-bolts  which 
pass  through  the  cutters  and  the  projections,  and  Ue  in  the 
plane  of  the  disk. 

The  defendant  further  offered  to  prove  by  experts  that 
the  process  described  in  the  said  patent,  the  machines  made 
thereunder,  and  the  result  produced  thereby,  were  substan- 
tially the  same  process,  machine,  and  result,  as  were  in- 
volved in  plaintiff's  patent. 

The  court,  upon  objection  made  by  plaintiff's  counsel, 
ruled  that  the  said  Newton  patent  was  not  for  the  same  in- 
vention described  in  plaintiff's  patent,  and  was  inadmissi- 
ble, and  consequently  excluded  it  from  the  evidence.  The 
court  also  excluded  from  the  consideration  of  the  jury  the 
proffered  testimony  of  experts  to  the  effect  that  the  cutters 
in  the  Newton  patent  were,  in  reality,  nothing  but  detach- 
able saw  teeth  inserted  on  circular  lines  and  rounded  at  the 
base,  and  inserted  in  circular  sockets  in  such  a  way  as  to 
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secure  an  equal  distribution  of  the  pressure  brought  to  bear 
upon  the  cutters  over  and  upon  the  sockets  in  which  they 
are  set,  and  thus  prevent  the  fracturing  of  the  disk  or 
plate — the  thing  which  forms  the  special  object  of  plain- 
tiff's invention. 

To  these  rulings  of  the  court  bills  of  exceptions  were 
duly  filed,  and  upon  such  exceptions  the  case  was  consid- 
ered by  the  Supreme  Court. 

Various  other  exceptions  were  taken  to  the  rulings  of  the 
court  below  ;  but,  as  the  above  are  the  only  points  consid- 
ered by  the  higher  tribunal,  no  special  mention  need  be 
made  of  such  other  exceptions. 

The  specifications  and  di'awings  of  the  patents  referred 
to  in  the  opinion  of  the  court  are  as  follows : 


NATHAN  W.    SPAULDING,  OP   SAN  FRANCISCO, 

CALIFORNIA. 

Improvement  in   Setting  Teeth   in  Saws   and   Saw- 
Plates. 

Specification  forming  part  of  Letters  Patent  No.  33,270,  dated  Sep- 
tember 10,  1861;  Beissne  No.  1^456^  dated  April  21,  1863. 

To  all  whom  it  may  concern  : 

Be  it  known  that  I,  Nathan  W.  Spaulding,  of  the  city  of 
San  Francisco,  (formerly  of  the  city  of  Sacramento),  in  the 
State  of  California,  have  invented  a  certain  new  and  use- 
ful Improvement  on  Saws  and  Saw-plates ;  and  I  do  hereby 
declare  the  following  to  be  a  full,  clear  and  exact  descrip- 
tion thereof,  reference  being  had  to  the  accompanying 
drawings,  and  to  the  letters  and  marks  thereon. 

My  improvement  relates  to  that  class  of  saws  or  saw- 
plates  wherein  detachable  or  removable  teeth  are  fitted  into 
recesses  or  sockets  in  the  edge  or  periphery  of  the  saw  or 
saw-plate. 
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Previous  to  my  invention  the  recesses  or  sockets  formed 
in  the  edge  or  periphery  of  the  saw-plates,  and  into  which 
the  teeth  were  to  be  fitted,  were  of  rectangular  form,  the 
bottom  or  base  of  the  socket  or  recess  being  at  right  angles 
to  the  sides  or  the  recess  or  socket  being  of  angular  form. 
The  teeth  to  be  fitted  into  these  sockets  had  also  rectangu- 
lar or  angular  form — /.  e.,  the  body  of  the  teeth  or  that 
part  which  was  to  be  fitted  into  the  socket.  In  use  the 
pressure  of  these  teeth  necessarily  bore  upon  the  angles  of 
the  sockets,  and  in  consequence  of  the  pressure  and  strain 
thereon  frequently  fractures  were  made  extending  from  the 
socket  into  the  saw-plate.  These  fractures  always  injured 
the  saw-plate,  and  often  entirely  ruined  it,  so  that  very 
considerable  loss  would  occur  in  using  saws  with  detacha- 
ble teeth. 

Now,  my  invention  has  for  its  object  the  remedying  of 
the  difficulty  that  existed  from  the  insertion  of  these  teeth 
into  the  recesses  or  sockets  above  named,  and  my  inven- 
tion consists  in  providing  the  saw  or  saw-plate  with  teeth 
or  other  pieces  set  therein  in  circular  lines  instead  of  angu- 
lar, where  the  power  is  applied,  whereby  the  pressure  is 
distributed  in  equal  proportions  on  the  saw  or  saw-plate, 
and  the  danger  of  splitting,  cracking  or  breaking  is  entirely 
removed. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  its  construction  and 
operation. 

I  construct  my  saw  or  saw-plate  in  any  of  the  known 
forms,  and  fit  and  apply  thereto  teeth  and  other  pieces  nec- 
essary with  circular  instead  of  angular  lines  at  the  base  or 
other  places  therein  where  the  pressure  or  force  applies  ; 
and  in  order  to  obviate  the  danger  arising  from  the  saw  or 
plate-splitting,  cracking  or  breaking  at  the  place  where  the 
tooth  or  other  piece  is  set  in  the  saw  or  saw-plate,  as  gen- 
erally is  the  case  when  set  therein  by  angular  /lines,  I  set 
the  tooth  or  other  piece  in  the  saw  or  saw-plate  wilh  circu- 
lar lines,  as  shown  at  D  D  in  the  accompanying  drawings, 
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wherein  letter  A  is  a  perspective  view  of  a  circular  sav^ - 
plate.  Letters  B  are  i)erspective  views  of  sections  of  a  cir- 
cular saw-plate.  Letters  C  are  perspective  views  of  teeth 
to  be  set  in  the  saw  or  saw-plate.  Letters  D  are  perspec- 
tive of  the  circular  lines  in  the  saw  or  saw-plate  at  the  base 
of  the  teeth  where  the  pressure  applies,  and  where  the  plate 
usually  splits,  cracks  or  breaks ;  and  letter  E  represents  a 
smooth  rivet  or  key  to  fasten  the  tooth  or  other  piece  in 
the  saw-plate. 

In  the  saw  or  plate  wherein  the  tooth  or  other  piece  is  to 
be  set  a  ''gain,"  with  a  beveling  tongue  on  the  inside  and 
around  the  edge,  and  a  semicircular  hole  for  a  key  on  the 
lifting  side,  is  to  be  made,  as  represented  in  Pig.  4,  letters 
D  D,  the  line  at  the  points  D  D  being  circular  instead  of 
angular. 

The  tooth,  as  represented  in  Pig.  3,  letter  C,  is  to  be  made 
with  a  beveling  groove  on  the  outside  or  edge,  with  a  semi- 
circular hole  on  the  lifting  side  corresponding  with  the  hole 
in  the  gain  (represented  in  Pig.  4  at  letter  E),  by  which, 
with  a  rivet,  to  fasten  the  tooth  in  the  saw-plate.  All  the 
corresponding  parts  of  the  tooth  to  be  inserted  in  the  gain 
are  to  be  fitted  therein  with  exactness  and  precision  and 
fastened  with  a  rivet,  as  above  described. 

The  recesses  or  sockets  in  the  saw-plate  for  the  insertion 
of  the  teeth  may  be  made  when  the  saw-plate  is  formed — 
i.  e.j  in  the  manufacture  of  the  plate,  or  they  may  be  made 
at  any  subsequent  time  by  using  a  "gummer"  or  any 
other  suitable  tool  or  implement.  In  some  instances  it  may 
be  desirable  to  embrace  the  entire  surface  of  the  base  or 
bottom  of  the  socket  or  recess  in  the  circular  lines,  while 
in  others  it  may  only  be  necessary  to  embrace  the  terminal 
point  of  the  sides  of  the  socket — that  point  where  the  sides 
and  bottom  meet,  and  which  constitutes  the  angle  in  the 
straight-line  socket  or  recesses— and  the  circular  lines  may 
be  applied  to  the  entire  substance  of  the  socket  or  recess, 
or  they  may  be  limited  to  the  gain  only,  the  application  of 
my  invention  to  the  particular  saw-plate,  of  course,  being 
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SQsceptible  of  being  varied  as  the  character  of  the  plate 
may  in  the  judgment  of  the  maker  or  operator  require. 
While  the  circular  lines  may  be  greater  or  less,  and  em- 
brace a  greater  or  less  amount  of  the  recess  or  socket,  the 
teeth  to  be  inserted  therein  may  also  vary  in  form,  it  being 
even  better  to  insert  teeth  having  rectangular  bodies  or 
base  in  the  circular-lined  sockets  than  in  rectangular  or 
angular  sockets. 

What  I  claim  as  new,  and  desire  to  secure  by  letters  pat- 
ent, is —  ^ 

1.  Forming  the  recesses  or  sockets  in  saws  or  saw-plates 
for  detachable  or  removable  teeth  on  circular  lines,  sub- 
stantially as  and  for  the  purpose  herein  set  forth. 

2.  In  combination  with  sockets  or  recesses  formed  in  saws 
or  saw-plates,  as  herein  recited,  teeth  having  their  base  or 
bottom  parts  formed  on  circular  lines,  as  described. 

This  specification  signed  this  2d  day  of  January,  1868. 

N.  W.  SPAULDING. 
Witnesses : 

6.  P.  Allardt, 

W.  O.  Andrews. 


JONAH  NEWTON,  OP  NEW  YORK,  N.  Y. 

Letters  Patent,  No.  13,096.     Dated  June  19,  185& 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  sama 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Jonah  Newton,  of  the  city,  county 
and  State  of  New  York,  have  invented  a  new  and  improved 
mode  of  securing  cutters  to  rotating  discs  or  plates,  for  the 
purpose  of  cutting  tongues  and  grooves,  mortises,  etc.,  and 
I  do  hereby  declare  that  the  following  is  a  full,  clear  and 
exact  description  of  the  same,  reference  being  had  to  the 
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annexed  drawings  making  a  part  of  this  specification,  in 
which — 

Pig.  1,  is  a  side  view  of  the  disc  or  plate  with  four  cut- 
ters attached  to  it. 

Fig.  2,  is  a  longitudinal  section  of  one  of  the  cutters  and 
a  portion  of  the  disc  or  plate  (y  y)  Fig.  3,  shows  the  plane 
of  section. 

Fig.  8,  is  a  transverse  section  of  one  of  the  cutters  and  a 
portion  of  the  disc  or  plate  (x  x)  Pig.  1,  shows  plane  of 
section. 

Similar  letters  of  reference  indicate  corresponding  parts 
in  the  several  figures. 

The  nature  of  my  invention  consists  in  attaching  the  cut- 
ters to  the  disc  or  plat«  iu  a  peculiar  manner,  as  will  be 
hereafter  fully  shown  and  described,  whereby  the  cutters 
may  be  adjusted  so  as  to  be  always  in  proper  positiou  and 
act  upon  the  wood  or  stuff  at  a  proper  angle. 

To  enable  others  skilled  in  the  art  to  fully  understand 
and  construct  my  invention  I  will  proceed  to  describe  it. 

A,  represents  the  disc  or  plate  to  which  the  cutters  (a), 
are  attached.  The  disc  or  plate  is  hung  as  usual  upon  a 
roiating  shaft,  and  may  he  shown  in  Pig,  1,  of  square  foim 
having  a  projection  (6)  at  each  angle  or  comer.  The  front 
edges  of  the  projections  (b)  are  of  semi-circular  fonn  and 
have  grooves,  (c),  cut  in  them,  one  in  each,  at  the  centers  of 
the  edges,  as  clearly  shown  in  Figs.  3  and  3. 

The  cutters  (a)  are  of  semi-circular  form  and  have  each  a 
projection  or  ledge  (d)  on  their  backs  or  convex  sides  which 
are  fitted  In  the  grooves  (c).  The  front  or  concave  sides  of 
the  cutters  (a)  have  each  a  groove  (c)  cut  in  them  in  which  a 
segment  nut  or  head  {/)  fits,  the  back  or  convex  sides  of  the 
nuts  having  each  a  ledge  or  projection  (f?),  which  fit  in  the 
grooves  (e).     See  Figs.  2  and  3. 

Through  each  of  the  projections  (6),  a  screw  (A)  passes 
the  screws  {k),  also  passing  through  the  cutters  (n)  and  into 
the  nuta  or  heads  (/),    A  slot  (i)  is  made,  see  Fig.  2,  through 
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each  cutter  for  the  screws  to  pasi 
a  certain  degree  of  play. 

The  cutters  are  firmly  secured 
the  screws  (A),  as  will  readily  be 
not  move  laterally  in  conseque 
ledges  {d)  on  their  backs  fitting 
front  edges  of  the  projections.    N 
by  being  sharpened,  they  may  b( 
ing  the  screws  (Ji)  so  that  the  cut 
in  the  proper  position  and  act  up 
at  the  proper  angle,  the  slots  (e)  i 
moved  outward. 

The  above  invention  is  extreme 
are  firmly  secured  to  the  disc  or 
difficulty  at  present  with  the  usuj 
that  the  cutters  work  loose  not  b 
firmly  secured  to  the  plate  or  dis< 

Having  thus  described  my  invei 
and  desire  to  secure  by  Letters  Pj 

Securing  the  cutters  (a)  to  the  c 
shown  and  described,  viz :  having 
cular  form  with  ledges  or  projectit  ; 
convex  sides,  the  ledges  or  pre  i 
grooves  {c)  in  the  semi-circular  ed|  i 
of  the  plate  A.  The  front  or  cone  i 
having  grooves  {e)  in  them  to  recei  • 
heads  (/).  The  projections  (&)  cut  i 
(/)  having  screws  (7^)  passing  throu  i 
of  allowing  the  cutters  to  be  adji 
securing  firmly  the  cutters  to  the  < . 

Witnesses : 

I.  W.  Coombs, 
William  Tusch. 

Messrs.  Oeorge  Oifford  and  W,  i 
in  error  : 
The  Newton  patent  was  earlier  in 
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ing's  patent  or  the  time  of  bis  alleged  inTentiOD,  and  was 
proper  evidence  to  prove  want  of  novelty. 

It  was  proper  evideDce  to  go  the  jury  and  to  be  made  the 
subject  of  testimony  as  to  its  contents  and  their  relation  to 
the  plaintifTs  alleged  inreation. 

Determining  the  similarity  or  dissimilarity  in  thecontente 
of  two  patents,  belongs  to  the  province  of  evidence  and  not 
to  that  of  construction,  aud  is  for  the  jury,  and  not  for  the 
court. 

Bishofl  V.  Wethered,  9  Wall.  812  [p.  313,  anXe]. 

The  name  applied  to  a  thing  described  in  a  patent  does 
not  determine  its  character  nor  affect  its  relation  to  soma 
other  patented  thing. 

Bridge  Proprs.  v.  Hoboken  Co.,  1  Wall.  116. 

It  is  immaterial  what  name  is  given  to  the  machine  or  thing 
described  in  the  Newton  patent.  The  conrt  below  seems  to 
have  excluded  this  patent,  for  the  reason  of  the  thing  pat- 
ented not  being  called  a  saw,  and  because  it  is  stated  in  the 
patent  as  being  used  for  cutting  tongues,  grooves,  mor* 
tises,  etc. 

The  Newton  patent  calls  the  invention  a  new  and  nseful 
method  of  securing  cutters  to  rotary  discs  or  plates,  and 
states  its  object  to  be  for  cutting  tongues  and  grooves,  mor- 
tises, etc. 

Cutting  grooves  or  mortises  or  tongues  by  the  Newton 
rotary  disc,  is  merely  sawing  them.  The  teeth  of  all  ro- 
tary saws  liave  a  cutting  edgd,  and  these  teeth,  in  sawing, 
cut.     The  cutting  constitutes  the  sawing. 

A  new  use  of  an  old  machine  is  not  patentable. 

Curt.  Pat.  sees.  50-66,  inclusive,  and  cases  there  cited ; 
Law,  Dig.  354,  sees.  6-8  ;  Ames  b.  Howard,  1  Samn.  487 ; 
Bean  v.  Soiallwood,  3  Story,  411 ;  Hotchkisstt.  Greenwood, 
4  McLean  461. 

Messrs.  M.  A.  Wheaton  and  J.  J.  Coombs,  for  drfend- 
ani  in  error  : 
The  6th  exception  is  based  solely  upon  the  ruling  of  the 
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court  in  refusing  to  admit  in  evidence  a  patent  granted  to 
Jonah  Newton  in  1865,  for  an  improvement,  not  in  saws, 
but  in  a  grooving  and  mortising  machine. 

In  this  machine  there  is  neither  a  sa^^  nor  a  saw-tooth 
nor  any  socket  for  a  saw-tooth.  There  is  in  it  a  rotary  disc 
or  hub  with  four  projections,  one-half  an  inch  thick,  to 
which  cutters  are  bolted. 

The  disc  is  nearly  half  an  inch  thick  and  about  four 
inches  in  diameter,  the  thickness  being  over  one-tenth  of 
the  diameter.  The  strength  of  the  metal  precludes  any 
idea  of  its  ever  breaking.  Besides,  as  is  stated  by  Emerson, 
the  defendant's  witness  ''The  tendency  and  effect  of  the 
insertion  of  the  Spalding  tooth  are  to  strain  the  saw-plate, 
while  there  is  no  such  tendency  in  the  Newton  tooth." 

It  was  this  tendency  ''  to  strain  the  saw-plate  "  and  noth- 
ing else  which  Spalding' s  invention  overcame.  As  there  was 
no  such  tendency  in  the  Newton  machine,  there  could  have 
been  no  application  of  Spalding's  invention,  and  the  patent 
was  properly  ruled  out. 

Doubtless  there  are  cases  where  the  description  of  the  in- 
ventions patented,  upon  which  the  trial  is  being  had,  and 
that  which  is  offered  as  an  anticipation  to  show  a  pior  use, 
may  be  so  nearly  alike  that  the  court  would  submit  the 
question  of  identity  to  the  jury  when  the  court  is  doubtful 
whether  the  two  are  identical  or  not.  But  when  the  differ- 
ences are  so  great  that  there  is  no  room  to  believe  there 
is  any  point  of  identity  between  them,  the  court  should 
rule  out  the  machine  or  description  offered  to  show  priority, 
as  irrelevant. 

Models  were  offered  with  the  Newton  patent.  The  court, 
therefore,  did  not  need  the  opinion  of  experts  to  learn 
whether  the  Newton  mortising  machine  tended  to  show 
want  of  novelty  in  Spalding's  patent  or  not.  As  to  what 
the  evidence  tends  to  prove,  it  is  a  question  of  law  and  is 
for  the  court  to  decide. 

The  Newton  patent  was  a  written  instrument  and  was  for 
the  court  to  construe. 
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The  court  had  as  good  a  right  to  be  assisted  in  its  con- 
struction of  the  patent  by  the  model  as  by  the  opinion  of 
experts. 

Parker  t).  Hulme,  1  Fish.  44,  Ransom  «.  Mayor  of  N. 
Y. ;  1  Fish.  252 ;  Day  v.  Stellman,  1  Fish.  487 ;  Many  o. 
Sizer,  1  Fish.  31 ;  Adams  v.  Jones,  1  Fish.  531 ;  Morris  v. 
Barrett,  1  Fish.  463  ;  Swift  v.  Whisen,  3  Fish.  359. 

ft 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court. 

This  is  an  action  at  law  to  recover  damages  for  the  in- 
fringement of  a  patent  for  the  use  of  movable  teeth  in  saws 
and  saw-plates. 

A  verdict  and  judgment  were  rendered  for  the  plaintiff, 
Spalding,  and  the  other  party  assigns  in  tliis  court  several 
errors  in  the  rejection  of  evidence  offered  by  him,  and  in 
the  charge  of  the  court  to  the  jury. 

(a)  We  are  of  opinion  that  the  court  erred  in  refus- 
ing to  admit  a  patent  to  Newton,  confessedly  prior  in  date 
and  invention  to  that  of  the  plaintiff,  which  the  defendant 
offered  as  covering  the  subject  matter  of  the  plaintiff's 
patent. 

(J)  Other  bills  of  exception  were  taken  to  the  rejection  of 
the  testimony  of  experts  to  prove  the  identity  of  the  in- 
vention described  in  the  Newton  patent,  with  that  of  plain- 
tiff, but  the  cardinal  point  in  the  case  is  the  refusal  of  the 
court  to  permit  the  Newton  patent  to  be  read  to  the  jury  (c). 

Whatever  may  be  our  personal  opinions  of  the  fitness  of 
the  jury  as  a  tribunal  to  determine  the  diversity  or  identity 
in  principle  of  two  mechanical  instruments,  it  cannot  be 
questioned  that  when  the  plaintiff,  in  the  exercise  of  the 
option  which  the  law  gives  him,  brings  his  suit  in  the  law 
in  preference  to  the  equity  side  of  the  court,  that  question 
must  be  submitted  to  the  jury,  if  there  is  so  much  resem- 
blance as  raises  the  question  at  all.    And  though  the  prin- 

13  WaU.  455. 

(a)  Wallace  begins  Opinion  here. 
(6-c)  Wallace  omits  from  &-c. 
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ciples  by  which  the  question  must  be  decided  may  be  very 
largely  propositions  of  law,  it  still  remains  the  essential 
nature  of  the  jury  trial  that  while  the  court  may,  on  this 
mixed  question  of  law  and  fact,  lay  down  to  the  jury  the 
law  which  should  govern  them,  so  as  to  guide  them  to  truth 
and  guard  them  against  error,  and  may,  if  they  disregard 
instructions,  set  aside  their  verdict,  the  ultimate  response 
to  the  question  must  come  from  the  jury. 

{d)  The  patent  of  plaintiff  claims  the  forming  of  recesses 
or  sockets  in  saws  or  compound  saw-plates  for  detachable 
or  removable  teeth  on  circular  lines,  and,  in  combination 
with  these  recesses,  teeth  having  their  base  or  bottom  parts 
formed  on  circular  lines  as  described. 

Newton's  patent  had  cutters  of  the  same  general  shape 
and  form  including  circular  base,  as  the  compound  saw- 
teeth of  the  other  patent,  attachable  to  a  circular  disc,  and 
removable  as  in  the  other,  but  attached  by  screws  or  nuts ; 
and  the  claim  or  purpose  of  the  Newton  patent  is  for  cut- 
ting tongues,  grooves,  mortises,  etc.  (e). 

The  court  in  rejecting  the  patent  seems  to  have  been 
mainly  governed  by  the  use  which  was  claimed  for  it,  and 
also  that  no  mention  is  made  of  its  adaptability  as  a  saw. 
But  if  what  it  actually  did  is  in  its  nature  the  same  as  saw- 
ing, and  its  structure  and  action  suggested  to  the  mind  of 
an  ordinarily  skillful  mechanic  this  double  use  to  which  it 
could  be  adapted  without  material  change,  then  such  adap- 
tation to  the  new  use  is  not  a  new  invention,  and  is  not  pat- 
entable. 

The  defendant  offered  to  prove  that  such  was  the  relation 
of  the  principle  of  the  Newton  patent  and  plaintiff's  pat- 
ent by  experts,  and  we  are  clear  that  the  resemblance  was 
close  enough  to  require  the  submission  of  the  question  of 
identity  to  the  jury,  and  the  admission  of  the  testimony  of 
experts  on  that  subject. 

This  subject  was  fully  considered  in  the  case  of  Bischoff 

18  WalL  455-456. 
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V.  Wethered,  9  Wall.  815  [p.  213,  ante]^  decided  since  the 
present  writ  of  error  was  issued. 

This  court  has  no  more  right  than  the  court  below  to  de- 
cide that  the  one  patent  covered  the  invention  of  the  other, 
or  that  it  did  not ;  and  it  is  obvious  that  extended  argu-  ' 
ment  here,  to  prove  such  general  resemblance  as  would  re- 
quire the  submission  of  both  patents  to  the  jury,  might 
prejudice  plain tiflPs  case  on  the  new  trial  which  must  be 
granted.  We,  therefore,  forbear  to  discuss  the  matter  fur- 
ther ;  for  the  same  reason  we  refrain  from  comment  on  the 
instruction,  It  is  to  be  understood  that  in  declining  to  pass 
upon  the  other  alleged  errors  of  the  record,  this  court 
neither  affirms  or  overrules  the  action  of  the  court  on  those 
points,  and  the  case  is  reversed  for  this  fundamental  error, 
which  includes  several  others  resting  on  that. 

Thejudginent  of  the  Circuit  Court  is  reversed^  and  a 
new  trial  ordered, 

13  WaU.  406. 
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Syllaboa. 

JOHN  H.  BUTLER,  PLAINTIFF  IN  ERROR,  «.  FRAN- 
CIS  WATKINS  AND  THE  PATENT  NUT  AND  BOLT 
COMPANY.* 

18  WaU.  456-465.    Dec.  Term,  1871. 

[Bk.  20,  L.  ed.  629 ;  2  Whit.  868.] 
Argned  March  4,  1872.     Decided  March  25,  1872.. 

Waiver.     Instructions.     Corporation.      Agent.      Fraud.      Admis- 
sibility of  evidence. 

1.  Where  plaintiff  asked  for  no  instractions  in  the  court  below,  he 

cannot  now  be  heard  to  complain  that  full  instructions  were 
not  given;  notwithstanding  that  what  the  court  said  may  have 
been  inadequate  to  a  full  presentation  of  the  casa   (p.  501.) 

2.  Where  patentee  sued  a  British  corporation  and  its  agent  for 

damages,  for  having  deceptively  and  fraudulently  held  out  to 
him  a  profession  of  intention  to  conclude  an  agreement  re- 
specting patentee's  cotton-tie,  it  being  done  with  the  purpose 
of  keeping  his  cotton -tie  out  of  the  market,  so  as  to  promote 
the  sale  of  defendants'  cotton -tie,  a  charge  that  if  "the  cor- 
poration never  gave  any  authority  to  the  defendant,  their 
agent,  to  assent  to  the  proposal,  or  draft  the  agreement  in 
their  behalf  and  in  their  name,  and  never  sanctioned  the  same 
as  a  corporate  act,  the  suit  could  not  be  maintained  againet 
them "  is  error,  and  held  that  no  such  question  as  a  suit  on 
the  contract  if  the  instruction  was  so  meant,  was  before  the 
jury.     (p.  501.) 

3.  In  actions  of  fraud  large  latitude  is  always  given  to  the  admis- 

sion of  evidence.  If  a  motive  exists  prompting  to  a  particular 
line  of  conduct,  and  it  be  shown  that  in  pursuing  that  line  a 
defendant  has  deceived  and  defrauded  one  person,  it  may 
justly  be  inferred  that  similar  conduct  towards  another,  at 
about  the  same  time,  and  in  relation  to  a  like  subject  was 
actuated  by  the  same  spirit.  Held  that  letters  of  defendant 
to  a  third  party  offered  as  evidence  to  show  such  an  animus 
and  object  in  view,  were  erroneously  rejected,  (p.  503. ) 
*  See  Explanation  of  Notes,  page  III. 
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[Citations  in  opinion  of  tlie  court :] 

Barley  «.  Walford,  9  Ad.  &  EL  N.  S.  197.    p.  608. 
Castle  V.  Bullard,  23  How.  172.    p.  504. 
Lincoln  v.  Claflin,  7  Wall.  182.    p.  504. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Louisiana. 

This  action  was  brought  by  Butler,  the  plaintiff  in  error, 
in  the  State  Court  of  Louisiana,  in  the  Fourth  District 
Court  for  the  Parish  of  Orleans. 

The  defendants,  as  alien  subjects  of  the  Queen  of  Great 
Britain,  removed  the  case  to  the  United  States  Circuit  Court 
lor  the  District  of  Louisiana.  The  case  was  tried  in  Febru- 
ary, 1870,  upon  pleadings  filed  in  the  Circuit  Court,  and 
resulted  in  a  verdict  for  the  defendant.  The  plaintiff  filed 
several  bills  of  exception,  and  February  19,  took  an  order 
to  show  cause  why  a  new  trial  should  not  be  had,  and  filed 
written  reasons  therefor  April  12,  1870.  A  motion  for  a  new 
trial  was  heard  April  14,  and  denied,  and  judgment  signed 
for  the  defendants  April  16, 1870.  To  review  that  judgment 
the  plaintiff  brought  this  writ  of  error. 

It  appears  that  the  Patent  Nut  and  Bolt  Company  is  a 
corporation  formed  under  the  Limited  Liability  Act  of 
Great  Britain,  for  the  manufacture  of  iron,  at  Birmingham, 
England.  The  defendant,  Watkins,  is  what  is  termed  a 
managing  director.  In  January,  1868,  he  was  at  New  Or- 
leans, Louisiana,  and  had  some  intercourse  with  the  plain- 
tiff, who  had  one  or  more  patents  for  fastening  cotton  bales 
with  iron  ties. 

The  petition  of  the  plaintiff  charged  that  the  defendant 
deliberately  attempted  to  induce  plaintiff  to  believe  that 
they  would  make  a  contract  with  him.  and  to  induce  him 
thereby  to  neglect  other  opportunities  of  introducing  his 
tie  into  market  and  to  keep  him  in  a  condition  of  expect- 
ancy and  hope  until  the  cotton  season  had  passed,  and 
that,  all  the  time,  the  defendant's  acts  and  promises  had 
been  in  bad  faith,  without  any  intention  ever  to  fulfil  the 
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same,  and  solely  to  defraud  the  plaintiflf.  That  the  plain- 
tiff had  relied  on  them,  and  had  been  thus  defrauded. 

The  bill  of  exceptions  to  the  instructions  of  the  court  be- 
low, states  that  there  was  evidence  before  the  jury  tending 
to  show  that  there  was  an  understanding  had  between  the 
plaintiff  and  Watkins,  acting  for  himself  and  the  company, 
for  the  manufacture  and  sale  of  the  plaintiff's  tie  upon  the 
terms  and  conditions  set  forth  in  a  document  attached  and 
marked  "A;"  that  when  this  document  was  handed  to 
Watkins,  he  wrote  the  letter  marked  "  B  ;"  that  the  plain- 
tiff expressed  his  willingness  to  sign  the  same,  but  that 
Watkins,  told  him  that  the  document  "A"  would  have  to 
be  sent  to  England  and  undergo  certain  formalities  to  make 
it  complete  in  form  only,  and  that  the  paper  was  taken  to 
England  and  was  never  completed  in  form,  and  that  the 
acts  of  the  defendant,  from  the  beginning  to  the  end,  were 
fraudulent  and  deceptive. 

'' A  "  is  a  paper,  not  signed  nor  dated,  in  the  form  of  a 
proposed  contract  whereby  the  plaintiff,  Butler,  of  the  first 
part,  agrees  to  give  the  defendants  the  right  of  manufact- 
uring and  selling  hoops  and  buckles  or  iron  cotton  ties, 
under  his  patent.  The  defendants  were  to  manufacture  the 
same  at  as  low  price  as  possible,  in  sufficient  quantity  to 
supply  the  demand  for  the  same,  and  to  make  vigorous  ex- 
eiHons  to  introduce  the  ties  in  all  countries  where  they  could 
be  sold.  There  were  also  provisions  for  accounts,  state- 
ments and  divisions  of  profits. 

"B"  is  the  answer  of  Watkins  to  this  document.  He 
says  that  he  has  read  the  draft  agreement  and  that  it  seems 
to  be  about  the  thing ;  that  he  will  have  the  same  put  in 
shape  on  his  arrival  home  and  let  plaintiff  have  two  copies, 
one  to  retain,  the  other  to  return  to  him. 

The  case  further  appears  in  the  opinion. 

Messrs.  Peckham^  Lacey  and  Butler^  for  plaintiff  in 
error. 
The  petition  charges  that  the  defendants  deliberately  at- 
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tempted  to  induce  the  plaintiff  to  believe  that  they  would 
make  a  contract  with  him,  and  to  induce  him  thereby  to 
neglect  other  opportunities  of  introducing  his  tie  to  market, 
and  to  keep  him  in  a  condition  of  expectancy  and  hope  till 
the  cotton  season  had  passed,  and  that  all  the  time  the  de- 
fendant's acts  and  promises  had  been  in  bad  faith,  without 
any  intention  ever  to  fulfil  the  same,  and  solely  to  defraud 
the  plaintiff.  That  the  plaintiff  had  relied  on  them,  and 
had  been  thus  defrauded. 

If  the  defendants  commenced  this  negotiation  and  car- 
ried it  on  in  good  faith,  no  action  lies ;  but  if  it  was  com- 
menced and  carried  on  not  in  good  faith,  but  as  part  of  a 
systematic  plan  to  keep  out  of  the  market  the  plaintiffs, 
and  also  the  Wailey  tie,  an  action  does  lie.  It  appeared 
that  certain  letters  from  defendants  to  plaintiff  had  been 
read  in  evidence.  It  appeared,  also,  that  one  Wailey  had 
a  cotton  tie,  respecting  which  he  had  negotiated  with  de- 
fendants, and  with  a  similar  result  to  the  negotiations  of 
plaintiff.  The  plaintiff  offered  to  read  the  letters  from  the 
defendants  to  Wailey,  with  a  view  to  show  the  animus  of 
the  defendants  in  their  negotiations  with  plaintiff.  The 
court  excluded  these  letters,  and  seems  to  have  considered 
the  mere  fact  of  the  letters  being  written  to  Wailey  suffi- 
cient to  exclude  them  as  being  res  inter  alios.  But  it  will 
be  remembered,  that  the  gist  of  this  action  is  the  animus 
with  which  certain  things  were  done  by  or  on  behalf  of  de- 
fendants. In  criminal  law  evidence  of  other  takings  under 
similar  circumstances  at  about  the  same  time  is  admissible, 
not  as  proving  the  other  crimes,  but  as  tending  to  prove 
the  intent  or  the  animns  with  which  the  act  under  investi- 
gation was  done.  People  v.  Hopson,  1  Denio,  674 ;  2  Rus- 
sell on  Crimes,  777 ;  Wharton  Am.  Crim.  Law,  300,  301, 
note  7 ;  1  Greenleaf  on  Ev.,  sec.  53. 

The  charge  of  the  court  "That  to  bind  plaintiff  by  the 
terms  of  the  proposed  agreement  his  signature  must  have 
been  put  to  the  same,  and  so  long  as  it  was  unsigned  it  was 
on  his  part  only  an  overture  or  proposition  from  which  he 
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might  at  any  time  withdraw  before  signature,"  was  error. 
Whether  the  agreement  was  binding  on  the  plaintiff  or  not 
was  utterly  immaterial.  The  action  was  not  on  the  agree- 
ment, but  for  the  fraud  in  inducing  plaintiff  to  enter  into 
negotiations  which  defendants  fraudulently  intended  as  a 
mere  sham.  The  charge  of  the  court  had  a  tendency  to 
mislead  the  jury,  and  to  distract  their  attention  from  the 
real  issue  in  the  case  to  one  of  no  relevancy  to  the  case. 

Messrs.  John  A.  Campbell^  P.  PhiUips  and  D.  O.  Camp- 
bell, for  defendants  in  error. 

The  petition  in  this  case  is  in  the  nature  of  an  action  for 
deceit ;  and  admitting  all  that  is  pretended,  as  to  the  hopes 
held  out  and  the  promises  made,  we  deny  that  they  con- 
stitute any  legal  ground  for  the  recovery  of  damages. 

It  was  the  duty  of  the  plaintiff  in  the  exercise  of  ordi- 
nary prudence  to  demand  at  any  time  an  immediate  and 
positive  answer  from  the  defendants  as  to  their  acceptance. 
There  is  nothing  in  the  letter  produced  to  throw  him  off 
his  guard,  but  on  the  contrary,  everything  to  throw  doubt 
on  the  acceptance.  The  correspondence,  the  court  stated 
to  the  jury,  meant  this.  The  only  letter  of  Watkins  pro- 
duced implies  that  the  company  was  to  decide  what  should 
be  done,  and  that  very  moderate  expectations  were  to  be 
indulged.  The  whole  evidence  we  are  authorized  to  infer, 
showed  there  was  an  overture  by  the  plaintiff.  That  Wat- 
kins  favored  the  adoption  of  some  arrangement,  and  agreed 
to  submit  it  to  his  company,  that  he  informed  the  plaintiff 
that  the  agreement,  if  adopted,  must  be  sealed  by  his  com- 
pany. That  his  company  was  slow  in  adopting  the  agree- 
ment and  deferred,  with  circumspection  and  care,  under 
the  advice  of  the  solicitors  of  the  company,  an  agreement 
which  was  not  acceptable  to  the  plaintiff. 

Wailey's  testimony,  and  letters  written  to  him,  were  of- 
fered to  prove  the  deceitful  conduct  of  defendants  toward 
Wailey — to  prove  that  the  conduct  to  the  plaintiff  was  also 
fraudulent— this  was  objected  to  as  res  inter  alios  acta^ 
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and  the  objection  was  sustained.  We  admit  that  there 
are  cases  in  which  a  plaintiff  may  introduce  contempora- 
neous acts  of  a  defendant,  to  show  the  motive  of  the  acts 
complained  of  by  him.  The  facts  of  contemporaneous, 
fraudulent  invoices  passed  through  a  custom  house,  were 
allowed  to  prove  that  there  was  a  fraudulent  motive  in  re- 
spect to  a  particular  invoice.  But  the  testimony  offered 
here  would  have  put  a  new  case  before  the  jury.  EvidentJe 
must  have  been  taken  to  rebut  the  fact  that  there  had  been 
a  contract  with  W  alley.      « 

The  parties  must  have  understood  the  construction  of  the 
patent  laws  and  the  laws  of  contracts,  and  that  no  contract 
or  obligation  existed.  The  power  of  self-protection  was 
perfectly  ample.  No  court  would  have  sustained  a  bill  for 
a  specific  performance  against  either  Butler  or  Wailey. 
The  answer  that  there  was  no  contract  would  have  been 
conclusive.  6  H.  of  Lords  R.  238,  268,  306  ;  21  L.  &  Eq. 
Rep.  1. 

Where  there  was  no  legal  duty  there  cannot  be  a  recov- 
ery by  stigmatizing  the  conduct  as  malicious^  deceitful  or 
frauduLenL  The  parties  must  take  care  of  their  own  in- 
terest. Stevenson  ^).  Newman,  18  C.  R.  Rep.  285 ;  Bailey 
V.  Merrill,  3  Buls.  94. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court. 

We  are  unable  to  discover  error  in  the  instructions  given 
to  the  jury  by  the  court  below,  or  in  the  answers  made  to 
the  prayers  of  the  defendants,  except  in  a  single  particular. 
What  the  court  said  may  have  been  inadequate  to  a  full 
presentation  of  the  case,  but  the  plaintiff  asked  for  no  in- 
structions, and  lie  cannot,  therefore,  now  be  heard  to  com- 
plain that  full  instructions  \yere  not  given.  The  bills  of 
exceptions  bring  upon  the  record  only  that  which  was  said 
to  the  jury,  and  to  that  alone  can  error  be  assigned. 

It  is  quite  true  that  the  suit  was  not  brought  upon  any 
contract.    The  theory  of  the  plaintiff  was  that  no  agree- 

18  WalL  46S. 
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raent  had  ever  been  made,  and  that  the  defendants  had 
never  intended  making  one,  though  all  the  while  during 
the  negotiations  deceptively  and  fraudulently  holding  out 
to  the  plaintiff  a  profession  of  intention  to  conclude  an 
agreement,  and  that  this  was  done  with  the  purpose  of 
keeping  the  plaintiff's  " cotton-tie ''  out  of  the  market. 
The  answers  to  the  defendants*  prayers,  so  far  as  they  tend 
to  show  that  no  contract  had  been  concluded  were,  there- 
fore, favorable  rather  than  hurtful  to  the  plaintiff's  case, 
and  they  furnish  no  just  ground  for  complaint. 

The  court,  however,  erred  in  charging  the  jury  that  if 
they  believed  "the  corporation  never  gave  any  authority 
to  the  defendant,  Watkins,  to  assent  to  the  proposal,  or 
draft  agreement,  in  their  behalf,  and  in  their  name,  and 
never  sanctioned  the  same  as  a  corporate  act,  the  suit  could 
not  be  maintained  against  them."  If  by  this  it  was  meant 
that  no  suit  upon  the  contract  could  be  maintained,  the  in- 
struction was  correct,  but  this  could  not  have  been  so  un- 
derstood by  the  jury.  No  such  question  was  before  them. 
It  does  not  follow,  because  the  corporation  never  author- 
ized or  sanctioned  a  contract,  that  they  may  not  be  respon- 
sible for  such  a  fraud  as  was  alleged  in  the  petition.  We 
have  not  all  the  evidence  before  us,  but  it  does  appear  that 
some  evidence  was  given  tending  to  show  that  the  acts  and 
conduct  of  the  defendants  (Watkins  and  the  corporation) 
were  deceitful  and  fraudulent,  designed  to  mislead,  and 
done  for  the  purpose  of  keeping  the  plaintiff's  cotton- tie 
out  of  the  market,  in  order  that  they  might  secure  heavj^ 
sales  of  the  Beard  tie,  in  which  they  were  largely  in- 
terested. If  the  evidence  did  establish  or  tended  to  es- 
tablish such  deceit  and  fraud,  for  such  a  purpose,  and  if 
the  plaintiff  was  injured  thereby,  as  his  petition  alleged,  it 
was  erroneous  to  charge  the  jury  that  the  suit  could  not  be 
maintained.  Competition  in  efforts  to  secure  the  market 
is  doubtless  lawful.  A  manufacturer  may  by  superior  en- 
ergy, or  enterprise,  supply  all  the  buyers  of  a  particular 
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article,  and  thus  leave  no  market  for  similar  articles  manu- 
factured by  others.  But  he  may  not  fraudulently  or  by 
deceitful  representations  induce  another  to  withhold  from 
sale  his  products  without  being  answerable  for  the  injury 
occasioned  by  the  fraud.  Whether  negotiations  for  a  pur- 
chase never  concluded  were  in  fact  fraudulent;  whether 
they  were  commenced  and  continued  solely  with  the  pur- 
pose of  dishonestly  inducing  the  plaintiff  to  forego  offer- 
ing his  goods  until  the  market  had  been  supplied,  and 
whether  such  was  the  consequence  of  the  defendants'  fraud- 
ulent conduct,  were  questions  of  fact  which  should  have 
been  submitted  to  the  jury  on  the  evidence.  If  answered 
affirmative!  V,  the  action  was  sustainable.  In  order  to  main- 
tain  an  action  for  fraud  it  is  sufficient  to  show  that  the  de^ 
fendant  was  guilty  of  deceit,  with  a  design  to  deprive  the 
plaintiff  of  some  profit  or  advantage,  and  to  acquire  it  for 
himself,  whenever  loss  or  damage  has  resulted  from  the  de- 
ceit. This  was  well  illustrated  in  Barley  n.  Walford,  9  Ad. 
&  El.,  N.  S.  197.  There  it  appeared  that  a  plaintiff,  who 
was  a  dealer  in  silk  goods,  had  been  hindered  in  his  trade 
and  induced  to  refrain  from  making  goods  vdth  a  certain 
ornamental  design,  by  a  false  representation  made  by  the 
defendant,  and  known  by  him  to  be  false,  that  a  pattern  of 
the  goods  had  been  registered  by  another,  and  it  was  ruled 
that  an  action  would  lie  to  recover  damages  for  the  injury, 
especially  when  the  deceit  was  with  a  view  to  secure  some 
unfair  advantage  to  the  defendant. 

We  think  also  the  court  erred  in  refusing  to  receive  in 
evidence  the  defendants'  letters  to  Wailey  in  connection 
with  Wailey's  testimony.  It  was  an  important  inquiry 
in  the  case,  what  was  the  purpose  or  animus  of  the  defend- 
ants in  their  negotiations  with  the  plaintiff?  Was  it  to 
mislead  him  by  holding  out  false  hopes  of  consummating 
an  arrangement  by  which  his  cotton  tie  could  be  introduced 
into  the  market,  and  was  this  in  order  to  secure  the  de- 
fendants themselves  against  competition  1  Deceit  in  effect- 
is  Wall.  463-464. 
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ing  such  a  purpose  lay  at  the  basis  of  the  action.  But  how 
can  such  a  purpose  be  shown  when  it  has  not  been  avowed  i 
Actual  fraud  is  always  attended  by  an  intent  to  defraud, 
and  the  intent  may  be  shown  by  any  evidence  that  has  a 
tendency  to  persuade  the  mind  of  its  existence.  Hence, 
in  actions  for  fraud,  large  latitude  is  always  given  to  the 
admission  of  evidence.  If  a  motive  exist  prompting  to  a 
particular  line  of  condnct,  and  it  be  shown  that  in  pursu- 
ing that  line  a  defendant  has  deceived  and  defrauded  one 
person,  it  may  justly  be  inferred  that  similar  conduct 
towards  another,  at  about  the  same  time  and  in  relation  to 
a  like  subject,  wa^  actuated  by  the  same  spirit.  If,  there- 
fore, it  be  true  that  in  the  spring  or  early  summer  of  1868 
the  def endant»had  similar  negotiations  with  Wailey  respect- 
ing his  cotton-tie,  and  conducted  towards  him  deceitfully 
in  order  to  keep  his  tie  out  of  the  market  that  year,  the 
fact  tends  to  show  that  in  their  conduct  towards  the  plain- 
tiff, thend  was  the  same  animus^  and  that  they  had  the 
same  object  in  view.  That  the  evidence  offered  was  ad- 
missible for  that  purpose  is  abundantly  proved  by  the 
authorities.  Castle  v.  BuUard,  23  How.  172 ;  Lincoln  v. 
Claflin,  7  Wall.  132. 

The  judgment  is  reversed  and  a  new  trial  is  ordered. 

18  Wall.  464-46ff. 
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Vacating  paJtent     Oovemment  right  to  annul  patent    Scire  facias. 

Act  1836j  see.  16. 

1.  The  question  raised  but  not  considered  whether  the  court  has 

jurisdiction  to  entertain  proceedings  to  declare  a  patent  null, 
ab  initioy  which  though  no  longer  in  force  as  to  present  or 
future  infringements,  is  used  to  sustain  suits  for  infringe- 
ments during  its  validity,     (p.  509.) 

2.  No  one  but  the  Government,  either  in  its  own  name  or  the  name 

of  its  appropriate  officer,  or  by  some  form  of  proceeding  which 
gives  official  assurance  of  the  sanction  of  the  proper  authority, 
can  institute  judicial  proceedings  for  the  purpose  of  vacating 
or  rescinding  the  patent  which  the  Government  has  issued  to 
an  individual,  except  in  the  cases  provided  for  in  sec.  16  of 
the  Act  of  July  4,  1886.  Demurrer  to  bill  to  vacate  a  patent 
brought  by  complainant  in  his  own  right  sustained,     (p.  510.) 

8.  Although  in  this  country  the  writ  of  scire  facias  is  not  in  use  as  a 
chancery  proceeding,  the  nature  of  the  chancery  jurisdiction 
and  its  mode  of  proceeding  have  established  it  as  the  appro- 
priate tribunal  for  the  annulling  of  a  grant  or  patent  from  the 
Government,     (p.  510.) 

4.  Act  of  1836,  sec.  16,  annuZZin^pafotito  considered,     (p.  511.) 

[Citations  in  opinion  of  the  court:] 
4 Coke's  Inst.,  88.    p.  610. 
Dyer,  197,  198,  276,  279.     p.  610. 
Tlie  United  States  v.  Stone,  2  Wall.  625.    p.  610. 
Attorney  General  u.  "V  ernon,  1  Vern.  277.    p.  610. 
Jackson  v.  Lawton,  10  Johns.  24.    p.  610. 
The  King  v.  Sir  Oliver  Butler,  8  Lev.  220.    p.  611. 

This  was  a  suit  in  equity,  brought  in  the  United  States 

*See  Explanation  of  Notes,  page  IXL 
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Circuit  Court  for  the  Eastern  District  of  Pennsylvania,  by 
Albert  L.  Mowry,  to  set  aside  and  annul  the  patent  for  an 
improvement  in  annealing  and  cooling  cast  iron  car  wheels, 
granted  to  Asa  Whitney,  April  25,  1848,  and  subsequently 
extended  for  the  term  of  seven  years.  Defendant  de- 
murred to  the  bill  and  the  demurrer  was  sustained.  Appel- 
lant alleged  this  ruling  of  the  court  as  error.  The  points 
are  stated  in  the  opinion. 

Messrs.  Charles  B.  CoUier  and  A.  O.  Thurman^  for  ap- 
peUant : 

As  the  bill  charged  and  the  demurrer  confessed  that  the 
extension  was  procured  by  fraud,  the  extended  patent  must 
be  regarded  as  void  ab  initio  and  as  conferring  no  mono- 
poly upon  the  patentee,  as  against  the  public  or  the  com- 
plainant. 

Notwithstanding  the  expiration  by  limitation  of  Whit- 
ney's patent,  prior  to  the  filing  of  the  bill,  the  extended 
patent,  until  declared  void  for  fraud,  was  and  is  alive  and 
in  effect  for  all  purposes  of  suits  for  infringements  of  it  that 
occurred  during  its  existence. 

Nevins  v.  Johnson,  3  Blatchf .  80 ;  Pat.  Laws,  Act  of  1870, 
sec.  66. 

By  reason  of  the  fact  that  Whitney's  patent  had  expired 
prior  to  the  filing  of  the  complainant's  bill,  the  Govern- 
ment of  the  United  States  was  neither  a  necessary  nor  a 
proper  party  to  the  bill ;  and  by  reason  of  such  expiration, 
the  bill  could  not  have  been  maintained  in  the  name  of  the 
Government,  it  having  no  interest  in  the  subject  matter  of 
the  controversy. 

Bourne  v.  Goodyear,  9  Wall.  811  [p.  209  antey 

Tbe  complainant,  Mowry,  as  appears  on  the  face  of  his 
bill,  has  a  direct  and  personal  interest  in  the  subject  mat- 
ter of  the  suit.  He  is  sued  by  Whitney  for  an  alleged  in- 
fringement of  said  patent,  in  the  United  States  Circuit 
Court  for  the  Southern  District  of  Ohio.  He  cannot  avail 
himself  of  the  fraud  of  the  patentee  as  matter  of  defense 
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to  the  suit  in  that  court,  and  in  that  cause.  He  is  without 
remedy  save  in  the  court  and  according  to  the  manner  in 
which  he  has  sought  it  by  this  proceeding. 

Kubber  Co.  v.  Goodyear,  9  Wall.  788  [p.  160  aTite]  ;  Wood 
V.  WUliams,  1  Gilp.  617 ;  1  Robb.  Pat.  Cas.  717. 

The  extension  of  the  patent  having  been,  confessedly, 
fraudulently  procured,  and  the  Government  not  being  able 
to  maintain  a  suit  in  relation  to  the  patent,  by  reason  of 
its  expiration,  and  having  no  further  interest  in  it,  the  suit 
could  only  be  and  was  properly  brought  by  one  who  had  a 
continuing  interest  in  the  patent,  and  "c^^ose  rights  were,  not- 
withstanding its  expiration,  affected  by  it. 

The  primary  object  of  the  suit  is,  that  the  complainant 
may  be  relieved  from  a  prosecution  which  is  contrary  to 
equity  and  good  conscience  ;  and  the  court  is  asked  to  find 
and  declare  that  the  patent,  having  been  procured  fraudu- 
lently, was,  ipso/actoj  void,  as  antecedent  to  granting  the 
relief  prayed  for. 

Messrs.  Henry  Baldwin^  Jr.^  B.  H.  Curtis  and  E.  W. 
Stoicghton^  for  appellee : 

There  is  no  provision  of  law  for  any  such  proceeding  as 
this  to  repeal  a  patent. 

Rubber  Co.  v.  Goodyear,  9  Wall.  788  [p.  160  aTiW]. 

Any  proceeding  for  that  purpose  must  be  at  the  instance 
of  the  Government.     Story,  Eq.  PL,  sec.  8. 

Instead  of  this  bill  being  filed  by  the  authority  or  with 
the  consent  of  the  Government,  it  is,  on  its  face,  filed  by 
an  adjudged  infringer,  against  a  patentee  whose  rights  he 
has  invaded,  and  whose  statute  remedy  he  now  seeks  to 
enjoin. 

The  bill  shows  that  the  extended  term  of  respondentia 
patent  expired  April  24,  1869,  while  this  proceeding  was 
not  commenced  until  April  7,  1870,  nearly  twelve  months 
months  thereafter. 

There  is,  consequently,  no  equity  to  support  this  appli- 
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cation  to  set  the  extension  aside,  nor  does  anything  remain 
which  can  be  subject  of  a  suit. 

Bourne  v.  Goodyear,  9  Wall.  811  [p.  209  ante] ;  Minnesota 
Co.  V.  National  Co.,  3  Wall.  332. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court. 

This  is  a  bill  in  chancery,  brought  to  set  aside  and  annul 
a  patent  for  an  invention  which  was  renewed  in  the  office 
of  Commissioner  of  Patents,  on  the  ground  that,  in  mak- 
ing the  extension,  the  Commissioner  was  deceived  and  im- 
posed on  by  the  f mud  and  false  swearing  of  the  patentee. 

The  suit  was  brought  in  the  Circuit  Court  for  the  Eastern 
District  of  Pennsylvania,  in  which  the  defendant  resided, 
by  Albert  L.  Mowry. 

The  patent  was  for  an  improvement  in  the  process  of  an- 
nealing car-wheels,  and  the  interest  of  the  plaintiflf  in  the 
matter  is :  that,  before  the  time  of  the  first  issue  of  de- 
fendants' patent  had  expired,  plaintiflf  had  been  engaged 
in  the  same  business,  and  that  he  is  now  sued  by  the  pat- 
entee for  infringement  of  his  extended  patent,  in  an  action 
still  pending ;  and  that,  in  the  progress  of  the  investiga- 
tions necessary  to  his  defense  of  that  suit,  he  discovered 
the  fraud  by  which  the  extension  was  obtained. 

(a)  The  bill  was  demurred  to,  and  the  demurrer  sustained, 
on  two  grounds : 

First.  That  the  extended  patent  had  expired,  by  its  own 
limitation,  before  the  bill  was  filed  ;  and. 

Second.  That  the  complainant  could  not,  in  his  own  right, 
sustain  such  a  suit. 

As  regards  the  first  of  these  propositions  we  do  not  deem 
it  necessary  to  make  any  decision.  When  a  case  arises  in 
which  the  United  States,  or  the  Attomey-Gteneral  shall  in- 
itiate a  suit  to  have  a  patent  declared  null,  ab  initio,  which, 
though  no  longer  in  force  as  to  present  or  future  infringe- 
ments, is  used  to  sustain  suits  for  infringements  during  its 

14  WaU.  439. 

(a)  Wallace  begins  Opinion  here. 
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vitality,  the  question  will  be  considered ;  for  we  are  of  opin- 
ion that  no  one  but  the  Government,  either  in  its  own  name 
or  the  name  of  its  appropriate  officer,  or  by  some  form  of 
proceeding  which  gives  official  assurance  of  the  sanction  of 
the  proper  authority,  can  institute  judicial  proceedings  for 
the  purpose  of  vacating  or  rescinding  the  patent  which  the 
Government  has  issued  to  an  individual,  except  in  the  cases 
provided  for  in  section  16th  of  the  Act  of  July  4,  1836. 

The  ancient  mode  of  doing  this  in  the  English  courts  was 
by  sdre/aclaSy  and  three  classes  of  cases  are  laid  down  in 
which  this  may  be  done. 

1.  When  the  King  by  his  letters  patent  has  by  different 
patents  granted  the  same  thing  to  several  persons,  the  first 
patentee  shall  have  a  scire  facias  to  repeal  the  second. 

2.  When  the  King  has  granted  a  thing  by  false  sugges- 
tion, he  may  by  scire  facias  repeal  his  own  gi*ant. 

3.  When  he  has  granted  that  which  by  law  he  cannot  grant, 
\i<&jure  regis^  and  for  the  advancement  of  justice  and  right, 
may  have  a  scire  fa^ixis  to  repeal  his  own  letters  patent. 
4  Coke's  Inst.  88 ;  Dyer,  197,  198,  276,  279. 

The  scire  facias  to  repeal  a  patent  was  brought  in  chan- 
cery where  the  patent  was  of  record.  And  though  in  this 
country  the  writ  of  scire  facias  is  not  in  use  as  a  chancery 
proceeding,  the  nature  of  the  chancery  jurisdiction  and  its 
mode  of  proceeding  have  established  it  as  the  appropriate 
tribunal  for  the  annulling  of  a  grant  or  patent  from  the 
Government.  This  is  settled  so  far  as  this  court  is  con- 
cerned by  the  case  of  The  U.  S.  v.  Stone,  2  Wall.  625,  in 
which  it  is  said  that  the  bill  in  chancery  is  found  a  more 
convenient  remedy.  A  bill  of  this  character  was  also  sus- 
tained in  the  English  chancery  in  the  case  of  the  Attorney 
General  v.  Vernon  1  Vern.  277,  on  the  ground  of  the  equit- 
able jurisdiction  in  matters  of  fraud.  And  in  the  case  of 
Jackson  ^?.  Lawton,  10  Johns.  24,  Chancellor  Kent  says 
that,  in  addition  to  the  writ  of  scire  facias  which  has  ceased 

14  Wall.  439-440. 
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to  be  applicable  with  us,  there  is  another  remedy  by  bill  in 
the  equity  side  of  the  court  in  chancery. 

It  will  be  observed  that  in  the  case  of  a  conflict  under 
two  patents  granting  the  same  right,  the  scire  facias  may, 
according  to  the  authorities  cited,  be  brought  in  the  name 
of  one  of  the  pateentees,  but  in  the  other  cases,  when  the 
patent  was  obtained  by  a  fraud  upon  the  King,  by  false 
suggestion,  or  where  it  was  issued  without  authority,  and 
for  the  good  of  the  public  and  right  and  justice  it  should 
be  repealed,  the  writ  is  to  issue  in  the  King^  s  name  or  his 
Attorney  General's.  It  is  also  said  that  when  a  patent  is 
granted  to  the  prejudice  of  the  subject,  the  King,  of  right, 
is  to  permit  him  upon  his  petition  to  use  his  name  for  the 
repeal  of  it,  in  scire  facias  at  the  King's  suit.  The  King 
7).  Sir  Oliver  Butler,  3  Lev.  220. 

The  16th  section  of  the  Patent  Act  of  1836,  seems  to  have 
in  view  the  same  distinction  made  by  the  common  law  in 
regard  to  annulling  patents,  for  while  it  authorizes  individ- 
uals claiming  under  conflicting  patents,  or  one  whose  claim 
to  a  patent  has  been  rejected  because  his  invention  was  cov- 
ered by  a  patent  already  issued,  to  try  the  conflicting  claim 
in  chancery,  and  authorizes  the  court  to  annul  or  set  aside 
a  patent  so  far  as  may  be  found  necessary  to  protect  the 
right,  the  suit  by  individuals  iS  limited  to  that  class  of 
cases.  And  it  is  provided  that  the  decree  shall  be  of  no 
validity  except  between  the  i)arties  to  the  suit.  The  gen- 
eral public  is  left  to  the  protection  of  the  Government  and 
its  officers. 

It  seems  reasonable  that  the  remedy  by  bill  in  chancery, 
which  is  substituted  for  the  scire  facias,  should  have  the 
like  limitation  in  its  use.  The  reasons  for  requiring  official 
authority  for  such  a  proceeding  are  obvious.  1 .  The  fraud, 
if  one  exists,  has  been  practiced  on  the  Government,  and 
as  the  party  injured,  it  is  the  appropriate  party  to  assert 
the  remedy  or  seek  relief.  2.  A  suit  by  an  individual  could 
only  be  conclusive  in  result  as  between  the  patentee  and 

14  Wall.  440-441. 
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the  party  suin^,  and  it  would  remain  a  valid  instrument  as 
to  all  others.  '  8.  The  patentee  would  or  might  be  subjected 
to  Innumerable  vexatious  suits  to  set  aside  his  patent,  since 
a  decree  in  his  favor  in  one  sui  t  would  be  no  bar  to  a  suit  by 
another  party.  If,  on  the  other  hand,  an  individual  finds 
himself  injured,  either  specially  or  as  a  part  of  the  general 
public^  it  is  no  hardship  to  require  him  to  satisfy  the  At- 
torney General  that  the  case  is  one  in  which  the  Govern- 
ment ought  to  interfere  either  directly  by  instituting  the 
suit,  or  indirectly  by  authorizing  the  use  of  its  name,  by 
which  the  Attorney  General  would  retain  such  control  of 
the  matter  as  would  enable  him  to  prevent  oppression  and 
abuse  in  the  exercise  of  the  right  to  prosecute  such  a  suit. 

It  would  seriously  impair  the  value  of  the  title  which  the 
Government  grants  after  regular  proceedings  before  officers 
appointed  for  the  purpose,  if  the  validity  of  the  instru- 
ment by  which  the  grant  is  made  can  be  impeached  by  any- 
one whose  interest  may  be  affected  by  it,  and  would  tend  to 
discredit  the  authority  of  the  Government  in  such  matters. 

(6)  The  decree  of  the  Circuit  Court  sustaining  the  de- 
murrer and  dismissing  the  bill  is^  thererore^  affirmed  (c.) 

14  WalL  441. 

2.  Act  1790,  sec.  5;  Act  1793^  see.  10;  Act  1836^  sec.  16; 

Act  1870,  sec.  58  ;  B.  S.  seo.  4018. 
Wood  &  Brandage,  0  Wheat  603  [4  Am.  &  Eng.  198].  See 
Bourne  v.  Goodyear,  OWall.  811  [p.  209  ante']. 


Patent  in  sniti 

No.5,531.  Whitney,A-  April  25, 1848.  Cast  Iron  Car  Wheela 


(&-c)  Wallace  subsitutes  '^  Decree  affirmed. 


»> 
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Whitney  v,  Mowry,  1870.     2  Bond  45  ;  4  Fish.  207. 
Mowry  v.  Whitney,  14  WalL  620  [9  Am.  &  Eng.  1]. 


Cited  I 

In  Supbemb  Goubt  in: 

Elizabeth  t;.  American  Nicholson  Pavement  Co.,  1878.     97  U.  S. 

126 ;  BL  24,  L.  ed.  1000. 
Mahn  t?.  Harwood  (Dis.  Opin.),  1884     112  U.  S.  354  ;  Bk.  28,  L. 

ed.  665. 
Tilghman  v.  Proctor,  1888.     125  U.  S.  136. 


In  Cibcuit  Coubts  in: 

Mowry  v.  Whitney,  April,  1872.     5  Fish.  518. 

Birdsall  v,  McDonald,  April,  1874.     1  Ban.  &  Ard.  165  ;  6  O.  G.  682. 

Foster  v.  Lindsay,  December,  1874.     1  Ban.  &  Ard.  605. 

Foster  v.  Lindsay,  October,  1876.     3  Dill.  126  ;  2  Ban.  &  Ard.  172; 

8  O.  G.  1032. 
Attorney  General  v,  Bumford  Chemical  Works,  May,   1876.     32 

Fed.  Eep.  608  ;  2  Ban.  &  Ard.  298. 
Celluloid  Mnfg.  Co.  t;.  Goody&ar  Dental  Vulcanite  Co.,  June,  1876. 

13  Blatch.  375  ;  2  Ban.  &  Ard.  334  ;  10  O.  G.  41. 
Lockwood  V,  Cleaveland,   February,  1881.     6  Fed,  Rep.  721 ;  11 

Rep.  557. 
New  York  and  Baltimore  Coffee  Polishing  Co.  v,  N.  Y.  Polishing 

Co.,  December,  1881.     20  Blatch.  174  ;  9  Fed.  Rep.  578. 
United  States  v.  Gunning,  November,  1883.     18  Fed.  Rep.  511 ; 

26  O.  G.  356  ;  16  Reporter,  741. 
Lockwood  V.  Cleveland,  March,  1884     20  Fed.  Rep.  164 


514  MOWRY  V.  WHITNEY.  [Sup.  Ot 

Notes  and  Citations. 

Pentlarge  v.  N.  Y.  Bang  and  Bashing  Co.,  May,  1884  20  Fed. 
Rep.  314  ;  28  O.  G.  870. 

United  States  v.  Frazer,  October,  1884.     22  Fed.  Rep.  106. 

Railway  Register  Mnfg.  Co.  v.  N.  Hadson  R.  C.  Co.,  February, 
1885.     23  Fed.  Rep.  593. 

Consolidated  Electric  Light  Co.  v.  Edison  Electric  Light  Co.,  De- 
cember, 1885.  28  Blatch.  413  ;  25  Fed.  Rep.  719  ;  33  O.  G. 
1597. 

United  States  v.  American  Bell  Telephone  Co.,  September,  1887. 
82  Fed.  Rep.  591. 

Creamer  v.  Bowers,  May,  1888.     85  Fed.  Rep.  207. 


In  State  Coubts  in: 
Freeman  v.  Freeman,  June,  1886.     2  New  Eng.  R  520. 

In  Text-Books  : 

2  Abb.  Pat  Laws,  1886,  p.  35. 

Walker  on  Pats.,  1883,.  pp.  192,  288,  234 


Dec,  1871.]  MO  WRY  v.  V 


516        NICHOLSON  PAVEMT  CO.  v.  JENKINS.    [Sap.  Ct. 

StaMmeat  of  the  caMi. 

THE  NICHOLSON   PAVEMENT  COMPANY,  PLAIN- 
TIFF IN  ERROR,  V.  CHARLES  E.  JENKINS.* 

14  WalL  4e2-lBT.    Deo.  Term,  ISTL 

[Bk.  20.  L.  ed.  T7T ;  2  WML  8S8;  1  O.  O.  46S.] 

Ar^ed  JsQiiary  12,  1872.     Deeided  Janau?  29,  1872. 

AMignmerU  of  "  invention  "  of  extended  term.     Conatrttdion  of  eon- 
tract. 

1.  An  aBaignmeBt  of  an  interest  in  sn  InTention  seonred  by  lebtera 

patent  is  a  oontraot,  and  like  all  other  oontracte,  is  to  be  oon- 
etrned  so  as  to  oany  ont  the  intention  of  the  parties  to  it  (p. 
B20.) 

2.  It  is  well  settled  that  the  title  of  an  inyentor  to  obtain  an  ex- 

tension, may  be  the  snbjeot  of  a  oontraot  of  sale.  (p.  520.) 
S.  There  is  no  artificial  rule  in  constrtiing;  a  contract,  and  effect,  if 
possible,  is  to  be  given  to  eveiy  part  of  it  in  order  to  ascertain 
the  meamog  of  the  parties  to  ii  (p.  521.) 
4  Where  an  assignment  conveyed  a  specified  territorial  interest  in 
"  the  invention  and  letters  patent,"  to  be  enjoyed  by  the  as- 
sigoee  and  his  legal  represeDtatives  "  to  the  fnll  end  of  the 
term  for  which  the  said  letters  patent  are  or  may  be  granted;" 
held,  that  it  was  the  intention  to  seonre  to  the  assignee  the 
right  to  nse  invention  in  the  territory  named  as  long  aa  the 
inventor  or  his  representatives  had  the  right  to  ose  it  else- 
where,    (p.  521.) 

[Citations  in  opinion  of  the  court :] 

Railroad  Co.  t>.  Trimble,  10  WaU.  867  [p.  261  anM].    p.  521. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  California, 

This  was  an  action  commenced  in  the  court  below  by 
Jenkins,  to  recover  the  royalty  established  by  the  patentee, 
for  license  to  lay  down  the  pavement  known  as  the  Nich- 
olson pavement.  In  1854,  Samuel  Nicholson  obtained  let- 
ters patent  for  an  improvement  in  wooden  pavement.  In 
"See  Explanation  of  Notes,  page  III. 
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December,  1863,  lie  obtained  a  reissue  of  the  letters  patent. 
In  December,  1864,  said  Samuel  Nicholson  executed  the 
following  assignment  of  an  interest  in  said  invention  and 
letters  patent,  to  Jonathan  Taylor,  viz. : 

''  Whereas,  I,  Samuel  Nicholson,  of  Boston,  in  the  State 
of  Massachusetts,  invented  a  certain  new  and  useful  im- 
provement in  wooden  pavements,  for  which  letters  jiatent 
of  the  United  States  of  America  (numbered  1,584  of  reis- 
sued patents,  and  bearing  date  the  1st  day  of  December, 
in  the  year  1863),  have  been  granted  to  me,  giving  to  me 
and  my  legal  representatives  the  exclusive  right  of  making, 
using  and  vending  the  same  invention  throughout  the  said 
United  States,  the  original  patent  being  dated  August  8, 
1853,  and  given  for  the  term  of  fourteen  years. 

And  whereas,  Jonathan  Taylor,  of  Milwaukee,  in  the 
State  of  Wisconsin,  has  agreed  to  purchase  from  me  all  the 
right,  title  and  interest  which  I  have  in  and  to  the  said  in- 
vention, for  and  in  the  city  of  San  Francisco,  in  the  State 
of  California,  as  secured  by  the  said  letters  patent,  and  has 
paid  to  me  the  sum  of  $1,  the  receipt  whereof  is  hereby 
acknowledged.  Now,  therefore,  this  indenture  witnesseth, 
that,  for  and  in  consideration  of  the  said  sum  to  me  paid, 
I  have  assigned,  sold  and  set  over,  and  do  hereby  as- 
sign, sell  and  set  over,  unto  the  said  Jonathan  Tay- 
lor, all  the  right,  title  and  interest  which  I  have  in  said 
invention  and  letters  patent,  for  and  in  the  said  city  of  San 
Francisco,  but  in  no  other  place ;  the  same  to  be  held  and 
enjoyed  by  the  said  Taylor  for  the  use  and  behoof  of  him 
and  his  legal  representatives,  to  the  full  end  of  the  term 
for  which  the  said  letters  patent  are  or  may  be  granted,  as 
fully  and  effectively  as  the  same  woald  have  been  held  and 
enjoyed  by  me  had  this  assignment  never  been  made.  In 
testimony  whereof  I  have  hereunto  set  my  signature  and 
affixed  my  seal,  this  1st  day  of  December,  A.  D.  1864. 

Samuel  Nicholson." 

The  patent  referred  to  in  said  assignment  is  the  same  pat- 
ent issued  to  Nicholson  in  1854,  erroneously  referred  to  as 
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issued  in  1853,  and  reissued  in  1863.  Taylor,  prior  to  Au  • 
gust,  1868,  assigned  all  his  interest  in  said  patent  acquired 
under  said  assignment  to  the  Nicholson  Pavement  Com- 
pany, original  defendant  in  this  suit,  and  the  said  interest 
was  held  by  defendant  at  the  time  of  the  commencement  of 
this  suit. 

In  August,  1867,  said  Nicholson  obtained  another  reis- 
sue of  the  said  letters  patent,  on  an  amended  specification. 
Nicholson  having  subsequently  died,  in  January,  1868,  and 
George  T.  Bigelow  having  been  appointed  his  administra- 
tor, said  Bigelow,  in  his  character  of  administrator,  in  July, 
1868,  procured  from  the  Commissioner  of  Patents  a  renewal 
or  extension  of  said  letters  patent  for  seven  years,  from 
August  8,  1868,  in  pursuance  of  the  18th  section  of  the  Act 
of  Congress  of  July  4,  1836,  and  of  May  27,  1848.  After- 
ward, the  plaintiff  below  acquired  through  assignment  from 
said  Bigelow  as  administrator  made  August  14,  1868,  all 
his  right,  title  and  interest  in  said  invention  and  patents 
for  the  State  of  California.  Since  said  August  14,  1868, 
the  defendant  below,  without  leave  or  license  of  plaintiff, 
has  constructed  and  laid  down  in  the  city  of  San  Francisco 
a  large  amount  of  pavement,  employing  in  its  construction 
the  invention  for  which  said  letters  patent  were  issued. 

The  question  in  this  case  is :  whether  the  assignment 
from  Nicholson  to  Jonathan  Taylor,  of  December  1,  1864, 
set  out  in  the  statement  of  facts,  vested  any  estate,  right, 
title  or  interest  in  the  assignee,  in  or  to  the  extended  or  re- 
newed term,  which  was  acquired  by  Bigelow  as  adminis- 
trator, under  the  Act  of  Congress  subsequent  to  the  date 
of  said  assignment. 

Messrs.  H.  J.  Brent  and  T.  T,  Crittenden^  for  plaintiff 
in  error : 

1.  The  Commissioner  of  Patents  was  authorized  to  grant 
extensions  for  seven  years,  and  the  original  letters  patent 
then  became  virtually  a  patent  for  twenty-one  years. 
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6  Stat,  at  L.,  p.  124,  sec.  18 ;  Gibson  v.  Harris,  1  Blatchf. 
169 ;  Woodworth  v.  Edwards,  3  Woodb.  &  M.  125. 

2.  The  inchoate  right  of  the  inventor  to  the  exclusive 
privileges  under  an  extension  of  letters  patent,  is  the  sub- 
ject of  a  sale. 

Wilson  V.  Rousseau,  4  How.  646  [4  Am.  &  Eng.  436] ; 
Wilson  V.  Turner,  Taney,  C.  C.  878 ;  affirmed,  4  How,  712 
[4  Am.  &  Eng.  639] ;  Glum  v.  Brewer,  2  Curt.  606 ;  Day  v. 
Candee,  3  Fish.  9 ;  Aiken  v,  Dolan,  3  Pish.  197 ;  Hart^s- 
horn  V.  Day,  19  How.  220  [6  Am.  &  Eng.  330J. 

3.  The  words  of  the  assignment  are  applicable  only  to  a 
design  to  convey  both  a  present  and  future  interest. 

Phelps  V.  Comstock,  4  McLean,  354 ;  Case  t>.  Bedfield,  4 
McLean,  628 ;  Nesmith  v.  Calvert,  1  W.  &  M.  34 ;  Clum  v. 
Brewer,  2  Curt.  607 ;  Woodworth  v.  Sherman.  3  Story, 
174 ;  Mitchell  v.  Winslow,  2  Story,  639  ;  Chase  v.  Walker, 
3  Pish.  123;  Bloomer  v.  Millinger,  1  Wall.  340  [7  Am.  & 
Eng.  186] ;  Comrs.  v.  Whiteley,  4  Wall.  622  [7  Am.  &  Eng. 
442]  ;  Brooks  7).  Bicknell,  4  McLean,  64 ;  Act  of  July  4, 
1836,  6  Stat,  at  L.  117. 

4.  The  assignment  is  to  be  constred  in  the  sense  in  which 
both  parties  understood  and  intended  it  at  the  time  it  was 
made,  and  to  secure  to  the  purchaser  the  right  which  he 
intended  to  buy,  and  supposed  he  had  bought,  and  which 
the  patentee  must  have  intended  to  sell,  and  at  the  time 
of  the  contract  must  have  supposed  he  had  sold. 

Messrs.  J.  R.  Sharpstein  and  Malt.  H.  CarperUer^  for 
defendarU  in  error : 

The  assignment  to  the  defendant  in  error  is  of  the  ex- 
tended or  renewed  term,  and  it  is  conceded  (hat  it  vests  in 
him  the  right  to  it,  unless  the  assignment  of  Nicholson  to 
Taylor  under  the  former  term,  embraced  the  extended  as 
well  as  the  original  term.  So  that  it  is  only  important  now 
to  ascertain  whether  the  assignment  of  Nicholson  to  Taylor 
contains  any  provision  looking  to  an  interest  beyond  that 
which  the  patentee  had  then  already  secured.     If  not,  we 
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may  safely  assume  that  those  claiming  under  Taylor  take 
nothing  under  the  extension. 

Wilson  V.  Rousseau,  4  How,  682  [4  Am.  &  Eng.  436]  ; 
Bloomer  v.  McQuewan,  14  How,  549  [5  Am.  &  Eng.  434]  ; 
Curt.  Pat.,  sec.  203. 

The  conclusion,  therefore,  to  which  the  cases,  as  well  as 
sound  principle,  lead,  is  ^his :  that  the  only  presumption 
applicable  to  such  instruments  is,  that  the  parties  dealt  for 
the  existing  term,  unless  a  provision  was  inserted  in  the 
grant  or  assignment  looking  to  a  further  interest.  Curt, 
Pat.,  sec.  209 ;  Gibson  v.  Cook,  2  Blatchf.  144 ;  Bloomer  f>. 
McQuewan  {supra);  Clum  v.  Brewer,  2  Curt.  620. 

In  the  assignment  of  Nicholson  to  Taylor,  no  allusion  is 
made  to  an  extension  or  renewal  of  the  patent  for  a  further 
term,  and  the  interest  assigned  is  clearly  that,  and  that 
alone,  which  the  patentee  had  already  acquired. 

Mr.  Justice  Davis  delivered  the  opinion  of  the  court. 

The  controversy  in  this  case  grows  out  of  the  different 
views  taken  by  the  parties  to  the  record,  of  their  rights  un- 
der the  deed  of  assignment  of  the  1st  of  December,  1864, 
from  Nicholson  to  Taylor,  through  whom  the  plaintiff  in 
error  claims.  The  learned  court  below  held  that  Taylor 
and  his  assigns  took  by  it  no  interest  in  the  renewed  or 
extended  term  of  the  patent,  but  only  such  interest  as  was 
covered  by  the  original  patent  and  the  reissues  of  the  origi- 
nal term. 

(a)  An  assignment  of  an  interest  in  an  invention  secured 
by  letters  patent,  is  a  contract  and,  like  all  other  contracts, 
is  to  be  construed  so  as  to  carry  out  the  intention  of  the 
parties  to  it.  It  is  well  settled  that  the  title  of  an  inventor 
to  obtain  an  extension  may  be  the  subject  of  a  contract  of 
sale,  and  the  inquiry  is,  whether  the  instrument  of  sale 
employed  in  this  case  did  secure  to  the  purchaser  an  in- 
terest not  merely  iu  the  original  letters  patent,  but  in  any 

14  WaU.  406. 

(a)  Wallace  begins  Opinion  here. 
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subsequent  exteusion  of  them.  It  recites  the  invention  and 
the  agreement  of  Taylor  to  purchase  the  right  to  use  it  in 
the  city  of  San  Francisco,  and  then  cpnveys  to  him  all  the 
title  and  interest  which  Nicholson  had  in  the  invention  and 
letters  patent  for  and  in  the  said  city  ;  to  be  enjoyed  by 
Taylor  and  his  legal  representatives  to  the  full  end  of  the 
term  for  which  the  said  letters  patent  are  or  may  be  granted. 
There  is  no  artificial  rule  in  construing  a  con  tract,  and  ef- 
fect, if  possible,  is  to  be  given  to  every  part  of  it,  in  order 
to  ascertain  the  meaning  of  the  parties  to  it.  Taking  this 
whole  deed  together,  it  is  quite  clear  that  it  was  intended 
to  secure  to  Taylor  and  his  assigns  the  right  to  use  the  in- 
vention in  San  Francisco,  as  long  as  Nicholson  and  his 
representatives  had  the  right  to  use  it  anywhere  else.  Man- 
ifestly something  more  was  intended  to  be  assigned  than 
the  interest  then  secured  by  letters  patent.  The  words  "  to 
the  full  end  of  the  term  for  which  the  said  letters  patent 
are  or  may  be  granted"  necessarily  import  an  intention  to 
convey  both  a  present  and  a  future  interest,  and  it  would 
be  a  narrow  rule  of  construction  to  say  that  they  were  de- 
signed to  apply  to  a  reissue  merely,  when  the  invention 
itself,  by  the  very  words  of  the  assignment,  is  transferred. 
It  was  easy  to  have  restricted  the  right  to  use  the  inven- 
tion to  the  end  of  the  term  of  the  original  letters  and  reis- 
sue, but  this  was  not  done ;  and  in  view  of  the  right  of  the 
inventor  in  certain  contingencies  to  a  renewal — ^which  must 
have  been  well  known  to  both  buyer  and  seller  of  this  kind 
of  property — we  are  led  to  the  conclusion  that  both  parties 
contracted  with  reference  to  it.  The  recent  case  of  R.  R. 
Co.  V.  Trimble,  decided  'by  this  court  at  its  last  term  (10 
Wall.  367)  [p.  261  ante\  is  not  different  in  principle  from 
this,  although  in  that  case  the  language  used  is  somewhat 
broader. 
Judgment  reversed^  and  a  venire  de  novo  awarded. 

14  WaU.  4A6-457. 

Notes  t 

4  Unqualified  assignment  of  invention: 
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Railroad  Ca  v.  Trimble,  10  WalL  367  [p.  261  ante\. 
Hendrie  v.  Sayles,  08  U.  S.  546. 


Assignment  of  extended  term  : 

Wilson  V.  BoBseao,  4  How.  646  [4  Am.  k  Eng.  436]. 
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DECISIONS  OF  THE  SUPREME  COURT  OF  THE  UNITED 
STATES  IN  PATENT  CASES  REPORTED  IN  THIS 

VOLUME. 


Atandoned  Expeiiment. 

1.  Held  that  a  patent  for  a  practical  and  successful  in- 
vention would  be  a  valid  defense  to  an  earlier 
patent  prior  also  in  date  of  conception  granted  for 
unsuccessful  and  abandoned  experiments  made 
with  respect  to  the  same  subject.  Whiteley  v. 
Swayne 70 

See  Particular  Patents,  2, 17. 

Aliaiidonment. 

1.  Where  patentee  filed  his  application  before  the  mid- 
dle of  November,  1826,  was  constantly  engaged 
up  to  that  time  in  perfecting  his  improvement 
and  in  making  the  necessary  preparations  to  ap- 
ply for  a  patent,  held  that  it  raised  no  presump- 
tion of  abandonment.    Agawam  Co.  v.  Jordan    .     24 

See  Delay,  1. 

Acooiint  of  Damaffes. 

1.  In  taking  the  account  damages  the  master  is  not  lim- 

ited to  the  date  of  the  decree.  In  such  cases  it  is 
proper  to  extend  the  account  down  to  the  time  of 
hearing  before  him,  unless  the  infringement  ceased 
prior  to  that  time.  Providence  Rubber  Co.  v. 
Goodyear 160 

2.  Master's  refusal  on  accounting  for  profits,  to  allow 

the  deduction  of  extraordinary  salaries,  being  sat- 
isfied they  were  dividends  of  profits  under  another 
name,  sustained.  Also  his  refusal  to  allow  the 
value,  at  the  time  they  were  used,  of  articles 
bought  for  the  purposes  of  infringement.  Provi- 
dence Rubber  Co.  v»  Goodyear 160 
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8.  Master's  refusal  on  an  accounting  for  profits,  to  allow 
the  deduction  of  manufacturers'  profits  and  in- 
terest on  capital  stock  approved.  Providence 
Rubber  Co.  v.  Goodyear 150 

See  Profits,  1 ;  Waiver,  1. 

Acquiescence. 

See  Estoppel,  3. 

Administrator. 

See  Executor^  I9  2, 3,  4. 

Answer. 

See  Burden  of  Proof,  4. 

Appeal* 

1.  The  patent  law  of  February,  1861,  gives  to  parties  to 
suits  arising  under  any  law  of  the  United  States 
giving  to  inventors  the  exclusive  riglit  to  their  in- 
ventions or  discoveries  a  writ  of  error  on  appeal 
without  regard  to  the  sum  in  controversy.  The 
Act  of  1870  does  not  alter  the  right  of  appeal  or  to 
a  writ  of  error  in  this  respect.    Philp  v,  Nock  .  .   470 

Assignment. 

1.  Where  the  assignment  was  of  ^^  all  the  right,  title,  and 

interest  which  I  have  in  said  inreTition,  as  secured 
to  me  by  letters  patent,  cmd  al^o  all  right,  title  and 
interest  which  may  be  secured  to  me  for  altera- 
tions and  improvements  on  tlie  same  from  time  to 
rtme,"  "  the  same  to  held  and  enjoyed  *  ♦  *  to 
the  full  end  of  the  term  for  which  said  letters  pat- 
ent are  or  may  he  gfranted,"  it  was  construed  to  in- 
clude the  entire  inventions  and  all  alterations  and 
improvements,  and  all  patents  relating  thereto, 
whensoever  issued,  to  the  extent  of  the  territory 
specified.  Phila.,  Wil.  &  Bait.  R.  R.  Co.  v.  Trim- 
ble   261 

2.  Such  an  assignment  is  of  tlie  extended  term  (act  1836, 

sees.  11  and  18),  and  though  made  before  the  grant 
of  the  extension,  is  valid  in  view  of  Gayler  r.  Wil- 
der, 10  How.  477  [6  Am.  &  Eng.  188],  which  is  re- 
affirmed. Phila.,  Wil.  &  Bait.  R.  R.  Co.  r.  Trim- 
ble   261 

8.  Where  an  assignment  conveyed  a  specified  territorial 
interest  in  '^  the  invention  and  letters  patent,"  to 
be  enjoyed  by  the  assignee  and  his  legal  represen- 
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tatives  ^^  to  the  full  end  of  the  term  for  which  the 
said  letters  patent  are  or  may  be  granted ;"  held^ 
that  it  was  the  intention  to  secure  to  the  assignee 
the  right  to  use  invention  in  the  territory  named 
as  long  as  the  inventor  or  his  representatives  had 
the  right  to  use  it  elsewhere.  Nicholson  Pave- 
ment Co.  V.  Jenkins 616 

4.  An  assignment  of  an  interest  in  an  invention  secured 
by  letters  patent  is  a  contract,  and  like  all  other 
contracts,  is  to  be  construed  so  as  to  carry  out 
the  intention  of  the  parties  to  it.  Nicholson 
Pavement  Co.  v.  Jenkins 616 

See  Receiver,  1. 

BUI  In  Equity. 

1.  Where  an  interlocutory  decree  was  rendered  in  favor 

of  C.  G.  and  others,  and  while  the  case  was  still 
before  a  master  for  an  accounting  for  damages  for 
infringement,  a  bill  was  filed  by  defendant  thereto 
to  set  off  a  judgment  against  C.  G.  one  of  the  com- 
plainants, and  praying  a  discovery  of  the  respective 
shares  of  the  damages  claimed  by  C.  G.  and  others 
in  order  to  set  off  the  judgment  against  his  share ; 
held  that  it  was  an  original  bill  and  not  a  cross- 
bill, and  that  it  could  not  be  sustained  as  the 
latter,  because  when  filed  no  decree  had  passed  in 
the  original  suit  for  the  payment  of  damages. 
Rubber  Co.  r.  Goodyear, 200 

2.  Held  that  the  bill  being  in  no  wise  auxiliary  to  the 

original  suit  nor  in  continuation  of  that  proceed- 
ing, the  case  was  not  one  proper  for  substituted 
service.    Rubber  Co.  v,  Goodyear, 200 

BUI  of  Review. 

1.  Whether  an  application  to  file  a  bill  of  review  based 
on  newly  discovered  matter  shall  be  granted  or  re- 
fused, rests  in  the  sound  discretion  of  the  court, 
the  requisite  leave  is  never  a  matter  of  right. 
Providence  Rubber  Co.  o.  Goodyear, 194 

See  Estoppel,  1. 

Borden  of  Proof. 

1.  The  burden  of  proof  is  on  defendant  to  show  that  the 
notice  required  by  act  1836,  sec.  16,  as  to  prior 
knowledge,  and  use  was  given  to  the  plaintiff 
thirty  days  before  the  trial,  and  if  he  fails  to  do  so, 
he  cannot  introduce  any  evidence  to  controvert 
the  novelty  of  the  patent.  Dlanchard  t-.  Putnam  .   107 
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2.  Where  defendant  contends  that  he  does  not  hifringe, 
he  should  introduce  proof  to  such  effect.  Ben- 
nett !?.  Fowler 124 

8.  Where  complainants  pix>duce  their  patents  in  evi- 
dence, it  casts  on  defendant  the  burden  of  proving 
that  patentees  were  not  the  first  and  original  in- 
ventors.   Seymour  v.  Osborne 290 

4.  Where  a  general  replication  is^filed,  a  defense  in  the 
answer  setting  up  new  matter,  must  be  proved. 
Seymour  v.  Osborne 290 

Chanire  in  Form 

See  Particular  Patents,  26. 

Charge  to  Jury. 

1.  Where  patentee  sued  a  British  corporation  and  its 
agent  for  damages,  for  having  deceptively  and 
fraudulently  held  out  to  him  a  profession  of  inten- 
tion to  conclude  an  agreement  respecting  paten- 
tee's cotton -tie,  it  being  done  with  the  purpose  of 
keeping  his  cotton-tie  out  of  the  market,  so  as  to 
promote  the  sale  of  defendants'  cotton-tie,  a  charge 
that  if  **  the  corporation  never  gave  any  authority 
to  the  defendant,  their  agent,  to  assent  to  the 
proposal,  or  draft  the  agreement  in  their  behalf 
and  in  their  name,  and  never  sanctioned  the  same 
as  a  corporate  act,  tiie  suit  could  not  be  main- 
tained against  them  "  is  error,  and  held  that  no 
such  question  as  a  suit  on  the  contract  if  the  in- 
struction was  so  meant,  was  before  the  Jury.  But- 
ler V.  Watkins 496 

See  Waiver,  2. 

Chemical  Equivalents. 

See  Equivalents,  1. 

Claims. 

See  Construction  of  Claims,  1. 

CoUusiye  Suit. 

1.  Where  it  appeared  that  complainants  had  purchased 
in  the  patents  under  which  the  suit  was  defended, 
were  owning  both  sides  of  the  subject  matter  of  the 
litigation,  and  that  defendants  having  taken  in 
consideration  for  the  sale,  stock  in  complainants' 
company,  their  interest  had  been  transferred  to 
the  side  of  the  complainants ;  a  motion  to  dismiss 
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the  appeal  was  allowed,  Dotwithstanding  that  the 
damages  for  the  alleged  infringement  had  not 
been  compromised.  American  Wood  Paper  Co.  v. 
Heft 100 

Combination. 

See  Formal  Change,  1 ;  Particular  Patents,  7, 14, 16, 18 ; 
Specification,  1. 

Commissioner. 

Bei88ue  for  Error  of  Commisaioner* 
See  Particular  Patents,  24. 

Commissioner's  Decisions. 

1.  Where  the  Commissioner  grants  a  reissued  patent,  his 

decision  in  the  premises,  in  a  suit  for  infringe- 
ment, is  final  and  conclusive,  and  is  not  re-exam- 
inable  in  such  a  suit  in  the  Circuit  Court,  unless 
it  is  apparent  upon  the  face  of  the  patent  that  he 
has  exceeded  his  authority,  that  there  is  such. a 
repugnancy  between  the  old  and  new  patent  that 
it  must  be  held  as  a  matter  of  legal  construction 
that  the  new  patent  is  not  for  the  same  invention 
as  embraced  and  secured  in  the  original.  Sey- 
mour V.  Osborne 290 

2.  All  matters  of  fact  involved  in  the  hearing  of  an  ap- 

plication to  reissue  are  conclusively  settled  by  the 
Commissioner's  decision .  Matters  of  construction 
arising  on  the  face  of  the  instrument  are  still 
open.'   Seymour  v.  Osborne 290 

Composition  of  Matter. 

1.  Where  a  patent  is  claimed  for  the  discovery  of  a  new 
substance  by  means  of  chemical  combinations,  it 
should  state  the  component  parts  of  the  new  man- 
ufacture claimed  with  clearnessand  precision,  and 
not  leave  the  person  attempting  to  use  the  discov- 
ery to  find  it  out  "  by  experiment.".  Tyler  v,  Bos- 
ton       1 

See  Identity,  1 ;  Particular  Patents,  4. 

Conclusiveness  of  Commissioner's  Decision* 

See  Commissioner's  Decision,  1, 2. 

Constmctlon  of  Claims. 

1.  Where  the  claim  immediately  follows  the  description 
of  the  invention,  it  may  be  construed  in  connec- 
tion with  the  explanations  contained  in  the  speci- 
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flcations,  and  where  it  contains  words  referring 
back  to  the  specifications,  it  cannot  properly  be 
construed  in  any  other  way.  And  where  the  de- 
fense was  that  certain  claims  were  for  an  effect, 
and  not  for  any  particular  machinery,  hdd  that  iu 
view  of  the  words  '^  substantially  as  described,"  or 
^*  substantially  as  set  forth,"  ^r  words  of  equiva- 
lent import  employed  in  each  claim,  the  defense 
was  without  merit.    Seymour  v,  Osborne  ....   290 

Construction  of  Patents. 

1.  A  patent  should  be  construed  in  liberal  spirit,  to  sus- 
tain the  just  claims  of  the  inventor.  Providence 
Bubber  Go.  v.  Goodyear 150 

Construction  of  Statutes* 

1.  Where,  subsequent  to  the  alleged  infringement,  but 

before  the  commencement  of  his  suit,  plaintiff, 
the  original  owner  of  the  patent,  assigned  to  a 
third  party  an  undivided  half  of  his  interest,  kM 
in  view  of  Act  1886,  sec;  14,  that  he  was  a  "  per- 
son *  *  interested  "  competent  to  sue  to 
recover  the  damages  for  such  infringement.  Moore 
V.  Marsh 14 

2.  The  word  *^  interested,"  Act  1836,  sec.  14,  construed 

to  mean  that  the  right  of  action  is  given  to  the 
person  or  persons  owning  the  exclusive  right  at  the 
time  the  infringement  is  committed.  Moore  v. 
Marsh 14 

8.  Act  of  1836,  sec.  16,  annulling  pctUnts  considered. 

Mowry  r.  Whitney 606 

Act  1836,  i  11.    8ee  Assignment,  2. 

Act  1836,  2  13.    See  Executor,  3. 

Act  1836,  J  15.    See  Burden  of  Proof,  1 ;  Evidence,  6 ; 
Notice,  1 ;  Prior  Knowledge  and  Use,  1. 

Act  1836,  i  16.    See  Fraud  1 ;  Repeal  3. 

Act  1836,  i  18.    See  Assignment,  2. 

Act  1861, .    See  Appeal,  1 ;  Design,  L 

Act  1861,  }  2.    See  Waiver,  1. 

Act  1861,  i  11.    See  Particular  Patents.  9. 

Act  1870,  — .    See  Appeal,  1. 

Contract. 

1.  Where  there  is  doubt  as  to  the  proper  construction  of 
an  instrument,  that  put  upon  it  by  the  parties  is 
entitled  to  great  consideration.  But  where  its 
meaning  ia  clear  in  the  eye  of  the  law,  the  error 
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of  the  parties  cannot  control  its  effect.    Philadel- 
phia, Wilmington  and  Baltimore  R.  R.  Co.  v. 
Trimble 261 

2.  Where  a  written  agreement  grants  an  interest  in  a 
patent,  in  consideration  of  payments  and  prom- 
ises by  grantee,  and  grantee  never  makes  the  pay- 
ments, and  by  common  consent  of  grantor  and 
grantee,  the  agreement  never  goes  into  operation 
in  any  way,  because  of  grantee's  inability  to  com- 
ply therewith,  and  grantee  never  claims  any  rights 
under  it,  but  always  recognized  his  grantor's  ex- 
clusive right,  and  acted  as  his  agent,  such  a  con- 
tract passes  no  title.  Philadelphia,  Wilmington 
and  Baltimore  R.  R.  Co.  v.  Trimble 261 

8.  Where  the  agreement  of  the  defendant  corporation 
was  signed  by  its  treasurer,  who  affixed  his  private 
seal,  held  that  neither  the  failure  of  plaintiff  to 
produce  an  order  in  writing  by  the  board  of  direc- 
tors, nor  the  absence  of  the  corporate  seal  were 
essential  to  the  validity  of  the  contract ;  and  that 
the  acting  of  the  company  upon  it  and  the  pay- 
ment of  money  under  it  amounted  to  a  ratification. 
Eureka  Co.  o.  Bailey  Co 280 

4.  A  contract  entered  into  on  behalf  of  the  United  States 

with  an  army  officer,  which  amounted  to  a  license 
from  him  to  the  government  to  manufacture  or 
procure  his  patented  tent  and  use  it,  upon  payment 
of  a  stipulated  sum,  and  which  was  approved  by 
the  Secretary  of  War,  held  a  valid  contract  and  not 
within  the  prohibition  of  army  regulation  Ko. 
1,002,  forbidding  certain  purchases  and  contracts 
by  and  with  officers  or  agents  in  the  military  ser- 
vice. That  regulation  does  not  apply  to  contracts 
on  behalf  of  the  United  States,  which  require  for 
their  validity  the  approval  of  the  Secretary  of  War. 
United  States  v.  Bums, 458 

5.  There  is  no  artificial  rule  in  construing  a  contract, 

and  effect,  if  possible,  is  to  be  given  to  every  part 
of  it  in  order  to  ascertain  the  meaning  of  the  par- 
ties to  it.    Nicholson  Pavement  Co.  v.  Jenkins, .   616 
See  Estoppel,  2. 

Corporation. 

See  Contract,  8. 

Court  of  Claims. 

1.  The  Court  of  Claims  in  deciding  upon  the  rights  of 
claimants  is  not  bound  by  any  special  rules  of  plead- 
ing.   United  States  v.  Bums, 458 


532  INDEX  DIGEST. 

Paob. 
CroM-bill. 

See  Bill  in  Equity,  1. 

'Damages. 

See  Becovery,  1. 

Date  of  Expiration  of  Patent. 

See  Particular  PatentB,  1. 

I>ate  of  Invention. 

1.  The  date  of  inyention  carried  back  to  the  first  suc- 
cessful trial  of  the  device.    Whiteley  v.  Swayne,    70 

1>ecree. 

1.  The  decree  of  the  Circuit  Court  "  for  all  the  profits 
made  in  violation  of  the  rights  of  the  complain- 
ants, under  the  patent  aforesaid,  by  respondents, 
by  the  manufacture,  use,  or  sale  of  any  of  the 
articles  named  in  said  bill,"  is  correct.  Provi- 
dence Rubber  Co.  v.  Groodyear, 150 

I>efen8e« 

1.  A  charge  that  the  original  patentee  in  this  case  fraud 

ulently  and  surreptitiously  obtained  the  patent  for 
that  which  he  knew  was  invented  by  another,  un- 
accompanied by  the  further  allegation  that  the 
alleged  first  inventor  was  at  the  time  using  reason- 
able diligence  In  adapting  and  perfecting  the  in- 
vention, is  not  sufficient  to  defeat  the  patent,  and 
constitutes  no  defense  to  the  charge  of  infringe- 
ment.   Agawam  Co.  v.  Jordan, 24 

2.  Where  a  proviso  annexed  to  an  extension  granted  by 

special  act  protected  from  liability  those  using  the 
invention  at  the  time  of  the  extension,  and  it  was 
subsequently  reissued,  and  suit  brought  on  the  re- 
issue, an  allegation  that  the  machinery  was  in  use 
before  the  patent  in  this  case  was  granted,  hdd 
no  defense  to  the  infringement.    Agawam  Co.  v, 

Jordan, 24 

See  Burden  of  Proof,  4 ;  Infringement,  1 ;  Notice,  2. 

Delay* 

Delay  in  Applying  for  Patent 

1.  Mere  forbearance  to  apply  for  a  patent  during  the 
progress  of  experiments,  and  until  the  party  has 
perfected  his  invention  and  tested  its  value  by  ac- 
tual practice,  affords  no  grounds  for  any  presump- 
tion of  abandonment.  Agawam  Co.  i>.  Jordan  24 
See  Abandonment,  1. 
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Description* 

See  Prior  Pablication,  1 ;  Specification,  1. 

I>e8iffn. 

1.  An  arranged  figure  in  an  elastic  bed,  by  which  it  is 
printed  onto  pails  is  not  the  design  protected  by 
Act  1861,  but  it  is  the  design  transferred  to  the 
pail  or  ware  which  is  protected  thereby.  Clark  o. 
Bousfield 246 

See  Particular  Patents,  9. 

IHIisrence* 

See  Delay;  Laches. 

DiTiflioiial  Reissue.  t 

See  Particular  Patents,  8. 

IKictrine  of  Equivalents. 

See  Equivalents,  2. 

I>oable  Use. 

1.  Where  a  prior  instrument  for  "  cutting  tongues  and 
grooves,  mortises,  &c.,^'  was  set  up  as  invalidat- 
ing a  patent  for  a  saw  in  some  respects  similarly 
constructed.  Htid  that  if  what  the  former  in- 
strument actually  did  was  in  its  nature  the  same 
as  sawing,  and  its  structure  and  action  suggested 
to  the  mind  of  an  ordinarily  skillful  mechanic  this 
double  use  to  which  it  could  be  adapted,  without 
material  change,  then  such  adaptation  to  the  new 
use  was  not  a  new  invention  and  was  not  patenta- 
ble.   Tucker  v.  Spaulding 474 

fSfltet* 

See  Construction  of  Claims,  1. 

Employer  and  Employee. 

1.  Persons  employed,  as  much  as  employers,  are  entitled 

to  their  own  independent  inventions ;  but  where 
the  employer  has  conceived  the  plan  of  an  inven- 
tion and  is  engaged  in  experiments  to  perfect  it,  ' 
no  suggestions  from  an  employ^  not  amounting  to 
a  new  method  and  arrangement  which,  in  itself,  is 
a  complete  invention,  is  sufficient  to  deprive  the 
employer  of  the  exclusive  property  in  the  perfected 
improvement.    Agawam  Co.  r.  Jordan 24 

2.  If  an  officer  in  the  military  service,  not  specially  em- 

ployed to  make  experiments  with  a  view  to  sug- 
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gestlng  improTemente,  deviaes  a  new  and  Tglua- 
ble  improTeoient  in  vms,  teotB  or  anj  nther  kind 
of  war  material,  he  is  entitled  to  the  benefit  of  it. 
Mid  to  letters  patent  for  the  improTement  from 
the  United  tijtateB,  equally  with  an;  other  citizen 
not  engaged  In  such  Bervlce ;  and  the  government 
cannot,  after  the  patent  is  issued  make  use  of  the 
trnprorement  any  more  than  a  private  individual, 
without  license  from  the  iovent«r  or  making  com- 
peDsation  to  him.  United  States  «.  Bums  ...  4 
See  Contract,  4;  Particular  Patents,  22. 

Kqnlndent. 

1.  The  term  "  equivalent "  when  nsod  with  regard  to 

the  chemical  action  of  such  fluids  as  can  be  dis- 
covered only  by  experiment,  oniy  means  tqually 
good.    Tyler  e.  Boston 

2.  Patent«e6  are  entitled  in  all  coses  to  Invoke  to  some 

extent  the  doctrine  of  equivalents,  but  they  are 
never  entitled  to  do  so  in  any  case  to  Buppren  iM 
other  substantial  improvements.  Seymour  v.  Os- 
borne   2 

See  Particular  Patents,  4. 

BiTor. 

Reitsm  for  Error  of  Conmittioner. 
See  Particular  Patents,  24. 


See  Account  of  Damages,  1, 2, 8. 
1. 

1.  Where  on  motion  made  for  leave  to  file  a  bill  of  re- 

view grounded  on  newly  discovered  matter,  it  a[k 
peared  that  such  matter  was  sufficiently  shown  In 
the  exhibits  in  the  original  case  and  that  leave  to 
file  the  bill  would  not  effect  the  decree  which  had 
been  rendered,  held  that  appellants  were  estopped 
from  denying  knowledge  of  their  contents,  and 
that  tlieir  laches  of  seven  years  was  fatal  to  their 
application.    Providence  Bubber  Co.  r.  Goodyear  IM 

2.  Dotd>Ud  that  after  an  agreement  relating  to  the  use  of 

a  reissued  pai«nt  made  on  due  deliberation  and 
intended  to  adjust  conflicting  rights,  and  after 
making  machines  thereunder,  defendants,  licen- 
■ees  under  the  agreement,  could  set  up  the  defense 
that  the  machines  were  not  covered  by  the  original 
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patent,  in  the  absence  of  frauds  or  surprise  shown 
by  cross-bill  or  in  the  answer.  Eureka  Co.  v. 
Bailey  Co 280 

8.  Where  patentee  remained  silent  and  made  no  claim 
of  invention  at  the  time  when  defendant,  while 
preparing  to  construct  the  thing  subsequently 
patented,  described  it  in  his  presence,  but  without 
the  production  of  drawings,  held  that  it  did  not 
tend  to  show  fraud  upon  the  Patent  Office,  and 
much  less  did  it  constitute  a  fraud  in  law ;  neither 
did  it  amount  to  an  estoppel  in  pais  against  pat- 
entee, unless  it  mislead  defendant  to  his  hurt. 
Philadelphia,  Wilmington  and  Baltimore  R.  R.  Co. 
t>.  DuBois 488 

4.  Silence  does  not  estop  a  party,  unless  it  has  misled 
another  to  his  hurt.  Philadelphia,  Wilmington 
and  Baltimore  B.  R.  Co.  v.  DuBois 488 

See  Reissue,  2. 


Evidence. 


1.  The  rule  of  law  is  that  letters  patent  afford  a  prima 

fade  presumption  that  patentee  is  the  original  and 
first  inventor  of  what  is  therein  described  as  his 
improvement.    Agawam  Co.  v,  Jordan 24 

2.  Letters  patent  are  prima  facie  evidence  that  the  pat- 

entee is  the  first  and  original  inventor  of  the  im- 
provement claimed  therein.    Blanchard  V.  Putnam  107 

8.  Letters  patent  are  prirwi  facie  evidence  that  patentee 
is  the  original  and  first  inventor.  Seymour  v, 
Osborne 290 

4.  Unreliable  testimony  will  not  invalidate  letters  pat- 
ent.   Agawam  Co.  v,  Jordan 24 

6.  Where,  apart  from  the  question  of  damages,  one  of 
the  two  issues  presented  by  the  pleadings  was, 
whether  the  patentee  of  tlie  patent  on  which  suit 
was  founded  was  the  first  and  original  inventor  of 
the  improvement  therein,  and  defendants  intro- 
duced evidence  of  prior  knowledge  and  use  with- 
out giving  the  notice  of  special  matter  required 
by  act  of  1886,  sec.  15,  of  the  names  and  places  of 
residence  of  those  having  such  knowledge,  the  evi- 
dence was  held  inadmissible,  although  reversal  for 
error  was  nowhere  based  upon  the  failure  to  com* 
ply  with  the  requirement  of  the  statute.  Blanch- 
ard  v.  Putnam 107 

6.  Where  the  bill  of  exceptions  showed  that  iu  a  suit  at 
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law  for  the  infrliiRemeiit  of  a  patent  the  court  be- 
low refused  to  admit  the  teetimoDy  of  experts  to 
prove  the  Identity  of  the  invention  with  that  cov- 
ered by  a  prior  patent,  confeeaediy  prior  in  date  to 
that  of  plaintiff,  and  refused  to  permit  such  prior 
patent  to  be  read  to  the  Jury.  Held  thattheee  rul- 
ings were  erroueoua,  and  a  new  trial  was  ordered. 

Tucker  V.  Spaulding 474 

6eeBurdenotProof,'l,8;  Estoppel,  1;  FraiHl,8;  Prior 
Knowledge  and  Use,  1 ;  Recitals,  I ;  Reissue,  2. 


1.  Neither  the  Federal  nor  the  State  tribunals  either  at 

law  or  In  equity  can  recognize  the  authority  of  an 
executor  any  more  than  that  of  an  administrator, 
and  neither  wili  aid  liim  to  obtain  possession  and 
control  of  the  estate,  until  he  has  qualified  in  the 
manner  as  prescribed  by  the  statutory  provisions 
of  the  State.  Providence  Rubber  Co.  v.  Good- 
year     150 

2.  Where  of  several  executors  appointed  by  a  will,  one 

only  who  had  qusiifled  asauch,broughtsuit  onlhe 
patent,  luXd  tliat  by  the  settled  ruies  of  common 
law  lie  was  entitled  to  maintain  it.  Providence 
Rubber  Co.  r.  Goodyear  .  ■ IGO 

8.  Where  pursuant  to  Act  1836,  sec.  18,  a  reissue  is 
granted  an  executor  as  such,  lie  can  sustain  a  suit 
on  the  patent  in  all  respects  as  if  he  had  been  des- 
ignated in  it  as  trvtUe  instead  of  executor.  Prov- 
idence Rubber  Co.  t.  Goodyear  160 

4.  Objections  to  the  authority  of  an  executor  to  sue  on 
letters  patent  in  bis  r^reeentative  character, 
should  be  taken  by  a  plea  in  abHtement.  Provi- 
dence Rubber  Co.  r.  Goodyear  - 160 


1.  Crude  and  imperfect  experiments  are  not  sufficient  to 
confer  a  right  to  a  patent ;  but  in  order  to  consti- 
tute an  invention  must  have  been  reduced  to  prac- 
tice and  embodied  in  some  distinct  form.  Sey- 
mour V,  Osborne S 

See  Abandoned  Experiment,  1 ;  Delay,  1. 


See  Evidence,  0. 


INDEX  DIGEST.  637 

Paob. 

ESzplred  Patent. 

1.  Where  the  bill  was  brought  to  vacate  the  extension 
of  a  patent,  and  it  appeared  that  the  extension  had 
expired  before  the  suit  was  commenced,  field  that 
there  was  no  equity  to  support  the  application  to 
set  it  aside,  and  the  demurrer  to  the  bill  must  be 
sustained  and  the  bill  dismissed.  Bourne  v. 
Groodyear, 209 

fixtenalon. 

1.  It  is  well  settled  that  the  title  of  an  inventor  to  obtain 
an  extension,  may  be  the  subject  of  a  contract  of 
sale.    Nicholson  Pavement  Co.  v.  Jenkins,    .  .  .   616 

See  Assignment,  1,2;  Defense,  1, 2 ;  Particular  Patents, 
28,  Repeal,  1. 

Pint  and  Original  Inventor. 

See  Burden  of  Proof,  8 ;  Inventor,  !• 

Foreiflrn  Coorts. 

1.  Proceedings  in  the  Common  Pleas  in  England  can 
have  no  validity  here,  even  of  a  prima  facie  char- 
acter.   Bischoff  V.  Wethered, 218 

Formal  Changem 

1.  Mere  formal  alterations  in  acombination  arenodefense 
to  the  charge  of  infringement,  and  the  withdrawal 
of  one  ingredient  from  the  same  and  the  substitu- 
tion of  another  which  was  well  known  at  the  date 
of  the  patent  as  a  proper  substitute  for  the  one 
withdrawn,  is  a  mere  formal  alteration  of  the  com- 
bination if  the  ingredient  substituted  performs 
substantially  the  same  function  as  the  one  with- 
drawn.   Seymoar  i;.  Osborne, 290 

Fraud* 

1.  Where  in  suit  for  infringement,  the  question  of  fraud 

in  procuringthe  extension  of  the  patent  was  raised, 
held  that  letters  patent  cannot  be  abrogated  for 
fraud  in  any  collateral  proceeding  except  in  cases 
of  interferences  (Act  1880,  sec.  16).  Providence 
Rubber  Co.  v.  Goodyear, 160 

2.  Defendants,  when  sued  for  infringement,  are  not  at 

liberty  to  set  up  as  a  defense  that  the  patent  has 
been  fraudulently  obtained,  no  fraud  appearing 
upon  its  face.  Phila.,  Wil.  A  Bait.  B.  B.  Co.  v. 
DuBois, 488 
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8.  In  actionB  of  fraud  large  latitude  is  always  given  to 
the  admission  of  evidence.  If  a  motive  exists 
prompting  to  a  particular  line  of  conduct,  and  it 
be  shown  that  in  pursuing  that  line  a  defendant 
has  deceived  and  defrauded  one  person,  it  may 
justly  be  inferred  that  similar  conduct  towards 
another,  at  about  the  same  time,  and  in  relation 
to  a  like  subject  was  actuated  by  the  same  spirit. 
Held  that  letters  of  defendant  to  a  third  party 
offered  as  evidence  to  show  such  an  animus  and  ob- 
ject  in  view,  were  erroneously  rejected.  Butler  v. 
Watkins, 486 

See  Defense,  1 ;  Estoppel,  3 ;  Reissue,  1 ;  Bepeal,  1. 

GoTemment  Officer* 

See  Ck)ntract  4 ;  Employer  &  Employ^,  2;  License,  2. 

Identity* 

1.  A  charge  that  the  substantial  identity  of  one  com- 

pound of  given  proportions  with  another  com- 
pound varying  in  the  proportions,  is  a  question  of 
fact  and  for  the  jury,  sustained.    Tyler  v.  Boston,     1 

2.  It  is  not  the  construction  of  the  instrument^  but  the 

character  of  the  thing  invented,  which  is  sought 
in  questions  of  identity  and  diversity  of  inven- 
tions.   Bischofl  V.  Wethered, 218 

See  Evidence,  6;  Infringement,  1 ;  Questions  for  Jury, 
1,  2. 

Identity  of  Origrinal  and  Reissue* 

See  Reissue,  2, 3. 

Improvement* 

1.  In  what  patentable  improvements  on  an  old  machine 

may  consist.    Seymour  v.  Osborne, 290 

See  Particular  Patents,  16. 

Infilnfirement* 

1.  On  the  question  of  infringement  the  only  proper  com- 
parison on  that  issue  is  that  of  the  defendants'  ma- 
chine with  that  of  the  plaintiff,  and  it  is  no  answer 
to  the  cause  of  action  to  plead  that  defendant  is 
licensee  of  the  owner  of  another  patent  and  that 
his  machine  is  constructed  in  accordance  there- 
with.   Blanchard  v.  Putnam, 107 

See  Burden  of  Proof,  2;  Fraud,  2;  Particular  Patents, 
10,25;  Repeal,  1. 
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Interference. 

See  Fraad«  1. 

InYentlon* 

Double  me.    See  Doable  Use,  1 ;  Experiment,  1. 
SitbstUuiion  not  involting  Invention. 
See  Particular  Patents,  8, 16. 

InYentor* 

1.  Whosoever  first  perfects  a  machine  is  entitled  to  the 

patent,  and  is  the  real  inventor,  although  others 
may  have  previously  had  the  idea  and  made  some 
experiments  towards  putting  it  in  practice. 
Agawam  Co.  v,  Jordan, 24 

2.  He  is  the  first  inventor  and  entitled  to  the  patent, 

*  who,  being  an  original  discoverer,  has  first  per- 
fected  and  adapted  the  invention  to  actual  use. 

Whiteley  v.  Swayne, 70 

8.  He  is  the  first  inventor,  and  entitled  to  a  patent  for 
his  invention,  who  first  perfected  and  adapted  the 
same  to  use,  and  until  the  invention  is  so  perfected 
and  adapted  to  use,  it  is  not  patentable.    Seymour 

V,  Osborne, 290 

See  Employer  and  Employ^,  1, 2;  Evidence,  2,3 ; 
Particular  Patents,  13, 22 ;  State  of  the  Art,  1. 

Joinder  of  InYentlons* 

1.  No  general  rule  can  be  given  by  which  to  determine 
when  a  given  invention  or  improvements  shall  be 
embraced  in  one,  two  or  more  patents.  Some  dis- 
cretion must  necessarily  be  left  on  this  subject  to 
the  head  of  the  Patent  Office.    Bennett  v.  Fowler,  124 

See  Particular  Patents,  9. 

JiAot  InYentors. 

See  Particular  Patents,  22. 

Jurisdiction* 

See  Executor,  1 ;  Expired  Patent,  1 ;  Foreign  Courts,  1. 

liBChes* 

See  Delay. 
See  Estoppel,  1. 

license* 

1.  A  license  granted  C.  Goodyear,  ^^  his  executors,  ad- 
ministrators and  assigns  to  '  use  a  patented  inven- 
tion '  at  his  own  establishment,  but  not  to  be  dis- 
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poaed  of  to  others  for  that  purpoee  without  the 
consent  of  the  said  C.  Goodyear."  construed  Dot  to 
anthoriza  its  use  in  on  establisliDoent  owned  br 
Goodyear  together  with  others.  Providence  Rub- 
ber Co.  i>.  Goodyear, ISO 

2.  Where  a  Ucense  to  make  and  use  a  patented  tent  was 
granted  by  an  army  ofScer,  the  patentee,  to  the 
United  States,  stipulating  for  the  payment  of  a 
certain  sum,  and  to  continue  beyond  a  certain 
date  unless  licensee  gare  notice  to  the  contrary.and 
subsequently  licensee  directed  the  payment  to  be 
discoutiuued  and  withheld,  but  continued  to  mao- 
ufacture  and  use  the  tents,  held  that  it  was  no 
termination  of  the  contract,  neither  was  it  a  re- 
pudiation of  licensee's  liability  for  the  teats  made 
prior  or  subsequent  to  the  withholding  of  the  pay- 
menta.    Uuited  States  v.  Burns, 458 

Ucensee. 

See  Infringement,  1. 
Hachlnet 

See  Piutlcular  Fatents,  5. 
Marking  Patented  ArUcles* 

Bee  Waiver,  1. 
Hechanlcal  Skill. 

Particular  Patents,  8. 
Blultltbri  onsnesa . 

1.  Stn^h  that  a  bill  joining  five  several  patents  in  the 
cbai^  of  infringement,  ia  not  open  to  objection 
where  all  the  claims  appertain  to  the  same  general 
subject,  and  it  requires  all  the  inventions  in  ques- 
tion to  constitute  a  complete  machine,  such  as 
complainants  make  and  furnish  the  public.  Sey- 
mour V.  Osborne 2W 


.  A.  party  giving  notice  of  prior  knowledge  and  use  un- 
der act  1836,  sec.  16,  isnotbound  tobesospeciflcas 
to  the  places  where  the  use  is  shown,  as  to  relieve 
the  other  from  all  inquiry  or  effort  to  investigate 
the  facts.  If  he  fairly  puts  his  adversary  in  the 
way  that  tie  may  ascertain  all  that  is  necessary  to 
his  defense  or  answer,  it  ia  all  that  can  be  re- 
quired.   Wise  u.  AUia 1 
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2«  Where  no  issue  such  as  the  defense  now  set  up  was 
tendered  to  complainants,  and  they  had  no  notice 
that  such  a  defense  was  intended  to  be  relied  upon, 
held  that  the  proofs  without  the  requisite  allega- 
tions were  unavailing,  and  the  defense  could  not 
be  entertained.  Providence  Rubber  Co.  t;.  Good- 
year     150 

See  Novelty,  1. 

Novelty. 

1  The  defense  of  want  of  novelty  of  the  patented  inven- 
tion cannot  be  set  up  in  the  absence  of  notice.  Eu- 
reka Co.  V.  Bailey  Co 280 

See  Particular  Patents,  7, 18, 26. 

Oath. 

See  Becitals,  1. 

defections. 

See  Executor,  4. 

Particular  Patents. 

1.  Letters  Patent  No.  8,633,  C.  Groodyear,  June  15, 1844. 

India-Rubber,  extended;  expire  June  14,  1865. 
Bourne  v,  Goodyear 209 

2.  Letters  patent  No.  8,720,  Feb.  10, 1852,  B.  Densmore 

Harvester,  held  to  be  for  a  practical  machine  prior 
in  date  of  invention  over  reissues  Nos.  985  and 
086,  T.  S.  Steadman,  June  19,  1860,  Harvesters 
(orig.  No.  10,967,  May  23, 1854),  granted  for  an  un- 
successful and  abandoned  experiment.  Whiteley 
V,  Swayne 70 

8.  Where  original  letters  patent  No.  27,899,  F.  F.  Fow- 
ler, April  17, 1860,  Hay  Elevator,  was  reissued  in 
two  divisions,  Nos.  1,869  and  1,871.  February  14, 
1865,  in  tlie  latter  of  which  the  lifter  was  some- 
what differently  constructed,  so  as  to  adapt  it  es- 
pecially to  the  stacking  of  hay,  the  divisional  re- 
issues were  sustained.    Bennett  v.  Fowler   ...    124 

4.  Letters  patent  No.  85,015,  Tyler,  C.  N.,  March  24, 
1868.  Burning  Fluid,  commented  on  with  refer- 
ence to  the  insuflSciency  of  the  statement  in  the 
specification  tliat  '*  the  exact  quantity  of  fusel-oil 
which  is  necessary  to  produce  the  most  desirable 
compound  must  be  determined  by  experimenU^^  SLXid 
the  term  "  equivalent "  construed  to  mean  **  equal 
bulk,"  in  view  of  the  specification's  description  as 
*'  by  measure  crude  fusel-oil  one  part,  kerosene  one 
part."    Tyler  v.  Boston 1 
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6.  Claim  1  of  letterd  patent  So.  36,5IS,  J.  DuBoia,  Sep- 

tember 23,  1862,  Pier  for  Bridge,  for  "  building 
aod  Betting  piers  by  means  of  a  floating  coffer, 
dam,  substaatially  as  set  forth,"  construed  to  be 
for  the  instrument  being  the  coffer-dam,  coa- 
Btruct«d  as  described  in  the  specification,  and  not 
to  be  for  a  process.    Fhila.,  Wil.&Balt.  K.  B.  Co. 

r.DuBois 4SS 

0.  The  2d  claim  for  "  the  use  of  the  tube  wbich  consti- 
tutes the  dam  for  encasing  and  strengthening  the 
pier,  aubstantiallj  as  set  forth,"  construed  to  be 
for  the  use  of  the  tube,  whether  longer  or  shorter, 
no  matter  what  its  shape  or  material,  or  of  how 
many  parts  consisting.  Phila.,  Wil.  &  Bait.  R.  B. 
Co.  V.  DuBols «S 

7.  Where  letters  patent  No.    42,136,  C.  T.  Woodman, 

March  29,  1864,  Ornamenting  Machine,  claiming 
*'  boarding  or  i^bbling  skins  or  leather  by  means 
of  a  single  short  cylinder  rolling  over  a  table  with 
the  requisite  pressure,"  was  construed  to  be  for 
the  combination  of  the  figured  roller  with  tbe  ma- 
chine for  operating  it,  and  it  appeared  that  a  fig- 
ured roller  bad  been  worked  by  band  for  the  same 
purpose,  and  that  a  smooth-faced  leather  roller 
bad  been  used  in  a  similar  machine,  Aefd  ao  in- 
straction  to  the  jury,  that  if  plaintiff's  machine 
had  been  anticipated  in  every  part  of  its  construc- 
tion, except  the  flgures  or  designs  on  t)ie  roller, 
which  roller  was  old,  he  was  not  entitled  to  re- 
cover, was  erroneously  refused.  Stlmpson  o. 
Woodman 221 

8.  Held  further,  the  machine  being  old,  and  the  figured 

roller  worked  by  pressure  old,  it  did  not  require 
invention,  but  involved  simple  meelianical  skill  to 
stamp  the  figure  on  the  smooth-faced  roller  of  the 
machine,  or  to  substitute  the  old  figured  roller  for 
the  purpose.    Stimpeon  o.  Woodman 221 

9.  Where  letters  patent  No.  45,690,  R.  &  A.  Cross,  De- 

cember 27, 1864,  Pail  Graining  Machine,  claimed 
" arranging  theelastiu  material  aforesaid  "  (Itaving 
B.  design  thereon,  which  is  printed  u|K>n  the  pail] 
"whether  curved  or  rectangular  in  form,  in  a 
series  of  distinct  staves  or  designs  substantially 
as  aud  for  the  purpose  shown  and  set  forth,"  held 
that  it  was  for  a  part  of  the  machine,  and  patent- 
able other  than  as  a  design  under  Act  1861,  sec. 
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11,  and  that  the  design  was  bat  incidental  and  as 
such  had  no  other  protection  than  that  which  tlie 
patent  secured  to  the  inventor  of  the  machine, 
and  the  right  to  its  use  went  with  the  machine. 
Clark  V.  Bousfield 245 

10.  Where  in  a  suit  for  infringement  of  reissued  letters 

patent.  No.  786,  J.  Fairclough,  August  2,  1859, 
(original  No.  22,856,  December  21, 1858),  Balanc- 
ing Millstones,  defendant  gave  notice  in  addition 
to  the  particular  town  and  city  where  they  were 
used,  the  names  and  residences  of  witnesses  by 
whom  the  use  was  to  be  proved,  but  did  not  spe- 
cify the  mill  in  whicli  such  prior  use  had  been 
made,  held  that  in  respect  to  such  large  objects  as 
millstones,  there  was  sufficient  precision  and  cer- 
tainty in  the  notice.    Wise  v.  Allis 148 

11.  The  patentabilty  of  process  and  product  considered, 

and  held  that  the  product  claimed  in  the  reissued 
letters  patent  No.  1 ,084,  C.  Goodyear,  November 
20, 1860,  was  patentable  independently  of  the  pro- 
cess.   Providence  Rubber  Co.  v.  Goodyear  ....    150 

12.  Where  on  surrender  of  reissued  letters  patent  No. 

156,  C.  Goodyear,  December  25,  1840,  proces- 
ses for  the  manufacture  of  India-rubber,  claim- 
ing (1)  *Hhe  curing  of  caoutchouc  or  India-rubber 
by  subjecting  it  to  the  action  of  a  high  degree  of 
artificial  heat,"  and  (2)  '-The  preparing  and  cur- 
ing the  compound  of  India-rubber,  sulphur  and  a 
carbonate  or  other  salt  or  oxide  of  lead  by  subject- 
ing the  same  to  the  action  of  artificial  heat,"  a  re- 
issue of  the  same  for  the  product  was  granted.  No. 
1,084  November  2(i,  1860,  claiming  ''  the  new  man- 
ufacture of  vulcanized  India-rubber  (whetlier  with 
or  without  other  ingredients),  chemically  altered 
by  the  application  of  heat "  it  was  sustained  as 
within  the  right  of  patentee  or  his  representatives 
to  enlarge  or  restrict  the  claim,  so  as  to  give  it 
validity  and  secure  the  invention.  Providence 
Rubber  Co,  v,  Goodyear 150 

13.  Held  that  Charles  Goodyear  was  the  first  and  origi- 

nal inventor  of  tlie  process  described  in  reissue 
letters  patent  granted  his  executor  No.  1,084  pro- 
duct and  1,085,  November  20, 1860,  India-Rubber 
Process,  original  patent  No.  3,633,  June  15, 1844. 
Providence  Rubber  Co.  v,  Goodyear 150 

14.  The  particular  patents  in  suit,  reissued  letters  pat- 
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ent  No8.  1,109,  January  1,  1861;  No.  I,6S3,  May 
81,  1864;  No.  1,177  (No.  72},  May  7,  1861;  No. 
1.6H3,  May  31,  1864.  and  original  patent  No. 
10,459,  January  24, 1864,  Marvestera,  held  to  have 
sufBciently  pointed  out  in  tbeir  speciflcatlona  and 
claims  the  parts,  improvementa  or  combinations 
which  tbey  claim  as  tbeir  respective  inventions, 
and  that  the  reisaues  are  in  due  form.  Seymour 
e.  Uaborne 290 

15.  BeiBsued  letters  patent  No.  |4)  1,109,  January  1. 1861, 

and  No.  1,682,  May81,1864,of  oriKJnal  patent  No. 
8,192,  Palmer  and  WilliamB.  July  1, 1862,  Harves- 
ter ;  and  reissued  letters  patent  No.  (72)  1,177,  May 
7,  1861,  and  No.  1,68S,May81,  1864,  of  original 
patent  No.  8,212,  W.  H.  Seymour,  July  8,  1851, 
Harvester;  and  Letters  Patent  No,  10,469,  Pal- 
mer and  Williams,  January  24,  1854,  Harvester. 
Examined  and /leMiufrinj^.  Seymour  t.  Osborne  290 

16.  Held  that  the    four  reissued    letters    [wtent  Nos. 

1,109, 1,117,  ],S82  and  1,683,  are  for  improvements 
on  a  machine  as  distinguished  from  a  machine 
patentable  under  the  act  of  Coogress,  and  consist 
of  new  combinations  of  old  elements,  and  involve 
invention.    Seymour  r.  Osborne 290 

17.  BelBSue  No.  (72)  ],17T,  May  7,  1861,  htld  not  antici- 

pated by  Uussey's  abandoned  experiment,  built 
prior  to  the  perfecting  of  the  patented  invention, 
but  never  reduced  to  practice  as  an  operative  ma- 
chine.   Seymour  r.  Usljorne 290 

18.  The  two  claims  of  reissued  letters  patent  No.  (72) 

1,177,  May  7,  1861,  field  not  anticipated  by  Bur- 
Titll's  prior  device  sliowin;;  only  one  of  their  ele- 
ments in  a  substantially  different  combination. 
Seymour  r.  Osborne 290 

19.  Claim  1  of  reissued  letters  patent  No.  1,262,  B.  Dens- 

more,  January  28,  1862,  Harvester,  for  "hanging 
the  driving-wlieel  in  a  supplementary  frame,  or  its 
equivaknt,  wliich  ia  hinged  at  one  end  by  the 
main  frame,  while  its  opposite  end  may  be  ad- 
justed and  secured  at  various  heights,  or  be  left 
free  as  desired,  whereby  the  cutting  apiiai'atns 
maybe  held  at  any  desired  lieight  forieaping  or 
Ije  left  to  ac(;  001  mod  ate  itself  to  the  undulations 
of  tlie  ground,  substantially  ss  described,"  held 
infringed  by  a  harvester  constructed  with  a  main 
frame  which  carries  the  cutting  apparatus,  and 
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haviniir  attached  to  the  main  frame  a  secondary 
(supplemental)  frame,  which  carries  the  driving- 
wheel,  the  secondary  frame  being  prolonged  be- 
yond  the  driving-wheel  to  a  standard  in  the  foim 
of  an  arc,  having  holes  at  various  heights,  by 
which  the  secondary  frame  and  with  it  the  axis  of 
the  driving-wheel  is  secured  at  fixed  distances 
above  the  main-frame.    Whiteley  r.  Kirby    ...   897 

20.  Beissued  letters  patent  No.  1,262,  B.  Densmore,  Jan- 

uary 28,  1862,  Harvester,  of  original  patent  No. 
8,720,  February  10,  1852,  held  not  anticipated  by 
patents  No.  6,517,  N.  Piatt,  June  12, 1849,  and 
No.  2,007,  A.  Churchill,  March  1, 1841,  Harvesters. 
Whiteley  r.  Kirby 897 

21.  Beissued  letters  patent  No.  1 ,714.    J.  Goulding,  June 

28, 1864.  Machine  for  Manufacture  of  Wood  and 
other  Fibrous  Material  (original  granted  Decem- 
ber 15, 1826),  examined.    Agawam  Co.  v.  Jordan.    24 

22.  Where  the  claims  of  the  reissued  letters  patent  No. 

1,714,  J.  Goulding,  June  28, 1864,  Machine  for  Man- 
ufacture of  Wool  were  construed  to  be  for  the  sev- 
eral combinations  described,  and  the  defense  waa 
that  patentee  was  not  the  original  and  first  inven- 
tor, but  had  fraudulently  obtained  it  from  W., 
his  employee,  who  it  appeared  had  made  and  sug- 
gested the  use  of  what  proved  to  be  a  useful  aux- 
iliary  part  of  the  entire  invention  (the  spool  and 
drum),  held  that  W.^s  work  was  not  the  invention 
described  in  tlie  patent,  nor  such  a  material  part  of 
the  same  as  to  constitute  W.  the  inventor  or  the 
Joint-inventor,  of  the  improvement,  and  was  no 
defense  to  the  charge  of  infringement.  Agawam 
Co.  V.  Jordan 24 

28.  Where  the  patent  granted  J.  Goulding,  December 
15, 1826,  for  Machine  for  Manufacture  of  Wool, 
was  extended  by  special  act,  tiie  extension  being 
made  subject  in  express  terms  to  the  proviso  con- 
tained in  the  act,  held  that  re-issue  No.  1,714, 
June  28, 1864,  of  the  extended  patent  was  not  void 
for  failure  to  recite  the  terms  of  tlie  proviso.  Aga- 
wam Co.  V.  Jordan 24 

24.  The  broad  claim  of  reissued  letters  patent  No.  1,940, 
C.  H.  &  H.  £.  Davidson,  April  25, 1865,  Syringe, 
sustained,  in  view  of  the  fact  that  the  restrictions 
in  the  claim  of  the  original  No.  16,956,  March  81, 
1857,  which  was  at  first  substantially  indentical 
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with  that  of  the  reissue  arose  from  an  error  into 
which  the  inventors  were  led  by  the  Commissioner 
of  Patents  himself.    Morey  v.  Lockwood  ....     78 

25.  Held  that  the  reissue  claim  which  was  for  *'  a  syringe 

having  an  eastic  bulb  or  chamber,  flexible  tubes 
and  a  suitable  valvular  arrangement  when  organ- 
ized, so  as  to  operate  substantially  as  described,*' 
was  infringed  by  an  arrangement  of  the  same  parts 
and  materials,  but  not  connected  together  in  an 
axial  line  as  in  patentee's  invention ;  and  that  it 
was  a  change  in  form  and  not  in  substance.  Morey 
V.  Lockwood 78 

26.  The  novelty  of  the  invention  sustained.    Morey  v. 

Lockwood 78 

Patent. 

See  Burden  of  Proof,  3. 
Evidence,  1,  2, 8 ;  Beissue,  2. 

Patentability. 

See  Design,  1 ;  Improvement,  1 ;  Particular  Patents,  11. 

Personal  License* 

See  License,  1. 

Plea  in  Abatement* 

See  Executor,  4. 

PleadinfiT* 

See  Court  of  Claims,  1. 

Presumption* 

Presumption  of  Abandonment;  see  Abandonment,  1; 
Delay,  1 ;  Evidence,  1. 

Prior  Knowledsre  and  Use* 

1.  Where  the  answer  denied  that  the  assignor  of  com- 
plainant was  the  first  and  original  inventor  of  the 
improvement,  held  that  the  defense  of  previous  in- 
vention, knowledge  and  use.  requiring  the  statu- 
tory thirty  days'  notice  of  special  matter  giving 
names  and  places  of  residence  of  those  who  are  to 
prove  such  prior  knowledge  (act  1836,  sec.  15),  was 
not  admissible  thereunder ;  but  it  was  admitted 
under  another  part  of  the  answer.  Agawam  Co. 
V.  Jordan 24 

See  Burden  of  Proof,  1 ;  Evidence,  5 ;  Notice,  1 ;  Par- 
ticular Patents,  10. 
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Prior  Public  Use  and  Sale. 


1.  Where  respondents  alleged  in  their  answer  that  the  in- 
vention at  the  time  the  application  was  filed,  and 
for  a  long  time  before,  had  been  on  sale  and  in 
pablic  use,  without  more,  it  was  held  not  a  good 
defense  against  the  charge  of  infringement,  be- 
cause of  failure  to  state  that  it  was  for  more  than 
two  years  prior  to  the  date  of  filing  the  application. 
Agawam  Co.  v,  Jordan 24 

Prior  Pabllcatlons. 

1.  Patented  Inventions  cannot  be  superseded  by  the 
mere  introduction  of  a  foreign  publication  though 
of  prior  date,  unless  the  description  and  draw- 
ings contain  and  exhibit  a  substantial  representa- 
tion of  the  patented  improvement,  in  such  full, 
clear  and  exact  terms  as  to  enable  any  person  skilled 
in  the  art  or  science  to  which  it  appertains  to 
make,  construct  and  practice  the  invention  to  the 
same  practical  extent  as  they  would  be  enabled  to 
do  if  the  information  were  derived  from  a  prior 
patent.    iSeymour  v.  Osborne 290 

Priority  of  Inventioii. 

See  Questions  for  Jury,  1. 


See  Particular  Patents,  5. 
Beissue  of  Process  for  Product, 
See  Particular  Patents,  12. 

Process  and  Product* 

See  Particular  Patents,  11, 12. 

Profits. 

1.  Profits  are  the  gain  made  upon  any  business  or  invest- 
ment, when  both  the  receipts  and  payments  are 
taken  into  the  account.  Bule  stated  for  estimat- 
ing cost  in  order  to  find  the  difference  between 
cost  and  yield,  in  an  accounting  for  profits  for  in- 
fringement.   Providence  Rubber  Co.  v.  Goodyear.  150 

Questions  for  Jury. 

1.  On  questions  of  priority  of  invention,  the  identity  or 
diversity  of  the  several  inventions  described  in  the 
patents  produced,  is  a  question  of  fact  for  the  Jury, 
and  the  court  cannot  be  called  upon  to  compare 
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the  specifications  and  instruct  the  Jnry  as  a  mat- 
ter of  law,  whether  they  are  or  are  not  identical. 

Bischoff  V.  Wethered 218 

2.  When  suit  for  the  infringement  of  a  patent  is  brought 
in  the  law  in  preference  to  the  equity  side  of  the 
court,  the  question  of  the  diversity  or  identity  of 
the  invention  covered  by  plaintiffs  patent  with 
an  alleged  prior  invention,  must  be  submitted  to 
the  Jury,  if  there  is  such  resemblance  as  raises  the 
question  at  all.    Tucker  v.  Spaulding 474 

See  Identity,  1. 

Batlficatloii. 

See  Contract,  8. 

Bebellion. 

1.  Where  subsequent  to  a  contract  made  with  the  United 
States  respecting  a  patented  article  the  owner  of 
the  patent,  an  army  officer,  assigned  a  half  interest 
in  the  same,  to  another  officer  6.,  and  A.  joined 
the  rebels  while  B.  remained  loyal, /ield  on  suit 
•  brought  by  B.  in  the  Court  of  Claims  to  recover 
certain  payments  under  the  contract  that  B.'s  in- 
terest could  not  be  affected  by  the  disloyalty  of  his 
Joint  owner  A. ;  and  that  the  Government  having 
recognized  B.'s  half  interest  and  paid  him  a  moiety 
of  the  royalty  due  under  the  contract,  his  interest 
became  severed  from  the  claim  of  his  Joint  owner 
A.,  and  that  the  necessity  of  pleading  in  tjieir 
Joint  name,  if  both  were  living,  did  not  apply  to  a 
case  in  the  Court  of  Claims.  United  States  v. 
Burns 4SB 

Receiver. 

1.  Where  there  was  an  assignment  of  a  patent  by  a  re- 
ceiver in  proceedings  in  which  there  was  no  issu- 
ing of  any  process  against  the  defendant,  no  steps 
were  taken  to  bring  him  before  the  court,  and  in 
which  he  did  not  appear,  the  assignment  was  held 
a  nullity.  Fhila.,  Wil.  &  Bait.  B.  B.  Co.  v,  Trim- 
ble   261 

Recitals* 

1.  Becitals  in  letters  patent,  original  and  reissued,  that 
the  required  oath  was  taken  before  the  same  was 
granted,  are  in  the  absence  of  fraud  conclusive  evi- 
dence that  the  necessary  oaths  were  taken  by  the 
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applicants  before  the  letters  patent  were  granted. 

Seymour  v.  Osborne 290 

See  Particular  Patents,  28. 

Becoyery. 

1.  Complainants  cannot  recover  damages  for  any  in- 
fringement anterior  to  the  date  of  the  reissued  pat- 
ent sued  on.    Agawam  Co.  v.  Jordan 24 

See  Bight  of  Action,  1. 

Redaction  to  Practice* 

See  Experiment  1 ;  Inventor,  1, 2, 8. 

Reissue* 

1.  A  reissue  cannot  be  attacked  collaterally  for  fraud  in 

obtaining  it ;  it  can  only  be  considered  in  some 
direct  suit  to  improve  and  set  aside  the  patent. 
Eureka  Co.  v.  Bailey  Co 280 

2.  Where  the  defense  set  up  was  th&t  the  reissued  patents 

were  for  different  inventions  from  those  embraced 
in  the  original  patents,  held  that  it  was  a  matter 
of  construction  for  a  court  of  equity  to  be  deter- 
mined by  a  comparison  of  the  original  and  reissued 
patents  aided  or  not  by  the  testimony  of  expert 
witnesses,  and  that  respondents  having  failed  to 
introduce  the  original  patents  in  evidence,  the  de- 
fence was  not  open  to  them.    Seymour  u.  Osborne,  290 

8.  Beissued  letters  patent  must  be  for  the  same  inven- 
tion as  that  embraced  and  secured  in  the  original, 
if  not  the  reissue  is  invalid.  Permissible  variation 
between  tlie  original  and  reissued  patent.  Sey- 
mour V.  Osborne, 290 

See  Defense,  2 ;  Executor,  3 ;  Particular  Patents,  12- 
24;  Recovery,  1 ;  Repeal,  1. 
Ckmelusivenesa  of  Vommissumers^  Decision  on  grant  of  Beistue. 

See  Commissioner's  Decision,  1,2. 

Repeal. 

1.  Neither  reissued  nor  extended  patents  can  be  abrogated 
by  an  infringer,  in  a  suit  against  him  for  infringe- 
ment, upon  the  ground  that  the  letters  were  pro- 
cured by  fraud  in  prosecuting  the  application  for 
the  same  before  the  Commissioner.  Seymour  «. 
Osborne, 290 

8.  The  question  raised  but  not  considered  whether  the 
court  has  Jurisdiction  to  entertain  proceedings  to 
declare  a  patent  null,  ab  initio^  which  though  no 
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longer  in  force  as  to  present  or  future  infringe- 
ments, is  used  to  sustain  suits  for  infringements 
during  its  validity.    Mowry  v.  Whitney, 506 

8.  No  one  but  the  Government,  either  in  its  own  name 
or  in  the  name  of  its  appropriate  officer,  or  by  some 
form  of  proceeding  which  gives  official  assurance 
of  tbe  sanction  of  the  proper  authority,  can  insti- 
tute  judicial  proceedings  for  the  purpose  of  vacat- 
ing or  rescinding  the  patent  which  the  Government 
has  issued  to  an  individual,  except  in  the  cases 
provided  for  in  sec.  16  of  the  Act  of  July  4, 1836. 
Demurrer  to  bill  to  vacate  a  patent  brought  by 
complainant  in  his  own  right  sustained.  Mowry 
«.  Whitney 606 

4.  Although  in  this  country  the  writ  of  scire  fadaa  is 
not  in  use  as  a  chancery  proceeding  the  nature  of 
tbe  chancery  jurisdiction  and  its  mode  of  proceed- 
ing have  established  it  as  the  appropriate  tribu- 
nal for  the  annulling  of  a  grant  or  patent  from 
the  Government.    Mowry  v.  Whitney, 606 

See  Construction  of  Statutes,  3;  Expired  Patent,  1; 
Fraud,  1 ;  Beissue,  1. 

Replication. 

See  Burden  of  Proof,  4. 

Rlgrht  of  Action. 

1.  Subsequent  sale  and  transfer  of  the  exclusive  right  in 
a  patent  are  no  bar  to  an  action  to  recover  dam- 
ages for  an  infringement  committed  before  such 
sale  and  transfer.    Moore  v.  Marsh 14 

See  Construction  of  Statutes,  1,2;  Executor,  3, 4. 

Sale* 

See  Extension,  1 ;  Bight  of  Action,  1. 

Scire  Facias* 

See  Bepeal,  4. 

Special  Act. 

See  Defense,  2 ;  Particular  Patents,  28. 

Specification* 

1.  What  constitutes  a  sufficient  description  of  an  inven- 
tion  when  it  embraces  an  entire  machine;  or  a 
combination  of  old  and  new  elements;  or  a  new 
combination  of  old  elements.    Seymour  r.  Osborne  290 

See  Composition  of  Matter,  1 ;  Particular  Patents,  4, 14. 
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StBte  of  the  Art. 

1.  While  the  court  may  properly  consider  the  state  of 
the  art  in  the  construction  of  the  patent,  it  has 
no  bearing  upon  the  question  whether  patentee  is 
the  first  Inventor  in  the  absence  of  the  statutory 
notice  of  such  prior  knowledge  and  use.  Phila., 
Wil.  &  Bait.  B.  B.  Co.  v.  Du  Bois 488 

Statates. 

See  Construction  of  Statutes. 

Statatory  Notice. 

See  Burden  of  Proof,  1 ;  Evidenee,  6;  Notice,  1;  Fiar- 
ticular  Patents,  10. 

*«  SatMrtantially  as  Described." 

See  Construction  of  Claims,  1. 

Substituted  Service. 

See  BiU  in  Equity,  2. 

Substitution  of  Equivalent. 

See  Formal  Change,  1 ;  Particular  Patents,  8. 

Sunrestions. 

See  Emplpyer  and  Employ^,  1 ;  Particular  Patents,  22 

Trustee. 

See  Executor,  8. 

Two  Patents  for  Same  Su1\Ject« 

See  Abandoned  Experiment,  1. 

Void  Patent. 

See  Evidence,  4. 
Waiver. 

1.  Where  on  an  accounting  before  a  master  it  was  ob- 

jected that  the  word  **  patented  "  with  date  was 
not  affixed  to  the  article  as  required  by  Act  1861, 
sec.  2,  no  such  issue  having  been  made  by  the  plead- 
ings, held  that  it  was  too  late  to  raise  it  before  the 
master,  and  it  must  be  deemed  waived.  Provi- 
dence Bubber  Co.  v.  Goodyear 150 

2.  Where  plaintiff  asked  for  no  instructions  in  the  court 

below,  he  cannot  now  be  heard  to  complain  that 
full  instructions  were  not  given ;  notwithstanding 
that  what  the  court  said  may  have  been  inade- 
quate to  a  full  presentation  of  the  case.    Butler 

V.  Watkins 496 

Writ  of  Error. 

See  Appeal,  1. 
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Abandoned  Uxperiment* 

An  abandoned  experiment  will  not  defeat  a  subsequent 

patent 75,  386 

Case  of  abandoned  experiment 75 

Held  not  an  abandoned  experiment 75 

Aggregation  is  not  patentable  invention 241 

Analagons  Use. 

Analagous  use 492 

Assignment* 

Unqualified  assignment  of  "invention  "distinguished 

from  "  patent 277 

Assignment  of  extended  term 277, 522 

Held  not  an  assignment  of  extended  term 277, 522 

Bnrden  of  Proof* 

Burden  of  proving  statutory  notice 121 

Production  of  patent  shifts  the  burden  of  proof  ....   384 

Change  in  Form. 

Change  in  form  but  not  in  substance 97 

CoHnsive  Snlt. 

Collusive  suit 104 

Composition  of  Matter* 

Composition  of  matter 11 

Sufficiency  of  description  of  a  composition  of  matter  .  .     11 

Constmction  of  Claims* 

Patent  claims  construed  to  be  for  a  machine  and  not  for 

a  process 454 

^' Substantially  as  described  "  effect  on  construction  of 

claim 385 
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Constroctlon  of  Patents. 

Patents  should  be  liberally  constnied 185 

Court  of  Claims. 

On  the  jurisdiction  of  Court  of  Claims  in  suits  under  let- 
ters patent  against  the  United  States  or  its  offi- 
cers     467 

Date. 

Date  of  publication 387 

I>elay. 

Delay  while  experimenting  is  no  abandonment   ....     65 

Description. 

Prior  publication,  sufficiency  of  description  to  defeat 

patent 387 

Double  Use* 

Double  use 4&2 

tSmployer  and  Employe* 

Relations  between  employer  and  employ^  with  regard 

to  origin  of  invention 65 

Equivalents* 

Chemical  equivalents 12 

Who  is  entitled  to  doctrine  of  equivalents 387 

Error* 

Error  of  the  (Department)  Commissioner  is  properly  cor- 
rected l9y  reissue, 97 

Estimation  of  Damagres* 

Allowable  expenses, 187 

Evidence* 

Letters  patent  are  prima  facie  evidence  of  inventorship, 

64,388 
Original  patent  in  evidence  on  the  question  of  identity,  385 
Defendant's  patent  as  evidence  of  non-infringement,  .  121 
Evidence  of  the  state  of  the  art  admissible  without 

notice, 455 

Admissibility  of  expert  evidence, 493 

Of  what  publication  is  evidence, 387 

Extension* 

Assignment  of  extended  term, 277, 522 

Held  not  an  assignment  of  extended  term, 277, 528 
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Day  on  which  patent  expires, 2U 

Equity  jurifldiction.— Expiring  and  expired  patents,  .   211 

Experts* 

Admissibility  of  expert  evidence, 493 

Fraud. 

Letters  patent  cannot  be  collaterally  impeached  for 

fraud  in  infringement  proceedings, ...   186, 884,  454 

Patent  cannot  be  impeached  for  fraud  in  collateral  pro- 
ceedings,   286 

Bepeal  of  patent  for  fraud, 186 

Identity.  ^ 

.On  the  question  of  novelty,  identity  with  the  prior  in- 
vention is  a  question  for  jury, 4d3 

The  reissue  must  be  for  the  same  invention  as  the  orig- 
inal,    885 

Identity  of  original  and  reissued  patent  a  question  for 

the  court, 885 

.   Identity,  when  a  question  for  Jury, 12,  219 

Original  patent  in  evidence  on  the  question  of  identity,  885 

Improyement. 

Patentability  of  an  *' improvement," 886 

InfHnffement. 

Patent  cannot  be  collaterally  impeached  for  fraud  in  pro- 
ceedings for  infringement, 186,  884,  454 

luyention* 

Analogous  use 492 

Double  use 492 

Aggregation  is  not  patentable  invention 241 

Substitution  not  involving  invention 242 

Unqualified  assignment  of  invention 521 

Inventor. 

Relations  between  employer  and  employ^  with  regard  to 

origin  of  invention 65 

Suggestions  made  to  inventor 65 

The  first  to  reduce  to  practice  is  the  prior  inventor  .  64, 886 
Patent  is  prima  fade  evidence  of  inventorship    ...  64, 883 

Joinder  of  Inventions. 

Joinder  of  inventions  in  one  patent 140, 
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Personallicense 187 

Maeliine* 

Patent  claims  construed  to  be  for  a  machine  and  not 

for  a  process 464 

Master's  Report. 

Master's  report,  and  practice  on  reference  to— 187 
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Definiteness 148 
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Patent. 
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Defendant's  patent  as  evidence  of  non-infringement .  .   121 
Patent  cannot  be  impeached  for  fraud  in  collateral  pro- 
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Patentaliility. 

Patentability  of  a  product 186 

Patentability  of  a  process 185 

Patentability  of  an  ''  improvement '' 886 

Prior  Knowledgre  and  Use* 

Want  of  novelty  (prior  knowledge  and  use)  cannot  be 

set  up  without  notice 455 
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Process* 

Patentability  of  a  process 186 

Process  reissued  for  product 186 

Patent  claims  construed  to  be  for  a  machine  and  not  fbr 

a  process 464 

Product* 

Product 11 

Patentability  of  product 186 

Process  reissued  for  product 186 

Pablicatloii. 

Date  of  publication 887 

Of  what  publication  is  evidence 887 

Sufficient  notice  of  publication 887 

Prior  publication,  sufficiency  of  description  to  defeat 

patent 887 

Bedtals. 

Becitals  in  patent 66 

Beductton  to  Practice. 

The  first  to  reduce  to  practice  is  the  prior  inventor  .   64,  886 

Beissae. 

Divisional  reissue 141 

The  reissue  must  be  for  the  same  invention  as  the  orig- 
inal      886 

Permissible  variations 886 

Error  of  the  (Department)  Commissioner  is  properly 

corrected  by  reissue 97 

Identity  of  original  and  reissued  patent  a  question  for 

the  court 886 

Patentee  is  entitled  to  reissue  in  order  to  secure  his  in- 
vention  185 

Reissue  proceedings  when  conclusive  and  when  not  .  .  886 
Reissue  relates  back  to  original  except  as  to  infringe- 
ment       66 

Process  reissued  for  product 186 

BepeaU 

Repeal  of  patent  for  fraud 186 

Spedflcatlon. 

Sufficiency  of  description  of  a  composition  of  matter  .     11 
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